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STATEMENT  OF  THE  CASE. 

These  Causes  in  Equity  are  proceedings  under 
Section  4915  of  the  Revised  Statutes  of  the  United 
States  ( 35  U.  S.  C.  A.  §  63 )  instituted  in  the  Su¬ 
preme  Court  of  the  District  of  Columbia  for  the  pur¬ 
pose  of  obtaining  Letters  Patent  of  the  United 
States  on  a  process  for  the  manufacture  of  cellular 
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building  materials,  which  is  defined  by  the  count 
in  issue  as  follows: 

“The  process  of  forming  a  cellular  cement 
which  comprises  forming  a  tenacious  foam  and 
mixing  the  foam  with  a  cement.,, 

On  December  21,  1922,  John  A.  Rice,  appellant, 
a  citizen  of  the  United  States  residing  at  Berkeley, 
California,  filed  his  Application  for  Letters  Patent 
of  the  United  States  on  the  said  invention  (R.,  Vol. 
Ill,  p.  697).  Rice  assigned  all  his  right,  title  and 
interest  in  the  said  invention  to  the  Bubblestone 
Company,  appellant,  of  which  company  he  is  Presi¬ 
dent,  on  October  14,  1925  (R.,  Vol.  II,  p.  297). 

On  September  8,  1923,  Erik  Christian  Bayer, 
appellant,  a  subject  of  the  Kingdom  of  Denmark, 
filed  his  Application  for  Letters  Patent  of  the 
United  States  on  the  said  invention  (R.,  Vol.  Ill, 
p.  691 ) .  Bayer  assigned  all  his  right,  title  and  in¬ 
terest  in  the  said  invention  to  Christiani  &  Nielsen, 
a  partnership  of  Copenhagen,  Denmark  in  1923  (R., 
Vol.  IV,  p.  1129).  This  Bayer  Application  was 
declared  in  interference  with  the  Rice  Application 
by  the  United  States  Patent  Office  on  May  22,  1924 
( R.,  Vol.  Ill,  p.  696 ) . 

On  August  20,  1924,  the  United  States  Gypsum 
Company  filed  an  Application  for  Letters  Patent  of 
the  United  States  on  the  said  invention,  (R.,  Vol. 
Ill,  p.  682 )  in  the  name  of  Carlisle  K.  Roos,  one  of 
of  its  employees,  who  assigned  all  his  right,  title  and 
interest  in  the  said  invention  to  the  United  States 
Gypsum  Company  on  July  24,  1924,  (R.,  Vol.  II,  p. 
337 ) .  This  Roos  Application  was  declared  in  inter¬ 
ference  with  the  Rice  Application  and  the  Bayer  Ap¬ 
plication  by  the  United  States  Patent  Office  on  Feb¬ 
ruary  9,  1925,  (R.,  Vol.  Ill,  p.  688). 
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On  August  20,  1924,  the  same  day  upon  which 
the  United  States  Gypsum  Company  filed  its  said 
Application  in  the  name  of  Roos,  the  United  States 
Gypsum  Company  filed  a  second  Application  for 
Letters  Patent  of  the  United  States  on  the  said  in¬ 
vention  (R.  Vol.  Ill,  p.  774)  in  the  joint  names  of 
the  said  Carlisle  K.  Roos,  and  one  Murrell  G.  Alli¬ 
son,  the  latter  of  whom  entered  the  employment  of 
the  United  States  Gypsum  Company  on  March  15, 
1924,  (R.,  Vol.  II,  p.  337).  Roos  and  Allison  as¬ 
signed  all  their  right,  title  and  interest  in  the  said 
invention  to  the  United  States  Gypsum  Company  on 
July  24,  1924  (R.,  Vol.  II,  p.  337).  This  Roos  and 
Allison  joint  Application  was  declared  in  interfer¬ 
ence  with  the  Rice  Application,  the  Bayer  Applica¬ 
tion  and  the  Roos  Application  by  the  United  States 
Patent  Office  on  April  9,  1925  (R.,  Vol.  Ill,  p.  782). 

Rice  was  thus  the  Senior  Party,  and  Bayer, 
Roos,  and  Roos  and  Allison,  the  Junior  Parties,  in 
Interference  No.  50,974  in  the  United  States  Patent 
Office. 

i 

Rice,  in  his  Preliminary  Statement  filed  in  the 
said  Interference  Proceedings  in  the  United  States 
Patent  Office,  alleged  conception  in  October,  1922, 
and  reduction  to  practice  November  15,  1922,  (R., 
Vol.  Ill,  p.  705 ) .  Bayer  elected  under  the  provisions 
of  the  International  Convention  and  Section  4887  of 
the  Revised  Statutes  of  the  United  States  ( 35  U.  S. 
C.  A.  §  32)  to  rely,  for  his  dates  of  conception  and 
reduction  to  practice,  upon  the  date  of  the  filing  of 
his  Application  for  Letters  Patent  of  the  Kingdom 
of  Denmark,  which  he  swore,  in  his  Oath  attached 
to  his  United  States  Application  (R.  Vol.  Ill,  p. 
694 ) ,  first  filed  in  Denmark  on  September  11,  1922, 
(R.,  Vol.  IV,  p.  1150).  Roos,  in  his  Preliminary 
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Statement,  alleged  conception,  June  1,  1922,  and  re¬ 
duction  to  practice,  June  20,  1922,  (R.,  Vol.  m,  p. 
689).  Roos  and  Allison  alleged  conception,  May 
15,  1924,  reduction  to  practice,  May  15,  1924,  and 
commercial  use  in  the  manufacture  of  plasterboard 
beginning  on  or  about  August  1,  1924  (R.,  Vol.  Ill, 
p.  707). 

On  June  30, 1925,  the  Examiner  of  Interferences 
rendered  a  decision  eliminating  the  said  application 
filed  by  the  United  States  Gypsum  Company  in  the 
joint  names  of  Roos  and  Allison  from  the  said  In¬ 
terference  Proceeding  for  the  reason  that  the 
United  States  Gypsum  Company  abandoned  the 
said  joint  Application  by  failing  to  make  any  show¬ 
ing,  within  the  time  allowed,  why  judgment  on  the 
record  should  not  be  entered  against  them,  and  the 
United  States  Gypsum  Company  took  no  appeal 
from  this  decision  (R.,  Vol.  Ill,  p.  708).  The  Roos 
and  Allison  Joint  Application  was  thus  finally  elimi¬ 
nated  from  the  Interference  Proceeding. 

On  September  23,  1926,  the  said  United  States 
Gypsum  Company,  Roos’  Assignee,  and  the  said 
Christiani  &  Nielsen,  Bayer’s  Assignee,  entered  into 
an  Agreement  under  which  their  respective  rights 
to  Letters  Patent  of  the  United  States  on  the  said 
invention  were  in  effect  merged.  (R.,  Vol.  Ill,  p. 
947).  The  existence  of  this  Agreement  was  not, 
however,  disclosed  by  the  United  States  Gypsum 
Company  or  by  Bayer,  or  his  said  Assignee,  in  the 
Record  made  in  the  Patent  Office  Proceedings,  and 
neither  the  United  States  Gypsum  Company  nor 
Bayer,  or  his  said  Assignee,  made  any  election  to 
proceed  in  the  said  Interference  Proceeding  under 
either  the  said  Roos  Application  or  the  said  Bayer 
Application  pursuant  to  the  provisions  of  Rule  No. 
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94  of  the  Rules  of  Practice  in  the  United  States 
Patent  Office  which  provides: 

“Parties  owning  applications  or  patents 
which  contain  conflicting  claims  will  be  required 
before  an  interference  is  declared  to  show 
cause  why  these  claims  shall  not  be  eliminated 
from  all  but  one  of  the  applications  or  patents 
of  common  ownership.” 

The  Interference,  therefore,  proceeded  as  a 
three  party  proceeding  in  the  same  manner  as 
though  Roos  and  Bayer  and  their  respective  As¬ 
signees  had  not  merged  their  claims  to  Letters  Pat¬ 
ent  of  the  United  States  on  the  said  invention. 

All  three  Parties  to  the  Interference  Proceed¬ 
ing  took  testimony  in  the  form  of  depositions,  the 
contents  of  which  are  to  be  found  in  the  Transcript 
of  Record  as  follows : 

Rice’s  Depositions — (R.,  Vol.  II,  pp.  125  to 

180 ) 

Roos’  Depositions — (R.,  Vol.  II,  pp.  180  to 

295 ) 

Rice’s  Depositions  relating  to  the  Bayer  case — 
(R.,  Vol.  IV,  pp.  1013  to  1066)  j 

Bayer’s  Depositions — (R.,  Vol.  IV,  pp.  1066 
to  1089 ) 

On  May  28,  1927,  the  Examiner  of  Interfer¬ 
ences  rendered  a  decision  awarding  priority  of  in¬ 
vention  to  Roos,  a  Junior  Party  (See  Opinion  R., 
Vol.  in,  p.  709),  allowing  him  a  conception  date  of 
June  30,  1922,  that  being  the  date  of  the  letter, 
Roos’  Exhibit  No.  2  (R.,  Vol.  Ill,  p.  958),  and  a  re¬ 
duction  to  practice  date  of  August  23,  1922,  “when 
standard  4"  tile  were  made,”  according  to  the  data 
sheet  Roos’  Exhibit  No.  5  (R.,  Vol.  Ill,  p.  961). 

Rice  and  Bayer  then  appealed  from  the  said 
decision  of  the  Examiner  of  Interferences  to  the 


Board  of  Appeals  of  the  United  States  Patent  Of¬ 
fice,  Rice  contending  before  that  Board  that  “the 
Examiner  of  Interferences  erred  in  holding  that 
Roos  had  reduced  to  practice  in  1922  and  in  not 
holding  that  what  Roos  did  in  that  year  amounted 
to  no  more  than  failure  or  abandoned  experiments.” 
Bayer  contended  that  “the  Examiner  of  Interfer¬ 
ences  erred  in  holding  that  Roos  was  entitled  to 
priority  in  view  of  his  long  delay  after  his  alleged 
conception  and  experimental  work  in  filing  his  ap¬ 
plication  for  patent  on  the  invention  and  final  re¬ 
duction  to  practice.”  (R.,  Vol.  Ill,  pp.  715,  716). 
On  July  2,  1928,  the  Board  of  Appeals  affirmed  the 
decision  of  the  Examiner  of  Interferences  award¬ 
ing  priority  of  the  invention  to  Roos  and  said  inter 
alia  in  their  opinion  (See  complete  opinion  R.,  Vol. 
Ill,  p.  715 )  : 

“While  the  tile  made  by  Roos  in  August, 
1922,  as  noted  above,  were  not  tried  out  in  ac¬ 
tual  building  construction,  the  evidence  shows 
that  they  were  subjected  to  the  usual  factory 
tests.  *  *  * 

“After  actual  reduction  to  practice,  delay 
in  filing  the  application  does  not  work  a  for¬ 
feiture  of  the  rights  of  the  first  inventor  in  the 
absence  of  abandonment  of  the  invention  or  of 
some  statutory  bar,  or  of  circumstances  that 
bring  the  case  within  the  doctrine  of  Mason  v. 
Hepburn,  84  O.  G.  747.  (Citing  cases.) 

“We  do  not  find  in  this  case  such  suppres¬ 
sion  or  concealment  of  the  invention  followed 
by  activity  on  the  part  of  Roos  due  to  knowl¬ 
edge  of  the  entry  of  a  rival  into  the  field,  as  is 
necessary  to  bring  the  case  within  the  equi¬ 
table  estoppel  doctrine  of  Mason  v.  Hepburn , 
supra ” 

On  August  10,  1928,  Bayer  gave  notice  of  his 
intention  to  appeal  from  this  decision  of  the  Board 


7 


of  Appeals  of  the  United  States  Patent  Office  to 
the  Court  of  Appeals  of  the  District  of  Columbia. 

On  August  20,  1928,  Rice  gave  notice  that  he 
elected,  pursuant  to  the  provisions  of  Section  4915 
of  the  Revised  Statutes  of  the  United  States  (U.  S. 
C.  A.  §63)  to  have  all  further  proceedings  conduct¬ 
ed  as  provided  in  that  Act,  as  amended  by  the  Act 
of  March  3,  1927,  and  on  September  19,  1928,  with 
his  co-plaintiff,  The  Bubblestone  Company,  Rice 
filed  his  Bill  of  Complaint  in  the  Supreme  Court  of 
the  District  of  Columbia  at  No.  48,833  in  Equity, 
against  Roos  and  the  United  States  Gypsum  Com¬ 
pany,  his  Assignee,  and  Bayer.  Bayer  then  dis¬ 
missed  his  Appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia  and  likewise  on  September 
19,  1928,  filed  his  Bill  of  Complaint  in  the  Supreme 
Court  of  the  District  of  Columbia  at  No.  48,832  in 
Equity,  against  Rice  and  The  Bubblestone  Com¬ 
pany,  his  Assignee,  and  Roos  and  the  United  States 
Gypsum  Company,  his  Assignee.  These  two  pro¬ 
ceedings  were  then  consolidated  for  trial  by  stipu¬ 
lation. 

The  Bill  of  Complaint  filed  by  Rice  and  The 
Bubblestone  Company,  his  Assignee,  prays  for  a 
decree  adjudging  Rice  to  be  the  true,  original  and 
first  inventor  of  the  said  invention  and  that  The 
Bubblestone  Company,  as  his  Assignee,  is  entitled 
to  receive  Letters  Patent  of  the  United  States 
thereon,  (R.,  Vol.  I,  p.  50).  The  Bill  of  Complaint 
filed  by  Bayer  prays  for  a  decree  adjudging  Bayer 
to  be  the  true,  original  and  first  inventor  of  the  said 
invention  and  as  such  is  entitled  to  receive  Letters 
Patent  of  the  United  States  thereon,  (R.,  Vol.  I,  p. 
2 ) .  Both  Bills  of  Complaint  aver  that  Roos  is  not 
the  true,  original  and  first  inventor  of  the  said  in¬ 
vention.  Roos  and  the  United  States  Gypsum  Com- 
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pany,  his  Assignee,  in  their  Joint  Answers  deny 
that  Roos  is  not  the  true,  original  and  first  inven¬ 
tor  of  the  said  invention  and  on  the  contrary,  aver 
that  Roos  is  the  true,  original  and  first  inventor 
thereof,  <R.,  Vol.  I,  pp.  11,  59).  Issue  is  thus 
joined  in  the  pleadings  on  the  question  as  to  which 
of  the  three  contestants  is,  in  law,  the  true,  original 
and  first  inventor  of  the  said  invention. 

The  trial  proceeded  in  due  course  in  the  Su¬ 
preme  Court  of  the  District  of  Columbia  before  His 
Honor,  F.  Dickinson  Letts,  Judge,  as  a  consolidated 
proceeding  de  novo.  The  complete  Record  in  the 
Patent  Office  Interference  Proceedings,  including 
all  depositions  and  exhibits,  was  admitted  in  evi¬ 
dence  with  the  same  force  and  effect  as  if  originally 
taken  and  produced  at  the  trial. 

The  additional  and  new  evidence  introduced 
into  the  Supreme  Court  proceeding  by  Rice  (R., 
Vol.  II,  pp.  297  to  513  and  Vol.  IV,  pp.  1089  to 
1127),  which  evidence  was  not  before  the  Patent 
Office  Tribunals,  may  be  briefly  classified  as  fol¬ 
lows  : 

1.  Rice’s  new  evidence  showing  stimula¬ 
tion  to  activity  on  the  part  of  the  United  States 
Gypsum  Company  because  of  knowledge  gained 
by  them  of  the  activities  of  Bayer  and  Rice  in 
the  field  of  the  invention,  which  resulted  in  the 
filing  by  them  of  the  Roos  application  for  Let¬ 
ters  Patent  of  the  United  States  on  August  20, 
1924.  Rice  contends  that  this  new  evidence 
brings  the  case  within  the  equitable  estoppel 
doctrine  of  Mason  v.  Hepburn,  84  O.  G.  747, 
which  is  referred  to  in  the  quotation  from  the 
decision  of  the  Board  of  Appeals,  supra. 

2.  Rice’s  new  evidence  showing  what  the 
usual  and  customary  tests  on  fabricated  gyp¬ 
sum  products  were  as  they  were  better  knowm 
and  used  throughout  the  gypsum  industry  in 
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1922.  This  evidence  bears  upon  the  question 
of  Roos'  alleged  reduction  to  practice  prior  to 
Rice's  filing  date. 

3.  Rice's  new  evidence  bearing  upon  the 
excuse  offered  by  Roos  and  the  United  States 
Gypsum  Company  for  their  delay  in  filing  their 
Application  for  Letters  Patent.  In  the  Patent 
Office  proceedings,  Roos  testified  that,  although 
he  reduced  to  practice  in  August,  1922,  his  Ap¬ 
plication  for  Letters  Patent  was  not  filed  by 
the  United  States  Gypsum  Company  until 
August,  1924,  because  it  took  them  approxi¬ 
mately  two  years  to  visualize  and  construct  a 
machine  to  employ  the  invention  in  the  manu¬ 
facture  of  gypsum  wallboard.  Rice’s  new  evi¬ 
dence  on  this  phase  of  the  case  shows  that  no 
continuous  foam  machine  was  necessary  for 
the  manufacture  of  gypsum  building  block  in 
1922  since,  at  that  time,  as  was  admitted  by 
Roos  and  the  witnesses  for  the  United  States 
Gypsum  Company,  such  blocks  were  being 
made  by  the  hand-molding  process ;  that  a  simi¬ 
lar  machine  to  the  one  which  Roos  and  the  offi¬ 
cials  of  the  United  States  Gypsum  Company 
testified  it  took  them  approximately  two  years 
to  visualize  and  construct,  could  have  been 
purchased  on  the  open  market  in  1922 ;  that  the 
machine  which  Roos  and  the  United  States 
Gypsum  Company  testified  it  took  them  ap¬ 
proximately  two  years  to  visualize  and  con¬ 
struct  could  have  been  designed  easily  in  three 
weeks,  and  that  ten  weeks  would  have  been  a 
very  liberal  time  to  design  and  build  it;  that 
flotation  froth  cells,  with  practically  no  change, 
could  have  been  used;  that  one  of  Rice's  as¬ 
signees,  who  was  not  a  licensed  or  registered 
engineer,  built  his  own  plant  for  the  manufac¬ 
ture  of  “Bubblestone"  within  four  months  and 
was  of  the  opinion  that  if  he  could  have  spent 
all  his  time  on  his  continuous  foam  machine, 
he  could  have  finished  it  in  less  than  thirty 
days. 
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4.  Rice’s  new  evidence  showing  work  by 
Roos  and  the  United  States  Gypsum  Company 
on  inventions  similar  to  that  in  issue  and  with 
like  objectives,  for  which  Applications  for  Let¬ 
ters  Patent  were  filed  by  the  United  States 
Gypsum  Company  between  August  23,  1922, 
Roos’  alleged  reduction  to  practice  date,  and 
August  20,  1924,  Roos’  filing  date,  and  Roos’ 
work  on  other  inventions  which  were  in  no 
way  conected  with  the  process  in  issue  and 
the  filing  of  applications  thereon  between  the 
said  dates.  (See  Rice’s  Exhibit  Z-4,  R.,  Vol. 
Ill,  pp.  791  to  941,  incl.) 

5.  Rice’s  new  evidence  showing  the  agree¬ 
ment  between  Roos  and  Bayer  and  their  re¬ 
spective  assignees,  which  was  negotiated  by 
Sewell  Lee  Avery,  President  of  the  United 
States  Gypsum  Company,  and  which  agreement 
in  effect  merged  the  rights  of  Roos  and  Bayer 
and  their  respective  assignees  to  Letters  Pat¬ 
ent  of  the  United  States  on  the  said  invention. 

6.  Rice’s  new  evidence  concerning  the  ac¬ 
tivities  of  Murrell  G.  Allison,  who  entered  the 
employment  of  the  United  States  Gypsum 
Company  on  March  15,  1924,  in  connection 
with  Roos’  work  both  on  the  foam  and  on  the 
machine,  which  activities  of  the  said  Allison 
resulted  in  the  filing  of  two  Applications  by 
the  United  States  Gypsum  Company  on  the 
process  in  issue,  one  of  which  was  filed  in  the 
name  of  Roos  and  the  other  as  a  Joint  Appli¬ 
cation  in  the  names  of  Roos  and  Allison. 

7.  Rice’s  new  evidence  showing  that 
Bayer  did  not  sufficiently  disclose  his  inven¬ 
tion  so  as  to  entitle  him  to  the  benefits  of  Sec¬ 
tion  4887  of  the  Revised  Statutes  of  the  United 
States  (35  U.  S.  C.  A.  £  32)  and  to  the  grant 
of  Letters  Patent  of  the  United  States. 

8.  Rice’s  Petition  for  Leave  to  File  a  Bill 
of  Review  and  his  Motion  to  Compel  Produc¬ 
tion  of  a  Document  with  accompanying  Affi¬ 
davits  which  prove  that  Bayer  did  not  file  his 
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United  States  Application  within  twelve  months 
of  the  filing  of  his  first  Danish  Application  on 
the  process  in  issue  pursuant  to  the  provisions 
of  Section  4887  of  the  Revised  Statutes  of  the 
United  States  (35  U.  S.  C.  A.  Sec.  32) ,  and  that 
Bayer  committed  perjury  in  his  Oath  attached 
to  his  United  States  Application.  This  new 
evidence  restricts  Bayer  to  his  filing  date  in 
the  United  States  of  September  8,  1923,  and 
prevents  him  from  claiming  an  earlier  priority 
date. 

The  Court  below  found  as  facts,  inter  alia  (R., 
Vol.  I,  p.  72 )  : 

1.  That  Roos  reduced  to  practice  as  early 
as  August  23,  1922; 

2.  That  Roos  and  the  United  States  Gyp* 
sum  Company,  or  either  of  them,  were  not 
stimulated  to  activity  in  filing  their  applica¬ 
tion  of  August  20,  1924,  in  the  United  States 
Patent  Office; 

3.  That  subsequent  to  August  23,  1922, 
Roos  and  the  United  States  Gypsum  Company 
did  not  abandon,  conceal,  or  suppress  the  said 
invention ; 

4.  That  Roos  was  duly  diligent  in  filing 
his  said  application  of  August  20,  1924. 

The  Court  below  further  found,  inter  alia ,  as  a 
Conclusion  of  Law,  that  the  Bills  of  Complaint  filed 
by  Roos  and  Bayer  should  be  dismissed,  and  that 
Letters  Patent  of  the  United  States  should  issue  to 
the  United  States  Gypsum  Company,  Roos’ 
Assignee. 

The  Court  below  refused  to  make  any  Find¬ 
ings  of  Fact  or  Conclusions  of  Law  with  respect  to 
the  sufficiency  of  Bayer’s  disclosure  as  contained  in 
his  application  for  Letters  Patent  of  the  United 
States  for  the  reason  that  the  Court  deemed  such 
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Findings  unnecessary  in  view  of  its  decision  award¬ 
ing  priority  to  Roos. 

On  March  6,  1933,  the  Court  below  issued  its 
Decrees  dismissing  the  said  Bills  of  Complaint 
filed  by  Rice  and  Bayer  and  authorizing  the  Com¬ 
missioner  of  Patents  to  issue  Letters  Patent  of  the 
United  States  on  the  said  invention  to  Roos  and  the 
United  States  Gypsum  Company,  Roos’  Assignee 
(R.,  Vol.  I,  pp.  47,  92).  From  these  Decrees,  Rice 
and  Bayer  perfected  their  Appeals  to  this  Honor¬ 
able  Court  on  March  27,  1933. 

The. Court  below  filed  no  opinion. 

On  February  28,  1934,  Rice  and  The  Bubble- 
stone  Company,  his  Assignee,  filed  a  Petition  in  the 
Supreme  Court  of  the  District  of  Columbia  for 
Leave  to  File  a  Bill  of  Review  in  that  Court  to  per¬ 
mit  the  introduction  of  certain  newly  discovered 
evidence  into  the  Record  and  to  review,  reverse  and 
set  aside  the  said  Decrees  (R.,  Appeals  Nos.  6285 
and  6286,  p.  2 ) .  This  Petition  set  forth,  inter  alia , 
that  during  the  month  of  January,  1934,  Rice  dis¬ 
covered  that  Bayer  committed  perjury  in  his  oath 
attached  to  his  application  for  Letters  Patent  of 
the  United  States  in  which  he  swore,  inter  alia , 
“that  no  application  for  patent  on  said  improvement 
has  been  filed  by  himself,  or  his  representatives,  or 
assignees,  in  any  country  foreign  to  the  United 
States,  except  as  follows:  in  Denmark,  the  11th, 
September,  1922,  Patent  No.  31,916.”  At  this  time, 
it  was  discovered  by  Rice  that  Bayer  first  filed  an 
application  for  Letters  Patent  on  the  said  invention 
in  the  Kingdom  of  Denmark,  on  September  12, 1921. 
Rice  contends  that  this  newly  discovered  evidence 
prevents  Bayer  from  claiming  priority  over  Rice 
because  of  the  provisions  of  the  International  Con- 
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vention  and  Section  4887  of  the  Revised  Statutes 
of  the  United  States  ( 35  U.  S.  C.  A  §  32 ) ,  because 
it  proves  that  Bayer  did  not  file  his  application 
on  the  said  invention  in  the  United  States  within 
one  year  of  the  filing  of  his  first  application  thereon 
in  Denmark.  The  said  Petition  filed  by  Ric^  also 
sets  forth  that  the  newly  discovered  evidence  dis¬ 
closes  that  Bayer's  first  application  of  September 
12,  1921,  was  laid  open  to  public  inspection,  pur¬ 
suant  to  the  Laws  of  Denmark,  on  April  18,  1922, 
and  that  notice  thereof  was  printed  in  “Dansk 
Patenttidende”  on  that  date.  Rice  contends  that 
his  newly  discovered  evidence  sets  up  a  statutory 
bar  to  the  issuance  of  Letters  Patent  of  the  United 
States  to  Roos  under  Section  4886  of  the  Revised 
Statutes  of  the  United  States  ( 35  U.  S.  C.  A  §  31 ) 
since  it  amounts  to  a  printed  publication  more  than 
two  years  before  Roos  filed  his  application  of  Au¬ 
gust  20,  1924.  Rice  and  The  Bubblestone  Company 
also  filed  a  Motion  in  the  Supreme  Court  of  the  Dis¬ 
trict  of  Columbia  to  compel  Bayer  to  produce  a  copy 
of  his  first  application  filed  in  Denmark  on  Septem¬ 
ber  12,  1921  (R.,  Appeals  Nos.  6285  and  6286,  p. 

20).  j 

On  May  17,  1934,  the  Court  below,  by  his 
Honor,  F.  Dickinson  Letts,  Judge,  made  and  en¬ 
tered  its  Decrees  dismissing  the  said  Petition  for 
Leave  to  File  a  Bill  of  Review  and  the  said  Motion 
to  Compel  Production  of  a  Document  (R.,  Appeals 
Nos.  6285  and  6286,  pp.  33  and  34),  and  on  June  9, 
1934,  Rice  and  The  Bubblestone  Company  perfected 
their  Appeals  from  these  Decrees  to  this  Honor¬ 
able  Court  and  filed  the  Transcript  of  Record 
therein  at  Nos.  6285  and  6286. 

On  September  1, 1934,  upon  motion  of  Rice  and 
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The  Bubblestone  Company,  this  Honorable  Court 
issued  its  Order  directing  that  the  said  Appeals 
Nos.  6140,  6141,  6285  and  6286  be  assigned  together 
for  argument  and  for  filing  of  Briefs. 

ERRORS  RELIED  UPON. 

1.  The  Court  erred  in  finding  as  a  fact  that 
Defendant  Carlisle  K.  Roos,  reduced  to  practice  the 
invention  in  issue  at  least  as  early  as  on  August 
23rd  and  24th,  1922.  (Assignment  of  Error  No.  2,  R., 
Vol.  I,  p.  94 ) 

2.  The  Court  erred  in  finding  as  a  fact  that  the 
Defendants,  Carlisle  K.  Roos  and  the  United  States 
Gypsum  Company,  or  either  of  them,  did  not,  sub¬ 
sequent  to  August  23,  1922,  abandon  the  invention 
in  issue,  or  conceal  or  suppress  it.  (Assignment  of 
Error  No.  28,  R.,  Vol.  I,  p.  99) 

3.  The  Court  erred  in  finding  as  a  fact  that  the 
Defendants,  Carlisle  K.  Roos  and  the  United  States 
Gypsum  Company,  or  either  of  them,  were  not 
stimulated  to  activity  in  filing  in  the  United  States 
Patent  Office  the  application  for  patent  of  said  Car¬ 
lisle  K.  Roos  Serial  No.  733,197,  and  had  no  knowl¬ 
edge  of  the  subject  matter  of  the  alleged  invention 
by  said  Rice  or  by  said  Bayer,  or  the  public  use 
thereof,  prior  to  the  filing  of  said  Roos  patent  ap¬ 
plication,  and  had  no  knowledge  of  the  publication 
of  information  relating  to  the  subject  matter  of  the 
alleged  invention  of  said  Rice  or  said  Bayer  prior 
to  the  filing  of  the  Roos  patent  application  afore¬ 
said.  (Assignment  of  Error  No.  40,  R.,  Vol.  I,  p.  102) 

4.  The  Court  erred  in  finding  as  a  fact  that 
Defendant,  Carlisle  K.  Roos,  was  duly  diligent  in 
filing  in  the  United  States  Patent  Office,  his  said  ap- 
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plication  for  patent,  Serial  No.  733,197,  after  his 
conception  and  his  reduction  to  practice  of  the  in¬ 
vention  in  issue.  (Assignment  of  Error  No.  45,  R., 
Vol.  I,  p.  103) 

5.  The  Court  erred  in  finding  as  a  fact  that  the 
Defendants,  Carlisle  K.  Roos  and  the  United  States 
Gypsum  Company,  or  either  of  them,  have  not  for¬ 
feited  their  rights  to  the  invention  in  issue,  and  are 
not  estopped  to  receive  a  patent  therefor.  (Assign¬ 
ment  of  Error  No.  46,  R.,  Vol.  I,  p.  104) 

6.  The  Court  erred  in  finding  as  a  fact  that 

John  A.  Rice,  one  of  the  Plaintiffs  herein,  and  Erik 
Christian  Bayer,  one  of  the  defendants  herein,  were 
subsequent  in  point  of  time  to  Carlisle  K.  Roos,  one 
of  the  Defendants  herein,  in  perfecting  their  inven¬ 
tions.  (Assignment  of  Error  No.  47,  R.,  Vol.  I,  p. 
104 )  i 

7.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  Defendant,  Carlisle  K.  Roos,  being  a 
citizen  of  the  United  States  was  the  true,  original 
and  first  inventor  of  the  invention  here  in  issue. 
(Assignment  of  Error  No.  49,  R.,  Vol.  I,  p.  104) 

8.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  the  invention  in  issue  was  not  before 
known  or  used  by  others  in  this  country  before  said 
Roos’  invention  or  discovery  thereof,  was  not 
patented  or  described  in  any  printed  publication  in 
this  or  any  foreign  country  before  Roos’  invention 
or  discovery  thereof,  or  more  than  two  years  prior 
to  his  application  for  patent  therefor,  as  aforesaid, 
and  not  in  public  use  or  on  sale  in  this  country  for 
more  than  two  years  prior  to  his  application  for 
patent,  and  that  the  same  was  not  and  has  not  been 
abandoned  by  either  the  Defendant,  Carlisle  K.  Roos, 
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or  the  Defendant,  United  States  Gypsum  Company. 
(Assignment  of  Error  No.  50,  R.,  Vol.  I,  p.  104) 

9.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  the  application  for  Letters  Patent  for 
said  invention,  bearing  Serial  No.  733,197,  and  filed 
by  Defendant,  Carlisle  K.  Roos,  on  August  20,  1924, 
in  the  United  States  Patent  Office,  when  filed  con¬ 
formed  to  all  the  laws  and  rules  relating  to  the  filing 
of  applications  for  Letters  Patent  of  the  United 
States.  (Assignment  of  Error  No.  51,  R.,  Vol.  I,  p. 
104) 

10.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  Defendant,  Carlisle  K.  Roos,  as  inventor 
and  applicant  for  Letters  Patent  of  the  United 
States,  and  Defendant,  United  States  Gypsum  Com¬ 
pany,  as  Assignee  of  said  Roos  invention  and  said 
application  for  patent,  are  entitled  to  Letters  Patent 
of  the  United  States  for  the  invention  here  in  issue. 
(Assignment  of  Error  No.  52,  R.,  Vol.  I,  p.  104) 

11.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  Plaintiff,  John  A.  Rice,  is  not  an  inven¬ 
tor  prior  in  point  of  time  to  Defendant,  Carlisle  K. 
Roos,  of  the  subject  matter  of  the  issue,  and  is  not 
entitled  to  Letters  Patent  of  the  United  States 
therefor.  (Assignment  of  Error  No.  53,  R.,  Vol.  I, 
p.  105) 

12.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  the  Bill  of  Complaint  should  be  dis¬ 
missed  for  want  of  equity,  with  costs  to  the  De¬ 
fendants,  Carlisle  K.  Roos  and  United  States  Gyp¬ 
sum  Company,  to  be  taxed  by  the  Clerk.  (Assign¬ 
ment  of  Error,  No.  54,  R.,  Vol.  I,  p.  105) 

13.  The  Court  erred  in  finding  as  a  Conclusion 
of  Law  that  the  Commissioner  of  Patents  is  hereby 
authorized  to  issue  such  Letters  Patent  to  said  De- 
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fendants  and  applicant,  Carlisle  K.  Roos,  upon  his 
filing  in  the  Patent  Office  a  copy  of  this  adjudica¬ 
tion  and  otherwise  complying  with  the  require¬ 
ments  of  the  law.  ( Assignment  of  Error  No.  55,  R., 
Vol.  I,  p.  105) 

14.  The  Court  erred  in  refusing  to  find  as  a 

fact  that  the  party  Bayer  failed  to  disclose  his  in¬ 
vention  in  such  full,  clear,  concise  and  exact  terms 
as  to  enable  any  person  skilled  in  the  art  or  science 
to  which  it  pertained  or  with  which  it  was  most 
nearly  connected  to  make,  construct,  compound  and 
use  the  same.  (Assignment  of  Error  No.  67,  R., 
Vol.  I,  p.  107)  I 

15.  The  Court  erred  in  refusing  to  find  as  a 
Conclusion  of  Law  that  the  disclosure  of  the  ap¬ 
plication  of  the  party  Bayer  is  insufficient  in  law 
and  that  he  is  not  entitled  to  Letters  Patent  of  the 
United  States  thereon.  (Assignment  of  Error  No. 
90,  R.,  Vol.  I,  p.  110) 

16.  The  Court  erred  in  making  and  entering 
the  following  final  decree  in  the  cause  of  John  A. 
Rice  and  The  Bubblestone  Company ,  Plaintiffs ,  vs. 
Carlisle  K.  Roos  and  the  United  States  Gypsum 
Company ,  Defendants ,  and  Erik  Christian  Bayer , 
Defendant ,  No.  48,833,  In  Equity: 

“FINAL  DECREE 

“This  cause  having  come  on  to  be  heard 
upon  the  bill  of  complaint  and  amendment  to 
the  bill  of  complaint  filed  herein  by  the  plain¬ 
tiffs,  John  A.  Rice  and  The  Bubblestone  Com¬ 
pany,  and  the  answers  of  the  defendants,  Car¬ 
lisle  K.  Roos  and  the  United  States  Gypsum 
Company  and  Erik  Christian  Bayer,  together 
with  the  amendment  to  the  answer  of  Carlisle 
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K.  Roos  and  the  United  States  Gypsum  Com¬ 
pany,  the  plaintiffs  and  the  defendants  being 
represented  by  their  respective  counsel,  and  the 
case  having  been  heard  upon  the  23rd  to  the 
26th,  inclusive,  of  June,  A.  D.  1931;  the  6th  to 
the  10th,  inclusive,  of  October,  1931;  the  17th 
to  the  19th,  inclusive,  and  the  23rd  to  the  26th, 
inclusive,  of  February,  1932,  before  Honorable 
F.  Dickinson  Letts,  Judge  Presiding,  and  the 
Court  having  considered  the  evidence,  oral  and 
documentary,  and  the  physical  exhibits  intro¬ 
duced  by  all  of  the  parties,  and  having  heard 
the  arguments  of  counsel  and  considered  the 
briefs  filed  by  the  parties,  and  being  fully  ad¬ 
vised  in  the  premises,  and  having  heretofore 
made  its  findings  of  fact  and  conclusions  of 
law, 

“It  is  hereby  ordered,  adjudged  and  de¬ 
creed  as  follows: 

“1)  That  the  bill  of  complaint  with  the 
amendment  thereto  of  the  plaintiffs,  John  A. 
Rice  and  The  Bubblestone  Company,  be  and  the 
same  is  hereby  dismissed  for  want  of  equity; 

“2)  That  defendant.  Carlisle  K.  Roos, 
was  the  original,  first,  and  sole  inventor  of  the 
invention  forming  the  subject  matter  of  the 
count  here  in  issue,  to-wit: 

The  process  of  forming  a  cellular  cement 
which  comprises  forming  a  tenacious  foam  and 
mixing  the  foam  with  a  cement. 

“3 )  That  the  Commissioner  of  Patents  is 
hereby  authorized  to  issue  letters  patent  of  the 
United  States  upon  said  invention  on  the  filing 
in  the  Patent  Office  by  said  Carlisle  K.  Roos  of 
a  copy  of  this  adjudication  and  otherwise  com¬ 
plying  with  the  requirements  of  law. 

“4)  That  the  defendants,  Carlisle  K. 
Roos  and  the  United  States  Gypsum  Company, 
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recover  their  costs  from  the  said  plaintiffs,  the 
same  to  be  taxed  by  the  Clerk  of  the  Court. 

“Enter 

F.  Dickinson  Letts, 

Justice” 

“Dated  March  6th,  1933,  Washington,  D.  C.” 
(Assignment  of  Error,  R.,  Vol.  I,  p.  110) 

17.  The  Court  erred  in  making  and  entering 
the  following  final  decree  in  the  cause  of  j  Erik 
Christian  Bayer ,  Plaintiff,  vs.  John  A.  Rice  and  The 
Bubblestone  Company,  Defendants,  and  Carlisle  K. 
Roos  and  the  United  States  Gypsum  Company,  De¬ 
fendants,  No.  48,832,  In  Equity: 

“FINAL  DECREE 

“This  cause  having  come  on  to  be  heard 
upon  the  bill  of  complaint  filed  herein  by  the 
plaintiff,  Erik  Christian  Bayer,  and  the  an¬ 
swers  of  the  defendants,  John  A.  Rice  and  The 
Bubblestone  Company,  and  the  defendants, 
Carlisle  K.  Roos  and  the  United  States  Gypsum 
Company,  the  plaintiff  and  the  defendants  be¬ 
ing  represented  by  their  respective  counsel,  and 
the  case  having  been  heard  upon  the  23rd  to 
the  26th,  inclusive,  of  June,  A.  D.  1931 ;  the  6th 
to  the  10th,  inclusive,  of  October,  1931 ;  the 
17th  to  the  19th,  inclusive,  and  the  23rd  to  the 
26th,  inclusive,  of  February,  1932,  before  Hon¬ 
orable  F.  Dickinson  Letts,  Judge  Presiding,  and 
the  Court  having  considered  the  evidence,  oral 
and  documentary,  and  the  physical  exhibits  in¬ 
troduced  by  all  of  the  parties,  and  having  heard 
the  arguments  of  counsel  and  considered  the 
briefs  filed  by  the  parties,  and  being  fully  ad¬ 
vised  in  the  premises,  and  having  heretofore 
made  its  findings  of  fact  and  conclusions  of 
law, 
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“It  is  hereby  ordered,  adjudged  and  de¬ 
creed  as  follows: 

“1)  That  the  bill  of  complaint  of  the 
plaintiff,  Erik  Christian  Bayer,  be  and  the  same 
is  hereby  dismissed  for  want  of  equity ; 

“2 )  That  defendant,  Carlisle  K.  Roos, 
was  the  original,  first  and  sole  inventor  of  the 
invention  forming  the  subject  matter  of  the 
count  here  in  issue,  to-wit: 

The  process  of  forming  a  cellular  cement 
which  comprises  forming  a  tenacious  foam  and 
mixing  the  foam  with  a  cement. 

“3 )  That  the  Commissioner  of  Patents  is 
hereby  authorized  to  issue  letters  patent  of  the 
United  States  upon  said  invention  on  the  filing 
in  the  Patent  Office  by  Carlisle  K.  Roos  of  a 
copy  of  this  adjudication  and  otherwise  com¬ 
plying  with  the  requirements  of  law ; 

“4 )  That  the  defendants,  Carlisle  K.  Roos 
and  the  United  States  Gypsum  Company,  re¬ 
cover  their  costs  from  the  said  plaintiff,  the 
same  to  be  taxed  by  the  Clerk  of  the  Court. 

“Enter. 

F.  Dickinson  Letts 

Justice” 

“Dated  March  6th,  1933,  Washington,  D.  C.” 
(Assignment  of  Error  No.  94,  R.,  Vol.  I,  p.  112) 

18.  The  Court  erred  in  failing  to  find  the  facts 
specially  relating  to  the  conception,  reduction  to 
practice,  abandonment,  concealment  or  suppression, 
by  the  Defendant,  Carlisle  K.  Roos,  of  the  invention 
in  issue,  and  of  his  stimulation  to  activity  in  filing 
his  application  for  patent,  Serial  No.  733,197,  in  the 
United  States  Patent  Office,  in  conformity  with 
Equity  Rule  70  Vo  of  the  Supreme  Court  of  the 
United  States.  (Assignment  of  Error  No.  96,  R., 
Vol.  I,  p.  114) 
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19.  The  Court  erred  in  dismissing  the ;  Peti¬ 

tion  for  Leave  to  File  a  Bill  of  Review  filed  by  John 
A.  Rice  and  The  Bubblestone  Company  at  Nos.  48,- 
832  and  48,833  in  Equity,  by  its  Decree  made  and 
entered  the  17th  day  of  May,  1934.  (Assignment 
of  Error  No.  1,  R.,  Appeals  Nos.  6285  and  6286,  p. 
39)  | 

20.  The  Court  erred  in  denying  the  Motion  to 
Compel  Production  of  Document  filed  by  John  A. 
Rice  and  The  Bubblestone  Company  at  Nos.  48,832 
and  48,833  in  Equity,  by  its  Decree  made  and  en¬ 
tered  the  17th  day  of  May,  1934.  (Assignment  of 
Error  No.  2,  R.,  Appeals  Nos.  6285  and  6286,  p.  39) 
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ARGUMENT 

I.  Roos  and  the  United  States  Gypsum  Company 
are  estopped  from  now  contending  that  Roos  was  the 
first  inventor  within  the  meaning  of  the  law. 

(Note:  This  point  of  our  argument  covers 

Errors  Relied  Upon,  Nos.  2,  3,  4,  5,  6,  7,  8,  9,  10,  11, 

12, 13, 16,  and  17.  See  Brief,  pp.  14  to  20) 

A.  The  United  States  Gypsum  Company  did  not 
file  an  application  on  Roos’  invention  until  they  were 
spurred  into  activity  to  do  so,  by  knowledge  gained  of 
the  activities  of  Bayer  and  Rice  in  the  field  of  invention, 
approximately  two  years  after  their  alleged  reduction  to 
practice. 

1.  The  development  problem  upon  which  Brookby’s 
Research  Department  of  the  United  States  Gypsum  • 
Company  was  working  in  the  year  1922  had  a  twofold 
objective. 

The  testimony  shows  that  Roos  had  nothing  to  do 
with  the  filing  of  applications  for  the  United  States  Gyp¬ 
sum  Company.  (R.,  Vol.  II,  p.  289) .  The  Gypsum  Com¬ 
pany  had  their  own  Patent  Department  with  their  main 
offices  in  Chicago,  Illinois,  (R.,  Vol.  II,  p.  574),  and  H. 

E.  Brookby,  Director  of  Products,  and  also  a  member 
of  the  Board  of  Directors  of  the  United  States  Gypsum 
Company,  determined  for  that  company  when  applica¬ 
tions  for  Letters  Patent  should  be  filed  on  inventions 
made  by  the  research  or  development  department  of 
the  company.  (R.,  Vol.  II,  p.  289) 

Let  us  first  consider  the  development  problem  upon 
which  Brookby’s  department  of  the  United  States  Gyp¬ 
sum  Company  was  working  in  the  year  1922. 
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Brookby  testified  (R.,  Vol.  n,  p.  275)  : 

“I  was  in  charge  of  the  development  work  of 
the  U.  S.  Gypsum  Company  during  the  years  1922 
and  1923.  *  *  *  I  have  been  in  charge  of  this 

development  work  since  I  have  been  connected  with 
the  company  and  am  still  in  charge  of  it. 

*  Mr.  Roos  works  under  the  direction 
of  his  Works  Manager  on  quality  control  of  day  by 
day  production.  He  works  directly  under  me  in 
development  and  research  matters. 

“*  *  *  Mr.  Roos  was  working  under  my  direc¬ 
tion  in  the  year  1922  on  development  work.  Mr.  Roos 
worked  in  general  on  reducing  the  weight  of  fabri¬ 
cated  gypsum  products  which  was  a  special  problem 
under  consideration  at  that  time.” 

Mr.  Brookby  further  testified  (R.,  Vol.  II,  p.  282)  : 

“We  could  not  control  the  specifications  of  saw¬ 
dust.  We  had  to  buy  it  wherever  we  got  it,  and  one 
shipment  might  be  coarse  and  wet  and  fresh  saw¬ 
dust;  the  next  shipment  might  be  an  old  sawdust 
pile  which  had  fermented  and  was  quite  retarding 
in  its  action  on  the  set  of  our  gypsum  mixes  ;  while 
at  other  times  we  were  forced  to  get  sawdust  from 
planing  mills  which  was  very  fine  and  dry  and 
raised  our  consistency  to  a  point  where  we  fre¬ 
quently  encountered  peeling  trouble.  We  made  a 
good  deal  of  our  paper  and  cut  down  the  variables 
there ;  we  made  our  own  calcined  gypsum  and  made 
that  uniform;  the  water  was  uniform  and  from  a 
production  problem  the  removal  of  variables  was 
highly  desirable.” 

Birdsey,  who  in  1922  was  the  Chief  Engineer  of 

i 

the  United  States  Gypsum  Company,  testified  as  fol¬ 
lows  in  the  Supreme  Court  proceeding  (R.,  Vol.  n,  p. 
676)  : 

i 

“The  research  laboratory  in  1922  was  at  Fort 
Dodge.  It  was  to  this  Fort  Dodge  laboratory  that 
Mr.  Brookby  delegated  his  research  problems.  Each 
mill  had  its  own  control  laboratory  and  there  was 
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a  small  control  laboratory  in  Chicago.  The  re¬ 
search  laboratory  of  the  United  States  Gypsum 
Company,  however,  was  at  Fort  Dodge  and  Roos 
was  in  charge  of  it  in  1922.  Not  all  of  the  research 
problems  on  the  various  things  that  they  were  try¬ 
ing  to  make  in  1922  were  referred  to  Roos  at  Fort 
Dodge,  however.” 

Sewell  Lee  Avery,  President  of  the  United  States 
Gypsum  Company,  testified  in  the  Supreme  Court  Pro¬ 
ceeding  (R.,  Vol.  II,  p.  572)  that  Mr.  Roos  was  their 
leading  chemist;  that  the  invention  was  the  result 
of  an  aim  to  overcome  a  definite  difficulty  in  their 
manufacture;  that  in  the  manufacture  of  wallboards, 
sawdust  was  always  used  and  that  as  the  company's 
development  of  wallboard  increased,  the  difficulties 
of  securing  sawdust  became  very  great;  that  the 
company  was  annoyed  and  put  to  expense  due  to 
the  fact  that  sawdust  was  of  an  unkindly  nature 
with  lumps  of  different  kinds  of  wood  in  it;  that  some¬ 
times  the  sawdust  which  they  received  at  their  plants 
would  be  moist  with  water  so  long  as  to  cause  it  to  rot ; 
that  the  handling  of  sawdust  was  dangerous  due  to 
spontaneous  combustion,  etc.;  that  this  condition  was 
labored  with  throughout  the  development  of  the  busi¬ 
ness  of  the  United  States  Gypsum  Company  until  the 
growth  thereof  required  such  a  quantity  of  sawdust 
that  it  became  difficult  to  secure  enough  to  keep  the 
plants  in  operation  and  that  the  stress  became  so  great 
along  in  1918,  1919  or  1920  that  the  United  States  Gyp¬ 
sum  Company  had  as  many  as  five  or  six  men  traveling 
the  country  searching  for  sawdust;  that  the  demand  to 
correct  this  difficulty  brought  the  need  to  the  Research 
Department  and  the  effort  resulted  in  the  bubble  and 
its  use  in  the  board. 
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This  testimony  of  Brookby,  Birdsey  and  Avery 
shows  that  the  development  problem  of  the  Research 
Department  of  the  United  States  Gypsum  Company  in 
1922  had  a  twofold  objective: 

a :  To  decrease  the  weight  of  their  fabricated  gyp¬ 
sum  products,  and 

b:  To  eliminate  the  necessity  of  using  sawdust  in 
their  manufacture. 

The  Record  further  discloses  the  various  methods 

« 

or  processes  by  which  the  Research  Department  of  the 
United  States  Gypsum  Company  was  trying  to  solve 
this  problem.  The  evidence  shows  that  in  1921  and 
1922,  Brookby’s  research  department  of  the  Gypsum 
Company  was  experimenting  with  four  distinct  and  in¬ 
dependent  processes  for  solving  the  said  problem,  one 
of  which  was  the  process  in  issue  which  they  were  ex¬ 
perimenting  with  in  1922. 

This  experimentation  on  all  four  processes  result¬ 
ed  in  the  prompt  filing  of  an  Application  for  Letters 
Patent  by  the  United  States  Gypsum  Company  on  the 
“Diatomaceous  Earth  Process’",  hereinafter  referred  to, 
on  November  12,  1921,  the  prompt  filing  of  Applications 
on  the  “Casein  Process”  hereinafter  referred  to,  on  Au¬ 
gust  19,  1922,  as  applied  to  wallboard,  and  on  August 
25,  1922,  as  applied  to  block  or  tile,  and  the  prompt  fil¬ 
ing  of  an  Application  on  the  “Water  Extension  Process”, 
hereinafter  referred  to,  on  August  20,  1923.  Applica¬ 
tions,  however,  were  not  filed  on  the  process  in  issue, 
hereinafter  referred  to  as  the  “Foam  Process”,  until 
August  20,  1924,  although  the  United  States  Gypsum 
Company  claims  a  reduction  to  practice  thereon  in 
August,  1922. 
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Roos’  Exhibit  No.  3  (R.,  Vol.  m,  p.  959),  which  is 
a  page  taken  from  his  Works  Schedule  Diary  (R.,  Vol. 
II,  p.  184 ) ,  shows  on  its  face  that  in  June,  1922,  Roos, 
as  development  work  for  “H.  E.  B.”  (H.  E.  Brookby), 
was  experimenting  with  the  following  processes  in  or¬ 
der  to  solve  the  said  problem  of  decreasing  the  weight 
of  the  fabricated  gypsum  products  of  the  United  States 
Gypsum  Company  and  eliminating  the  sawdust  there¬ 
from  : 

1.  “Glaze  diatomaceous  earth  with  salt  in 
-  presence  of  steam  for  lightweight  aggregate  in 

Block.” 

2.  “Casein  mixed  with  hot  water,  made  am* 
moniacal  then  replace  with  CA  (OH) 2  to  use  as 
Block  Hardener.” 

3.  “Foamite  -f  SOj”  (Roos  states,  R.,  Vol.  II, 
p.  184,  that  by  “Foamite”  he  meant  “foam”,  and 
that  this  referred  to  the  process  in  issue ) . 

Brookby’s  testimony,  (R.,  Vol.  II,  p.  277)  Avery's 
testimony,  (R.,  Vol.  II,  p.  579)  and  Patent  No.  1,511,- 
500,  (R.,  Vol.  Ill,  p.  903) ,  the  Application  for  which  was 
filed  by  the  United  States  Gypsum  Company  on  Au¬ 
gust  20,  1923,  all  show  experimentation  by  Brookby’s 
department  on  the  fourth  process  above  mentioned, 
which  process,  throughout  the  Record,  is  referred  to 
as  the : 

4.  “Water  extension”  or  “gypsum  creaming 
process.” 

It  is  important  to  very  briefly  consider  each  of  the 
four  above  mentioned  processes  for  solving  the  said  re¬ 
search  problem  of  the  United  States  Gypsum  Company 
in  order  to  determine,  from  the  Record,  exactly  what 
was  done  with  each  thereof,  noticing  particularly  the 
policy  of  the  United  States  Gypsum  Company  with  re¬ 
spect  to  the  filing  of  applications  for  patent  thereon. 
While  the  present  controversy  now  before  this  Court 
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is  only  concerned  with  No.  3  above,  that  is  “Foamite  + 
S02”,  we  believe  it  is  very  important  to  show  this  Court 
the  policy  of  the  Gypsum  Company  in  promptly  filing 
applications  on  all  of  the  processes  above  mentioned 
with  the  exception  of  the  process  now  in  issue,  all  of  the 
above  mentioned  processes  having  the  same  twofold 
objective,  as  above  stated,  of  a)  decreasing  the  weight 
of  their  fabricated  gypsum  products,  and  b)  eliminat¬ 
ing  the  necessity  of  using  sawdust  in  their  manufac¬ 
ture. 

With  respect  to  the  first  process  above  mentioned, 
“Glaze  diatomaceous  earth  with  salt  in  presence  of 
steam  for  lightweight  aggregate  in  Block,”  the  Record 
is  conclusive  on  the  results  of  the  experimentation  on 
this  process.  Rice's  Exhibit  Z-4  (R.,  Vol.  Ill,  pp.  791 
to  942)  contains  a  copy  of  Patent  No.  1,428,827  (R.  Vol. 
m,  p.  830)  entitled  “Composition  Wallboard  And  Meth¬ 
od  of  Making  The  Same”  which  Patent  shows  on  its 
face  the  filing  date  thereof.  The  application  for  this 
patent  was  filed  by  the  United  States  Gypsum  Com¬ 
pany  in  the  name  of  H.  E.  Brookby  on  November  12, 
1921.  This  patent  states,  beginning  with  line  20  of  the 
first  page  thereof: 

“It  is  an  object  of  this  invention  to  produce  a 
wallboard  of  the  same  characteristics,  having  the 
same  use  as  the  calcined  gypsum  or  composition 
wallboard  above  described,  and  the  additional  ad¬ 
vantage  of  being  of  considerably  less  weight . 
(Italics  ours) 

“Plaster  wallboard,  as  now  made,  using  cal¬ 
cined  gypsum  and  sawdust,  or  similar  organic  ag¬ 
gregates,  weighs  between  1750  to  2000  pounds, 
when  %"  thick,  per  thousand  square  feet.  At  pres¬ 
ent,  it  is  customary  to  lighten  the  weight  of  said 
board  by  incorporating  with  the  gypsum  filler  a 
sawdust  addition,  usually  from  five  to  ten  per  cent 
by  weight,  and  it  is  an  object  of  this  invention  to 
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further  lighten  the  hoard  by  replacing  a  part  of 
the  gypsum  itself  with  some  suitable  lightweight 
fire  proof  mineral.  (Italics  ours) 

“I  have  discovered  that  diatomaceous  earth 
may  be  advantageously  employed  for  this  purpose. 
Powdered  calcined  gypsum  in  its  dry  state,  loose, 
weighs  between  60  and  70  lbs.  per  cubic  foot,  while 
diatomaceous  earth  in  the  same  state  weighs  be¬ 
tween  6  and  12  pounds  per  cubic  foot.”  (Italics 
ours ) 

And  further,  beginning  with  line  75  on  the  second 
page  of  the  patent: 

“What  I  claim  is: 

*  *  *  «  <■  * 

3.  Composition  wallboard  comprising  cover 
sheets  with  layers  of  calcined  gypsum  bonded 
thereto  and  a  core  of  a  diatomaceous  earth  mix¬ 
ture  there  between.” 

The  Record  thus  shows  experimentation  on  the 
“Diatomaceous  Earth  Process”,  the  first  above  men¬ 
tioned,  and  prompt  filing  of  an  application  for  Letters 
Patent  thereon. 

The  second  process  above  mentioned  is  referred  to 
in  the  Record  as  the  “casein  process”.  With  respect 
thereto,  Brookby  testified  (R.,  Vol.  II,  p.  277)  : 

“Another  method  that  I  had  under  considera¬ 
tion  was  the  bulking  of  such  mixtures  by  the  addi¬ 
tion  of  chemicals  or  extraneous  substances  that 
would  produce  a  bulking  and  thus  raise  the  consis¬ 
tency  in  gypsum  water  mixes.  The  chemicals  that 
I  had  in  mind  which  could  be  used  for  bulking,  in 
order  to  raise  the  consistency  of  the  product  were 
an  ammonia  solution  of  casein  was  one  and  also 
starch.  We  made  tests  and  made  a  specimen  or  sam¬ 
ple  of  this  casein  product  but  we  never  put  any  into 
production.  These  two  principles  or  processes,  the 
foam  process  and  the  casein  process  were  distinct 
inventions  and  in  no  way  related.  Their  common 
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object,  however,  was  to  produce  lightweight  gyp¬ 
sum  products  and  was,  therefore,  similar.” 

In  Brookby’s  letter  of  August  14,  1922,  Roos’  Ex¬ 
hibit  No.  8,  (R.,  Vol.  III.  p.  965) ,  which  letter,  the  testi¬ 
mony  shows,  was  intended  for  Roos  although  it  was 
addressed  to  Theobald  (R.,  Vol.  II,  p.  277),  states  in 
the  first,  second  and  last  paragraphs  thereof: 

“I  note  your  report  of  August  9th  and  have 
looked  over  the  casein  boards.  Your  point  of  peel¬ 
ing  on  the  top  sheet  is  well  thought  out  and  is  one 
of  the  problems  to  be  solved.  Too  much  accelera¬ 
tion  under  former  methods  of  board  operation 
caused  the  same  result,  by  the  corresponding  arti¬ 
ficial  consistency  and  quick  stiffening,  and  thus  the 
settling  back  of  the  mix  from  the  top  paper.” 

“I  think  we  will  file  an  application  just  the 
same,  to  be  in  on  the  ground  floor  with  the  Gypsolite 
Company.”  * 

“Requisition  what  casein  you  need.” 

Brookby  testified  (R.,  Vol.  II,  p.  278) : 

“The  'casein  boards’  referred  to  in  the  first 
paragraph  of  my  letter,  Roos’  Exhibit  No.  8,  were 
probably  sample  boards  sent  in  for  my  examina¬ 
tion  as  to  appearance,  bond  and  general  conclu¬ 
sion  as  to  this  method  of  securing  lightweight 
board.  The  report  of  August  9th  referred  to  in  the 
letter,  Roos’  Exhibit  No.  8,  probably  covered  a  de¬ 
scription  of  these  samples  with  the  way  they  were 
made  and  the  amounts  of  casein  solution  used,  with 
Mr.  Roos’  observation  of  them,  and  perhaps  some 
tests  as  to  thickness  and  weight.  I  do  not  have 
the  report  of  August  9th  which  is  referred  to  in 
the  first  paragraph  of  the  letter,  Roos’  Exhibit  No. 
8.  I  had  the  File  Department  make  a  thorough 
search  to  locate  it  but  they  have  been  unable  to 
find  it. 

“The  second  paragraph  of  the  letter,  Roos’  Ex¬ 
hibit  No.  8,  has  reference  to  filing  an  application  for 
a  patent  on  making  lightweight  board  by  the  use  of 
an  ammonium  solution  of  casein.  The  Gypsolite 


Company  were  in  Batavia,  New  York,  and  were  ex¬ 
perimenting  or  getting  into  production  on  a  light¬ 
weight  board  without  sawdust  being  used  in  the 
core.  The  Sales  Department  had  called  this  to  our 
attention  and  we  had  examined  some  samples  of  the 
product.  We  found  it  was  being  made  by  the  use 
of  a  starch  solution  for  bulking  effect  and  the  ex¬ 
amination  of  that  board  led  me  to  the  consideration 
of  other  bulking  agents  and  our  experiments  with 
casein  board  resulted.  My  reference  to  being  in  on 
the  ground  floor  with  the  Gypsolite  Company  sim¬ 
ply  referred  to  the  fact  that  if  it  was  feasible  to 
produce  wallboard  without  sawdust  in  the  core  by 
the  use  of  starch  bulking  and  that  this  type  of  board 
was  coming  into  production,  wTe  felt  we  should  pre¬ 
pare  ourselves  also,  and  study  this  question  of  wall- 
boards  without  sawdust,  in  which  the  core  w^as 
lightened  by  bulking  agents  alone.  Saw’dust  is  a 
displacing  agent  rather  than  a  bulking  agent.” 

The  report  of  August  9th,  referred  to  in  Brookby’s 
testimony,  as  above  set  forth,  was  later  produced  by  the 
United  States  Gypsum  Company  at  the  request  of  the 
opposing  counsel  and  was  introduced  into  the  evidence 
as  Roos’  Exhibit  No.  28  (R.,  Vol.  Ill,  p.  984).  This  re¬ 
port  is  very  interesting  in  that  it  shows  the  experimen¬ 
tation  and  tests  conducted  upon  the  casein  fabricated 
products  which  were  made  by  Roos  in  August  of  1922. 
We  again  refer  to  this  report  under  Point  II  of  our  Argu¬ 
ment. 

The  above  described  experimental  work  done  by 
Roos  and  Brookby  on  the  “casein  process”  resulted  in 
the  prompt  filing  of  an  Application  for  Letters  Patent 
thereon  on  August  19,  1922,  as  applied  to  the  manu¬ 
facture  of  wallboard  and  another  Application  thereon  as 
applied  to  gypsum  tile  or  block  on  August  25, 1922.  The 
first  of  the  Casein  Process  Applications  was  thus  filed 
by  the  United  States  Gypsum  Company  four  days  before 
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their  alleged  reduction  to  practice  on  the  process  in  is¬ 
sue,  and  their  second  Application  on  the  Casein  Process 
was  filed  two  days  after  their  alleged  reduction  to  prac¬ 
tice  on  the  process  in  issue.  It  is  very  important  to 
notice  that  Brookby  directed  the  filing  of  Applications 
for  Letters  Patent  by  the  United  States  Gypsum  Com¬ 
pany  on  the  Casein  Process  within  ten  days  of  the  date 
of  Roos’  Report  on  his  experimental  work  on  the  Casein 
Process  as  contained  in  his  Report  of  August  9,  1922, 
Roos’  Exhibit  No.  28  (R.,  Vol.  Ill,  p.  984) ,  and  also  that 
this  prompt  filing  on  the  Casein  Process  by  the  United 
States  Gypsum  Company  was  done,  to  use  Bookby’s  own 
words,  as  quoted  supra ,  to  get  in  “on  the  ground  floor 
with  the  Gypsolite  Company.”  These  Casein  Process 
Applications  resulted  in  the  issuance  of  Patent  No. 
1,638,001,  a  copy  of  which  patent  is  included  within 
Roos’  Exhibit  Z-4,  and  shows  on  its  face  the  filing  date 
thereof.  (R.,  Vol.  Ill,  p.  846) 

It  is  stated  in  the  first  four  lines  of  this  patent : 

“This  invention  relates  to  improvements  in 
building  material  and  more  particularly  to  the  pro¬ 
duction  of  a  lightweight  plaster  board  and  method 
of  making  same.” 

i 

The  patent  further  states,  lines  37  to  41 : 

“It  is  an  object  of  this  invention  to  reduce  the 
weight  of  the  plaster  body  of  plaster  board  and  wall- 
board,  while  at  the  same  time  maintaining  the  other 
high  standardized  qualities.” 

The  patent  further  states,  beginning  with  line  70: 

“The  plastic  mass  forming  the  plastic  body  de¬ 
posited  upon  the  cover  sheet,  as  above  described,  is 
calcined  gypsum,  or  plaster  of  Paris  mixed  with 
water  and  usually  wood  fiber  or  other  aggregate, 
generally  mechanically  mixed  on  the  conveyor  that 
deposits  it.  In  accordance  with  this  invention ,  a 
certain  proportion  of  the  stock  solution  of  casein 
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dissolved  in  water  and  ammonium  hydroxide ,  is  in¬ 
corporated  during  the  mixing  of  the  plaster  mass 
forming  the  body  of  the  board.  The  casein  solution 
forms  a  voluminous  suspension  compound  with  the 
calcined  gypsum  plaster  mix,  while  the  ammonia 
used  for  the  casein  solution  becomes  ammonium 
sulphate,  which  is  an  inert  substance.  The  gypsum 
casein  compound  is  quite  extended  and  voluminous, 
and  in  suspension,  displaces  a  corresponding  volume 
of  a  heavier  calcined  gypsum.”  (Italics  ours) 

And,  further,  beginning  with  line  37  on  page  2  of 
the  said  patent,  it  is  stated: 

“The  body  of  calcined  gypsum  mixed  with 
calcium  caseinate  bonds  the  fibrous  cover  sheets  to 
it  as  well  in  the  calcined  gypsum  boards  and  such 
boards  when  dried  is  more  water  resistant  than  the 
ordinary  gypsum  board.”  (Italics  ours) 

Beginning  with  the  49th  line  on  page  2  of  the  said 
patent,  it  is  stated: 

“ The  application  of  this  invention  to  a  gypsum 
block  or  tile  is  described  in  my  co-pending  applica¬ 
tion ,  Serial  No.  581^,31^2,  filed  August  23,  1922” 
(Italics  ours) 

The  above  disclosures  of  the  Record,  with  respect 
to  the  “Casein  Process,”  are  of  particular  importance 
and  significance  in  the  proceedings  now  before  this 
Court.  The  Record,  with  respect  to  the  “Casein 
Process,”  shows, 

a:  Work  by  Roos  and  Brookby  on  a  process  with 
like  objective  to  that  of  the  process  in  issue  at  the  same 
time  that  they  contend  they  were  reducing  to  practice 
the  process  in  issue; 

b:  Prompt  filing  of  an  application  thereon  four 
days  prior  to  Roos’  alleged  reduction  to  practice  of  the 
process  in  issue,  as  applied  to  wallboard,  and  two  days 
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subsequent  to  Roos’  alleged  reduction  to  practice  of  the 
process  in  issue,  as  applied  to  tile  or  block ; 

c :  Brookby’s  policy  in  filing  applications  on 
processes  for  reducing  the  weight  of  fabricated  gypsum 
products  and  eliminating  the  necessity  of  using  sawdust 
in  their  manufacture  in  order  to  get  the  United  States 
Gypsum  Company  “in  on  the  ground  floor  with  the 
Gypsolite  Company.'’ 

The  third  of  the  processes  above  mentioned, 
“Foamite  +  SO2,”  (Roos  states  R.,  Vol.  n,  p.  184,  that 
by  “Foamite”  he  meant  “Foam”) ,  is  the  process  in  issue. 
The  Record  shows  that  the  difficult  part  of  such  a  process 
was  the  making  of  a  foam  so  tenacious  that  it  would 
stand  up  while  being  mixed  with  a  cementitious  ma¬ 
terial.  (R.,  Vol.  II,  p.  340).  In  passing,  it  need  only  be 
stated  now  that  the  United  States  Gypsum  Company  did 
not  file  their  application  on  this  process  until  August 
20, 1924,  when  they  filed  two  applications  thereon,  one  in 
the  name  of  Roos,  the  other  in  the  joint  name  of  Roos 
and  Allison. 

i 

The  fourth  process  which  Brookby  and  Roos  were 
working  upon  in  1922  for  the  purpose  of  decreasing  the 
weight  of  their  fabricated  gypsum  products  and  elimi¬ 
nating  the  necessity  of  using  sawdust  in  their  manu¬ 
facture,  as  above  mentioned,  that  is,  “the  water  ex¬ 
tension  or  gypsum  creaming  process,”  was  referred  to 
by  Brookby  as  follows:  (R.,  Vol.  n,  p.  277)  : 

“In  the  other  case  of  making  lightweight  prod¬ 
ucts  by  high  excess  fluidity ,  the  ratio  of  liquid  was 
high  and  the  resultant  air  cells  could  only  be  formed 
by  the  displacement  of  the  fluid  on  drying.  There 
were  several  methods  in  which  this  could  be  done 
including,  first,  the  ordinary  creaming  of  the 
calcined  gypsum  with  excess  water  to  raise  the  con- 
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sistency  which  is  of  common  knowledge  in  the 
gypsum  industry” 

With  respect  to  this  fourth  process,  as  above  men¬ 
tioned,  Mr.  Avery,  the  President  of  the  United  States 
Gypsum  Company,  testified  (R.,  Vol.  n,  p.  579)  : 

“I  think  Mr.  Brookby  was  interested,  at  that 
time  (the  time  of  the  writing  of  Brookby’s  letter, 
Roos’  Exhibit  No.  8,  of  date  August  14,  1922,  R., 
Vol.  Ill,  p.  965 ) ,  in  an  invention  to  which  I  would 
guess  that  this  refers,  by  which,  in  making  an  inner 
core  of  very  light  excess-water  gypsum — which  you 
can  do— which  has  neither  strength  nor  weight,  and 
then  imposing  on  either  side  of  this  light  body 
heavier,  denser  gypsum,  and  to  that,  paper,  he  would 
get  the  structural  strength  and  the  lightness  as 
well.” 

Concerning  this  fourth  process,  the  “Water  Exten¬ 
sion  Process”  as  above  mentioned,  Birdsey  who,  in  1922, 
was  the  Chief  Engineer  of  the  United  States  Gypsum 
Company,  testified  in  the  Supreme  Court  Proceeding 
(Vol.  H,  pp.  631,  632)  : 

“By  a  water  extension,  I  mean  a  product  that 
has  gotten  its  decreased  weight  by  adding  a,  larger 
percentage  of  water  to  the  stucco.  The  following  is 
an  explanation  of  water  extension :  When  you  mix 
the  water  and  plaster  together,  you  can  take  a  quart 
of  water  and  put  a  teaspoonful  of  plaster  in  it  and 
you  will  have  milk  that  is  a  white  liquid.  You  can 
keep  adding  stucco  to  that  same  amount  of  water 
until  finally  you  get  to  the  point  where  the  stucco 
and  the  water  will  form  what  we  call  a  stable  slurry; 
that  is,  the  stucco  won’t  settle  to  it ;  it  will  just  stay 
there  in  one  form  and  then  start  to  set,  and  when  it 
sets  it  has  a  large  amount  of  water  and  a  small 
amount  of  stucco,  and  when  you  dry  away  the  ex¬ 
cess  moisture  the  product  you  have  probably  will 
weigh  30  pounds  per  cubic  foot.  That  is  about  the 
lightest  product  that  I  have  seen  that  holds  to¬ 
gether.  If  this  material  is  subjected  to  a  crushing 
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strain,  it  will  show  a  very  weak  structure,  and  you 
will  probably  crush  it  at  from  150  to  200  pounds  to 
the  square  inch.  If  you  do  not  want  to  stop  there, 
and  continue  adding  stucco,  it  is  like  a  mixing 
dough,  or  a  cake  batter;  when  you  get  to  the  point 
where  you  can  not  put  in  any  more  plaster,  it  begins 
to  get  stiff.  You  cannot  pour  it  in  the  mold,  and  you 
say  that  that  is  the  stiff  est  slurry  that  you  can  make, 
and  with  some  plasters  you  can  make  the  slurry  so 
stiff  that  when  you  get  through  your  product  will 
weigh  about  90  pounds  a  cubic  foot;  and  we  have 
some  as  high  as  95  which  are  made  of  special 
plasters.  The  peculiar  thing  about  a  gypsum  prod- 
duct  is  that  when  you  make  it  weigh  three  times  as 
much,  the  strength  increases  very  fast.  We  have 
specimens  weighing  90  pounds  to  the  cubic  foot 
which  will  crush  at  7500  pounds,  and  I  have  seen 
some  go  9000  pounds  to  the  square  inch;  that  is  a 
very  dense  gypsum.  So  we  say  now,  within  this 
range,  three  times  the  gysum  will  give  you  some¬ 
times  30  or  40  times  the  strength.  Within  this 
range  are  an  infinite  number  of  combinations  that  it 
is  possible  for  you  to  take  for  any  particular  thing 
you  want  to  do.  That  is  called  water  extension.” 

Roos’  and  Brookby’s  experimentation  on  this  fourth 
process  for  obtaining  lightweight  gypsum  products  with¬ 
out  the  use  of  sawdust  by  the  “water  extension  or 
gypsum  creaming  method”  resulted  in  the  prompt  filing 
of  an  Application  for  Letters  Patent  thereon  on  August 
20,  1923,  which  date  is  midway  between  the  United 
States  Gypsum  Company's  alleged  reduction  to  practice 
date  of  August  23, 1922  on  the  process  in  issue  and  their 
filing  date  of  August  20,  1924  on  the  process  in  issue. 
Patent  No.  1,511,500  was  issued  on  this  Application  and 
a  copy  thereof  is  included  within  Rice's  Exhibit  Z-4  and 
shows  on  its  face  the  filing  date  thereof.  (R.,  Vol.  m, 
p.  903 ) 
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This  patent  states,  beginning  with  line  9  of  the  first 
page  thereof : 

“This  invention  relates  to  improvements  in 
building  materials  and  more  particularly  to  a  light¬ 
weight  wallboard  or  plaster  board,  and  is  an  im¬ 
provement  of  the  invention  set  forth  in  my  prior 
patent  No.  1,428,827,  dated  September  12,  1922.” 
(Patent  No.  1,428,827  is  the  diatomaceous  earth 
patent  above  referred  to.) 

And,  further,  beginning  with  line  55 : 

“The  normal  consistency  of  calcined  gypsum 
varies  in  water-carrying  capacity  from  60  cubic 
centimeters  to  90  cubic  centimeters  per  100  grams  of 
gypsum  depending  upon  the  fineness,  method  of 
calcination  and  other  factors  known  to  the  trade 
when  calcined  gypsum  is  produced.  It  has  been  de¬ 
termined  that  the  same  gypsum  can  be  given  an 
artificial  consistency  of  250  cubic  centimeters  or 
more  of  water-carrying  capacity  to  100  grams  of 
gypsum  by  agitating  or  rapidly  stirring  the  gypsum 
in  such  an  excess  of  water  until  the  mixture  is  in  a 
partly  ‘set’  condition.  Gypsum  so  treated  when 
‘set’  loses  considerable  strength  due  to  loss  in 
density 9  is  very  porous  when  the  excess  water 
evaporates  and  is  much  lighter  in  weighty  weighing 
approximately  one  third  as  much  per  cubic  centi¬ 
meter  as  the  normal  mixture  of  gypsum  and  water 
when  set .”  (Italics  ours) 

The  Record  thus  discloses,  with  respect  to  this 
fourth  process  for  making  lightweight  gypsum  products 
without  the  use  of  sawdust,  as  above  mentioned,  the  de¬ 
velopment  thereof  and  the  prompt  filing  of  an  applica¬ 
tion  for  Letters  Patent  thereon  by  the  United  States 
Gypsum  Company. 

The  United  States  Gypsum  Company’s  own  wit¬ 
nesses,  and  the  unimpeachable  contents  of  Rice’s  Ex¬ 
hibit  Z-4  (R.,  Vol.  Ill,  pp.  791  to  942),  thus  conclu¬ 
sively  prove  that  during  the  exact  time  in  the  year  1922 
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that  Roos  contends  to  have  reduced  to  practice  the 
process  in  issue,  he  and  Brookby  were  also  experiment¬ 
ing  with  three  other  processes,  the  objective  of  each 
of  which  was  identical  to  the  objective  of  the  process 
in  issue.  To  summarize,  the  Record  shows : 

a:  Work  by  Brookby’s  department  of  the  United 
States  Gypsum  Company  on  the  “Diatomaceous  Earth 
Process”  and  the  prompt  filing  of  an  Application  there¬ 
on  on  November  12,  1921. 


b :  Work  by  that  department  on  the  “Casein 
Process”  followed  by  the  prompt  filing  of  applications 
thereon  on  August  19,  1922,  and  August  25,  1922. 


c :  Work  by  that  department  on  the  “Foam 
Process”,  the  process  in  issue,  resulting  in  an  alleged 
reduction  to  practice  on  August  23,  1922,  but  no  appli¬ 
cation  filed  thereon  until  August  20,  1924,  on  which 
latter  date  two  applications  were  filed,  one  in  the  name 
of  Roos  and  the  other  in  the  joint  name  of  Roos  and 
Allison. 


d:  Work  by  that  department  on  the  “Water  Ex¬ 
tension  Process”  followed  by  the  prompt  filing  of  an 
application  on  August  20,  1923. 


The  following  words  of  this  Honorable  Court  taken 
from  the  case  of  Paul  v.  Hess ,  24  App.,  D.  C.,  462,  are 
particularly  pertinent  at  this  point  in  our  Argument: 

“Long  delay  in  making  use  of  an  invention 
claimed  to  have  been  reduced  to  practice,  or  in 
applying  for  a  patent,  has  always  been  regarded 
as  potent  circumstances  tending  to  show  that  the 
alleged  reduction  to  practice  was  nothing  more 
than  an  interest  or  abandoned  experiment  (citing 
cases ) ,  and  this  is  especially  the  case  where,  in  the 
meantime,  the  inventor  has  been  engaged  in  the 
prosecution  of  similar  inventions  (Feffel  v.  Stocker, 
17  Appeals,  D.  C.,  317,  321),  or  others  without  rea- 
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sonable  explanation,  have  been  adopted  for  manu¬ 
facture  or  commercial  use.” 

This  extremely  revealing  procedure  followed  by 
Brookby’s  Development  Department  of  the  United 
States  Gypsum  Company  raises  the  pertinent  question : 
Why  did  Brookby  postpone  for  two  years  the  filing  of 
an  application  on  the  process  in  issue  when  he  directed 
the  prompt  filing  of  Applications  for  Letters  Patent  on 
each  of  the  other  three  processes  above  referred  to,  the 
objectives  of  which  were  all  identical? 

The  answer  to  this  question  is  plainly  revealed  by 
the  Record.  Either  the  United  States  Gypsum  Com¬ 
pany,  under  Brookby’s  direction,  concealed  and  sup¬ 
pressed  the  process  in  issue  until  Brookby  read  of  the 
activities  of  Bayer  in  the  field  of  the  invention  in  the 
March  10,  1924,  issue  of  “Chemical  Abstracts”,  and 
until  after  he  heard  of  the  activities  of  Rice  in  the  field 
of  invention,  or  their  work  on  the  process  in  issue  in 
1922  amounted  only  to  abandoned  experiments. 

2.  Brookby,  who  directed  the  filing  of  Applications 
for  the  United  States  Gypsum  Company,  read  of  the  ac¬ 
tivities  of  Bayer  in  the  field  of  the  invention  in  the  March 
10, 1924,  issue  of  “Chemical  Abstracts”  and  heard  of  the 
activities  of  Rice  in  the  field  of  the  invention  in  the  State 
of  California. 

The  record  shows  stimulated  activity  on  the  part 
of  the  United  States  Gypsum  Company  in  their  work 
on  the  process  in  issue,  beginning  in  the  middle  of 
March,  1924,  and  ending  on  August  20,  1924,  when  they 
filed  two  applications  thereon. 

Brookby  testified  (R.,  Vol.  II,  p.  290)  : 

“If  we  were  satisfied  that  an  invention  was  a 
valuable  one  it  would  largely  rest  upon  my  decision 
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as  to  whether  we  would  take  up  the  application  for 
a  patent  on  it  before  we  decided  to  use  it  in  pro¬ 
duction  or  whether  we  would  not.  If  I  decided  the 
invention  was  a  valuable  one  but  we  did  not  desire 
to  apply  it  in  production  right  away,  even  though 
it  might  be  comparatively  simple,  I  might  decide  to 
protect  it  by  patent  and  I  might  not.  It  would  de¬ 
pend  very  largely  on  the  relative  state  of  the  art 
that  the  invention  covered.  (Italics  ours) 

“XQ.  252.  Was  the  state  of  the  art  investi¬ 
gated  in  this  case,  in  the  matter  of  this  invention? 
A.  In  the  matter  of  Mr.  Roos’  invention? 

“XQ.  253.  Yes.  A.  I  don’t  believe  it  was.  At 
least,  not  to  my  knowledge.  I  might  add  that  I 
have  flowing  over  my  desk  chemical  abstracts  and 
other  avenues  of  information  and  keep  a  general 
clipping  file  on  scientific  work  as  it  applies  to  build¬ 
ing  materials  so  that  I  try  to  keep  posted  on  general 
advances  in  the  art  as  it  goes  along  as  an  industry. 

“I  am  well  posted  in  the  gypsum  art.  This  art 
of  cellular  material  for  building  purposes  has  also 
been  given  considerable  study.  I  have  always  made 
it  a  practice  to  keep  posted  on  the  field  I  have  been 
engaged  in  and  as  this  field  has  been  building  ma¬ 
terial  since  1906  very  largely,  I  have  developed  my 
interest  in  it.”  ( Italics  ours ) 

The  above  testimony  of  Brookby  was  taken  in  the 
office  of  the  Attorneys  for  the  United  States  Gypsum 
Company  in  Chicago,  Illinois,  for  presentation,  along 
with  the  other  depositions  in  the  case,  before  the  Ex¬ 
aminer  of  Interferences  in  the  United  States  Patent  Of¬ 
fice.  When  Brookby  stated,  as  above  set  forth,  that  he 
had  Chemical  Abstracts  flowing  over  his  desk,  the  sten¬ 
ographer  in  Chicago  recorded  the  words  “Chemical  Ab¬ 
stracts”  as  “chemical  abstracts”,  and  it  was  not  until 
after  both  the  Examiner  of  Interferences  and  the  Board 
of  Appeals  of  the  United  States  Patent  Office  had  ren¬ 
dered  their  decisions  that  the  Patent  Attorney  who  rep¬ 
resented  Rice  in  the  Patent  Office  Proceedings,  first  rec- 
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ognized  the  true  significance  of  the  words  “chemical  ab¬ 
stracts”  as  used  above  by  Brookby.  After  the  Board 
of  Appeals  of  the  Patent  Office  had  rendered  its  decision, 
Rice's  Patent  Attorney,  after  re-reading  the  above  tes¬ 
timony  of  Brookby,  made  an  investigation  and  deter¬ 
mined  that  the  words  “chemical  abstracts”  as  above 
used  by  Brookby,  referred  to  “Chemical  Abstracts”,  the 
semi-monthly  publication  of  the  American  Chemical 
Society.  Rice's  Patent  Attorney  then  conducted  a 
search  of  the  issues  of  “Chemical  Abstracts”  and  as  a 
result  thereof,  found  in  the  March  10,  1924  Issue,  prop¬ 
erly  indexed  under  the  heading  “Cement  and  Other 
Building  Materials”,  the  following  notice  of  Bayer's  ac¬ 
tivities  in  the  field  of  the  invention,  (R.,  Vol.  HE,  p. 
722)  : 

“20 — CEMENT  AND  OTHER  BUILDING  MA¬ 
TERIALS 

*  *  * 

“POROUS  BUILDING  MATERIALS.  E.  C. 
Bayer.  Brit.  203,  718,  Sept.  11, 1923.  Cement,  plas¬ 
ter,  etc.,  are  rendered  porous  by  the  addn.  of  a  foam- 
developing  substance  and  the  injection  of  gas  un¬ 
der  pressure  during  mixing,  or  by  the  addn.  of  an 
already  produced  foam  during  manuf.  Suitable 
addns.  are  mucilage  to  which  may  be  added  gelatin 
and  HCHO,  and  soap  solns.  Instead  of  injecting 
air,  C02,  etc.,  CaC2  mixed  with  a  substance  to  re¬ 
duce  the  rate  of  emission  of  C2H2  may  be  employed. 
Suitable  restrainers  are  resins,  pitch,  tar,  oils, 
fusible  silicates,  and  other  salts,  which  are  mixed 
with  the  carbide  with  the  aid  of  solvents  or  heat.” 

The  cover  page,  index,  and  other  pertinent  portions 
of  the  March  10,  1924  issue  of  “Chemical  Abstracts”  are 
to  be  found  on  pages  719  to  722  inclusive  of  Vol.  HI  of 
the  Record. 

It  was  after  this  very  important  discovery  was 
made  by  Rice’s  Patent  Attorney  that  Rice  and  his  Com- 
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pany,  The  Bubblestone  Company,  employed  their  pres¬ 
ent  Counsel  and  instituted  de  novo  proceedings  in  the 
Supreme  Court  of  the  District  of  Columbia  for  the  pur¬ 
pose  of  injecting  this  newly  discovered  evidence,  along 
with  other  newly  discovered  evidence,  into  the  Record 
of  the  Proceedings  now  before  this  Court. 

During  the  Patent  Office  Proceedings  both  before 
the  Examiner  of  Interferences  and  before  the  Board  of 
Appeals,  neither  Counsel  for  Rice  nor  either  of  the  Pat¬ 
ent  Office  Tribunals  knew  to  what  Brookby  referred 
when  he  used  the  words  “chemical  abstracts”  as  above 
set  forth.  This  fact  accounts  for  the  following  quota¬ 
tion  taken  from  the  decision  of  the  Board  of  Appeals  of 
the  United  States  Patent  Office  (R.,  Vol.  Ill,  p.  718) : 

“We  do  not  find  in  this  case  such  suppression 
or  concealment  of  the  invention  followed  by  activity 
on  the  part  of  Roos  due  to  the  knowledge  of  the 
entry  of  a  rival  into  the  field,  as  is  necessary  to 
bring  the  case  within  the  Equitable  Estoppel  Doc¬ 
trine  of  Mason  v.  Hepburn,  supra  ” 

The  Examiner  of  Interferences  likewise  stated  in 
his  Opinion  (R.,  Vol.  Ill,  p.  712)  : 

“There  is  apparently  nothing  in  the  record  to 
prove  that  either  Roos  or  his  assignee  was  stirred 
into  activity  by  knowledge  that  others  were  prac¬ 
ticing  the  process  here  in  issue,  and  in  the  absence 
of  such  proof  he  cannot  he  held  to  have  forfeited 
his  right  to  a  patent  because  of  an  alleged  conceal¬ 
ment.” 

At  the  trial  of  the  present  proceedings  in  the  Su¬ 
preme  Court  of  the  District  of  Columbia,  Rice  called 
Union  B.  White  as  a  witness.  Mr.  White  testified,  (R., 
Vol.  II,  pp.  297,  298)  that  he  is  Assistant  to  the  Secre¬ 
tary  and  the  Office  Manager  of  the  American  Chemical 
Society;  that  the  American  Chemical  Society  publishes 
“Chemical  Abstracts”  on  the  10th  and  20th  of  each 
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month;  that  “ Chemical  Abstracts”  contains  carefully 
prepared  abstracts  of  articles  in  some  1500  chemical 
publications  the  world  over,  made  by  the  editor  and  his 
staff  of  probably  300  abstracters,  experts  in  their  par¬ 
ticular  lines,  most  of  them  being  members  of  the  So¬ 
ciety;  that  Rice’s  Exhibit  F  (R.,  Vol.  HE,  pp.  719  to  722 
incl.)  is  the  issue  of  March  10,  1924  of  “Chemical  Ab¬ 
stracts”  and  that  it  was  sent  to  each  member  on  the 
mailing  list  of  the  Society. 

Rice’s  Exhibit  V,  (R.,  Vol.  Ill,  pp.  743  and  744)  is 
the  application  for  membership  of  the  United  States 
Gypsum  Company  in  the  American  Chemical  Society 
together  with  its  membership  card,  showing  that  the 
United  States  Gypsum  Company  became  a  member  of 
the  American  Chemical  Society  January  1,  1924.  This 
exhibit  also  contains  the  voucher  of  the  United  States 
Gypsum  Company  attached  thereto  which  paid  for  its 
membership  for  the  year  1924,  including  its  subscrip¬ 
tion  to  the  publication  “Chemical  Abstracts”. 

Rice’s  Exhibit  W,  (R.,  Vol.  Ill,  p.  742)  is  the  Appli¬ 
cation  of  Carlisle  K.  Roos  for  membership  in  the  Amer¬ 
ican  Chemical  Society  and  includes  his  membership  card 
showing  that  Roos  became  a  member  in  the  year  1919. 

Counsel  for  Roos  and  the  United  States  Gypsum 
Company  admitted,  (R.,  Vol.  II,  p.  300)  that  the  March 
10,  1924  issue  of  “Chemical  Abstracts”  was  duly  posted 
and  mailed  to  the  members  of  the  American  Chemical 
Society  whose  names  appeared  on  the  Society’s  mailing 
list  for  that  issue. 

The  mailing  list  for  the  March  10,  1924  issue  of 
“Chemical  Abstracts”  included  the  names  of  both  the 
United  States  Gypsum  Company  and  Carlisle  K.  Roos 
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and  was  introduced  in  evidence  as  Rice's  Exhibit  T,  (R., 
Vol.n,  p.  300). 

Mr.  White  further  testified,  (R.,  Vol.  II,  p.  301)  that 
Roos’  Exhibit  No.  1,  (R.,  Vol.  Ill,  p.  957)  which  is  the 
“Firefoam”  advertisement  which  Roos  testified  was  the 
thing  that  gave  him  the  idea  which  developed  into  his 
invention  of  the  process  in  issue,  (R.,  Vol.  II,  p.  181)  is 
a  page  taken  from  the  June  1922  issue  of  the  “Journal 
of  Industrial  and  Engineering  Chemistry"  as  shown  by 
the  notation  “Vol.  14,  No.  6"  which  appears  thereon. 
Mr.  White  further  testified  that  the  “Journal  of  Indus¬ 
trial  and  Engineering  Chemistry"  was  another  publica¬ 
tion  of  the  American  Chemical  Society.  This  evidence 
of  Mr.  White's  is  significant  in  that  it  shows  that  Roos 
depended  upon  one  of  the  publications  of  the  American 
Chemical  Society  for  the  evidence  of  his  conception  of 
the  process  in  issue.  It  shows  that  Brookby's  depart¬ 
ment  was  in  close  touch  with  the  publications  of  the 
American  Chemical  Society. 

Brookby  died  before  it  was  possible  for  Rice  to  call 
him  as  a  witness  in  the  Supreme  Court  Proceeding  (R., 
Vol.  II,  p.  552).  However,  there  can  be  little  doubt  as 
to  the  significance  of  his  testimony,  above  set  |  forth, 
in  the  proceedings  now  before  this  Court  concerning: 

(a)  How  it  rested  upon  his  decision  as  to 
whether  or  not  an  Application  for  Letters  Patent 
would  be  filed  by  the  United  States  Gypsum  Com¬ 
pany, 

(b)  How  he  might  decide  to  protect  an  in¬ 
vention  by  filing  an  application  for  Letters  Patent 
and  how  he  might  not  so  decide, 

(c)  How  it  would  depend  very  largely  upon 
the  relative  state  of  the  art  as  to  whether  or  not  he 
would  order  an  application  filed, 

(d)  How  “Chemical  Abstracts"  flowed  over 
his  desk  and  how  he  relied  upon  it  in  order  to  keep 
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himself  “well  posted”  in  the  gypsum  art;  how  other 
avenues  of  information  flowed  over  his  desk;  and 
how  he  kept  a  general  clipping  file  on  scientific  work 
as  it  applied  to  building  materials  so  as  to  keep 
himself  posted  in  the  art  as  it  went  along  in  the 
industry,  and 

( e )  How  he  always  made  it  a  practice  to  keep 
posted  on  this  field  of  “Building  Material”. 

As  heretofore  stated,  Brookby  was  the  man  who 
directed  the  filing  of  Applications  for  Letters  Patent  of 
the  United  States  Gypsum  Company.  In  his  testimony 
above  referred  to,  he  admits  that  he  relied  upon  “Chem¬ 
ical  Abstracts”  to  keep  himself  “posted  in  the  art.”  The 
March  10,  1924  issue  of  “Chemical  Abstracts”  gave  him 
definite  and  complete  notice  of  the  activities  of  Bayer 
in  the  field  of  the  invention  and  stimulated  him  and  his 
Company  to  activity  on  the  process  in  issue. 

The  Record  shows  that  it  was  not  necessary  for 
Brookby  to  read  the  entire  contents  of  the  March  10, 
1924  issue  of  “Chemical  Abstracts”  in  order  to  discover 

the  abstract  concerning  Bayer’s  activities  in  the  field 
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of  the  invention  in  issue.  An  examination  of  Rice’s  Ex¬ 
hibit  F  (R.,  Vol.  HI,  pp.  719  to  722  incl.)  shows  that 
“Chemical  Abstracts”  was  very  conveniently  indexed  on 
the  back  of  its  cover  page,  and  that  Item  No.  20  of  the 
Index  was  entitled  “Cement  and  other  Building  Mate¬ 
rials”.  All  that  Brookby  had  to  do  in  order  to  keep 
himself  “posted  in  this  art”  was  to  refer  to  the  very  lim¬ 
ited  number  of  abstracts  contained  in  the  March  10, 
1924  issue  of  “Chemical  Abstracts”  under  title  ‘20 — 
Cement  and  Other  Building  Materials”.  Rice’s  Exhibit 
F  shows  that  there  were  only  eleven  abstracts  under 
this  title,  covering  in  all  only  1*4  pages.  Brookby  could 
not  possibly  have  missed  the  abstract  bearing  the  sub¬ 
title  “Porous  Building  Materials”  which  referred  to 
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Bayer’s  British  Patent  No.  203,718  dated  September  11, 
1923,  particularly  since,  as  he  himself  states,  as  above 
set  forth,  that  he  relied  upon  ‘‘Chemical  Abstracts”  to 
keep  himself  posted  in  the  art  of  building  materials. 

Roos,  when  called  as  a  witness  on  behalf  of  Rice  in 
the  Supreme  Court  proceeding,  admitted,  (R.,  Vol.  II, 
p.  432)  that  “Chemical  Abstracts”  was  to  the  chemist 

a  i 

what  the  “Supreme  Court  Reports”  are  to  the  lawyer. 

Concerning  “Chemical  Abstracts,”  Roos  further  ad¬ 
mitted  upon  cross  examination  in  the  Supreme  Court 
Proceeding: 

“The  thing  that  started  me  thinking  about  the 
use  of  bubbles  to  make  a  porous  material  was  an  ar¬ 
ticle  in  a  magazine  referring  to  a  substance  called 
‘Foamite.’  This  article  relating  to  Foamite  was 
published  in  the  Journal  of  Industrial  and  Engineer¬ 
ing  Chemistry.  This  publication  is  published  by  the 
American  Chemical  Society  of  which  I  am  a  mem¬ 
ber.  Membership  in  the  American  Chemical  Society 
included  sending  this  magazine  and  one  or  two 
others.  The  publications  of  the  American  Chemical 
Society  were  sent  in  due  course  to  its  members.  I 
belong  to  the  American  Chemical  Society  for  the 
purpose  of  having  these  magazines  for  reference  on 
any  subject  in  the  chemical  line,  or  the  chemical 
engineering  field.  The  publications  of  the  American 
Chemical  Society  cover  all  of  the  chemical  engineer¬ 
ing  and  allied  arts.  I  have  the  magazines  of  the 
American  Chemical  Society  back  to  1919  and  have 
been  a  member  since  that  date.  The  publications  of 
this  Society  pretty  clearly  tell  one  step  by  step  the 
progress  of  the  art  since  it  was  started.  You  can 
trace  the  development  of  steel,  and  almost  anything 
in  them  from  both  the  patent  side  of  it  and  the 
literature.  “Chemical  Abstracts”  is  the  natural 
publication  for  anyone  who  wants  to  keep  up  in  his 
profession  to  take,  particularly  in  the  art  of  chemi¬ 
cal  engineering  or  mechanics  or  chemistry,  for  ref¬ 
erence  purpose.  There  is  no  other  magazine  in  the 
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chemical  field  that  is  better  than  that  of  the  Ameri¬ 
can  Chemical  Society  to  keep  one  up-to-date  on  what 
is  going  on.  I  believe  there  is  also  an  English  ab¬ 
stract  publication  and  the  American  Ceramic  So¬ 
ciety  also  has  a  publication.  I  do  not  recall  the 
name  of  the  English  publication/’ 

Jerome  Alexander,  one  of  the  country’s  leading 
chemists,  and  A.  E.  Marshall,  a  leading  chemical  engi¬ 
neer,  both  witnesses  called  by  Rice  in  the  Supreme 
Court  proceeding,  testified  that  “Chemical  Abstracts” 
was  in  fact  a  reference  book  for  all  chemists  in  the 
United  States,  (R.,  Vol.  II,  pp.  302,  308). 

Concerning  “Chemical  Abstracts”,  Marshall  testi¬ 
fied  in  the  Supreme  Court  Proceeding  (R.,  Vol.  II,  pp. 
308,  309 : 

“I  am  the  A.  E.  Marshall  who  appears  as  one  of 
the  Abstractors  in  the  issue  of  'Chemical  Abstracts’ 
of  March  10,  1924.  There  is  no  other  publication  in 
this  country  like  it;  no  other  one  that  keeps  the 
technical  man,  the  man  who  is  superintendent  or 
manager  of  a  production  department  of  a  company 
or  who  is  interested  in  the  new  processes  that  these 
companies  are  constantly  working  at,  up-to-date  on 
what  is  going  on  in  his  particular  line,  like  this.  It 
is  the  one  publication  of  all  others  that  chemists 
who  have  responsible  positions  take  and  read  and 
keep.  I  have  the  complete  files  going  back  to  the 
first  volume,  I  should  say  about  thirty-five  years; 
there  is  no  other  way  that  I  know  of  of  maintaining 
a  file  record  of  what  has  been  done  and  what  is  be¬ 
ing  done  in  the  chemical  industry.  It  is  a  work  of 
ready  reference,  which  is  the  whole  purpose  of  the 
arrangement  of  the  volume.  You  have  no  difficulty 
in  finding  the  abstracts  of  the  subject  you  may  be 
inquiring  about  because  there  are  thirty  separate 
classifications  specifically  divided  by  trades  and 
listed  on  the  masthead  of  the  front  page.  It  does 
for  those  engaged  in  the  chemical  profession  about 
what  the  advance  sheets  do  for  the  lawyer.” 
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Brookby’s  testimony  concerning  his  reliance  upon 
“Chemical  Abstracts”  to  keep  himself  “posted  in  the 
art”  given  by  him  in  response  to  the  question,  “Was  the 
state  of  the  art  investigated  in  this  case,  in  the  matter 
of  this  invention?”,  as  above  set  forth,  is  conclusive 
proof  of  knowledge  by  Brookby  of  the  work  of  Bayer 
in  the  field  of  this  invention.  As  above  stated,  this 
newly  discovered  evidence  concerning  “Chemical  Ab¬ 
stracts”  was  not  before  either  of  the  Patent  Office  Trib¬ 
unals  and  was  first  introduced  into  the  present  proceed¬ 
ing  before  the  Supreme  Court  of  the  District  of 
Columbia. 

In  the  Supreme  Court  Proceeding,  Rice  also  intro¬ 
duced  in  evidence,  as  part  of  Rice’s  Exhibit  F,  a  copy  of 
the  November  7,  1923,  issue  of  the  “Illustrated  Official 
Journal”.  This  publication  is  published  by  the  British 
Patent  Office.  The  pertinent  portions  thereof  are  to 
be  found  at  pages  723  and  724  of  Volume  III  of  the 
Record.  As  shown  by  page  724  Volume  III  of  the  Rec¬ 
ord,  this  publication  likewise  contained  a  complete  ab¬ 
stract  of  Bayer’s  activities  in  the  field  of  the  invention 
in  issue.  This  copy  of  the  “Illustrated  Official  Journal” 
was  introduced  into  the  Record  in  the  Supreme  Court 
Proceeding  by  Rice  for  the  purpose  of  proving  that 
prior  to  the  time  that  Brookby  directed  the  filing  of  two 
Applications  by  the  United  States  Gypsum  Company 
on  the  process  in  issue,  this  important  English  abstract 
publication  contained  a  complete  abstract  of  Bayer’s 
activities  in  the  field  of  the  invention  under  the  head¬ 
ing  “Porous  Building  Materials”.  Perhaps  Roos,  in  his 
Supreme  Court  testimony  set  forth  supra ,  was  referr¬ 
ing  to  the  “Illustrated  Official  Journal”  when  he  stated 
“I  believe  there  is  also  an  English  abstract  publication 
*  *  *  .  I  do  not  recall  the  name  of  the  English 

publication.”  1 
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The  Record  also  discloses  that  the  United  States 
Gypsum  Company  learned  of  the  activities  of  Rice  in 
the  field  of  this  invention  prior  to  their  filing  date.  The 
testimony  shows  (R.,  Vol.  II,  p.  507)  that  Mr.  Rock- 
wood,  the  editor  of  “Rock  Products”,  a  trade  magazine 
published  by  the  Trade  Press  Publishing  Company  in 
Chicago,  was  very  familiar  with  Rice’s  invention  and 
wrote  to  Rice  in  the  Spring  of  1924  stating  that  several 
people  had  witnessed,  in  his  office  in  Chicago,  a  sample 
of  the  product  produced  by  Rice  under  the  process  in 
issue  and  that  these  people  had  expressed  a  great  deal 
of  interest  therein.  The  original  of  this  letter  written 
by  Mr.  Rockwood,  of  date  May  6,  1924,  was  introduced 
in  evidence  as  Rice’s  Exhibit  X-3  and  is  to  be  found  in 
Volume  III  of  the  Record,  page  790. 

Concerning  the  publication  “Rock  Products”  and 
Mr.  Rockwood,  its  editor,  Brown  testified  as  follows  in 
the  Supreme  Court  Proceeding  (R.,  Vol.  II,  pp.  505  and 
506 )  : 

“  ‘Rock  Products’  is  a  trade  publication  which 
is  published  in  Chicago  by  a  certain  concern  there 
and  it  covers  the  non-metallic  industry  or  minerals 
field.  It  covers  gypsum,  cement,  lime  and  magne¬ 
site.  I  stated  in  my  cross-examination  that  I  might 
have  seen  something  concerning  Rice’s  invention  in 
‘Rock  Products’.  It  is  a  magazine  which  gives  in¬ 
formation  to  the  trade.  It  is  something  like  ‘Chem¬ 
ical  Abstracts’  in  that  it  likewise  contains  abstracts 
of  patents.  ‘Rock  Products’  is  published  right  in 
Chicago.  Mr.  Nathan  C.  Rockwood  was  Editor  and 
Manager  of  ‘Rock  Products’  in  1922,  1923  and  1924. 
I  know  him  very  well  and  I  consider  him  a  friend 
of  mine.  He  has  been  entertained  at  my  home.  I 
also  knew  Mr.  Brookby  who,  at  the  time  of  the 
Patent  Office  proceedings  on  the  invention  in  issue, 
had  charge  of  production  for  the  United  States 
Gypsum  Company.  I  have  heard  Mr.  Rockwood 
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speak  of  Mr.  Brookby  and  I  have  been  in  gatherings 

where  Brookby  and  Rockwood  were  both  present.” 

The  Record  further  discloses  that  Rice,  in  giving 
his  invention  to  the  public  in  1923,  built  numerous 
houses  in  the  State  of  California  (R.,  Vol.  II,  pp.  125  to 
180).  The  photographs,  Roos’  Exhibits  Nos.  21,  22, 
23,  24,  25,  26,  27,  28,  29,  30,  43-A,  44,  and  45,  all  of 
which  photographs  are  re-produced  in  the  Record  (Vol¬ 
ume  III,  pages  729  to  734,  inclusive)  show  part  of  Rice’s 
building  activities  employing  the  process  in  issue  in  the 
State  of  California  during  the  latter  part  of  the  year 

1923  and  early  part  of  1924  (R.,  Vol.  II,  pp.  130  to  133, 
155  to  157,  169  to  171).  The  photographs,  Rice’s  Ex¬ 
hibits  Nos.  26,  27,  28,  and  29  (R.,  Vol.  Ill,  pp.  731  and 
732)  shows  the  Maybeck  residence  which  was  built  by 
Rice  by  the  use  of  the  process  in  issue  at  Berkeley,  Cali¬ 
fornia,  during  the  months  of  January  and  February, 

1924  (R.,  Vol.  II,  pp.  131,  132).  This  house  was  de¬ 
signed  by  Bernard  R.  Maybeck,  an  architect  of  interna¬ 
tional  reputation,  who  designed  the  City  of  Conberra,  in 
Australia,  and  who  was  in  charge  of  the  Palace  of  Fine 
Arts  at  the  California  Fair  in  1915,  and  who  also  de¬ 
signed  the  Hearst  memorial  (R.,  Vol.  II,  p.  169).  Rice’s 
testimony  (R.,  Vol.  II,  pp.  125  to  180)  shows  how  ex¬ 
tensive  and  public  Rice’s  activities  were  in  the  State 
of  California  in  the  year  1923  and  the  Spring  and  Sum¬ 
mer  of  the  year  1924,  all  before  the  United  States 
Gypsum  Company  filed  their  applications  on  the  process 
in  issue  on  August  20,  1924. 

The  Record  further  discloses  (R.,  Vol.  II,  p.  675) 
that  within  the  close  proximity  of  the  said  structures, 
which  were  built  by  Rice  by  the  use  of  the  process  in 
issue,  the  United  States  Gypsum  Company  maintained 
two  sales  offices;  that  two  of  the  Directors  of  the  Gyp¬ 
sum  Company  resided  in  the  State  of  California  (R., 
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Vol.  II,  p.  597).  It  is  further  shown  by  Brookby’s  tes¬ 
timony  (R.,  Vol.  II,  p.  278)  that  the  United  States  Gyp¬ 
sum  Company  gained  information  concerning  the  activi¬ 
ties  of  the  Gypsolite  Company  with  respect  to  their 
“Casein  Board”  from  salesmen  employed  by  the  Gypsum 
Company  who  had  brought  in  this  information  concern¬ 
ing  the  activities  of  their  competitor.  This  testimony  of 
Brookby  is  particularly  significant  in  showing  that  the 
United  States  Gypsum  Company,  at  this  particular  time, 
was  greatly  interested  in  the  activities  and  advance¬ 
ments  made  by  their  competitors,  and  that  they  used 
their  entire  sales  force,  which  was  spread  over  the  whole 
country,  to  accumulate  and  bring  in  to  the  executives  in 
the  general  offices  of  the  Gypsum  Company  in  Chicago, 
the  activities  and  progress  made  by  their  competitors. 

Concerning  the  sales  force  of  the  United  States 
Gypsum  Company  in  the  State  of  California  in  1924  and 
their  activities  in  that  state,  Birdsey  testified  upon 
cross  examination  in  the  Supreme  Court  Proceeding  (R., 
Vol.  H,  p.  675 )  : 

“In  June,  1924,  I  think  the  United  States 
Gypsum  Company  had  two  sales  offices  in  the  State 
of  California.  One  was  in  Los  Angeles  and  one  in 
San  Francisco.  We  had  a  mine  at  Arden,  Nevada, 
and  a  deposit  at  Blythe,  California.  We  had  quite 
a  few  employees  in  the  State  of  California  in  1924. 
We  had  probably  thirteen  or  fourteen  salesmen  and 
a  sales  manager  scattered  over  the  State  of  Cali¬ 
fornia  at  that  time.  Through  those  years  we  at¬ 
tempted  to  lend  our  services  to  architects  and  people 
who  intended  to  build  houses  and  we  advertised  this 
service  particularly.  If  a  person  was  about  to  build 
a  house  we  would  render  the  best  service  we  could 
for  him. 

“It  is  true  that  our  sales  force  and  our  people 
scattered  over  these  states  kept  us  informed  about 
building  conditions  and  things  of  that  kind.  We 
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have  a  follow-up  system,  or  a  business  system,  that 
keeps  our  head  office  in  Chicago  in  touch  with  the 
building  activities  going  on  all  over  the  country  but 
they  don’t  always  function  nicely  because  they  don’t 
get  us  every  job.” 

To  any  one  familiar  with  the  activities  of  huge  cor¬ 
porations  in  keeping  in  touch  with  what  is  being  done 
by  others  in  the  field  of  their  products,  it  is  only  rea¬ 
sonable  to  infer  that  due  to  the  close  proximity  of  the 
houses  and  structures  built  by  Rice  in  the  years  1923 
and  1924  to  the  sales  offices  of  the  United  States  Gypsum 
Company  in  California,  that  the  United  States  Gypsum 
Company  acquired  knowledge  of  Rice’s  activities  in  the 
field  of  this  invention  before  filing  their  application  for 
Letters  Patent  thereon. 

Concerning  Rice’s  activities  in  the  field  of  the  in¬ 
vention  in  issue  in  the  State  of  California,  Avery  ad¬ 
mitted  upon  cross  examination  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  II,  p.  597)  : 

“I  did  not  know  that  Rice  was  building  houses 
out  there  in  California  but  I  did  understand  that  he 
was  doing  some  experimental  work,  perhaps  one  or 
two  test  houses.” 

Witness  Brown  testified  in  the  Supreme  Court  pro¬ 
ceeding  (R.,  Vol.  II,  p.  504)  that  Professor  Wells  of 
Harvard  University  discussed  with  him,  at  a  luncheon 
engagement  some  time  either  in  the  year  1923  or  the 
early  part  of  1924,  the  activities  of  Bayer  in  Europe  with 
respect  to  the  process  in  issue.  This  testimony  of 
Brown’s  shows  that  the  activities  of  Bayer  in  the  field 
of  this  invention  in  Europe  was  a  matter  of  general 
knowledge  and  discussion  in  this  country  prior  to  the 
time  that  Brookby  directed  the  filing  of  Applications  on 
the  process  in  issue  by  the  United  States  Gypsum  Com¬ 
pany. 
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All  doubt  concerning  Brookby’s  stimulation  to  ac¬ 
tivity  in  directing  the  filing  of  two  Applications  on  the 
process  in  issue  on  August  20,  1924,  is  removed  by  that 
part  of  the  Record  which  discloses  the  feverish  activi¬ 
ties  of  the  United  States  Gypsum  Company  after  Mur¬ 
rell  G.  Allison  entered  its  employment  on  March  15, 
1924,  shortly  after  the  publication  of  the  March  10, 1924, 
issue  of  “Chemical  Abstracts”,  the  scientific  publication 
above  referred  to  (R.,  Vol.  II,  pp.  329  to  356).  Allison 
testified  (R.,  Vol.  II,  p.  336)  that  the  machine  of  Roos’ 
Exhibit  No.  16  (R.,  Vol.  Ill,  p.  973)  was  built  in  about 
a  month’s  time.  This  feverish  activity  on  the  part  of 
the  United  States  Gypsum  Company,  after  Brookby  read 
about  Bayer’s  activity  in  the  field  of  the  invention  in  the 
March  10,  1924,  issue  of  “Chemical  Abstracts”,  was 
different  indeed  from  the  prior  idleness  of  two  years  of 
Brookby’s  department  of  the  United  States  Gypsum 
Company. 

All  the  above  newly  discovered  evidence,  including 
Brookby’s  reliance  upon  “Chemical  Abstracts”  to  keep 
himself  “posted  in  the  art”  of  building  materials,  which 
evidence,  as  above  stated,  was  never  considered  by  the 
Patent  Office  Tribunals,  because  it  was  not  before  them, 
conclusively  proves  that  Judge  Letts  of  the  Supreme 
Court  of  the  District  of  Columbia  erred  in  making  and 
entering  his  fifteenth  Finding  of  Fact,  which  reads  as 
follows  : 

“15)  Defendants,  Carlisle  K.  Roos  and  the 
United  States  Gypsum  Company,  or  either  of  them, 
were  not  stimulated  to  activity  in  filing  in  the 
United  States  Patent  Office  the  application  for 
patent  of  said  Carlisle  K.  Roos,  Serial  No.  733,197, 
and  had  no  knowledge  of  the  subject  matter  of  the 
alleged  invention  by  said  Rice  or  by  said  Bayer,  or 
the  public  use  thereof,  prior  to  the  filing  of  said 
Roos  patent  application,  and  had  no  knowledge  of 
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the  publication  of  information  relating  to  the  sub¬ 
ject  matter  of  the  alleged  invention  of  said  Rice  or 
said  Bayer  prior  to  the  filing  of  the  Roos  patent  ap¬ 
plication  aforesaid”; 

After  Judge  Letts  announced  his  decision  in  favor 
of  Roos  and  the  United  States  Gypsum  Company  in  the 
Court  below,  he  notified  all  counsel  in  the  proceedings 
that  he  desired  oral  argument  on  Findings  of  Fact  and 
Conclusions  of  Law.  At  this  argument,  counsel  for  Rice 
strenuously  objected,  among  other  things,  to  his  fif¬ 
teenth  Finding  of  Fact,  as  above  set  forth,  and  specific¬ 
ally  called  to  the  attention  of  the  Court  the  above  re¬ 
ferred  to  testimony  of  Brookby  concerning  “Chemical 
Abstracts”  and  how  he  relied  thereon  in  order  to  keep 
himself  “posted  in  the  art”  of  building  materials.  Coun¬ 
sel  for  Rice  asked  the  Court  below  how  that  Court  could 
possibly  find  as  a  fact  that  the  United  States  Gypsum 
Company  had  no  knowledge  of  the  activities  of  Bayer 
in  the  field  of  this  invention  in  the  light  of  Brookby’s 
testimony  above  referred  to.  Judge  Letts  answered 
counsel  for  Rise  by  stating  that  Roos,  the  alleged 
inventor,  denied  on  the  stand  before  him  that  he, 
Roos,  had  knowledge  of  the  activities  of  Bayer  prior 
to  the  filing  of  his  application.  Counsel  for  Rice 
then  pointed  out  to  Judge  Letts  that  Rice  did  not 
rely,  in  order  to  prove  that  the  United  States  Gypsum 
Company  had  knowledge  of  the  activities  of  Bayer  in  the 
field  of  this  invention  before  they  filed  their  application, 
upon  Roos’  knowledge  of  Bayer's  activities  gained  from 
a  reading  of  “Chemical  Abstracts,”  but  rather  that  they 
did  rely  upon  Brookby’s  testimony  who  testified  in  un¬ 
equivocal  terms,  as  above  set  forth,  that  “Chemical  Ab¬ 
stracts”  were  flowing  over  his  desk  and  that  he  relied 
thereon  for  the  purpose  of  keeping  himself  “posted  in 
the  art”  of  building  materials.  Brookby’s  testimony 
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was  at  this  point  again  read  to  Judge  Letts,  whereupon 
Judge  Letts  stated  to  counsel  for  Rice  in  open  court  that 
he  had  decided  in  favor  of  Roos  and  the  United  States 
Gypsum  Company  and  that  if  he  found  as  a  fact  that 
the  United  States  Gypsum  Company  had  knowledge  of 
the  activities  of  Bayer  in  the  field  of  this  invention  be¬ 
fore  they  filed  their  own  application  he  would  have  to 
change  his  decision.  We  respectfully  submit  that  this 
reluctance  shown  by  the  Court  below  to  change  its  de¬ 
cision  in  favor  of  Roos  and  the  United  States  Gypsum 
Company  after  having  announced  it,  was  no  justifica¬ 
tion  for  making  its  Fifteenth  Finding  of  Fact  above 
referred  to. 


3.  The  United  States  Gypsum  Company  concealed 
and  suppressed  the  invention  in  issue,  if  they  ever  did 
invent  it,  for  a  period  of  two  years. 

Sewell  Lee  Avery,  the  President  of  the  United  States 
Gypsum  Company,  testified  (R.,  Vol.  II,  p.  583)  : 

“Q.  Then,  as  I  understand  you,  it  would  not 
be  your  policy  to  apply  for  everything,  but  it  would 
be  your  policy  to  apply  for  those  things  that  seemed 
reasonable.  A.  We  carry  a  good  many  patents  a 
long  time  without  application,  for  years,  for  a  va¬ 
riety  of  reasons  that  would  be  countered  by  the  one 
you  suggested. 

“Q.  In  other  words,  do  I  understand  you  to 
say  that  it  w  ould  be  the  policy  of  the  Gypsum  Com¬ 
pany,  when  they  had  an  invention,  that  they  would 
conceal  it  and  keep  it  from  the  public?  A.  We 
have  done  that  a  great  deal,  yes.  We  have  many  in 
our  files  at  the  present  time  in  just  that  state,  ad¬ 
visedly  so. 

“Q.  In  other  words,  you —  A.  (Interpos¬ 
ing.  )  We  determine  the  best  time  and  the  circum¬ 
stances  of  our  advancing  them,  that  would  permit 
us  to  get  a  strong  and  more  inclusive,  more  scope- 
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ful  situation,  and  we  have  made  many  mistakes  by 
starting  too  early  in  our  development  and  making 
an  application  that  prejudiced  us  in  our  later  ac¬ 
complishments. 

“Q.  In  other  words,  your  policy —  A.  (In¬ 
terposing.)  We  take  each  case  in  accordance  with 
the  facts. 


“Q.  But  your  policy  would  be  to  not  make  an 
application  until  you  thought  you  had  the  inven¬ 
tion  ?  A.  We  would  not  want  to  make  it  until  we 
could  get  the  patent  and  we  were  prepared  to  make 
a  suitable  presentation  and  one  that  would  give  us 
a  strong  patent,  with  good  reasons  for  granting  it. 

“Q.  And,  also,  on  other  occasions,  you  might 
have  an  invention  and  you  might  conceal  it  and  keep 
it  to  yourself,  and  take  your  chances  on  anybody 
else  filing  ahead  of  you?  A.  I  think  that  is  com¬ 
monly  done,  but  our  situation  is  not  seemingly  of 
the  character  that  the  disclosure  of  those  things 
would  let  some  presumption  come  to  defeat  the 
patent  protection,  if  that  is  what  you  mean.” 


The  above  testimony  of  the  President  of  the  United 
States  Gypsum  Company  amounts  to  an  admission  by 
him  that  his  company  carried  “a  good  many  patents  a 
long  time  without  application,  for  years” ;  that  his  com¬ 
pany  was  in  the  practice  of  concealing  inventions  and 
keeping  them  from  the  public  “a  great  deal”;  that  the 
United  States  Gypsum  Company  have  in  their  files  many 
inventions  which  they  are  concealing  and  keeping  from 
the  public;  that  his  company  determines  “the  best  time 
and  the  circumstances  of  advancing  them”  so  as  to  give 
his  company  “a  stronger,  more  inclusive,  and  more 
scopeful  situation”;  and,  that  the  practice  of  concealing 
and  keeping  inventions  to  themselves  and  thereby  taking 
their  chances  on  some  one  else  filing  an  application  ahead 
of  them  was  commonly  done  by  the  United  States  Gyp¬ 
sum  Company.  Such  a  confession,  we  submit,  made  by 
the  President  of  one  of  the  largest  corporations  in  this 
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country,  is  indeed  astounding  in  view  of  the  public  policy 
in  favor  of  the  immediate  disclosure  of  inventions  to  the 
public,  wrhich  public  policy  has  been  repeatedly  defined 
by  the  reported  decisions  of  this  Honorable  Court. 

Brookby  testified  (R.,  Vol.  II,  pp.  289,  290) : 

“If  we  were  satisfied  that  an  invention  was  a 
valuable  one,  it  w  ould  largely  rest  upon  my  decision 
as  to  whether  we  would  take  up  the  application  for  a 
patent  on  it  before  we  decided  to  use  it  in  produc¬ 
tion,  or  whether  we  would  not.  If  I  decided  the  in¬ 
vention  w  as  a  valuable  one,  but  we  did  not  desire  to 
apply  it  in  production  right  away,  even  though  it 
might  be  comparatively  simple,  I  might  decide  to 
protect  it  by  patent  and  I  might  not.  It  would  de¬ 
pend  very  largely  upon  the  relative  state  of  the  art 
that  the  invention  covered.” 

Here  is  a  direct  admission  by  Brookby  that, 

a  )  It  rested  upon  his  decision  as  to  whether 
or  not  an  application  should  be  filed  on  behalf  of 
the  United  States  Gypsum  Company, 

b)  That  he  might  decide  to  protect  it  by 
patent  and  he  might  not,  depending,  “very  largely, 
upon  the  relative  state  of  the  art  that  the  invention 
covered.” 

This  testimony  of  Brookby’s  leads  to  but  one  rea¬ 
sonable  conclusion.  Either  Roos  did  not  have  the  inven¬ 
tion  perfected  and  ready  to  be  patent  in  1922,  or  that 
Brookby,  because  of  the  relative  state  of  the  art  ( which 
art  he  was  keeping  himself  posted  in  by  relying  upon 
“Chemical  Abstracts”  which  were  “flowing  over  his 
desk,”  as  above  set  forth )  concealed  and  suppressed  the 
invention  in  issue  until  he  read  in  the  March  10,  1924, 
issue  of  “Chemical  Abstracts”  concerning  the  activities 
of  Bayer  in  the  field  of  the  invention.  It  was  then  that 
Brookby  discovered  that  an  advancement  had  already 
been  made  by  Bayer  in  the  “state  of  the  art”  to  which 
the  invention  in  issue  belonged.  It  was  then  in  March, 
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1924,  that  Allison  was  employed  by  the  United  States 
Gypsum  Company.  It  was  then  that  feverish  activity 
started  which  resulted  in  the  building  of  the  machine, 
Roos’  Exhibit  No.  16  (R.,  Vol.  Ill,  p.  973) ,  and  the  filing 
of  two  Applications  in  the  United  States  Patent  Office 
on  the  process  in  issue  on  August  20,  1924,  one  of  which 
was  filed  in  the  name  of  Roos,  as  Assignee  of  the  United 
States  Gypsum  Company,  and  the  other,  in  the  joint 
name  of  Roos  and  Allison,  both  as  Assignees  of  the 
United  States  Gypsum  Company. 

Charles  R.  Birdsey,  a  director  of  the  United  States 
Gypsum  Company,  who,  in  1922,  was  its  Chief  Engineer 
and  who,  after  Brookby’s  death,  became  its  Director  of 
Research  and  Development  (R.,  Vol.  II,  p.  598) ,  testified 
(R.,  Vol.  II,  p.  657)  : 

“Q.  But  you  were  familiar  with  the  business 
of  your  company.  You  were  the  Chief  Engineer. 
You  probably  knew  more,  really,  about  the  me¬ 
chanics  of  a  machine  than  anybody  else.  I  concede 
that  to  you.  I 

“Now,  I  am  asking  you  what  possible  advan¬ 
tage  can  you  see  to  your  company  in  holding  that 
thing  back  until  1924,  if  they  had  it  in  1922?  A.  I 
see  no  disadvantage. 

“Q.  I  am  not  asking  you  about  disadvantages, 
because  I  can  see  them,  and  maybe  you  will  see  them 
before  you  are  through  with  this  suit.  But  I  am 
asking  you  what  advantage  it  would  be  to  you.  A. 
You  are  trying  to  analyze  for  me  the  processes  of 
thought  that  I  cannot  put  myself  through  as  of  that 
time.  I  do  not  know. 

“Q.  Was  it  a  business  advantage?  What  ad¬ 
vantage  was  it  to  you?  You  must  know.  Can't  you 
answer  that?  A.  It  was  just  taking  the  right  we 
had.  Why  couldn’t  we  do  as  we  pleased? 

“Q.  You  could  do  as  you  pleased,  but  it  is  a 
peculiar  situation  and  I  am  trying  to  find  out  what 
advantage  it  was  to  your  company  to  let  that  time 
go.  A.  I  do  not  know. 
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“Q.  Do  you  see  any?  A.  I  am  sure  I  could 
not  tell  you.” 

Regardless  of  the  above  testimony  of  Avery,  Brook- 
by,  and  Birdsey,  the  lower  Court  found  as  its  Fourteenth 
Finding  of  Fact  (R.,  Vol.  I,  p.  74)  : 

“Defendants,  Carlisle  K.  Roos  and  the  United 
States  Gypsum  Company,  or  either  of  them,  did  not, 
subsequent  to  August  23,  1922,  abandon  the  inven¬ 
tion  set  forth  in  Finding  No.  8  Supra ,  or  conceal  or 
suppress  it  ” 

The  above  testimony  of  Avery  and  Birdsey  was  not 
before  the  Patent  Office  Tribunals.  Avery  and  Birdsey 
were  not  called  as  witnesses  in  the  Patent  Office  Pro¬ 
ceedings. 

We  submit  that  the  above  Finding  of  Fact  made 
by  Judge  Letts  was  wholly  unjustified  particularly  be¬ 
cause  of  the  admissions  of  Avery,  Brookby  and  Birdsey, 
supra. 


4.  The  excuse  offered  by  the  United  States  Gyp¬ 
sum  Company  for  their  delay  of  two  years  in  filing  an 
Application  on  the  process  in  issue  is  a  false  alibi. 

With  respect  to  the  delay  of  the  United  States 
Gypsum  Company  of  two  years  in  filing  Roos’  Applica¬ 
tion,  the  Board  of  Appeals  of  the  United  States  Patent 
Office  stated  in  their  opinion  concerning  testimony  which 
they  then  had  before  them  (R.,  Vol.  Ill,  pp.  717,  718)  : 

“Roos  did  not  file  his  application  until  August 
20, 1924,  some  two  years  after  his  alleged  reduction 
to  practice.  According  to  Roos  and  Brookby,  the 
Roos  invention  was  placed  in  commercial  produc¬ 
tion  in  June,  1924.  The  delay  of  nearly  two  years 
is  explained  on  the  ground  that  Roos  was  busily 
engaged  during  this  time  in  devising  and  perfecting 
machinery  for  forming  the  ‘tenacious  foam’  and 
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carrying  out  the  invention  on  a  scale  that  would 
synchronize  with  the  U.  S.  Gypsum  Company’s  ex¬ 
isting  machinery  for  the  continuous  production  of 
wallboard  on  an  extensive  scale.  After  the  produc¬ 
tion  of  the  wallboard  specimens  of  ‘Exhibits  11  and 
14’  Roos  made  various  types  of  impellers  and 
beaters  on  a  small,  or  laboratory  scale,  and  tested 
them.  The  testimony  is  to  the  effect  that  the  minia¬ 
ture  machine  found  to  be  satisfactory  had  a  capacity 
of  automatically  treating  two  quarts  of  foaming 
solution.  With  this  as  a  model  a  machine  having  a 
capacity  of  treating  about  100  gallons  of  foaming 
solution  per  hour  was  built  in  accordance  with  the 
blue  print  ‘Exhibit  16’.  We  agree  with  the  examiner 
of  interferences  that  this  activity  of  Roos  negatives 
any  conclusion  that  he  had  abandoned  the  invention 
or  that  his  alleged  reductions  to  practice  in  1922 
were  merely  abandoned  experiments. 

“The  delay  in  filing  the  Roos  application  is  ex¬ 
plained  by  Brookby  (  X  Q.  249 )  one  of  the  officials 
of  the  U.  S.  Gypsum  Co.  who  testified  that  it  was 
not  the  usual  policy  of  the  company  to  file  applica¬ 
tions  ‘in  cases  of  inventions  which  involved  elabor¬ 
ate  production  processes  and  considerable  time 
elements  to  get  them  into  production  *  *  *  un¬ 

til  the  invention  was  pretty  thoroughly  estab¬ 
lished’. 

“After  actual  reduction  to  practice  delay  in  fil¬ 
ing  the  application  does  not  work  a  forfeiture  of  the 
rights  of  the  first  inventor  in  the  absence  of  aban¬ 
donment  of  the  invention  or  of  some  statutory  bar, 
or  of  circumstances  that  bring  the  case  within  the 
doctrine  of  Mason  v.  Hepburn,  84  O.  G.,  747.  See 
Lattig  &  Goodrum  v.  Anderson,  289  O.  G.  189 ;  Oliver 
v.  Felbel,  1902  C.  D.  565;  McBerty  v.  Cook,  1900  C. 
D.  248;  Hubbard  v.  Berg,  1913  C.  D.  460;  Hackley  v. 
Henemier,  260  O.  G.  630. 

“We  do  not  find  in  this  case  such  suppression  or 
concealment  of  the  invention  followed  by  activity 
on  the  part  of  Roos  due  to  knowledge  of  the  entry 
of  a  rival  into  the  field,  as  is  necessary  to  bring  the 


60 


case  within  the  equitable  estoppel  doctrine  of  Mason 
v.  Hepburn,  supra .” 

It  is  apparent  from  the  above  quotation  that  the 
Board  of  Appeals  accepted  at  face  value  the  Gypsum 
Company’s  excuse  for  not  filing  an  application  on  the 
process  in  issue  in  1922.  This  excuse,  as  stated  in  the 
above  quotation,  was  that  the  Application  for  Letters 
Patent  on  the  process  in  issue  was  delayed  by  the  United 
States  Gypsum  Company  for  two  years  because  it  took 
them  that  long  to  devise  and  perfect  a  machine  which 
would  carry  out  the  invention  on  a  scale  sufficient  to 
synchronize  with  the  United  States  Gypsum  Company’s 
existing  machinery  for  the  continuous  production  of 
wallboard  on  an  extensive  scale. 

It  is  not  perhaps  surprising  that  the  Examiner  of 
Interferences  and  the  Board  of  Appeals  accepted  this 
excuse  for  the  said  delay  of  two  years  from  the  testi¬ 
mony  then  before  them.  The  Patent  Office  testimony 
on  the  machine  Roos’  Exhibit  No.  16  (R.,  Vol.  Ill,  p. 
973)  was  all  introduced  by  witnesses  who  were  em¬ 
ployees  of  the  United  States  Gypsum  Company.  Rice, 
at  that  time,  had  no  evidence  concerning  the  said  ma¬ 
chine  and,  therefore,  it  is  not  at  all  surprising  that  both 
of  the  Patent  Office  Tribunals  accepted  Roos’  excuse  for 
the  said  delay  when  he  testified  as  follows  in  the  Su¬ 
preme  Court  Proceeding  (R.,  Vol.  II,  p.  206)  : 

“After  I  completed  the  making  of  the  wallboard 
specimens,  Roos’  Exhibits  Nos.  11  and  14,  I  tried  to 
visualize  a  method  or  rather  machinery  to  manu¬ 
facture  a  tenacious  foam  in  sufficient  quantity  to 
be  used  in  continuous  operation  in  conjunction  with 
the  manufacture  of  any  of  our  products.” 

In  the  Patent  Office  proceeding,  Roos  further  testi¬ 
fied  (R.,  Vol.  II,  pp.  208,  209,  210  and  211)  : 

“Q.  442.  Now,  referring  back  again,  Mr.  Roos, 
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to  the  time  subsequent  to  your  making  the  wall- 
board  samples  or  specimens  of  Roos’  Exhibits  Nos. 
11  and  14,  will  you  state  what  was  next  done  in 
adapting  your  invention  which  is  now  in  issue  to 
the  gypsum  products  of  your  company?  A.  The 
next  thing  that  was  done  was  to  attempt  to  build 
a  machine  which  would  make  this  foam  continu¬ 
ously. 

“Q.  443.  And  who  made  this  attempt  to  build 
a  machine  of  this  character?  A.  I  did. 

“Q.  444.  Will  you  describe  your  efforts  along 
this  line,  Mr.  Roos,  subsequently  to  October,  1922? 
A.  For  a  long  time  I  could  not  visualize  a  machine 
which  would  produce  such  vast  quantities  of  foam 
on  a  continuous  operating  principle. 

“When  I  started  to  develop  the  means,  or  a 
means,  for  producing  this  foam  mechanically  and 
continuously  I  first  studied  the  various  kinds  of 
beaters  with  a  view  to  trying  to  find  the  most  ef¬ 
ficient  type. 

“I  rigged  up  a  motor  in  the  laboratory,  and  on 
a  very  small  scale  made  various  types  of  impellers 
and  beaters,  and  tested  these  impellers  as  to  their 
efficiency  of  design  for  the  purpose  of  creating  a 
tenacious  foam. 

“I  also  studied  the  shape  of  containers  with  the 
idea  to  see  if  the  centrifugal  action  or  the  flow  of 
the  solution  and  the  foam  as  produced  by  the  im¬ 
peller  in  a  container  had  any  effect  on  the  quality 
of  the  foam. 

“I  finally  decided  on  a  certain  type  of  impeller 
which  seemed  to  produce  most  quickly  the  type  of 
foam  that  I  wanted.  That  was  my  first  step. 

“Q.  445.  How  long  were  you  occupied  in  this 
development  work  which  you  have  just  referred  to, 
Mr.  Roos?  A.  About  five  months. 

“Q.  446.  Then  what  did  you  do,  Mr.  Roos,  after 
you  made  the  study  which  you  have  just  described  ? 
A.  Using  the  miniature  foam  machine  as  a  model 
on  which  to  base  the  size  and  design  of  an  installa¬ 
tion  which  would  be  sufficiently  large  to  produce  the 
desired  quantity  of  foam  in  the  plant,  I  roughly  cal- 
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ciliated  the  dimensions  for  the  full  size  equipment, 
in  proportion  to  the  dimensions  of  the  small  unit. 

“I  also  employed  the  same  type  of  impeller  in 
the  large  equipment;  and  most  of  the  features  of 
the  full  sized  equipment  were  basically  the  same  as 
the  small  one. 

“I  had  in  mind  making  or  using  about  100  gal¬ 
lons  of  solution  per  hour  on  a  full  size  scale.  This 
was  a  little  more  than  we  found  necessary  later  on. 
I  was  intending  to  use  a  soap-bark  solution  in  this 
mixer  for  producing  the  foam.  During  the  time 
that  I  was  developing  this  small  type  machine  and 
working  on  the  big  machine  I  was  working  under 
the  instructions  of  Mr.  Brookby.  It  was  not  my 
duty  to  develop  machinery  for  the  plant.  Ordinar¬ 
ily  it  was  the  engineering  department’s  duty;  the 
engineering  department  located  in  Chicago.  The 
engineering  department  was  constructing  a  large 
number  of  installations,  and  were  doing  considerable 
construction  work  in  the  line  of  new  plants  and  were 
very  much  occupied  with  this  type  of  work,  in  order 
to  prepare  for  the  rapidly  expanding  volume  of  busi¬ 
ness  of  our  company.  One  of  these  new  plants  was 
at  Sweetwater,  Texas,  which  involved  a  complete 
plaster  mill  and  wallboard  plant,  and  there  were 
several  others  which  I  do  not  recall  specifically  at 
this  time. 

“Q.  455.  About  when  did  you  complete  the  mak¬ 
ing  of  your  laboratory  machine  which  was  the  ma¬ 
chine  upon  wThich  you  based  the  construction  of  the 
large  machine,  about  which  you  have  previously  tes¬ 
tified?  A.  About  June,  1924. 

“Q.  456.  Then  what  did  you  do,  Mr.  Roos?  A. 
I  immediately  sketched  up  a  machine  in  pencil,  and 
with  the  aid  of  some  mechanics  actually  built  the 
machine  right  at  Fort  Dodge,  from  the  materials 
which  we  had  on  hand  at  our  plant. 

“Q.  457.  How  long  were  you  in  constructing 
this  large  machine,  the  construction  of  which  was 
based  upon  this  small  type  of  machine?  A.  The 
foam  machine  itself  was  built  within  two  or  three 
weeks.  The  whole  installation,  that  is.  the  acces- 
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sories  that  went  with  it,  required  an  additional  two 
or  three  weeks. 

“Q.  458.  Was  the  small  type  machine  which 
you  constructed  in  your  laboratory  a  satisfactory 
machine  for  treating  the  foam  solution?  A.  Yes, 
on  a  miniature  basis. 

“Q.  459.  How  much  foaming  solution  could 
you  treat  at  one  time  in  this  small  machine  which 
you  made  in  your  laboratory,  A.  About  two  quarts. 
Of  course,  this  was  not  fed  continuously  over  any 
period  to  exceed  a  few  minutes  at  a  time. 

“Q.  460.  What  do  you  mean  by  that  state¬ 
ment,  ‘fed  continuously'?  To  what?  A.  I  mean 
that  the  machine  did  not  have  the  accessories  which 
supplied  a  continuous  flow  of  foaming  solution  over 
any  great  length  of  time. 

“Q.  461.  About  how  much  foam  would  this 
two  quart  solution  make?  A.  Oh,  I  would  say  it 
would  discharge,  as  the  foam  was  formed  during 
the  beating  operation,  probably  8  to  10  quarts  of 
foam  by  volume. 

“During  the  time  that  I  was  making  this  small 
size  machine  and  also  during  the  time  that  I  con¬ 
structed  and  built  the  large  machine  for  treating 
the  foam  solution,  I  was  doing  other  work  at  the 
plant.  I  was  looking  after  the  quality  of  the  prod¬ 
ucts  and  doing  some  other  development  work  on 
one  or  two  subjects.  I  would  say  about  twenty  or 
twenty-five  per  cent  of  my  time  was  devoted  to  the 
quality  control  of  the  products  manufactured  at  the 
plant,  that  is,  I  mean  that  on  the  average  I  did  not 
devote  more  than  twenty-five  per  cent  of  my  time 
to  that  control  at  the  plant.  Quite  frequently  I 
gave  it  practically  no  attention  for  several  days, 
while  again  I  might  spend  a  half  a  day  on  a  situa¬ 
tion  if  the  plant  was  in  difficulty  with  a  particular 
product  in  respect  to  its  quality." 

The  Record  now  before  this  Court,  however,  with 
respect  to  the  machine  Roos’  Exhibit  No.  16  (R.,  Vol. 
HI,  p.  973)  is  entirely  different  from  the  Record  which 
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was  before  the  Examiner  of  Interferences  and  the  Board 
of  Appeals.  Rice’s  new  evidence  with  respect  to  this 
machine  was  introduced  in  the  Supreme  Court  proceed¬ 
ing  by  the  testimony  of  Albert  E.  Marshall,  Murrell  G. 
Allison,  William  Garvin  O’Brien,  Matthew  VanSicklen, 
Rice’s  Exhibit  Z-4,  and  the  admissions  of  Roos’  own 
witnesses  made  therein.  This  new  testimony  which  was 
introduced  in  the  Supreme  Court  Proceeding,  proves 
the  falsity  of  the  said  excuse  offered  by  the  United 
States  Gypsum  Company  for  their  delay  of  two  years 
in  filing  an  application  on  the  process  in  issue. 

Rice’s  new  evidence  shows  that  Roos,  Brookby,  and 
Birdsey,  rather  than  spending  their  time  and  efforts  in 
the  years  1922, 1923  and  1924  in  devising  and  construct¬ 
ing  a  machine  for  the  manufacture  of  foam  with  which 
to  apply  the  process  in  issue  to  the  manufacture  of  wall- 
board,  were  actually  engaged  in  developing  other  inven¬ 
tions  for  the  United  States  Gypsum  Company  which  had 
no  connection  whatsoever  with  the  process  in  issue. 

Rice’s  Exhibit  Z-4  (R.,  Vol.  Ill,  pp.  791  to  942), 
which  was  not  before  the  Patent  Office  Tribunals,  is  un¬ 
impeachable  proof  of  the  falsity  of  the  said  excuse. 
Roos,  in  his  Patent  Office  testimony,  above  set  forth, 
represented  to  the  Patent  Office  Tribunals  that  after  his 
alleged  reduction  to  practice  in  1922,  he  immediately 
turned  his  attention  to  the  construction  of  a  machine  to 
apply  his  alleged  invention  to  the  particular  needs  of 
the  United  States  Gypsum  Company.  Rice’s  Exhibit 
Z-4  proves  that  this  was  a  fraudulent  misrepresentation. 

Rice’s  Exhibit  Z-4  contains  a  copy  of  Leters  Patent 
of  the  United  States  No.  1,668,548  (R.,  Vol.  Ill,  p.  933). 
This  patent  is  entitled  “Cementitious  Material”  and  was 
filed  by  the  United  States  Gypsum  Company  in  the  names 
of  Brookby  and  Roos  on  April  23,  1924.  The  filing  date 
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is  recorded  on  the  face  of  this  patent  and,  therefore, 
cannot  be  denied.  If  Roos  had  been  devoting  his  time, 
during  the  two  years  between  his  alleged  reduction  to 
practice  and  his  filing  date,  to  the  construction  of  a  ma¬ 
chine  to  apply  his  invention  to  the  manufacture  of  wall- 
board,  as  he  succeeded  in  leading  the  Patent  Office  Tri¬ 
bunals  to  believe,  how  could  he  have  been  inventing  a 
new  “Cementitious  Material”,  a  description  of  which 
is  contained  in  the  said  patent. 

Rice’s  Exhibit  Z-4  also  proves  (R.,  Vol.  Ill,  p.  935) 
that  on  August  20,  1924,  the  same  day  upon  which  the 
United  States  Gypsum  Company  filed  two  applications 
on  the  process  in  issue,  one  in  the  name  of  Roos  and 
the  other  in  the  joint  name  of  Roos  and  Allison,  the 
United  States  Gypsum  Company  filed  an  application  for 
Letters  Patent  of  the  United  States  in  the  name  of  Roos 
entitled  “Surfacing  Material.”  This  application  matured 
into  Patent  No.  1,606,722.  Here  is  more  unimpeachable 
proof  of  the  fasity  of  Rocs’  representation  to  the  Patent 
Office  Tribunals.  Again  we  ask,  if  Roos  had  been  devot¬ 
ing  his  time  to  the  construction  of  a  machine  to  apply 
his  alleged  invention  to  the  manufacture  of  wallboard 
between  the  time  of  his  alleged  reduction  to  practice  in 
1922  and  his  filing  date  in  1924,  how  could  he  have  been 
inventing  a  new  “Surfacing  Material”? 

On  this  same  day  of  August  20,  1924,  the  Roos- 
Allison  application  was  filed  on  the  process  in  issue. 
Counsel  for  the  United  States  Gypsum  Company,  how¬ 
ever,  contend  that  this  Roos-Ailison  Joint  Application 
(R.,  Vol.  Ill,  p.  774)  did  not  cover  the  process  in  issue, 
but  was  something  in  addition  thereto  and  different 
therefrom.  Assuming  that  this  contention  of  counsel 
for  the  United  States  Gypsum  Company  is  correct,  which 
we  emphatically  deny,  again  we  ask,  how  could  Roos 
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have  been  devoting  his  time  to  the  construction  of  a  ma¬ 
chine  to  apply  the  process  in  issue  to  the  construction 
of  wallboard  between  the  date  of  his  alleged  reduction 
to  practice  in  1922  and  his  filing  date  in  1924,  when  he 
was  spending  his  time  inventing  a  new’  “Improvement 
In  Building  Material”,  a  description  of  which  invention 
is  contained  in  the  Roos-Allison  Joint  Application  filed 
in  the  United  States  Patent  Office  August  20,  1924,  (R., 
Vol.  Ill,  p.  774 ) . 

Rice’s  Exhibit  Z-4  further  proves,  (R.,  Vol.  Ill,  p. 
941)  that  on  October  23,  1924,  the  United  States  Gyp¬ 
sum  Company  filed  an  application  for  Letters  Patent  of 
the  United  States  on  still  another  process  for  the  mak¬ 
ing  of  “Lightweight  Gypsum  Products”  in  the  joint  name 
of  Roos  and  Allison.  This  application  was  filed  just 
tw’o  months  after  the  filing  of  an  application  on  the 
process  in  issue  and  resulted  in  the  issuance  of  Letters 
Patent  No.  1,666,180.  Still  again  we  ask,  if  Roos  had 
been  devoting  his  time  to  constructing  a  machine,  how 
could  he  have  been  inventing  with  Allison  another  proc¬ 
ess  for  making  “Lightweight  Gypsum  Products”? 

Concerning  this  Patent  No.  1,666,180  application 
for  wrhich  was  filed  by  the  United  States  Gypsum  Com¬ 
pany  on  October  23,  1924,  in  the  joint  name  of  Roos  and 
Allison  ( R.,  Vol.  Ill,  p.  941 ) ,  Roos  made  the  following 
admission  upon  cross  examination  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  II,  p.  378)  : 

“Patent  No.  1,666,180,  issued  in  the  name  of 
myself  and  that  of  Murrell  G.  Allison,  application 
for  which  was  filed  October  23,  1924,  which  patent 
is  set  forth  in  Rice’s  Exhibit  C,  relates  to  a  process 
for  making  a  lightweight  gypsum  product  and  is 
directed  to  the  making  of  a  lightweight  board. 

“Q.  So  that  at  the  same  time  that  you  were 
working,  applying  for  a  patent  on  this  invention 
here  in  issue,  you  were  also  working  on  another 
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lightweight  board  product;  were  you  not?  A.  An¬ 
other  alternate  lightweight  gypsum  product  that 
could  have  been  used  for  that  purpose. 

“Q.  Yes.  Now,  Mr.  Allison  was  associated 
with  you.  Mr.  Allison  was  the  man  who  testified 
in  June,  and  helped  you  build  the  machine?  A. 
Yes,  sir.” 

Again  we  repeat  that  the  unimpeachable  evidence 
contained  in  Rice’s  Exhibit  Z-4  was  not  before  the  Pat¬ 
ent  Office  Tribunals.  Those  Tribunals  accepted  the 
false  alibi  of  the  United  States  Gypsum  Company  for 
their  delay  of  two  years  in  filing  applications  for  Let¬ 
ters  Patent  on  the  process  in  issue,  because  they  had 
before  them  no  evidence  to  the  contrary.  All  they  had 
before  them  was  Roos’  deposition  in  which  he  stated 
that  he  spent  approximately  two  years  in  constructing 
the  said  machine.  Rice,  at  that  time,  had  no  evidence 
to  the  contrary.  All  such  evidence  was  in  the  posses¬ 
sion  of  the  United  States  Gypsum  Company.  The  Rec¬ 
ord  now  before  this  Court,  however,  contains  unimpeach¬ 
able  evidence  to  the  contrary  and  proves  that  Roos’  story 
as  presented  to  the  Patent  Office  Tribunals  was  a  false 
alibi  founded  upon  fraudulent  misrepresentations  of  the 
truth. 

i 

If  the  Roos— Allison  Joint  Application  filed  by  the 
United  States  Gypsum  Company  on  August  20,  1924, 
does  cover  an  invention  different  from  that  in  issue,  as 
is  contended  by  Counsel  for  the  United  States  Gypsum 
Company,  which  we  deny,  then,  as  Rice’s  Exhibit  Z-4 
conclusively  proves,  Roos  between  the  time  of  his  alleged 
reduction  to  practice  in  1922,  and  his  filing  date  in  1924, 
was  devoting  his  time  to  the  development  of  the  follow¬ 
ing  four  inventions  rather  than  spending  his  time  in 
constructing  a  machine  with  which  to  apply  the  process 


i 


68 


in  issue  to  the  manufacture  of  wallboard,  as  stated  by 
him  in  his  Patent  Office  testimony : 

(1)  Patent  No.  1,668,548  entitled  “Cementi¬ 
tious  Material”,  application  for  which  was  filed  by 
the  United  States  Gypsum  Company  in  the  names 
of  Brookby  and  Roos  on  April  23,  1924  (R.,  Vol. 
Ill,  p.933); 

(2)  Patent  No.  1,606,722  entitled  “Surfacing 
Material”,  application  for  which  was  filed  by  the 
United  States  Gypsum  Company  in  the  name  of 
Roos  on  August  20,  1924  (R.,  Vol.  Ill,  p.  935)  ; 

( 3 )  i  Application  Serial  No.  733,196  entitled 
“Improvement  in  Building  Material”,  filed  by  the 
United  States  Gypsum  Company  in  the  joint  name 
of  Roos  and  Allison  on  August  20,  1924  ( R.,  Vol. 
Ill,  pp.  774  to  789  incl.) ; 

(4)  Patent  No.  1,666,180  entitled  “Light¬ 
weight  Gypsum  Products”,  application  for  which 
was  filed  by  the  United  States  Gypsum  Company  in 
the  names  of  Roos  and  Allison  on  October  23,  1924 
R.,  Vol.  Ill,  p.  941).  (Roos  admits  (R.,  Vol.  II, 
p.  378 )  that  he  was  working  on  this  invention  prior 
to  his  filing  date  on  the  process  in  issue,  as  stated, 
supra. ) 

Upon  cross  examination  in  the  Supreme  Court  Pro¬ 
ceeding,  Roos  admitted  (R.,  Vol.  II,  p.  381)  that  he  did 
some  work  on  other  boards  between  the  time  of  his  al¬ 
leged  reduction  to  practice  in  1922  and  his  filing  date 
in  1924. 

We  desire  at  this  point  to  call  to  the  attention  of 
the  Court  the  fact  that  Rice’s  Exhibit  Z-4  discloses  only 
those  applications  which  were  filed  by  the  United  States 
Gypsum  Company,  upon  which  Letters  Patent  of  the 
United  States  were  actually  issued.  Rice  has  no  way 
of  proving  how  many  applications  the  United  States 
Gypsum  Company  actually  filed  since  the  Patent  Office 
treats  all  patent  applications  as  confidential  matter  and 
refuses  to  disclose  any  information  concerning  them. 
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We  wonder,  however  if  the  truth  were  known,  how  many 
other  applications  were  filed  by  the  United  States 
Gypsum  Company  in  the  name  of  Roos  between  the  date 
of  his  alleged  reduction  to  practice  in  the  year  1922  and 
his  filing  date  in  1924. 

As  one  might  readily  expect,  Brookby  seemed  some¬ 
what  embarrassed  when  he  asked  the  Patent  Office 
Tribunals  to  believe  that  the  United  States  Gypsum 
Company  spent  approximately  two  years  in  construct¬ 
ing  a  machine  with  which  to  apply  the  process  in  issue 
to  the  manufacture  of  wallboard,  when  he  testified  in 
the  Patent  Office  proceeding  (R.,  Vol.  II,  p.  286)  : 

“The  engineering  department  in  October,  1922, 
did  not  direct  its  energies  to  the  development  of  the 
machine  for  the  manufacture  of  this  foam  continu¬ 
ously  so  that  Mr.  Roos'  invention  could  be  then 
adapted  to  the  manufacture  of  wallboard  primarily 
because  they  had  so  much  construction  work  to  do, 
additions  to  plant,  building  additional  wallboard 
plants,  and  gypsum  producing  plants,  that  they  did 
not  have  men  that  were  available  to  put  ;  on  the 
work.  In  1922  we  had  a  major  authority  at  Oak- 
field  which  called  for  large  additions  to  the  gypsum 
producing  capacity,  enlargement  of  the  mill,  en¬ 
largement  of  the  wallboard  section.  In  fact,  as  I 
recall  this,  it  was  a  plant  enlargement  of  about  40% 
throughout.  Following  and  running  coincident  with 
that,  we  were  building  a  wallboard  plant  at  South¬ 
ard,  Okla.  and  remodeling  the  paper  mill  at  Lan¬ 
caster,  Ohio,  starting  to  build — Sweetwater,  Texas, 
a  very  large  plant,  complete  throughout.  In  fact, 
at  four  or  five  plants  we  had  very  heavy  major  au¬ 
thority  work  going  on.” 

The  above  testimony  of  Brookby  shows  that  he 
deemed  it  necessary  to  offer  to  the  Patent  Office  some 
kind  of  an  excuse  for  the  reason  why  his  corporation, 
being  one  of  the  largest  in  the  country,  permitted  Roos, 
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a  chemist,  to  fool  for  two  years  with  a  machine  when 
they  maintained  in  their  organization  an  extremely  ex¬ 
tensive  and  efficient  engineering  department,  which  de¬ 
partment,  according  to  the  Record,  was  the  Department 
of  the  United  States  Gypsum  Company  which  ordinarily 
developed  and  invented  machines  for  the  manufacture 
of  the  products  of  the  Company.  (See  Rice’s  Exhibit 
Z-4,  R.,  Vol.  Ill,  pp.  791  to  942)  Brookby’s  excuse,  as 
represented  to  the  Patent  Office  Tribunals  and  as  set 
forth  in  his  testimony,  supra,  was  that  the  Engineering 
Department  of  the  United  States  Gypsum  Company  in 
1922  was  too  much  involved  in  other  work  to  turn  any 
attention  whatsoever  to  the  machine  which  Roos  rep¬ 
resented  to  the  Patent  Office  Tribunals  that  he  fooled 
two  years  with.  We  deem  it  very  interesting,  if  not 
shocking,  to  contrast  this  testimony  of  Brookby  with  the 
testimony  of  Avery,  President  of  the  United  States 
Gypsum  Company,  who  testified  in  the  Supreme  Court 
proceeding,  but  not  before  the  Patent  Office  Tribunals, 
that  as  soon  as  Roos’  alleged  invention  of  the  process 
in  issue  was  brought  to  his  attention  in  the  year  1922 
there  was  great  jubilation.  Avery  testified  (R.,  Vol.  II, 
p.  576  )  : 

“It  is  substantially  this  way:  I  heard  of  this 
invention  in  1922  and  I  was  interested  in  it;  and  I 
gave  orders  that  the  Company’s  interest  should  be 
protected  and  the  thing  carried  out  in  every  way 
possible,  and  I  think  I  did  see  some  exhibits  of  this 
products  I  knew  of  the  difficulties  associated  with 
our  sawdust.  Everybody  knew.  It  had  been  on  the 
shoulders  of  this  organization  for  years.  It  came 
at  a  time  when,  after  years  of  development  in  the 
use  of  that,  we  found  our  entire  progress  in  the  con¬ 
struction  of  many  machines  impeded  unless  eco¬ 
nomically  we  could  get  sawdust  in  the  quantity  and 
the  quality  we  wanted.  It  became  impossible  to  do 
it.  We  then  ran  into  the  difficulties  of  failure  to 
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deliver  until  we  delegated  a  group  of  men,  able  men, 
to  go  about  the  country  to  find  more  of  the  stuff, 
and  of  course  we  got  a  lower  quality. 

“In  that  stress,  interfering  with  our  output  and 
threatening  the  accomplishment  of  investments  of 
millions,  we  were  alert  to  it.  I  was  aware  of  that, 
and  we  were  all  struggling  to  find  some  method  by 
which  the  same  result  might  be  accomplished  that 
now  was  failing  us.  Out  of  this  thing,  this  process 
in  issue  came.  When,  victoriously,  this  thing  of 
Roos’  was  accomplished  and  brought  in,  you  may 
imagine  that  I  observed  it.  You  may  imagine, 
further,  that  on  that  talk  I  said  ‘good!’  and  we  all 
said  ‘good!'  and  we  were  elated.  Here  was  our  so¬ 
lution.  We  had  a  tenacious  bubble ;  and  the  putting 
in  of  bubbles  into  block  and  plaster  had  been  labora- 
torially  performed.-  *  *  *” 


Avery  further  testified  in  the  Supreme  Court  pro¬ 


ceeding  (R.,  Vol.  II,  p.  574)  : 


“I  first  heard  of  this  Roos  process  I  think  in  the 
summer  of  1922.  I  have  no  exact  date ;  July  or  Au¬ 
gust,  sometime  in  the  middle  of  1922  according  to 
my  recollection.  1  should  like  to  make  it  very  em¬ 
phatic  that  I  unquestionably  personally  gave  orders 
to  push  the  invention  and  protect  the  interests  of 
the  company  to  the  utmost.  ” 


And  further,  Avery  testified  (R.,  Vol.  II,  p.  590)  : 

“Q.  Do  you  know  that  the  record  in  this  case 
shows  that  Mr.  Birdsey  had  nothing  to  do  with  the 
machine?  A.  I  do  not  know  that. 

“Q.  Does  that  surprise  you  ?  A.  Yes,  it  would 
surprise  me  a  little  bit ,  because  he  has  peculiar  me¬ 
chanical  ingenuity  and  genius ,  and  there  is  hardly  a 
thing  that  happe'ns  in  the  corporation  that  he  does 
not  contribute  to  in  many  ways.”  i 


And  further,  Avery  testified  in  the  Supreme  Court  pro¬ 
ceeding  (R.,  Vol.  H,  p.  591)  : 

“Q.  Can  you  explain,  Mr.  Avery,  why  Mr. 


i 


i 
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Knode  and  your  mechanical  department  did  not 
work  on  this  machine?  A.  They  undoubtedly  did. 

1  cannot  certify  to  that ;  I  do  not  know.1' 

And  further,  Avery  testified  (R.,  Vol.  II,  pp.  592,  593)  : 

“Q.  And,  so  far  you  know,  your  mechanical 
and  engineering  department  did  not  have  anything 
to  do  with  it?  A.  I  did  not  say  anything  of  the 
sort.  That  is  another  one  of  your  misleading  ques¬ 
tions. 

“Q.  Very  well.  Then,  your  mechanical  and 
engineering  departments,  to  your  own  knowledge, 
did  have  something  to  do  with  the  development  of 
that  machine?  A.  I  did  not  say  that. 

“Q.  Do  you  know?  A.  Yes,  I  know  that  they 

did. 

“Q.  What  did  they  do?  A.  I  cannot  tell  you. 

“Q.  How  do  you  know  they  did?  A.  Because 

that  is  their  regular  business,  and  various  reports 

of  progress  would  indicate  the  general  interest  of 

the  entire  organization,  but  to  have  taken  from 

that — 

*  *  *- 

“Q.  Who  ever  told  you  that  anybody  but  Roos 
had  anything  to  do  with  that  machine?  Who? 
Name  the  man.  A.  I  do  not  recall  the  name  of 
anyone.  The  list  would  include  probably  four  or 
five  people. 

“Q.  You  do  not  know  that  there  even  is  a  list 
do  you?  A.  List  of  what? 

“Q.  List  of  the  names  of  people  who  helped 
Mr.  Roos?  A.  Yes.  It  would  be  Mr.  Knode ,  Mr. 
Birdsey — it  would  be  a  list  of  those  people ,  that 
would  include — 

The  above  contrast  between  Brookby’s  Patent  Office 
testimony  and  Avery’s  Supreme  Court  testimony  is  an 
example  of  just  one  of  the  many  inconsistencies  in  the 
case  of  the  United  States  Gypsum  Company.  Brookby 
testified  in  the  Patent  Office  Proceeding,  as  above  set 
forth,  that  the  Engineering  Department  of  which  Bird- 


73 


sey,  in  the  year  1922,  was  the  head  (R.,  Vol.  13,  p.  647) 
was  too  busy  to  pay  any  attention  to  the  construction  of 
a  machine  to  apply  their  alleged  invention  to  the  manu¬ 
facture  of  wallboard.  Avery,  however,  the  President 
of  the  corporation,  in  his  Supreme  Court  testimony, 
states  in  effect  that  because  of  the  extreme  importance 
of  their  alleged  invention,  he  * 'unquestionably  personally 
gave  orders  to  push  the  invention  and  protect  the  in¬ 
terests  of  the  Company  to  the  utmost,”  as  above  set 
forth.  In  other  words,  Roos’  superior,  Brookby,  states 
that  the  Engineering  Department  of  the  United  States 
Gypsum  Company  was  too  busy  to  help  in  the  construc¬ 
tion  of  the  said  machine,  but  Avery,  Brookby’s  superior, 
and  the  President  of  the  United  States  Gypsum  Compay, 
states  that  under  his  orders,  and  because  of  the  great 
importance  of  the  alleged  invention,  the  Engineering  and 
Mechanical  Departments  of  his  Company  did  assist  in 
the  construction  of  the  said  machine  and  that  Birdsey 
did  turn  his  attention  to  it. 

Now  let  us  see  what  Birdsey  says  about  this  ma¬ 
chine.  His  testimony  taken  in  the  Supreme  Court  Pro¬ 
ceeding  is  just  as  inconsistent  with  Avery’s  as  Avery’s 
is  with  Brookby’s  Patent  Office  testimony.  Birdsey 
testified  with  respect  to  the  said  machine  (R.,  Vol.  II, 
p.  647)  : 

"Mr.  Knode  was  manager  of  operations,  and 
Brookby  and  myself  were  under  him;  Brookby  be¬ 
ing  production  manager  and  myself  chief  engineer. 
Matters  of  engineering  went  to  me  and  matters  of 
increasing  the  production  and  developing  produc¬ 
tion  went  to  Mr.  Brookby  with  a  slight  interchange 
at  times.  Mr.  Brookby  however  was  the  man  who 
was  held  responsible  for  production. 

"It  is  true  that  I  was  not  called  in  on  the  prob¬ 
lem  of  developing  Roos’  machine,  Exhibit  No.  16, 
until  the  machine  had  been  working.  I  made  a 
change  in  the  design  of  it  afterwards,  so  that  Mr. 
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Roos  testified  correctly  when  he  stated  that  he  did 
not  consult  me  about  making  this  machine,  Roos’ 
Exhibit  No.  16,  with  the  exception  of  such  parts  as 
I  have  already  testified  to.” 

Brookby  further  testified  in  the  Supreme  Court 
proceeding,  (R.,  Vol.  U,  p.  652)  : 

“Q.  Then  your  interest  was  such  that  you,  be¬ 
ing  the  chief  engineer  of  the  company — your  inter¬ 
est  was  so  great  because  of  what  that  was  supposed 
to  be  doing  that  you  just  gave  it  a  cursory  look  and 
did  not  even  know  what  was  inside  of  it  ?  A.  That 
was  another  man’s  responsibility.  I  had  my  head 
full. 

“Q.  That  was  Brookby’s  responsibility,  was  it 
not?  A.  Apparently  it  was.” 

Now  let  us  examine  Rice’s  new  evidence,  Rice’s  Ex¬ 
hibit  Z-4,  (R.,  Vol.  Ill,  pp.  791  to  941  incl.)  which  con¬ 
clusively  and  unimpeachably  proves  that  Brookby,  Bird- 
sey  and  Avery  did  not  disclose  the  truth  of  the  situation 
in  their  testimony  concerning  the  said  machine.  Brook¬ 
by,  in  his  Patent  Office  testimony  above  set  forth,  stated 
that  Birdsey’s  Department,  the  Engineering  Depart¬ 
ment,  in  the  years  1922,  1923  and  1924,  was  busily  en¬ 
gaged  in  building  new  plants,  etc.  Rice’s  Exhibit  Z-4, 
however,  shows  that  Birdsey  instead  of  building  new 
plants  during  those  years  was  actually  developing  new 
wallboard  machinery  which  completely  ignored  any  ap¬ 
plication  of  Roos’  alleged  invention  to  the  manufacture 
of  wallboard.  Between  the  date  of  Roos’  alleged  reduc¬ 
tion  to  practice  in  1922  and  his  filing  date  in  August, 
1924,  Birdsey  filed  the  following  Applications  for  Let¬ 
ters  Patent  of  the  United  States,  copies  of  all  of  which 
are  contained  in  Rice’s  Exhibit  Z-4,  (R.,  Vol.  Ill,  p.  791 
to  941,  incl.)  : 

(a)  Patent  No.  1,718,890  entitled  “Appa¬ 
ratus  for  Constructing  Plaster  Wallboard”,  appli¬ 
cation  for  which  was  filed  by  the  United  States 
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Gypsum  Company  in  the  name  of  Birdsey  on  Au¬ 
gust  23,  1922,  (R.,  Vol.  Ill,  p.  852)  ; 

(b)  Patent  No.  1,518,243  entitled  “Apparatus 
for  Binding  the  Edges  of  Plaster  Wallboard”,  ap¬ 
plication  for  which  was  filed  by  the  United  States 
Gypsum  Company  in  the  name  of  Birdsey  on  Sep¬ 
tember  22,  1922,  (R.,  Vol.  Ill,  p.  862) ; 

(c)  Patent  No.  1,558,459  entitled  “Machine 
and  Method  of  Making  Plaster  Wallboard”,  appli¬ 
cation  for  which  was  filed  by  the  United  States 
Gypsum  Company  in  the  name  of  Birdsey  on  Octo¬ 
ber  4,  1922,  (R.,  Vol.  Ill,  p.  882) ; 

(d)  Patent  No.  1,733,857  entitled  “Lime  Kiln 

Cooling  Attachment”,  application  for  which  was 
filed  by  the  United  States  Gypsum  Company  in  the 
name  of  Birdsey  on  April  16,  1924,  (R.,  Vol.  Ill, 
p.  931 ) .  | 

This  patent  activity  of  Birdsey  during  the  years 
1922,  1923  and  1924  has  a  two-fold  significance: 

(a)  It  proves  the  falsity  of  Brookby’s  represen¬ 
tation  to  the  United  States  Patent  Office  to  the  effect 
that  the  Engineering  Department  of  the  United  States 
Gypsum  Company  during  those  years  was  engaged  in 
building  new  plants  for  the  company ;  and 

(b)  That  the  logical  person  included  within  the 
personnel  of  the  United  States  Gypsum  Company  to 
whom  the  task  of  developing  a  machine  to  apply  Roos’ 
alleged  invention  to  the  production  of  wallboard,  if  it 
was  such  an  important  invention  as  Avery  in  his  testi¬ 
mony  above  has  lead  us  to  believe,  was  Birdsey  who, 
during  those  very  years,  filed  Applications  for  Letters 
Patent  on  four  other  wallboard  machines,  no  one  of 
which  made  any  mention  of  the  process  in  issue,  j 

Rice’s  Exhibit  Z-4  further  discloses  that  an  Appli¬ 
cation  for  Letters  Patent  was  filed  by  the  United  States 
Gypsum  Company  in  the  name  of  Mr.  Knode  who,  as 
Birdsey  testified  (R.,  Vol.  II,  p.  647),  was  Manager  of 
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Operations  on  September  25,  1922,  which  application 
resulted  in  the  issuance  of  Letters  Patent  No.  1,754,429, 
entitled  “Plaster  Wallboard  Construction”  (R.,  Vol.  Ill, 
p.  875).  The  filing  of  this  application  in  the  name  of 
Knode  by  the  United  States  Gypsum  Company  shows 
that  Knode,  their  Manager  of  Operations,  instead  of 
devoting  his  efforts  to  the  development  of  the  machine, 
with  which  to  apply  Roos’  alleged  invention  to  the  manu¬ 
facture  of  wallboard,  was  in  fact  developing  an  entirely 
different  method  of  “Plaster  Wallboard  Construction”. 
These  activities  of  Knode  are  inconsistent  with  Avery's 
testimony,  supra. 

In  the  above  quotation  taken  from  Birdsey’s  testi¬ 
mony,  Birdsey  states  that  the  development  of  a  ma¬ 
chine  with  which  to  apply  Roos’  alleged  invention  to 
the  manufacture  of  wallboard  was  Brookby’s  responsi¬ 
bility.  When  we  look  at  Rice’s  Exhibit  Z-4,  however, 
we  find  that  Brookby,  between  the  time  of  Roos’  al¬ 
leged  reduction  to  practice  in  1922  and  his  filing  date 
in  1924,  was  filing  numerous  application  on  inventions 
which  were  in  no  way  connected  with  the  process  in 
issue. 

Rice’s  Exhibit  Z-4  conclusively  proves  that  the  fol¬ 
lowing  applications  for  Letters  Patent  were  filed  by  the 
United  States  Gypsum  Company  in  the  name  of  Brookby 
between  the  date  of  Roos’  alleged  reduction  to  practice 
in  1922  and  his  filing  date  in  1924: 

a)  Patent  No.  1,638,001  entitled  “Light¬ 
weight  Gypsum  Product”,  application  for  which 
was  filed  by  the  United  States  Gypsum  Company  in 
the  name  of  Brookby  on  August  19,  1922,  (R.,  Vol. 
in,  p.  846 ) ; 

b)  Application  Serial  No.  584,342  filed  by  the 
United  States  Gypsum  Company  in  the  name  of 
Brookby  on  August  25,  1922,  which  application 
covered  the  invention  described  in  Patent  No. 
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1,638,001  as  applied  to  Gypsum  Block  or  Tile  as 
shown  by  lines  49  to  52,  inclusive,  on  Page  2  of 
Patent  No.  1,638,001,  (R.,  Vol.  Ill,  p.  847) ; 

c)  Patent  No.  1,489,693  entitled  “Machine  and 
Method  for  Making  Hardened  Edged  'Plaster 
Board”,  an  application  for  which  was  filed  by  the 
United  States  Gypsum  Company  in  the  name  of 
Brookby  on  September  25,  1922,  (R.,  Vol.  Ill,  p. 
868 ) ; 

d)  Patent  No.  1,652,162  entitled  “Molded 
Structural  Unit  and  Process  of  Producing  the 
Same”,  application  for  which  was  filed  by  the 
United  States  Gypsum  Company  in  the  name  of 
Brookby  on  March  19,  1923,  (R.,  Vol.  Ill,  p.  898)  ; 

e  )  Patent  No.  1,627,952  entitled  “Plastic  Ce¬ 
mentitious  Material”,  application  for  which  was 
filed  by  the  United  States  Gypsum  Company  in  the 
name  of  Brookby  on  August  8,  1923,  (R.,  Vol.  Ill, 
p.  900 )  ; 

f)  Patent  No.  1,511,500  entitled  “Process  of 
Making  Plaster  Board”,  application  for  which  was 
filed  bv  the  United  States  Gypsum  Company  on  Au¬ 
gust  20,  1923,  (R.,  Vol.  Ill,  p.  903) ; 

g)  Patent  No.  1,668,548  entitled  “Cementi¬ 

tious  Material”,  application  for  which  was  filed  by 
the  United  States  Gypsum  Company  in  the  name  of 
Brookby  and  Roos  on  April  23,  1924,  (R.,  Vol.  Ill, 
p.  933) ;  | 

The  above  patent  activity  of  Brookby  conclusively 
proves  that  Brookby,  rather  than  devoting  his  time  and 
efforts,  between  the  date  of  Roos’  alleged  reduction  to 
practice  in  1922  and  his  filing  date  in  1924  to  the  con¬ 
struction  of  a  machine  with  which  to  apply  Roos’  al¬ 
leged  invention  to  the  manufacture  of  wallboard,  was 
in  fact  devoting  his  time  to  the  development  of  other 
and  independent  inventions,  the  objective  of  some  of 
which  was  identical  with  the  objective  of  the  process 
in  issue,  namely,  to  decrease  the  weight  of  their  fabri¬ 
cated  gypsum  products  and  to  eliminate  the  necessity 
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of  using  sawdust  in  the  manufacture  thereof,  as  stated 
supra  in  this  Brief.  To  repeat,  Birdsey  testified  in  the 
Supreme  Court  proceeding,  as  quoted  supra ,  that  the 
development  of  such  a  machine  was  “Brookby’s  respon¬ 
sibility”.  Rice's  Exhibit  Z-4,  however,  proves  that  in  so 
testifying,  Birdsey  was  simply  trying  to  fortify  his 
company's  false  alibi. 

Rice's  new  evidence,  which  w’as  introduced  into  the 
Supreme  Court  Proceeding,  and  particularly  Rice’s  Ex¬ 
hibit  Z-4,  makes  the  excuse  offered  by  the  United  States 
Gypsum  Company,  in  the  Patent  Office  proceeding  for 
their  delay  of  two  years  in  filing  an  application  for  Let¬ 
ters  Patent  on  the  process  in  issue,  unbelievable.  Brook- 
by,  in  the  Patent  Office  Proceeding,  in  an  effort  to  make 
their  excuse  sound  more  reasonable,  as  above  set  forth, 
testified  that  the  problem  of  a  machine  was  not  dele¬ 
gated  to  the  Engineering  Department  of  his  company 
for  the  reason  that  they  were  too  busy.  Rice's  Exhibit 
Z-4  which  discloses  what  Birdsey,  the  head  of  the  En¬ 
gineering  Department,  was  actually  doing,  proves  that 
Brookby’s  alibi  was  false.  Avery,  in  his  Supreme  Court 
testimony,  tried  to  make  their  said  excuse  sound  more 
reasonable  by  testifying  that  he  brought  pressure  upon 
Birdsey  and  Knode,  as  heads  of  their  respective  depart¬ 
ments,  to  do  all  necessary  to  apply  Roos'  alleged  inven¬ 
tion  to  the  production  of  wallboard.  Rice's  Exhibit 
Z-4  discloses  that  Avery’s  alibi  was  likewise  false. 
Birdsey,  in  his  Supreme  Court  testimony,  tried  to  mak‘e 
the  said  excuse  sound  more  reasonable  by  testifying, 
as  above  set  forth,  that  he,  as  head  of  the  Engineering 
Department,  paid  no  attention  to  the  said  machine  be¬ 
cause  it  was  “Brookby's  responsibility”.  Rice's  Exhibit 
Z-4  proves  that  this  alibi  was  also  false,  as  above  set 
forth. 
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Let  us  now  consider  just  what  mechanism  or  ma¬ 
chine  Roos  states  he  spent  approximately  two  years 
working  on,  as  set  forth  in  his  Patent  Office  testimony 
supra.  In  his  testimony  (R.,  Vol.  II,  pp.  208  to  211, 
incl. ) ,  Roos  represented  to  the  Patent  Office  Tribunals : 

a)  That  after  his  alleged  reduction  to  prac¬ 
tice  in  1922,.  for  a  long  time,  he  could  not  visualize  a 
machine  which  would  produce  vast  quantities  of 
foam  on  a  continuous  operating  principle; 

b)  That  he  first  studied  the  various  kinds  of 
beaters  with  a  view  of  trying  to  find  the  most  ef¬ 
ficient  type ; 

c)  That  he  rigged  up  a  motor  in  his  labora¬ 
tory  and  on  a  very  small  scale  made  various  types 
of  impellers  and  beaters,  and  tested  these  impellers 
as  to  their  efficiency  of  design  for  the  purpose  of 
creating  a  tenacious  foam; 

d)  That  he  finally  decided  on  a  certain  type 
of  impeller  which  seemed  to  produce  most  quickly 
the  type  of  foam  that  he  wanted; 

e)  That  this  work  took  him  about  five 
months; 

f)  That  using  this  miniature  foam  machine 
as  a  model  on  which  to  base  the  size  and  design  of 
an  installation  which  would  be  sufficiently  large  to 
produce  the  desired  quantity  of  foam  in  the  plant, 
he  roughly  calculated  the  dimensions  for  the  full 
sized  equipment  in  proportion  to  the  dimensions  of 
the  small  unit,  employing  the  same  type  of  impeller 
in  the  large  equipment  as  he  did  in  his  miniature 
foam  machine; 

g)  That  most  of  the  features  of  the  full  sized 
equipment  were  basically  the  same  as  the  small 
one; 

h)  That  he  completed  his  said  miniature  or 
laboratory  machine,  which  was  the  machine  upon 
which  he  based  the  construction  of  the  large  ma¬ 
chine,  about  June  1924; 

i)  That  after  completing  his  said  miniature 
or  laboratory  machine  in  June  1924,  he  immediately 
sketched  up  a  print  in  pencil  and  with  the  aid  of 
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some  of  the  mechanics  actually  built  the  machine 
right  at  Fort  Dodge  from  the  materials  which  they 
had  on  hand  at  that  plant; 

j)  That  this  large  foam  machine  was  built 
within  two  or  three  weeks  but  that  the  whole  instal¬ 
lation,  including  the  accessories  that  went  with  it, 
required  an  additional  two  or  three  weeks; 

k )  That  his  miniature  or  laboratory  machine 
which  he  constructed  in  his  laboratory  was  a  sat¬ 
isfactory  machine  for  treating  the  foam  solution 
on  a  miniature  basis ; 

l )  That  this  miniature  or  laboratory  machine 
would  treat  about  two  quarts  of  foaming  solution 
at  one  time; 

m)  That  this  miniature  or  laboratory  ma¬ 
chine,  from  the  two  quarts  of  foam  solution,  would 
discharge  during  the  beating  operation  probably 
eight  to  ten  quarts  of  foam  by  volume. 

In  the  Supreme  Court  Proceeding,  Roos  testified 
(R.,  Vol.  II,  p.  371)  that  his  said  miniature  or  labora¬ 
tory  machine,  above  referred  to,  could  not  be  located. 
With  respect  thereto,  he  testified  (R.,  Vol.  II,  p.  371)  : 

“I  do  not  know  what  happened  to  it.  I  last 
saw  it  at  the  time  of  the  taking  of  some  depositions 
in  the  Patent  Office  proceedings  in  Chicago.  It  is 
my  understanding  that  it  has  been  lost.  It  was  a 
little  laboratory  model.  The  container  itself  was 
a  square  container  I  think  about  6"  square  and 
probably  16  or  IS"  high.  It  had  a  lip  on  it.  I  think 
it  had  been  made  from  some  kind  of  a  can  and  in¬ 
cluded  a  couple  of  agitators  and  a  shaft  about  12 
or  15  inches  long.” 

The  above  quotation,  taken  from  Roos’  Supreme 
Court  testimony,  contains  his  own  description  of  his  so 
called  miniature  or  laboratory  machine  which,  in  the 
Patent  Office  proceeding,  he  testified  he  completed  about 
June,  1924  (R.,  Vol.  II,  p.  210)  and  which  miniature  or 
laboratory  machine  he  then  used  as  a  model  “on  which 
to  base  the  size  and  design  of  an  installation  which 
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would  be  sufficiently  large  to  produce  the  desired  quant¬ 
ity  of  foam  in  the  plant”  (R.,  Vol.  II,  p.  209).; 

In  his  testimony  taken  in  the  Supreme  Court  Pro¬ 
ceeding,  Roos  then  (R.,  Vol.  II,  p.  372)  changed  his  story 
as  it  was  told  in  the  Patent  Office  Proceeding.  On  pages 
372  and  373  of  Volume  II  of  the  Record,  Roos  states: 

“The  machine  which  I  referred  to  in  my  Patent 
Office  testimony  as  having  been  completed  by  me 
about  June,  1924,  was  not  exactly  this  miniature 
machine  that  I  have  described  this  morning,  but 
was  a  larger  unit,  one  generator.  That  machine 
was  put  into  use  over  in  our  board  plant.  We  were 
generating  foam  with  it  later  on.  I  am  referring  to 
just  one  unit  of  this  generator — one  generator  cell 
of  the  three  that  are  shown  in  Exhibit  16.  Mr.  Al¬ 
lison  experimented  with  me  on  that  unit.  We  had 
one  foam  generator,  full  size,  as  I  recall  it,  in  the 
laboratory  in  the  spring  of  1924.  Mr.  Allison  was 
there,  and  saw  it,  I  am  sure.  It  is  my  recollection 
that  that  machine  was  there  when  he  went  there. 
It  consisted  of  a  square  cell  which  I  believe  was  16" 
square  and  about  32  or  34"  high.  It  had  a  shaft  in 
it  and  was  driven  I  believe  from  a  line  shaft  with  a 
belt.  The  shaft  ran  down  the  middle  of  the  con¬ 
tainer  and  was  driven  by  a  belt  and  was  hooked 
up  to  a  line  shaft.  The  line  shaft  was  run  by  a  mo¬ 
tor  as  I  recall  and  this  line  shaft  drove  some  other 
equipment  such  as  miniature  crushers.  The  shaft 
which  was  in  the  machine  carried  a  couple  of  agi¬ 
tating  disks  on  it. 

“Q.  So  that  there  can  be  no  misunderstanding 
about  it,  the  machine  that  you  are  now  talking 
about,  that  you  had  completed  in  1924,  was  a  16- 
inch  box  with  a  shaft  running  through  it,  the  shaft 
being  hitched  to  power,  and  the  shaft  having  on  it 
two  or  three  what?  A.  Disks. 

“Q.  Disks,  to  do  what?  A.  To  agitate  the 
solution. 

“Q.  The  disks  were  the  same  thing  as  paddles; 
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were  they?  A.  They  had  the  same  effect  of  whip¬ 
ping  the  solution. 

“Q.  That  was  the  machine  you  said  you  had 
there  in  1924.  That  is  the  same  thing  as  the  other 
little  machine,  only  bigger;  is  it  not?  A.  Yes, 

•  55 

sir. 

A  review  of  Roos’  testimony,  both  as  given  in  the 
Patent  Office  Proceeding  and  as  given  in  the  Supreme 
Court  Proceeding,  thus  discloses: 

a)  As  given  in  the  Patent  Office  Proceeding — 
that  from  October  1922  until  June  1924,  he  visu¬ 
alized  and  completed  his  so-called  miniature  or 
laboratory  machine  or  model,  which  was  a  square 
container  about  6"square  and  16"  high  made  from 
some  kind  of  a  can  and  which  included  a  couple  of 
agitators  and  a  shaft  about  12  or  15"  long. 

b)  As  given  in  the  Supreme  Court  Proceed¬ 
ing — that  from  October  1922  until  June  1924,  he 
completed  two  machines,  one  of  which  was  the 
said  miniature  or  laboratory  machine  above  de¬ 
scribed,  and  the  other  of  which  was  a  larger  ma¬ 
chine  consisting  of  a  container  16"  square  and  32" 
high  with  a  shaft  in  it  driven  by  a  belt,  the  said 
shaft  running  down  the  middle  of  the  container  and 
carrying  a  couple  of  agitating  disks  thereon. 

In  other  words,  if  we  accept  Roos’  own  story  at  its 
face  value,  and  as  it  was  changed  by  him  in  the  Supreme 
Court  Proceeding,  we  are  asked  to  believe  that  he  spent 
from  October  1922  to  June  1924  in  designing  and  con¬ 
structing  a  container  16"  square  and  32"  high,  with  a 
shaft  running  down  the  center  thereof,  the  said  shaft 
carrying  a  couple  of  agitating  disks.  In  other  words, 
the  United  States  Gypsum  Company  asks  us  to  believe 
that  Roos  spent  tw  enty  months  in  designing  and  build¬ 
ing  a  tank  in  which  to  pour  his  foam  solution  and  a  shaft 
with  a  couple  of  propellers  on  it  to  beat  his  foam  solu¬ 
tion  into  foam.  We  emphatically  confess  we  are  unable 
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to  believe  it,  and  contend  that  no  reasonable  man  could 
accept  such  an  alibi  for  two  years  delay. 

The  witnesses  who  testified  on  behalf  of  the  United 
States  Gypsum  Company  in  the  Patent  Ofiice  Proceed¬ 
ing  mislead  the  Patent  Ofiice  Tribunals,  by  their  mis¬ 
representations,  into  believing  that  Roos  spent  the  two 
years  in  question  in  designing  and  constructing  the 
somewhat  complicated  mechanical  structure  shown  by 
the  drawing,  Roos’  Exhibit  No.  16  (R.,  Vol.i  m,  p. 
973).  To  one  with  an  untrained  mechanical  eye,  this 
drawing,  Roos'  Exhibit  No.  16,  appears  to  disclose  an 
extremely  complicated  and  involving  piece  of  mechan¬ 
ism.  It  was  this  drawing,  together  with  the  misrepre¬ 
sentations  made  by  the  United  States  Gypsum  Com¬ 
pany’s  witnesses  in  the  Patent  Office  Proceeding,  which 
caused  the  Board  of  Appeals  in  their  decision,  as  above 
quoted,  to  state: 

“The  testimony  is  to  the  effect  that  the  minia¬ 
ture  machine  found  to  be  satisfactory  had  a  ca¬ 
pacity  of  automatically  treating  two  quarts  of 
foaming  solution,  and  with  this  as  a  model ,  a  ma¬ 
chine ,  having  a  capacity  of  treating  about  100  gal¬ 
lons  of  foaming  solution  per  hour,  was  built  in  ac¬ 
cordance  with  the  blueprint ,  Exhibit  16  ”  (Italics 
ours) 

In  other  words,  the  Board  of  Appeals  of  the  Patent 
Office  was  led  to  believe  that  within  the  said  twenty 
month  period  in  question,  that  is,  from  October  1922 
to  June  1924,  Roos  designed  and  constructed  a  model 
for  the  machine  shown  by  the  drawing,  Roos’  Exhibit 
No.  16. 

Here  was  another  misrepresentation  of  the  truth 
which  was  exposed  by  Rice’s  new  evidence  which  was 
introduced  into  the  Supreme  Court  Proceeding. 
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In  the  Supreme  Court  Proceeding,  Roos  admitted, 
upon  cross-examination  by  counsel  for  Rice  (R.,  Vol. 
H,  pp.  375  and  376)  : 

“When  I  testified  in  the  Patent  Office  Proceed¬ 
ing,  as  recorded  on  page  115  of  Roos’  record  as  fol¬ 
lows: 

“Q.  'Then  what  did  you  do,  Mr.  Roos,  after  you 
made  the  study  which  you  have  just  described  ?’  A. 
'Using  the  miniature  foam  machine  as  a  model  on 
which  to  base  the  size  and  design  of  an  installation 
wrhich  would  be  sufficiently  large  to  produce  the  de¬ 
sired  quantity  of  foam  in  the  plant,  I  roughly  cal¬ 
culated  the  dimensions  for  the  full  sized  equipment, 
in  proportion  to  the  dimensions  of  the  small  unit. 
I  also  employed  the  same  type  of  impeller  in  the 
large  equipment,  and  most  of  the  features  of  the  full 
sized  equipment  were  basically  the  same  as  the 
small  one/  in  stating  therein  that  most  of  the  fea¬ 
tures  of  the  full  sized  equipment  were  basically  the 
same  as  the  small  one,  by  'full  sized  equipment’  I 
was  referring  only  to  the  foam  generator  or  foam 
cell  and  not  the  machine,  Roos’  Exhibit  No.  16.  In 
other  words,  when  I  used  the  words  ‘most  of  the 
features  of  the  full  sized  equipment’,  as  set  forth 
in  my  Patent  Office  testimony,  I  was  referring 
only  to  the  foam  generator  of  the  machine,  Roos’ 
Exhibit  No.  16.  By  my  words,  'were  basically  the 
same  as  the  small  one’  as  above  set  forth,  I  was  re¬ 
ferring  to  my  small  miniature  foam  machine.  In 
other  words,  in  each  particular  instance  what  I 
meant  in  this  Patent  Office  testimony  of  mine  was 
that  I  was  referring  only  to  the  foam  generating 
cell.  Thus,  the  foam  generator  which  is  figure  4  of 
Roos’  Exhibit  No.  16,  was  the  only  part  of  the  ma¬ 
chine,  Roos'  Exhibit  No.  16,  that  had  anything  to  do 
with  my  laboratory  model/"’ 

Roos  further  admitted  upon  cross-examination  in 
the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  pp.  432  and 
433) : 

“The  Witness:  My  miniature  laboratory  foam 
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machine  was  a  machine  which  consisted  of  a  square 
oil  can  with  a  little  impeller  shaft  in  it  which  had 
a  couple  of  paddles  on  it.  A  power  apparatus  ran 
it.  This  was  the  machine  which  I  testified  in  the 
Patent  Office  proceeding  would  hold  two  quarts  of 
liquid  and  produce,  from  this  liquid,  about  eight  to 
ten  quarts  of  foam. 

“Q.  You  testified  in  the  Patent  Office  proceed¬ 
ing  that  that  was  your  miniature  machine,  that 
that  was  it?  A.  That  was  my  miniature  labora¬ 
tory  machine. 

“ The  Witness :  I  testified  in  the  Patent  Office 

proceeding  that  my  large  foam  generator,  figure  4 
of  the  machine  Roos’  Exhibit  No.  16,  was  designed 
on  the  basis  of  this  miniature  laboratory  machine. 
This  large  foam  generator  cell  was  part  of  the  ma¬ 
chine  Roos’  Exhibit  No.  16.  It  was  the  first  in¬ 
stallment  in  the  making  of  the  machine,  Roos’  Ex¬ 
hibit  No.  16.” 

The  drawing,  Roos’  Exhibit  No.  16,  was  introduced 
into  the  Patent  Office  Proceeding  by  the  United  States 
Gypsum  Company  for  the  purpose  of  leading  the  Pat¬ 
ent  Office  Tribunals  to  believe  that  the  machine*  which 
Roos  states  he  developed  during  the  said  two  year  pe¬ 
riod,  was  an  extremely  complicated  and  involved  ma¬ 
chine.  The  above  admissions  of  Roos,  however,  made  in 
the  Supreme  Court  Proceeding  expose  this  deception  and 
show  that  Roos,  during  the  said  twenty  month  period 
from  October  1922  to  June  1924,  did  not  design  and 
construct  the  machine  shown  by  the  drawing,  Roos’ 
Exhibit  No.  16,  but  instead  spent  that  time  in  construct¬ 
ing  only  a  16"  square  tank  32"  high,  with  a  shaft  therein 
having  propellers  thereon,  and  that  this  tank  was  later 
used  as  figure  4  only  of  the  drawing,  Roos’  Exhibit  No. 
16.  This  brings  us  to  a  consideration  of  Rice’s  new  evi¬ 
dence  concerning  the  machine,  shown  by  the  drawing, 
Roos’  Exhibit  No.  16,  which  was  introduced  into  the 
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Supreme  Court  Proceeding  and  which  was  not  before 
the  Patent  Office  Tribunals. 

In  the  Supreme  Court  Proceeding,  Rice  called  Mur¬ 
rell  G.  Allison,  an  employe  of  the  United  States  Gypsum 
Company,  as  a  witness.  Allison  testified  (R.,  Vol.  II, 
p.  329)  that  he  started  to  work  with  the  United  States 
Gypsum  Company  at  their  Fort  Dodge  Plant  at  Fort 
Dodge,  Iowa,  on  March  15,  1924,  and  that  prior  to  that 
time  he  worked  in  the  Research  Department  of  the  Ana¬ 
conda  Copper  Company  and  had  the  education  of  a 
chemist.  On  page  330  of  Volume  II  of  the  Record,  Al¬ 
lison  states  that  when  he  worked  in  the  Research  De¬ 
partment  of  the  Anaconda  Copper  Company,  he  became 
familiar  “with  this  process  of  foam  or  suds  or  the  flota¬ 
tion  froth”.  On  page  331  of  Volume  II  of  the  Record, 
Allison  states  that  after  he  started  his  work  in  the 
Fort  Dodge  laboratory  of  the  United  States  Gypsum 
Company  on  March  15,  1924,  he  many  times  made  up 
batches  of  foam  and  added  various  reagents  to  them 
to  familiarize  himself  with  the  foam  process.  In  the 
course  of  developing  and  becoming  familiar  with  it, 
Allison  further  testified  ( R.,  Vol.  II,  pp.  336  and  337 )  : 

“The  machine  which  was  constructed  to  apply 
the  process  in  issue  to  the  manufacture  of  wallboard 
with  which  I  was  connected  was  probably  started 
in  the  latter  part  of  April  or  May,  1924.  This  ma¬ 
chine  was  constructed  in  somewhere  around  a 
month.  It  was  put  into  operation  and  changed  in 
various  ways  so  that  it  could  be  made  as  nearly  per¬ 
fect  as  possible.  In  fact,  we  are  still  changing  it. 
The  machine  which  I  helped  to  build  and  made  sug¬ 
gestions  concerning  was  very  similar  to  the  machine 
which  was  in  operation  when  I  left  the  Fort  Dodge 
plant  in  September,  1924.  The  drawing,  Roos’  Ex¬ 
hibit  No.  16,  bears  the  date  December  26,  1924,  but 
the  machine  that  I  helped  to  construct  and  worked 
with  was  completed  within  a  couple  of  months  and 
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was  finished  the  early  part  of  the  Summer  1924.  I 
would  say  it  was  finished  two  or  three  months  after 
I  went  to  work  with  the  Gypsum  Company  at  the 
Fort  Dodge  plant  which  was  on  March  15,  1924.” 
Allison  further  testified  (R.,  Vol.  n,  p.  338)  : 

“My  idea  is  that  this  machine  that  we  made 
took  us  approximately  a  month — maybe  six  weeks 
— to  make.  It  is  my  impression  that  at  the  time 
these  patent  applications  were  prepared  and  sworn 
to  and  filed  this  machine  was  working  and  making 
the  product  in  a  way  similar  to  that  which  we  are 
employing  today.  When  we  got  the  product  flow¬ 
ing  over  this  machine  the  process  was  past  the  ex¬ 
perimental  stage  and  it  was  on  a  commercial  basis 
although  refinements  still  were  necessary.” 

Allison  further  testified  (R.,  Vol.  II,  pp.  338  and 
339)  : 

“If  the  drawing  of  Exhibit  16  was  made  on  De¬ 
cember  26,  1924,  it  is  undoubtedly  a  drawing  of 
machines  in  operation  about  that  time  which  pos¬ 
sibly  had  some  additions  and  refinements  over  the 
the  original  installation  that  the  Gypsum  Com¬ 
pany  put  in  operation  at  that  time.  In  other  words, 
there  were  some  kinks  in  our  first  machine  as  it 
worked  along,  and  we  had  to  keep  improving  it  and 
are  still  improving  it. 

“In  a  general  way  the  machine  which  we  placed 
in  operation  around  July,  1924,  had  all  the  prin¬ 
cipal  features  of  the  machine  shown  in  the  draw¬ 
ing,  Roos’  Exhibit  No.  16,  although  the  machine  of 
Roos’  Exhibit  No.  16  has  additions  which  came 
later.  They  are  to  a  certain  extent  minor  additions, 
however,  I  would  say,  such  as  this  apparatus  (in¬ 
dicating)  and  this  apparatus  (indicating). 

“The  main  features  of  the  machine  which  we 
finished  in  July,  1924,  were  built  or  assembled  or 
collected  at  the  plant  at  that  time.  We  had  the 
tank  shown  in  Figure  1  of  the  drawing,  Roos’  Ex¬ 
hibit  No.  16,  on  hand  at  the  Fort  Dodge  plant.  The 
tank  shown  on  the  drawing,  Roos’  Exhibit  No.  16, 
as  Figure  4  was  constructed  in  the  mechanical  de- 
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partment  of  the  Fort  Dodge  plant.  It  was  a  sheet 
metal  tank  being  made  of  straight  iron  probably 
14  or  %  of  an  inch  thick.  This  tank  was  made 
according  to  dimensions  given  by  Mr.  Roos  and 
welded  I  believe  all  the  way  around  and  additions 
for  bearings  and  the  bracing,  etc.,  such  as  are  used 
in  conjunction  with  all  tanks,  were  added.  If  I  re¬ 
member  properly  the  tank  which  is  sRown  on  the 
drawing,  Roos'  Exhibit  No.  16  as  Figure  3  was  a 
solution  feeder  and  it  was  made  out  of  sheet  metal 
in  about  the  same  way  as  the  tank,  Figure  4,  was 
made.  I  presume  also  that  we  made  up  the  tank, 
Figure  2,  so  as  to  get  the  proper  size  and  shape. 
That  is  another  sheet  metal  tank.  We  used  a  lot 
of  belts  which  were  at  the  Fort  Dodge  plant  in 
constructing  this  machine.  We  had  on  hand  there 
at  the  plant  belts  which  carry  various  kinds  of 
products  in  their  manufacture.  The  motors,  bear¬ 
ings,  and  such  materials  were  secured  somewhere 
other  than  at  the  plant.  We  either  had  the  pipe  on 
hand  or  it  was  purchased  locally.  We  had  a  fairly 
good  machine  shop  there  at  the  plant.  It  contained 
a  lathe,  drill  presses,  and  the  normal  type  of  ap¬ 
paratus  that  one  would  find  around  millrights  or 
in  a  mill  machine  shop  such  as  drill  presses,  lathes, 
forges,  and  the  usual  emergency  apparatus. 

“Q.  'When  this  matter  of  the  building  of  this 
machine  was  taken  up  with  you,  what  parts  of  it 
did  you  suggest?'  A.  ‘In  the  process  of  develop¬ 
ing  this  particular  type  of  machine  I  did  some  work 
on  the  agitator.  This  uniform  feeder  over  here 
(indicating)  was  my  development,  to  a  certain  ex¬ 
tent.  I  believe  the  original  suggestion  for  that 
came  from  me.' 

“Q.  ‘Who  suggested  it  to  you?'  A.  ‘This  type 
of  feeder  is  used  in  handling  large  flows  of  solu¬ 
tions  and  adding  reagents  to  large  flows  of  solu¬ 
tions.  It  is  the  type  of  feeder  that  is  especially 
adapted  to  the  addition  of  small  quantities  of  ma¬ 
terial.'  " 

Allison's  testimony,  as  above  set  forth,  has  the  fol¬ 
lowing  significance  in  the  present  proceedings : 
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a)  It  shows  that  the  machine,  shown  by  the 
drawing,  Roos’  Exhibit  No.  16,  was  constructed  at 
the  Fort  Dodge  plant  of  the  United  States  Gypsum 
Company  in  the  latter  part  of  April  or  May,  1924, 
in  “around  a  month” — two  or  three  months  after 
Allison  went  to  work  with  the  United  States  Gyp¬ 
sum  Company  on  March  15,  1924; 

bj  That  the  machine  shown  by  the  drawing, 
Roos’  Exhibit  No.  16,  was  Allison’s  machine  and 
not  Roos’  machine,  Allison  having  done  “some 
work  on  the  agitator”.  The  “uniform  feeder”  was 
his  development  and  the  “original  suggestion” 
came  from  him.  j 

Roos  admitted  upon  cross-examination  in  the  Su¬ 
preme  Court  Proceeding  (R.,  Vol.  II,  p.  385)  that  Alli¬ 
son  contributed  the  idea  of  baffles  in  the  corners  of  the 
foam  generator,  Figure  4,  of  Roos’  Exhibit  No.  16,  and 
also  contributed  the  sakia  wheel,  or  measuring  device, 
Figure  3  of  Roos’  Exhibit  No.  16.  Roos  testified  in  the 
Supreme  Court  Proceeding  (R.,  Vol.  II,  p.  384)  : 

“It  is  my  recollection  that  Allison  contributed 
the  idea  of  the  baffles  which  he  placed  in  the  cor¬ 
ners  of  the  foam  ceil,  or  foam  generator,  figure  4  of 
the  machine,  Roos’  Exhibit  No.  16.  This  was  an 
important  contribution.  Allison  also  contributed 
the  sakia  wheel,  or  the  measuring  device,  figure  3 
of  the  machine,  Roos’  Exhibit  No.  16.  It  is  true 
that  Allison  contributed  to  the  foam  generator  in 
the  final  stage.” 

It  thus  appears  from  the  above  admissions  taken 
from  Roos’  and  Allison’s  testimony,  as  above  set  forth, 
that  the  machine  shown  by  the  Drawing,  Roos’  Exhibit 
No.  16,  was  really  devised  and  constructed  after  Alli¬ 
son  entered  the  employment  of  the  United  States  Gyp¬ 
sum  Company  on  March  15,  1924.  As  above  stated, 
Roos  admits  that  Allison  did  some  work  on  the  foam 
generator,  including  the  putting  of  baffles  therein,  and 
some  work  on  the  agitators.  In  other  words,  this  tes- 
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timony  of  the  United  States  Gypsum  Company’s  own 
witnesses  taken  in  the  Supreme  Court  Proceeding  shows 
that  the  machine  shown  by  the  Drawing,  Roos’  Exhibit 
No.  16,  was  really  developed  and  built  by  the  aid  of 
Allison  after  the  March  10,  1924  issue  of  “Chemical 
Abstracts”  was  published. 

Albert  E.  Marshall,  a  witness  called  on  behalf  of 
Rice  in  the  Supreme  Court  Proceeding,  testified  (R., 
Vol.  II,  p.  308)  that  he  is  a  Consulting  Chemical  En¬ 
gineer  and  maintains  an  office  at  501  Fifth  Avenue,  New 
York  City;  that  as  such  he  is  principally  concerned 
with  the  origination  of  designs  of  equipment  and  the 
reviewing  of  designs  that  originate  in  other  chemical 
companies  and  factories;  that  he  has  been  retained  by 
the  Corning  Glass  Works  on  engineering  problems  con¬ 
nected  with  their  work  for  the  past  ten  years;  that  he 
has  been  retained  by  the  United  States  Industrial  Al¬ 
cohol  Company  on  their  chemical  plant  equipment  for 
the  past  twelve  years;  that  he  has  been  retained  by  the 
Southern  Mineral  Products  Company  of  Virginia  for 
the  last  year;  that  the  principal  part  of  his  work  is  the 
designing  of  equipment;  that  he  took  the  chemical 
courses  at  Liverpool  Institute,  Liverpool,  England,  and 
the  four  year  course  in  Chemical  Engineering  at  the 
University  of  Liverpool  and  secured  his  honors  in 
chemistry  at  London  in  1905;  that  he  has  been  a  coun¬ 
selor  for  the  American  Chemical  Society  and  Chairman 
of  the  Maryland  Section  of  the  Society  and  an  Abstrac¬ 
tor  for  “Chemical  Abstracts”  for  a  period  of  years. 

Concerning  the  machine,  Roos’  Exhibit  No.  16  (R., 
Vol.  Ill,  p.  973),  Mr.  Marshall  further  testified,  (R.  Vol. 
II,  p.  309)  : 

“By  Mr.  Rose:  I  show  you  Roos’  Exhibit  No. 

16  which  was  introduced  in  the  Patent  Office  pro¬ 
ceeding,  being  the  plan  of  Roos’  machine. 
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“By  the  Witness:  I  have  examined  it.  There 
is  nothing  new  in  the  art  of  machinery  in  it.  It  is 
a  collection  of  standard  parts  that  in  August,  1922 
could  have  been  purchased.  There  is  most  certain¬ 
ly  no  reason  at  all  in  the  arrangement  of  the  parts 
of  the  machine  or  the  units  themselves  to  call  for 
any  such  time  as  two  years  and  three  months  for 
its  assembly,  or  putting  it  into  operation,  or  doing 
anything  else  with  it  as  a  foam  producing  machine.” 


On  pages  309  to  312  inclusive  of  Vol.  II  of  the  Rec¬ 
ord,  Mr.  Marshall  makes  a  complete  review  of  the  said 
machine  Roos’  Exhibit  No.  16,  in  which  he  shows  that 
each  unit  and  part  of  the  said  machine  was  the  com¬ 


mon  and  accepted  method  for  doing  such  work  and  was 
well  know  in  the  year  1922.  Mr.  Marshall  further  testi¬ 
fied,  (R.,  Vol.  H,  p.  312)  :  j 


“The  machine,  Roos’  Exhibit  No.  16,  is  not  a 


piece  of  equipment  involving  any  real  problem  of 
design.  Everything  that  is  included  in  the  design 
is  something  that  engineers  are  already  familiar 
with,  and  the  mere  minor  changing  of  the  parts, 
and  the  relation  of  the  parts,  and  their  sizes,  in  a 
matter  of  this  kind,  does  not  constitute  anything 
in  the  engineer’s  day’s  work.  That  is  the  kind  of 
thing  he  does  every  day,  even  I  should  say  the  man 
who  is  not  really  a  skilled  engineer  but  is  familiar 
with  mechanisms.” 


And  further,  on  pages  316,  317  and  318: 

“There  are  very  few  shelf  standard  units  in 
the  Chemical  industry,  because  the  requirements  of 
the  purchaser  vary  slightly.  The  manufacturer  of 
equipment,  therefore,  carries  a  variety  of  designs 
which  he  can  put  into  his  shops  for  manufacture; 
and  the  manufacturer  usually  will  make  the  neces¬ 
sary  minor  changes  to  suit  your  exact  requirements. 
In  the  case  of  agitator  mechanisms,  they  are  stock 
in  many  cases.  Suitable  stock  mechanisms  for 
the  soap  dissolving  tank,  Fig.  1  of  Roos’  Exhibit 
No.  16,  existed  at  the  time,  and  are  referred  to  in 
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the  literature  available  at  the  time,  and  incidentally, 
I  notice,  in  one  of  the  exhibits  already  before  you, 
that  is,  in  the  September  issue  of  1922  of  the  Jour¬ 
nal  of  Industrial  and  Engineering  Chemistry  pub¬ 
lished  by  the  American  Chemical  Society,  Rice’s 
Exhibit  'O’,  from  which  Roos  took  his  fire-foam 
idea  (Roos’  Exhibit  No.  1),  according  to  his  tes¬ 
timony, — I  find  on  advertising  pages  14  and  15  of 
Rice’s  Exhibit  O  illustrations  of  various  types  of 
agitators  and  agitator  drives;  this  advertisement 
being  one  of  the  New  England  Tank  &  Tower  Com¬ 
pany,  with  offices  in  Boston  and  in  New  York.  I 
quote  from  their  advertisement: 

“  'Assistance  is  given  in  solving  your  particu¬ 
lar  problem  in  securing  the  most  efficient  agita¬ 
tion  or  thorough  mixing.  Aid  is  given  in  the  selec¬ 
tion  of  such  types  of  agitator-drives,  stirrers,  mix¬ 
ers  or  tanks  as  may  be  best  adapted  to  your  re¬ 
quirements.  We  also  design  and  build  agitators, 
tanks,  and  other  apparatus  of  special  construction 
when  required  by  reason  of  unusual  conditions.’ 

“On  advertising  page  20  of  the  same  issue  there 
is  an  advertisement  of  the  Bethlehem  Foundry  & 
Machine  Corporation  of  Bethlehem,  Pennsylvania, 
with  an  illustration  of  an  apparatus  labelled  an 
emulsifier  with  the  description: 

“  'Temporary  emulsions  are  quickly  and  com¬ 
pletely  emulsified,  the  machine  giving  general  op¬ 
erating  satisfaction  to  users.  Capacity  100,  200 
and  400  gallons.  Other  sizes  can  be  built  to  order.’ 

“This  was  a  stock  machine  off  the  shelf.  In 
my  opinion,  the  emulsifier  of  the  Bethlehem  Foun¬ 
dry  &  Machine  Corporation,  with  nothing  more 
than  a  slight  change  in  the  type  of  the  arm  used  in 
the  lower  portion,  and  with  the  admission  of  air, 
would  completely  replace  Fig.  4  of  Roos’  Exhibit 
No.  16,  the  foam  producing  machine;  that  there  was 
then  available  and  offered  in  September,  1922,  a 
standard  emulsifier  which,  with  the  very  slightest 
of  modifications,  could  be  made  into  a  permanent 
foam  machine. 

“On  page  44  is  the  standard  type  of  notice  that 
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the  American  Chemical  Society  was  putting  before 
their  members.  It  reads  in  this  way: 

“  'Members  of  the  American  Chemical  Society 
who  may  desire  information  concerning  any  special 
class  or  make  of  machinery,  equipment  or  supplies 
used  in  chemical  or  metallurgical  operations  are 
invited  to  communicate  with  the  American  Chemi¬ 
cal  Society,  Service  Department,  170  Metropolitan 
Tower,  New  York/ 

"In  the  same  issue  of  Rice’s  Exhibit  O,  and,  in 
fact,  in  the  back  of  every  issue,  is  a  classified  list  of 
the  advertisers’  products  with  an  alphabetical  in¬ 
dex  which  comes  at  the  last  page.  Under  'agita¬ 
tors’,  I  find  22  manufacturers.  On  page  86  of  Rice’s 
Exhibit  O  I  find  four  manufacturers  of  conveyors. 
On  page  90  of  the  issue  of  June,  1922  of  Rice’s  Ex¬ 
hibit  O  there  are  eighteen  manufacturers  of  mixers. 

******* 

“By  the  Witness :  The  issue  from  which  the 
page  that  became  Roos’  Exhibit  No.  1  was  ab¬ 
stracted  carried  also  the  advertisements  and  the 
catalog  list  of  manufacturers  of  mixers,  agitators, 
conveyors,  and  the  various  parts  of  this  machinery. 
It  is  the  June  issue  of  1922,  No.  6  of  Vol.  14  of  the 
Journal  of  Industrial  and  Engineering  Chemistry 
of  the  American  Chemical  Society.” 

Rice’s  Exhibit  O  may  be  found  at  pages  745  to  755 
inclusive  in  Vol.  Ill  of  the  Record.  Page  746  of  Vol.  Ill 
of  the  Record  shows  the  "Firefoam”  advertisement 
which  appeared  in  the  above  referred  to  issue  of  "In¬ 
dustrial  and  Engineering  Chemistry”,  and  upon  which 
advertisement  the  United  States  Gypsum  Company  re¬ 
lies  for  Roos’  conception  of  the  invention  in  issue,  as 
stated  by  Mr.  Marshall  in  the  above  quotation  taken 
from  his  testimony.  Pages  747  to  755  inclusive  of  Vol. 
Ill  of  the  Record  contain  the  other  advertisements  re¬ 
ferred  to  in  the  above  quotation  taken  from  Mr.  Mar¬ 
shall’s  testimony. 
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Mr.  Marshall  further  testified,  (R.,  Vol.  n,  pp.  318, 
319)  : 

“As  far  as  the  designing  of  the  machine,  Roos’ 
Exhibit  No.  16,  was  concerned,  including  obtaining 
information  from  the  manufacturers  as  to  what  was 
nearest  in  stock,  it  would  certainly  not  take  a  chem¬ 
ical  engineer  over  three  weeks;  and  to  design  and 
build  it,  ten  weeks  would  be  a  very  liberal  figure, 
that  is,  for  a  machine  either  of  the  size  and  capa¬ 
city  of  Roos'  Exhibit  No.  16  or  larger  or  smaller. 

******* 

“By  Mr.  Rose:  Mr.  Marshall,  in  answer  to 
your  request,  I  will  read  to  you  from  Mr.  Roos’  tes¬ 
timony  as  recorded  in  the  record  of  Roos  in  the 
Patent  Office  Proceeding  Question  444,  the  question 
and  answer  being  as  follows: 

“Q.  Will  you  describe  your  efforts  along  this 
line,  Mr.  Roos,  subsequent  to  October,  1922? 
A.  For  a  long  time  I  could  not  visualize  a  machine 
which  would  produce  such  vast  quantities  of  foam 
on  a  continuous  operating  principle. 

“By  the  Witness:  I  still  am  unable  to  under¬ 
stand  just  what  Mr.  Roos  had  in  mind.  One  does 
not  visualize  machines.  I  cannot  reconcile  any  vis¬ 
ualization  as  being  required  at  all.  The  various 
units  of  the  machine  were  old  and  could  be  bought 
on  the  market.  With  the  usual  small  amount  of  ex¬ 
perimental  adjustment  that  one  must  go  through 
in  assembling  a  complete  apparatus  from  various 
parts  of  equipment  he  could  have  bought  the  vari¬ 
ous  units  of  that  machine  in  two  or  three  places  and 
put  them  together.  There  is  absolutely  nothing 
that  in  my  opinion  can  excuse  two  years  and  three 
months’  delay  in  thinking  about  and  designing  and 
building  such  a  machine.  In  my  opinion,  there  was 
no  necessity  for  approximately  27  months’  delay  in 
designing  and  completing  that  machine.  The  emul¬ 
sifiers  of  the  Bethlehem  Machine  &  Foundry  Com¬ 
pany  to  which  I  referred  was  a  type  of  equipment 
suitable  for  the  production  of  foams.  There  were 
also  makers  of  flotation  froth  cells  who  could  have 
furnished  flotation  machines  that,  with  practically 
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no  change,  could  have  been  used  for  making  stable 
froths.  I  am  familiar  with  the  foam  making  ma¬ 
chines  in  the  flotation  industry.  The  principle  of 
those  flotation  machines  and  this  Roos  Exhibit  No. 
16  are  very  closely  related.  I  would  not  say  that 
they  are  exactly  similar.  *  *  *” 

I 

William  Garvin  O’Brien  was  called  as  a  witness  on 
behalf  of  Rice  in  the  Supreme  Court  Proceeding  and  Mr. 
O’Brien  testified  (R.,  Vol.  II,  p.  356),  that  he  resided  at 

i 

Monterey,  California,  and  that,  operating  under  a  license 
from  Mr.  Rice,  he  built  a  continuous  foam  machine  with 
which  to  carry  out  the  process  in  issue  in  December  of 
1924.  Mr.  O’Brien  further  testified  that  in  four  months’ 
time,  he  had  built  not  only  the  continuous  foam  machine, 
but  also  the  necessary  special  mixers  to  work  with  it  in 
order  to  produce  “Bubblestone”  commercially.  Mr. 
O’Brien  further  stated  that  in  his  opinion  had  he  been 
able  to  spend  his  entire  time  on  his  foam  machine  and 
concentrate  on  it,  he  could  have  built  it  in  less  than 
thirty  days.  The  record  further  shows  (R.,  Vol.  II,  p. 
356) ,  that  Mr.  O’Brien  was  not  a  registered  engineer  and 
had  not  majored  in  any  particular  engineering  line  in 
college.  Mr.  O’Brien  identified  Rice’s  Exhibit  No.  52, 
which  contains  twenty-one  photographs  (R.,  Vol.  Ill,  pp. 
735  to  741,  incl.),  as  containing  photographs  showing 
buildings  that  his  father  and  himself  built  by  the  use 
of  Rice’s  process  in  issue.  These  buildings  wer6  built 
under  a  license  from  Mr.  Rice.  O’Brien  further  identi¬ 
fied  the  photographs,  Rice’s  Exhibit  L  (R.,  Vol.  Ill,  p. 
756),  as  being  the  home  owned  by  Mrs.  Bointon  at 
Pueblo,  Calif.,  which  was  built  from  Rice’s  “Bubble- 
stone”  made  by  O’Brien’s  foam  machine  above  referred 
to.  O’Brien  further  testified  (R.  Vol.  II,  p.  357);,  that 
this  foam  machine  would  produce  easily  a  cubic  foot  of 
foam  per  minute  and  that  the  construction  of  the  ma¬ 
chine  was  such  that  by  speeding  it  up,  they  could  in- 
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crease  its  capacity,  the  liquid  being  under  a  flow  control 
similar  to  any  water  control  in  a  tank  which  one  might 
draw  off  at  intervals.  When  this  machine  was  speeded 
up,  the  pump  would  give  it  more  air  and  turn  out  more 
material.  Mr.  O’Brien  further  stated  that  this  foam 
machine  was  used  by  them  for  nearly  two  years  and 
with  it  they  made  all  the  finished  products  which  were 
required  in  their  business  which  they  operated  under  a 
license  from.  Mr.  Rice. 

Concerning  O’Brien’s  continuous  foam  machine 
above  referred  to,  Rice  testified  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  II,  p.  507)  that  Rice’s  Exhibit  X-l 
is  the  continuous  foam  machine  above  referred  to  by 
O’Brien;  that  this  machine,  Rice’s  Exhibit  X-l,  is  not 
complete  because  the  interior  part  thereof  is  missing; 
that  the  little  model,  Rice’s  Exhibit  X-2,  shows  the 
blades  which  formed  the  interior  of  the  O’Brien  ma¬ 
chine,  Rice’s  Exhibit  X-l ;  that  Rice’s  Exhibit  X-2  serves 
to  illustrate  how  the  foam  making  blades  worked  in 
the  machine,  Rice’s  Exhibit  X-l ;  that  there  was  a  small 
electric  motor  attached  to  the  machine,  Rice’s  Exhibit 
X-l.  Rice’s  Exhibit  X-l  and  the  model,  Rice’s  Exhibit 
X-2,  were  introduced  into  the  Record  in  the  Supreme 
Court  Proceeding  and  by  special  permission  of  this 
Court  are  now  on  file  in  this  Court  as  physical  exhibits. 

Rice  also  called  Matthew  Van  Siclen  as  a  witness 
in  the  Supreme  Court  Proceeding,  and  Mr.  Van  Siclen 
testified  (R.,  Vol.  II,  p.  509)  that  he  is  a  mining  engi¬ 
neer  located  in  Washington,  D.  C.  and  is  at  the  present 
time  acting  in  a  private  consulting  capacity;  that  he 
had  just  finished  a  job  with  the  Tariff  Commission  on 
the  cost  production  of  copper;  that  he  is  a  graduate  of 
Columbia  School  of  Mines,  and  was  in  1921  employed 
by  the  United  States  Bureau  of  Mines  as  Assistant 
Chief  Mining  Engineer ;  that  he  visited  and  went 
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through  the  Anaconda  plant  of  the  Anaconda  Copper 
Company  on  September  18,  1921  in  company  with  a 
number  of  other  officials  of  the  Bureau  of  Mines  and 
was  guided  during  that  visit  by  the  Manager  of  the 
plant,  Mr.  Frederick  Laist;  that  he  observed  at  the 
Anaconda  plant  at  that  time,  the  mineral  separation 
flotation  machinery  which  was  used  for  separating  the 
minerals  from  other  products;  Mr.  Van  Siclen  further 
testified  that  he  had  examined,  at  the  request  of  Coun¬ 
sel  for  Rice,  the  Drawing,  Roos*  Exhibit  No.  16,  and 
testified  concerning  the  same  as  follows,  (R.,  Vol.  II, 
pp.  509,  510,  511)  : 

“0.  Will  you  explain  to  the  Court  the  ap¬ 
paratus  in  that  machine  that  is  similar  to  the  ap¬ 
paratus  you  saw  at  Anaconda?  A.  The  principal 
unit,  the  unit  that  is  principally  similar  to  the  ap¬ 
paratus  at  Anaconda,  is  Figure  4,  which  I  believe 
is  known  as  the  generator  of  foam.  This  is,  in  my 
opinion,  in  effect,  an  excellent  adaptation  of  the 
standard  mineral  separation  cell  which  is  used  at 
Anaconda  for  flotation  to  a  kindred  but  distinct 
purpose  of  forming  foam  in  itself,  rather  than  lift¬ 
ing  mineral  articles.  The  particulars  of  similarity 
with  the  mineral  separation  cell  as  at  Anaconda 
in  1921,  when  I  was  there  are  that  it  is  a  square 
cell — I  do  not  know  what  the  cross  section  of  this 
cell  is;  it  would  be  probably  three  feet;  I  guess  it 
is  about  two  feet,  and  the  side  is  two  feet  wide,  a 
square  cell.  The  mineral  separation  cell  is  of  the 
same  shape  and  approximately  the  same  dimen¬ 
sions.  The  agitating  apparatus  in  this  cell  is  a 
vertical  shaft  to  which  are  attached  a  number  of  im¬ 
pellers  driven  by  a  super-imposed  motor,  a  motor 
on  top.  This  is  similar  to  the  mineral  separation 
agitating  apparatus,  except  that  there  are  addi¬ 
tional  impellers  on  Roos’  Exhibit  No.  16.  Roos’ 
Exhibit  No.  16  speaks  of  an  aeration  pipe  coming 
in  below  the  bottom  of  the  impeller,  which  I  did  not 
see  in  the  mineral  separation  machine  at  Anaconda, 
and  I  do  not  believe  was  attached  to  the  mineral 
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separation  patent  at  that  time.  A  sub-aeration  pipe 
or  sub-aeration  was  in  common  knowledge  and  used 
in  1921  for  flotation  of  mineral  sulphides,  as  can 
be  shown  bv  a  number  of  illustrations  in  a  book  I 
have  here  that  was  published  in  1921.  I  think  that 
is  the  main  similarity  with  the  mineral  separation 
cell  as  used  at  Anaconda  in  1921. 

“Q.  How  about  this  so-called  sakia  wheel  or 
measuring  device?  Was  anything  of  that  kind  used 
at  Anaconda?  A.  The  sub-aeration  pipe  just  men¬ 
tioned,  together  with  the  re-agent  measuring  de¬ 
vice,  and  the  mixing  tank,  Figure  1,  were  units  of 
common  knowledge  in  use  in  the  flotation  of  mineral 
sulphide.  The  solution  tank  closely  resembles  what 
is  known  as  the  Dorr  tank  with  revolving  arms. 
When  the  arms  were  revolving  rapidly,  it  was  for 
agitating,  and  wiien  the  arms  were  revolving  slow¬ 
ly,  it  was  for  settling.  In  the  present  case  it  was 
for  dissolving  up  the  soapbark  and  water  solution. 

“Q.  You  are  referring  to  —  A.  To  Figure  1. 

“Q.  And  that  was  the  tank  in  the  machine 
vfliere  the  fluid  was  first  started?  A.  Where  the 
soapbark  was  dissolved  in  the  solution,  as  I  under¬ 
stand  it,  and  that  by  means  of  a  float  valve  and  an 
auxiliary  tank  furnished  a  constant  level  feed  to 
the  rotary  feeding  device,  w’heel  device,  wdiich,  in 
turn,  fed  a  regular  quantity  to  the  agitating  ma¬ 
chine  knowm  as  the  generator. 

“The  Witness :  The  purpose  of  the  mineral 
flotation  machinery  is  to  separate  the  ground  metal- 
lice  sulphides  from  the  ground  worthless  rock.  The 
machine,  Roos’  Exhibit  No.  16,  is  a  machine  to 
make  foam,  and  although  I  have  never  seen  it  work, 
it  looks  from  the  drawing  Roos’  Exhibit  No.  16, 
like  a  good  adaptation  of  the  apparatus  referred 
to  by  me  and  used  in  flotation  to  this  kindred  but 
distinct  use.” 

This  testimony  of  Van  Siclen’s  concerning  the  simi¬ 
larity  between  the  machine  shown  by  the  Drawing,  Roos’ 
Exhibit  No.  16  (R.,  Vol.  Ill,  p.  973),  and  the  mineral  flo¬ 
tation  machinery  which  was  used  by  the  Anaconda  Cop- 
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per  Company  when  Allison  was  there,  leads  to  the  con¬ 
clusion  that  it  was  Allison  who  developed  and  con¬ 
structed  the  machine  shown  by  the  Drawing,  Roos’  Ex¬ 
hibit  No.  16,  and  not  Roos.  We  desire  to  emphasize, 
however,  that  Allison  did  not  leave  the  employment  of 
the  Anaconda  Copper  Company  and  enter  the  employ¬ 
ment  of  the  United  States  Gypsum  Company  until  March 
15,  1924,  five  days  after  the  March  10,  1924  issue  of 
“Chemical  Abstracts”  was  published.  It  was  after  Al¬ 
lison  entered  the  employment  of  the  United  States  Gyp¬ 
sum  Company  that  feverish  activity  began  with  respect 
to  the  development  and  construction  of  a  foam  machine 
to  apply  Roos’  invention  to  the  manufacture  of  wall- 
board.  Allison’s  testimony  when  considered  in  connec¬ 
tion  with  Van  Siclen’s  proves  that  Allison  developed  and 

constructed  the  foam  machine  and  not  Roos.  As  above 
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stated,  and  as  is  conclusively  proven  by  Rice's  Exhibit 
Z-4,  Roos,  Brookby,  Birdsey  and  Knode  were  all  devot¬ 
ing  their  time  during  the  two  years  in  question  to  the 
development  of  inventions  which  were  in  no  way  con¬ 
nected  with  the  process  in  issue.  It  was  after  Allison 
entered  the  employment  of  the  United  States  Gypsum 
Company  and  after  Brookby  read  of  Bayer’s  activity  in 
the  field  of  the  invention  in  the  March  10,  1924  issue  of 
“Chemical  Abstracts”  that  feverish  activity  on  the  part 
of  the  United  States  Gypsum  Company  began. 

In  conclusion  of  Point  I  of  our  Argument  which 
reads  “Roos  and  the  United  States  Gypsum  Company 
are  estopped  from  now  contending  that  Roos  was  the 
first  inventor  within  the  meaning  of  the  law”,  we  desire 
to  call  to  the  attention  of  this  Honorable  Court  the  fol¬ 
lowing  authorities  relative  thereto.  Nearly  all  of  these 
cases  were  decided  by  this  Court. 

The  rule  in  Morgan  v.  Daniels,  153  U.  S.  120,  125, 
14  Sup.  Ct.  772,  is  not  applicable  where  the  issue  is  one 


100 


of  equitable  estoppel.  In  the  case  of  Coleman  v.  Hath - 
away ,  285  Fed.  602,  Judge  Anderson  of  the  District 
Court  of  Massachusetts  stated  at  page  611: 

“The  rule  in  Morgan  v.  Daniels,  153  U.  S.  120, 
125,  14  Sup.  Ct.  772,  38  L.  Ed.  657,  and  Greenwood 
v.  Dover,  194  Fed.  91,  114  C.  C.  A.  169,  that  Patent 
Office  decisions  as  to  priority  are  to  be  set  aside 
only  on  clear  conviction  of  error,  has  little  or  no 
bearing  under  the  peculiar  facts  of  this  case,  where 
the  real  issue  is  not  one  of  credibility  or  weight  of 
evidence  as  to  which  inventor  was  the  first  in  time, 
but  is  one  of  equitable  estoppel.  Compare  Gold  v. 
Gold,  237  Fed.  84,  86, 150  C.  C.  A.  286.” 

In  the  case  of  Dieckmann  v.  Brune ,  1911  C.  D.  436, 
37  App.  D.  C.  399,  this  Honorable  Court  had  before  it 
the  following  facts: 

Dieckmann  conceived  February  1,  1892,  and  filed 
his  application,  January  18,  1906.  Brune  alleged  con¬ 
ception  March  31,  1903,  reduced  to  practice  in  July, 
1903,  and  filed  his  application  January  31,  1906.  Dieck¬ 
mann  was  thus  the  first  to  conceive  and  the  first  to  file 
his  application.  The  invention  related  to  a  machine  for 
making  corrugated  sheet  metal  pipe  elbows.  Brune, 
two  and  one-half  years  before  the  filing  of  his  applica¬ 
tion,  made  a  machine  for  making  the  pipe  elbows.  This 
machine,  however,  was  not  exposed  to  the  corrugated 
pipe  trade,  although  some  of  the  pipe  elbows  manufac¬ 
tured  by  the  machine  were  sold  to  the  trade.  At  the 
end  of  this  time  Brune  applied  for  a  patent.  This  Court 
held  that  Brune  was  estopped  by  his  suppression  and 
concealment  from  obtaining  a  patent  and  ordered  the 
patent  issued  to  Dieckmann.  The  Court  based  its  de¬ 
cision  squarely  upon  the  doctrine  of  equitable  estoppel, 
recognizing  that  the  primary  policy  of  the  patent  law 
is  to  benefit  the  public  generally  rather  than  an  indi¬ 
vidual  inventor.  The  Court  stated  at  page  442 : 
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“Applying  the  principle  governing  the  cases 
cited,  to  the  facts  of  this  case,  we  are  of  the  opin¬ 
ion  that  priority  should  have  been  awarded  to 
Dieckmann  who  was  the  first  to  conceive,  and  not¬ 
withstanding  his  long  inaction,  the  first  to  bring 
the  invention  before  the  public  by  making  applica¬ 
tion  for  the  patent.  Had  Brune  during  Dieckmann’s 
inaction,  brought  the  machines  before  the  public, 
or  filed  his  application  for  patent,  he  would,  clearly, 
have  been  entitled  to  the  award.  On  the  other 
hand,  Dieckmann  had  the  right  to  awake  from  his 
long  slumber,  and  when  he  did  so  and  filed  his  ap¬ 
plication,  he  became  entitled  to  the  benefit  of  his 
earlier  conception,  save  as  against  a  bona  fide  in¬ 
ventor,  who  in  the  meantime,  may  have  given  the 
invention  to  the  public.  By  his  careful  concealment 


of  the  invention,  for  more  than  two  years  after  mak¬ 
ing  it ,  Brune  would  have  lost  his  right  to  a  subse¬ 
quent  inventor,  who  might  have  given  it  to  the  pub¬ 
lic  during  the  period  of  concealment.  For  the  same, 
if  not  a  stronger  reason,  he  should  lose  it  to  one 
who  first  conceived  it,  and  resuming  diligence,  gave 


it  to  the  public  during  the  same  period  ” 


( Italics 


ours. ) 


In  the  case  of  Dreckschmidt  v.  Schaefer,  46  App.  D. 
C.  295,  1918  C.  D.  120,  this  Court  had  before  it  the  fol¬ 
lowing  facts :  j 

The  appeal  was  from  a  decision  of  the  Commission¬ 
er  of  Patents  awarding  priority  of  invention  to  appel¬ 
lees  Schaefer  and  Holmes  for  a  chemical  fire  extinguish¬ 
er.  Dreckschmidt  reduced  the  invention  to  practice  in 
July,  1912,  but  did  not  file  his  application  until  July  27, 
1914.  The  earliest  date  claimed  by  the  appellees  Schae¬ 
fer  and  Holmes  was  June,  1913,  a  date  of  conception 
which  was  followed  by  filing  an  application  in  Decem¬ 
ber  of  the  same  year.  It  also  appears  in  the  facts  pre¬ 
sented  that  in  the  spring  of  1914  appellees  were  engaged 
in  manufacturing  the  extinguisher  of  the  invention. 
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during  which  time  appellant  had  access  to  their  works 
where  the  parts  were  being  manufactured.  Appellees 
also  published  a  circular  on  July  1, 1914,  advertising  and 
describing  the  device  in  issue.  The  Court  stated  on 
page  297 : 

“While  it  does  not  appear  that  appellant  gained  in¬ 
formation  of  the  manufacture,  or  saw  the  circular, 
it  is  significant  that  during  this  time  he  (Dreck- 
schmidt )  was  engaged  in  the  sale  of  fire  extin¬ 
guishers  and  offered  no  testimony  in  rebuttal  tend¬ 
ing  to  refute  the  implication  that  he  had  knowledge 
of  the  activities  of  appellees.  It,  however ,  remains 
that  whether  he  acquired  this  knowledge  or  not ,  he 
was  doing  nothing  with  his  invention  from  the  time 
appellees  entered  the  field  until  they  filed  their  ap¬ 
plication.  The  case ,  therefore ,  is  ruled  by  Howard 
v.  Bowes,  31  App.  D.  C.  619.”  (Italcis  ours.) 

The  above  quotation  from  the  Dreckschmidt  case 
is  also  pertinent  on  the  question  of  stimulation.  This 
Court  therein  states  that  regardless  of  whether  or  not 
Dreckschmidt  was  stimulated  he  was  doing  nothing  with 
his  invention  at  the  time  Schaefer  and  Holmes  entered 
the  field  until  they  filed  their  application. 

In  the  case  of  Miller  v.  Hyman,  46  Fed.  (2d)  188, 
the  United  States  Court  of  Customs  and  Patent  Appeals 
had  before  it  the  following  facts: 

By  stipulation  Hyman  was  given,  as  his  dates  of 
conception  and  reduction  to  practice,  March  and  July, 

1 926,  respectively.  He  filed  his  application  in  February, 

1927.  Miller  showed  that  he  constructed  the  invention 
in  1913.  It  appeared  from  Miller’s  testimony  that  he 
had  shown  his  stove-pipe  lock  (the  invention  involved) 
of  1913  to  employees  of  the  company,  but  that  the  lock 
was  afterwards  returned  to  storage  until  about  the  time 
of  filing  his  application.  The  Board  of  Appeals  of  the 
Patent  Office  affirmed  the  decision  of  the  Examiner  who 
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held  that  Miller  was  the  first  to  conceive  the  invention 
at  issue,  and  also  that  he  had  reduced  to  practice  'prior 
to  the  entry  of  Hyman  into  the  field ,  but  that  Miller  had 
suppressed  and  concealed  the  invention  and  was  finally 
spurred  into  activity  upon  acquiring  knowledge  of  the 
activity  of  Hyman. 

The  Court  of  Customs  and  Patent  Appeals  affirmed 
the  ruling  of  the  Board  of  Appeals,  and  rested  their 
Lenroot,  Judge,  stated  on  page  196: 

“We  are  of  the  opinion  that  the  spirit  and  pur¬ 
pose  of  the  patent  laws  require  the  application  of 
the  rule  of  equitable  estoppel  in  cases  like  the  one  at 
bar.  The  constitutional  provisions,  article  I,  sec¬ 
tion  8,  clause  8,  upon  which  all  patent  legislation 
rests,  provides  that  ‘the  Congress  shall  have  Power : 
*  *  *  To  promote  the  Progress  of  Science  and 

useful  Arts,  by  securing  for  limited  Times' to  Au¬ 
thors  and  Inventors  the  exclusive  Right  to  their 
respective  Rights  and  Discoveries/  Patent  laws  are 
enacted  pursuant  to  this  provision,  not  primarily 
for  the  benefit  of  individual  inventors,  but  for  the 
benefit  of  the  public.  As  said  in  Kendall  v.  Winsor, 
supra :  ‘*  *  *  Whilst  the  remuneration  of  genius 
and  useful  ingenuity  is  a  duty  incumbent  upon  the 
public,  the  rights  and  welfare  of  the  community 
must  be  fairly  dealt  with  and  effectually  guarded. 
Consideration  of  individual  emolument  can  never  be 
permitted  to  operate  to  the  injury  of  these.  *  *  *’ 
In  that  case  the  court  also  said,  as  heretofore 
quoted:  *  *  *  ‘The  inventor  who  designedly, 

and  with  the  view  of  applying  it  indefinitely  and 
exclusively  for  his  own  profit,  withholds  his  inven¬ 
tion  from  the  public,  comes  not  within  the  policy 
or  objects  of  the  Constitution  or  acts  of  Congress. 
He  does  not  promote,  and,  if  aided  in  his  design, 
would  impede  the  progress  of  science,  and  the  use¬ 
ful  arts.  And  with  a  very  bad  grace  could  he  appeal 
for  favor  or  protection  to  that  society  which,  if  he 
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had  not  injured,  he  certainly  had  neither  benefitted 

nor  intended  to  benefit.'  ” 

It  is  to  be  noted  from  the  opinion  written  by  Len- 
root,  Judge,  in  this  case  that  the  Court  recognized  that 
the  doctrine  of  equitable  estoppel  is  a  doctrine  independ¬ 
ent  of  and  one  of  wider  scope  than  that  of  stimulation, 
and  further  that,  although  the  Patent  Office  Tribunals 
found  that  Miller  was  spurred  into  activity  upon  acquir¬ 
ing  knowledge  of  the  activity  of  Hyman,  that  neverthe¬ 
less  the  United  States  Court  of  Customs  and  Patent  Ap¬ 
peals  nowhere  in  their  decision  depend  upon  the  finding 
of  stimulation  by  the  Patent  Office  Tribunals  in  reach¬ 
ing  their  decision. 

We  desire  at  this  time  to  again  briefly  call  to  the 
attention  of  this  Honorable  Court  the  testimony  of  Mr. 
Brookby  referred  to  supra.  Brookby  testified  that 
whether  or  not  an  application  for  letters  patent  was  to 
be  filed  at  a  particular  time  was  a  matter  within  his 
jurisdiction.  He  was  the  production  manager  of  the 
United  States  Gypsum  Company  in  1922.  He  further 
stated  that  in  some  cases  they  did  file  immediately  for 
a  patent,  and  in  other  cases  they  would  conceal  the  in¬ 
vention  in  their  files  until  such  time  as  they  deemed  it 
expedient  to  file  such  an  application,  his  decision  de¬ 
pending  upon  the  facts  and  circumstances  in  each  indi¬ 
vidual  case.  Mr.  Avery,  president  of  the  United  States 
Gypsum  Company,  as  set  forth  supra ,  testified  to  the 
effect  that  the  policy  of  his  company  was  not  always  to 
file  an  application  for  letters  patent  immediately  upon 
the  completion  of  the  invention ;  that  in  some  cases  they 
would  “conceal”  it,  depending  upon  the  facts  and  cir¬ 
cumstances  of  each  individual  case.  He  further  boldly 
stated  that  “we  determine  the  best  time  and  the  cir¬ 
cumstances  of  our  advancing  them,  that  would  permit 
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us  to  get  a  strong  and  more  inclusive,  more  scopeful 
situation,  and  we  have  made  many  mistakes  by  starting 
too  early  in  our  development  and  making  any  applica¬ 
tion  that  prejudiced  us  in  our  later  accomplishments. 

“Q.  And,  also,  on  other  occasions,  you  might 
have  an  invention  and  you  might  conceal  it,  and 
keep  it  to  yourself,  and  take  your  chances  on  any¬ 
body  else  filing  ahead  of  you? 

“A.  I  think  that  is  commonly  done,  but  our 
situation  is  not  seemingly  of  the  character  that  the 
disclosure  of  those  things  would  let  some  presump¬ 
tion  come  to  defeat  the  patent  protection,  if  that  is 
what  you  mean.,, 

This  testimony  of  the  President  of  the  United 
States  Gypsum  Company  can  only  be  interpreted  as  a 
confession  by  a  leader  of  “big  business’’  concerning  the 
modern  practice  of  big  corporations  of  concealing  and 
suppressing  inventions  until  “the  market  is  ripe”  for 
their  advancement.  Such  a  policy  of  concealment  and 
suppression  which  is  so  prevalent  today  is,  we  submit, 
contrary  to  the  spirit  and  policy  of  the  Patent  Laws. 
Birdsey,  one  of  the  directors  of  the  United  States  Gyp¬ 
sum  Company,  testified,  as  heretofore  referred  to,  that 
his  company  did  not  always  file  an  application  as  soon 
as  the  invention  was  completed,  and  that  he  also  remem¬ 
bered  cases  in  which  the  company  did  not  file  an  appli¬ 
cation  for  a  completed  invention  by  one  of  its  employees 
until  some  time  after  its  completion,  depending  upon  the 
circumstances  of  each  case,  and  that  in  so  doing  he 
thought  his  company  was  acting  within  its  rights  under 
the  law. 

i 

We  submit  that  this  evidence  of  the  executive  offi¬ 
cers  of  the  United  States  Gypsum  Company  conclusively 
proves  what  the  policy  of  that  company  is  and  was  in 
the  years  1922,  1923,  and  1924,  with  respect  to  the  con- 
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cealment  of  inventions  discovered  and  developed  by  their 
employees.  And  we  further,  respectively  submit,  as 
above  stated,  that  such  a  policy  of  concealment  and  sup¬ 
pression  of  inventions  is  diametrically  opposed  to  the 
interests  of  the  public  in  new  inventions  and  discoveries. 
As  above  stated  in  the  Miller  case,  supra,  the  policy  be¬ 
hind  the  United  States  patent  laws  and  the  Article  of 
the  United  States  Constitution  authorizing  their  pas¬ 
sage  by  Congress,  prefers  the  public,  the  grantor  of  the 
monopoly,  to  the  inventor,  its  creator;  and  that  an  in¬ 
ventor  who  secrets  and  conceals  his  invention,  thereby 
barring  the  public  from  its  advantages,  is  not  entitled 
to  a  grant  of  such  a  monopoly  as  against  an  independ¬ 
ent  inventor  who  perfects  his  invention  and  applies  for 
his  patent,  thereby  giving  the  benefits  of  it  to  the  public. 

The  testimony  in  the  case  at  bar  proves  that  the 
United  States  Gypsum  Company  concealed  its  invention 
approximately  two  years  and  had  not  yet  given  its  ben¬ 
efits  to  the  public  at  the  time  Rice,  an  independent  in¬ 
ventor,  completed  his  invention,  gave  it  to  the  public 
and  filed  his  application,  and  therefore,  we  respectfully 
submit  that  under  the  doctrine  of  equitable  estoppel,  as 
propounded  by  the  above-cited  cases,  the  party  Rice 
should  be  awarded  priority. 

Let  us  next  turn  to  the  authorities  which  hold  that 
a  prior  inventor  who  has  concealed  and  suppressed  his 
invention  and  who  has  been  stirred  into  activity  by 
knowledge  gained  of  the  activity  of  an  independent  in¬ 
ventor  in  the  held  of  the  invention,  is  estopped  from 
claiming  the  rights  which  he,  but  for  his  concealment 
and  suppression,  would  have  been  entitled  to  under  the 
law. 

Probably  the  leading  case  on  this  point  is  that  of 
Mason  v.  Hepburn,  1898  C.  D.  510,  13  App.  D.  C.  86, 
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which  case,  as  stated  supra,  was  cited  by  the  Board  of 
Appeals  of  the  United  States  Patent  Office  in  their  deci¬ 
sion  awarding  priority  of  the  invention  in  issue  to  Roos, 
when  they  there  said. 

“There  is  no  evidence  in  this  case  of  stimula¬ 
tion  and  concealment  such  as  to  bring  the  case  with- 
ing  the  doctrine  of  Mason  v.  Hepburn” 

In  that  case  this  Honorable  Court  considered  and 
had  before  it  the  following  facts : 

“The  count  in  interference  was  'in  a  magazine- 
fire-arm,  the  detachable  end  piece  for  closing  the 
outer  end  of  the  magazine  provided  with  upwardly- 
projecting  curved  arms  to  clasp  the  sides  of  the  bar¬ 
rel,  substantially  as  described/ 

“The  device  is  a  clip  made  in  one  piece  instead 
of  two.  as  formerly,  one  end  of  which  is  made  to  fit 
closely  in  the  upper  end  of  the  magazine.” 

Hepburn  received  a  patent  for  this  invention  on 
September  11,  1894;  his  date  of  invention  was  confined 
to  his  application  filed  April  3,  1894.  Mason’s  applica¬ 
tion  was  filed  December  31,  1894,  and  he  offered  testi¬ 
mony  to  show  that  he  conceived  the  invention  about 
June  28,  1887;  that  the  clips  were  made  in  the  shops  of 
the  Winchester  Repeating  Arms  Company  and  then 
tested  ( probably  in  a  shooting-gallery ) ,  and  then  stored 
in  the  model  room  of  the  same  company  until  produced 
in  the  course  of  the  trial  of  this  controversy. 

With  respect  to  the  alleged  reduction  to  practice  of 
Mason,  the  Court  stated  at  page  89 : 

“What  is  successful  construction — that  is  to 
say,  the  embodiment  of  the  inventor’s  conception  in 
a  substantial  form,  which  demonstrates  at  once  its 
practical  utility,  constituting  reduction  to  practice 
or  use  in  the  sense  of  the  patent  lav/ — is  a  matter 
the  determination  of  which  must  largely  depend 
upon  the  nature  and  purpose  of  the  machine  or  de- 
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vice  in  the  particular  case,  as  well  as  upon  the  spe¬ 
cial  circumstances  surrounding  the  alleged  con¬ 
struction  and  use ”  (Italics  ours.) 

And  further  on  the  same  page,  the  Court  states : 

“In  such  circumstances,  however,  the  fact  that 
the  construction  of  the  device  had  not  been  followed 
within  a  reasonable  time  by  practicaly  or  commer¬ 
cial  use  or  application  for  patent,  would  afford  a 
strong  inference  that  what  had  been  done  was  re¬ 
garded  by  the  inventor  as  experimental  only  and 
not  completion  of  invention,  and  this  would  be  ma¬ 
terially  reinforced  if  in  the  meantime  the  machine 
had  been  dismantled  or  destroyed.” 

This  Court  decided  that  Mason  had  successfully  re¬ 
duced  to  practice  his  clip,  and  next  turned  to  the  ques¬ 
tion  of  whether  or  not,  regardless  of  his  earlier  reduc¬ 
tion  to  practice,  he  was  entitled  to  prevail  over  Hepburn 
because  of  his  concealment  and  stimulation  to  file  by  the 
publication  of  the  patent  to  Hepburn.  The  Court  an¬ 
swered  this  second  question  in  the  negative,  and  with 
respect  thereto  stated  ( p.  93 )  : 

“Second.  The  remaining  question  is,  can  the 
decision  be  upheld  upon  the  ground  that  Mason’s 
right  to  claim  of  priority  has  become  barred  by  his 
design  or  negligent  concealment  of  his  invention 
from  the  public  and  the  subsequent  entry  of  his  rival 
in  the  apparently  unoccupied  field? 

“We  concur  with  the  Commissioner  in  the  an¬ 
swer  to  this  question,  that  under  the  circumstances 
Hepburn  must  be  held  to  be  the  first  inventor  in 
the  sense  of  the  law  regulating  the  grant  of  patents. 
(Rev.  Stat.,  Sec.  4886.) 

“A  liberal  interpretation  of  the  words  of  the 
statute  is  demanded  in  the  interest  of  the  public 
for  the  advancement  of  which  the  patent  laws  were 
enacted,  Kendall  v.  Winsor,  21  How.  322,  327,  328. 
In  the  opinion  in  that  case  it  was  said: 

“  'The  true  policy  and  ends  of  the  patent  laws 
enacted  under  this  Government  are  disclosed  in  that 
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article  of  the  Constitution,  the  source  of  all  these 
laws,  viz.,  'to  promote  the  progress  of  science  and 
the  useful  arts/  contemplating  and  necessarily  im¬ 
plying  their  extension  and  increasing  adaptation  to 
the  uses  of  society.  Vide  Constitution  of  the  United 
States,  Art.  I,  Sec.  8,  Clause  8.  By  correct  induc¬ 
tion  from  these  truths  it  follows  that  the  inventor, 
who,  designedly,  and  with  a  view  of  applying  it  in¬ 
definitely  and  exclusively  for  his  own  profit,  with¬ 
holds  his  invention  from  the  public,  comes  not  with¬ 
in  the  policy  or  objects  of  the  Constitution  or  acts 
of  Congress.  He  does  not  promote  and,  if  aided 
in  his  design,  would  impede  the  progress  of  science 
and  the  useful  arts;  and  with  further  bad  grace 
could  he  appeal  for  favor  or  protection  to  that  so¬ 
ciety  which,  if  he  had  not  injured,  he  certainly  had 
neither  benefited  nor  intended  to  benefit.  Hence, 
if,  during  such  a  concealment,  an  invention  similar 
to  or  identical  v/ith  his  own  should  be  made  and 
patented  or  brought  into  use  without  a  patent,  the 
latter  could  not  be  inhibited  nor  restricted  upon 
proof  of  its  identity  with  the  machine  previously 
invented  and  withheld  and  concealed  by  the  inven¬ 
tor  from  the  public.  The  rights  and  .interests, 
whether  of  the  public  or  individuals,  can  never  be 
made  to  yield  to  schemes  of  selfishness  or  cupidity; 
moreover,  that  which  is  once  given  to  or  is  invested 
in  the  public  cannot  be  recalled  nor  taken  from 
them/ 

“That  case  was,  it  is  true,  an  action  for  in¬ 
fringement  by  a  patentee  against  one  who  before 
the  application  for  the  patent  had  made  use  of  his 
invention  without  claim,  himself,  of  discovery.  The 
right  was  claimed  in  the  patentee,  on  the  one  hand, 
as  against  the  right  of  the  public  on  the  other. 
Nevertheless,  we  think  that  our  conclusion;  is  in 
strict  conformity  with  the  principles  which  it  en¬ 
ounces,  and  there  is  nothing  in  it  inconsistent  with 
the  spirit  of  indulgence  that  has  always  been  man¬ 
ifested  toward  those  who  in  good  faith  delay  appli¬ 
cation  for  patent  whilst  engaged  in  a  diligent  effort 

i 
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to  perfect  their  inventions.  Idem ,  p.  329;  Agawam 
Co.  v.  Jordan ,  7  Wall.  589,  607;  Yates  v.  Huson,  8 
App.  D.  C.  93,  98. 

“Considering,  then,  this  paramount  interest  of 
the  public  and  in  its  bearing  upon  the  question  as 
presented  here,  we  think  it  imperatively  demands 
that  a  subsequent  inventor  of  a  new  and  useful  man¬ 
ufacture  or  improvement  who  has  diligently  pur¬ 
sued  his  labors  to  the  procurement  of  a  patent  in 
good  faith  and  without  any  knowledge  of  the  peced- 
ing  discoveries  of  another,  shall,  as  against  that 
other,  who  has  deliberately  concealed  the  knowledge 
of  his  invention  from  the  public,  be  regarded  as  the 
real  inventor  and  as  such  entitled  to  his  reward. 

And  further  the  Court  stated  ( p.  96 )  : 

“The  true  ground  of  the  doctrine,  we  apprehend, 
lies  in  the  policy  and  spirit  of  the  patent  laws  and 
in  the  nature  of  the  equity  that  arises  in  favor  of 
him  who  gives  the  public  the  benefit  of  the  knowl¬ 
edge  of  his  invention,  who  expends  his  time,  labor, 
and  money  in  discovering,  perfecting,  and  patent¬ 
ing,  in  perfect  good  faith,  that  which  he  and  all 
others  have  been  led  to  believe  has  never  been  dis¬ 
covered,  by  reason  of  the  indifference,  supineness, 
or  wilful  act  of  one  who  may,  in  fact,  have  discov¬ 
ered  it  long  before.” 

The  case  of  Coleman  v.  Hathaway ,  285  Fed.  602, 
was  decided  by  Judge  Anderson  of  the  District  Court  of 
Massachusetts  in  1922.  We  refer  to  it  because  of  its  sim¬ 
ilarity  to  present  proceedings.  That  Court  had  before 
it  the  following  facts :  Two  bills  were  brought  in  equity 
under  Revised  Statutes,  Sec.  4915,  to  secure  the  issuance 
of  a  patent  to  Coleman  on  a  warp-tying  machine,  and 
were  consolidated  and  heard  together  before  a  Master 
whose  conclusion  was  in  favor  of  Hathaway  as  the  first 
and  original  inventor.  Coleman’s  exceptions  to  the  re¬ 
port  challenged  the  soundness  of  the  conclusion  on  the 
facts  found. 
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Coleman  made  his  invention  in  November,  1903; 
completed  his  first  machine  in  January,  1904;  his  sec¬ 
ond  machine  in  March  or  April,  1904  and  applied  for  a 
patent  on  May  19,  1904.  Hathaway  made  the  same  in¬ 
vention  and  reduced  it  to  practice  in  October,  1901.  He 
built  one  machine  only  which  he  never  put  upon  the  mar¬ 
ket  nor  did  he  otherwise  commercialize  his  invention. 
He  did  not  apply  for  a  patent  until  February,  1906.  Upon 
the  declaration  of  the  interference,  the  Patent  Office  Tri¬ 
bunals  awarded  priority  to  Hathaway,  and  the  Court 
of  Appeals  of  the  District  of  Columbia  affirmed  that 
award.  The  original  bills  were  then  presented,  and  the 
District  Court  of  Massachusetts,  under  Sec.  4915  of  the 
Revised  Statutes,  on  the  doctrine  of  estoppel  by  conceal¬ 
ment,  stated  ( pages  605,  806 )  :  i 

“Turning  now  to  the  consideration  of  No.  920, 
two  questions  are  involved: 

“(1)  A  question  of  law:  Does  the  statute 
permit  the  issuance  of  a  patent  to  Coleman,  the  first 
to  apply,  but  not  the  first  to  invent?  The  plaintiff 
does  not  contend  that  Hathaway,  the  first  inventor, 
abandoned  his  invention.  It  is  agreed  that  an  aban¬ 
doned  invention  goes  to  the  public,  not  to  a  later 
inventor.  The  master  has  found  no  abandonment. 
The  gist  of  the  contention  made  in  behalf  of  the 
Coleman  interests  is  that  Hathaway  is  estopped,  be¬ 
cause  of  his  inaction,  now  to  contend  that  he  was 
the  first  and  original  inventor  within  the  meaning 
of  the  law. 

“The  contrary  view  is  that  the  statute  (R.  S. 
Sec.  4886:  Comp.  St.  Sec.  9430)  grants  no  possible 
right  to  a  patent  to  any  person  except  the  inventor 
of  ‘a  new  and  useful  art,  machine,’  etc.,  'not  known 
or  used  by  others  in  this  country,  before  his  inven¬ 
tion,’  etc. ;  that,  as  it  is  now  an  undisputed  fact  that 
Hathaway  made  this  invention  two  years  before 
Coleman  did,  Coleman  cannot  be  the  inventor  with¬ 
in  the  meaning  of  the  law.  This,  in  substance,  is 


112 


the  view  expressed  seventy-two  years  ago  by  Mr. 
Justice  McLean  in  his  dissenting  opinion  in  Gaylor 
v.  Wilder ,  10  How.  499,  13  L.  Ed.  504,  but  rejected 
by  a  majority  of  the  court.  ( See  10  How.  496,  497 ; 
13  L.  Ed.  504. ) 

“Such  construction  excludes  the  doctrine  of  es¬ 
toppel  by  suppression  and  concealment,  as  between 
independent,  original  inventors.  On  this  theory  an 
original  inventor,  not  literally  first  in  time,  has  no 
right  to  a  patent;  and  the  first  inventor  owes  no 
duty  whatever  to  others  working  on  the  same  prob¬ 
lem. 

“  ( 2 )  If  the  law  be  ruled  in  favor  of  estoppel, 
then  the  other  question  which  arises  is  whether  on 
the  facts  found*  and  reasonable  inferences  there¬ 
from,  Hathaway  is  estopped  from  claiming  to  be  the 
first  and  original  inventor  as  against  Coleman. 
This  is,  apparently,  a  mixed  question  of  law  and 
fact. 

“First,  as  to  the  law : 

“Mason  v.  Hepburn ,  13  App.  D.  C.  So,  is  gener¬ 
ally  cited  as  the  leading  case  in  support  of  the  doc¬ 
trine  which  must  be  sustained  in  order  to  hold  that 
Coleman  may,  on  any  theory  of  the  facts  found  by 
the  master,  be  entitled  to  a  patent.  This  was  a  deci¬ 
sion  made  in  1898,  affirming  a  decision  of  the  Com¬ 
missioner  of  Patents  in  an  interference  proceeding 
awarding  a  patent  to  Hepburn  for  an  invention  made 
in  April,  1887.  The  court  (p.  94)  quoting  from  the 
opinion  in  Kendall  v.  Winsor,  21  How.  322,  327,  16 
L.  Ed.  165,  held  that  the  paramount  interest  of  the 
public — 

‘Imperatively  demands  that  a  subsequent  in¬ 
ventor  of  a  new  or  useful  manufacture  or  improve¬ 
ment  who  has  diligently  pursued  his  labors  to  the 
procurement  of  a  patent  in  good  faith  and  without 
any  knowledge  of  the  preceding  discoveries  of  an¬ 
other,  shall,  as  against  that  other,  who  has  deliber¬ 
ately  concealed  the  knowledge  of  his  invention  from 
the  public,  be  regarded  as  the  real  inventor  and  as 
such  entitled  to  his  reward.’ 
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“The  opinion  continues : 

'This  right  of  the  second  discoverer  has  been 
recognized  with  considerable  uniformity  for  a  num¬ 
ber  of  years  in  the  administration  of  the  Patent 
Office.  ( Citing  cases. )  ’ 

“In  Curtain  Supply  Co.  v.  National  Lock  Wash¬ 
er  Co.  (C.  C. )  174  Fed.  45,  Judge  Kohlsaat  said: 

“  ‘It  is  a  settled  doctrine  of  the  Court  of  Ap¬ 
peals  of  the  District  of  Columbia  that  when  an  in¬ 
ventor  perfects  and  reduces  to  practice  an  inven¬ 
tion,  and  fails  for  an  unreasonable  period  to  take 
steps  to  give  it  to  the  public,  and  until  someone  else 
has  independently  invented  and  patented  it,  the 
earlier  inventor  forfeits  his  rights  to  a  patent  as 
against  the  later  inventor.' 

“The  same  doctrine  is  asserted  in  re  Appeal  of 
Mower ,  15  Appls.  D.  C.  144,  150;  Matthes  v.  Burt . 
24  Appls.  D.  C.  265.  The  general  principle  is  also 
asserted,  or  at  any  rate  impliedly  approved  in  Ken¬ 
dall  v.  Windsor,  21  How.  322,  16  L.  Ed.  165;  Bates 
v.  Coe,  98  U.  S.  31,  46,  25  L.  Ed.  68;  Gaylor  v.  Wilder, 
10  How.  492,  13  L.  Ed.  504;  U.  S.  Rifle  Co.  v.  Whit¬ 
ney  Arms  Co.,  Fed.  Cas.  No.  16,793;  International 
Tel.  Mfg.  Co.  v.  Kellogg  Switchboard  &  Supply  Co., 
171  Fed.  651,  96;  C.  C.  A.  395;  Bullock  Co.  v.  Jones, 
Fed.  Cas.  No.  2,132;  Davis  &  Roesch  v.  National 
Steam  Specialty  Co.  (C.  C. ),  164  Fed.  191;  Wels- 
bach  Light  Co.  v.  Kohn  ( C.  C. ) ,  181  Fed.  122;  White 
v.  Allen,  Fed.  Cas.  No.  17,535;  Duncan  v.  Shelly,  49 
Appls.  D.  C.  243,  263  Fed.  639.  See,  also,  Robinson 
on  ‘Patents,’  Sec.  390,  and  note  and  cases  cited. 

“No  decision  is  cited  in  either  the  Supreme  or 
any  other  federal  court — and  I  find  no  case— -which 
holds  the  fundamental  doctrine  of  Mason  v.  Hep¬ 
burn  to  be  bad  law.  In  such  a  state  of  the  author¬ 
ities,  this  court  would  not  be  warranted  in  putting 
so  narrow  and  literal  a  construction  on  Revised 
Statutes  4886,  as  to  exclude  the  doctrine  of  estop¬ 
pel,  made  the  sole  present  reliance  for  the  issuance 
of  a  patent  to  Coleman.  Both  on  principle  and  on 
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authority  I  think  the  rule  laid  down  in  Mason  v. 
Hepburn  is  sound. 

“Undoubtedly  the  owner  of  a  patent  may  legally 
suppress  it.  See  the  Paper  Bag  Patent  Case ,  210 
U.  S.  405,  422,  28  Sup.  Ct.  748,  52  L.  Ed.  1122.  But 
obviously  a  patentee  cannot  conceal  his  invention, 
so  as  to  leave  others  to  waste  time,  inventive  genius, 
and  money  in  a  field  already  appropriated.  A  patent 
puts  the  invention,  however,  belatedly,  at  the  pub¬ 
lic  service.  Yet  suppression  of  patents — inventions 
fully  disclosed — is  a  practice  which  has  evoked 
much  public  criticism,  and  strong  judicial  protect, 
as  so  inconsistent  with  sound  public  policy  as  to 
warrant  denying  protection  in  equity  to  patent 
rights  thus  held  unused  in  disregard  of  the  under¬ 
lying  purposes  of  the  patent  act. 

“But,  if  suppression  of  patents  is  bad,  suppres¬ 
sion  of  inventions  is  much  worse;  it  runs  directly 
counter  to  the  public  policy  of  the  patent  act. 
( Italics  ours. ) 

“Second,  do  the  facts  found  and  reported  by 
the  master  ground  an  estoppel  against  Hathaway? 

“At  the  outset  it  should  be  observed  that  a  suit 
under  Rev.  Stat.  Sec.  4915,  is  a  new  and  independent 
proceeding.  Sutton  v.  Wentworth,  247  Fed.  493, 
500,  160  C.  C.  A.  3;  Greenwood  v.  Dover,  194  Fed. 
91,  114  C.  C.  A.  169.  In  the  case  at  bar  this  is  not 
merely  technical  distinction ;  for,  in  addition  to  over 
2700  pages  of  evidence  in  the  record  in  the  Patent 
Office,  which  was,  apaprently  by  agreement,  put  in 
before  the  master,  he  considered  some  1300  pages 
of  additional  testimony  and  briefs  of  706  pages. 
His  findings  of  fact  are  therefore  grounded  on  a  rec¬ 
ord  materially  different  from  that  considered  by  the 
Court  of  Appeals  of  the  District  of  Columbia,  and 
the  other  Patent  Office  tribunals.  The  conclusion 
of  this  court  must  be  based  on  the  facts  found  by 
the  master,  which  may  be  substantially  different 
in  import  from  the  evidence  before  the  Patent  Of¬ 
fice  tribunals.  The  case  is  not  like  Gold  v.  Newton, 
254  Fed.  824,  827, 166  C.  C.  A.  270.” 
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The  Court  then  went  on  to  discuss  the  facts  in  this 
particular  case  and  stated  on  page  610,  with  respect  to 
stimulation  of  Hathaway  by  the  activities  of  Coleman: 

"When  Hathaway  would  have  filed  an  applica¬ 
tion  except  for  the  spur  of  Coleman’s  achievement 
is  purely  conjectural.  Doubtless  he  intended  at 
some  time  to  put  his  invention  to  practical  use. 
When  he  would  have  done  so  if  he  had  not  been 
stimulated  to  activity  by  Coleman’s  invention,  we 
can  only  guess.  Leders  v.  Walker ,  39  Appls.  D.  C. 
112,  130.  But  on  all  the  facts  it  is  clear  that,  from 
about  April,  1902,  when  in  the  exercise  of  reason¬ 
able  diligence  he  should  have  filed  his  patent  papers, 
and  have  begun  the  commercial  development  of  the 
machine,  until  February,  1906 — over  three  years — 
Hathaway’s  failure  to  exercise  reasonable  diligence 
in  disclosing  his  invention  misled  Coleman  and  his 
associates  to  their  harm.  Kirk  v.  Hamilton ,  102 
U.  S.  68,  76,  26  L.  Ed.  79;  Robinson  on  'Patents,’ 
Sec.  390  and  note.” 

The  Court  stated  further  on  page  611:  i 

"The  rule  in  Morgan  v.  Daniels,  153  U.  S.  120, 
125,  14  Sup.  Ct.  772,  38  L.  Ed.  657,  and  Greenwood 
v.  Dover,  194  Fed.  91,  114  C.  C.  A.  169,  that  Patent 
Office  decisions  as  to  priority  are  to  be  set  aside 
only  on  clear  conviction  of  error,  has  little  or  no 
bearing  under  the  peculiar  facts  of  this  case,  where 
the  real  issue  is  not  one  of  credibility  or  weight  of 
evidence  as  to  which  inventor  was  the  first  in  time, 
but  is  one  of  equitable  estoppel.  Compare  Gold  v. 
Gold,  237  Fed.  84,  86, 150  C.  C.  A.  286.” 

The  Court  quoted  as  follows  from  Robinson  "Pat¬ 
ents,”  Sec.  390,  stating  on  page  611: 

"In  Robinson,  ‘Patents,’  Sec.  390,  Note,  this  fre¬ 
quent  confusion  of  abandonment  and  estoppel  is 
thus  commented  upon : 

‘This  doctrine  would  probably  have  long  ago 
met  with  universal  acceptation  had  it  not  been  un¬ 
necessarily  confounded  with  abandonment  of  the 
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invention  to  the  public,  which  rests  upon  the  actual 
or  presumed  intention  of  the  inventor  to  relinquish 
his  exclusive  right  to  the  invention  in  favor  of  the 
community  at  large.  *  *  * 

“  ‘The  doctrine  of  estoppel  as  enforced  against 
the  negligent  inventor  in  favor  of  his  rival  is  thus 
neither  an  extension  of  nor  a  departure  from  the 
principles  of  patent  law,  but  is  a  rule  of  universal 
application  which  may  as  appropriately  be  resorted 
to  in  controversies  between  the  antagonistic  claim¬ 
ants  of  an  invention  as  in  those  which  arise  in  ref¬ 
erence  to  any  other  class  of  property.’  ” 

Thus,  on  the  doctrine  of  estoppel,  the  Court  found 
in  favor  of  Coleman,  even  though  Hathaway  had  been 
the  first  to  conceive  and  reduce  to  practice. 

In  the  case  of  Thomson  v.  Weston,  19  App.  D.  C. 
373,  this  Court  held  that  where  in  an  interference  pro¬ 
ceeding  between  a  patentee  and  a  subsequent  applicant, 
it  appears  that  the  latter  made  an  electrical  measuring 
instrument  embodying  the  invention  in  controversy  in 
1894  and  placed  in  his  private  experimental  room,  where 
it  was  seen  only  by  employees,  but  where  it  was  used 
frequently  in  making  measurements,  and  that  he  did 
not  manufacture  it  or  apply  for  a  patent  until  1898, 
after  he  knew  that  his  rival  had  been  granted  a  patent, 
it  was  held,  following  Mason  v.  Hepburn,  13  App.  D.  C. 
86,  that  by  the  concealment  of  his  invention  after  com¬ 
pletion,  v/ithout  reasonable  excuse,  until  after  the 
granting  of  a  patent  to  another,  he  forfeited  his  rights 
in  favor  of  the  latter  and  more  diligent  inventor,  and 
that  the  length  of  the  concealment  was  not  material. 
The  Court  stated  on  page  379: 

“It  is  true  that  the  time  of  concealment  in  this 
case  was  something  less  than  four  years  as  against 
seven  years  in  that  ( Mason  v.  Hepburn) .  The  mere 
difference  in  time,  however,  is  not  sufficient  to  af¬ 
fect  the  application  of  the  principle,  for  it  is  as 
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certain  in  one  case  as  in  the  other  that  the  appli¬ 
cation  for  the  patent  was  solely  stimulated  by  the 
publication  of  the  patent  granted  to  another  inven¬ 
tor.  No  substantial  or  even  plausible  excuse  for 
Thompson’s  inaction  is  disclosed  by  the  testimony.” 
Italics  ours) 

In  the  case  of  Howard  v.  Bowes ,  31  App.  D.  C.,  619, 
this  Honorable  Court  had  before  it  the  following  facts : 
The  interference  proceeding  involved  an  improved  rack 
for  supporting  hose  for  fire  protection  purposes.  Bowes, 
the  senior  party,  filed  his  application  April  8,  1905.  In 
his  preliminary  statement  he  alleged  conception  in  May, 
1904;  disclosure  in  August  or  early  September,  and  re¬ 
duction  to  practice  the  early  part  or  middle  of  Septem¬ 
ber,  1904.  Howard  alleged  that  he  conceived  the  inven¬ 
tion  during  the  month  of  December,  1902;  that  during 
the  latter  part  of  the  same  month  he  disclosed  it,  and 
reduced  it  to  practice  by  constructing  and  successfully 
testing  a  full  sized  rack  during  the  month  of  September, 
1904;  his  application,  however,  was  not  filed  until  No¬ 
vember  6,  1905,  or  eight  months  after  Bowes  had  filed. 
The  Patent  Office  Tribunals  found  in  favor  of  Bowes  and 
this  Court  affirmed  this  decision  on  the  ground  that  lack 
of  diligence  was  shown  by  the  junior  party  because  he 
waited  for  more  than  a  year  after  he  claimed  to  have 
perfected  the  invention  in  filing  his  application  and  then 
acted  because  the  other  party  put  his  device  embodying 
the  invention  on  the  market.  On  page  625  this  Court 
stated : 

“To  permit  him  (Howard)  to  displace  an  in¬ 
ventor  who  in  good  faith  has  given  the  public  the 
benefit  of  the  invention  would  be  to  defeat  the  very 
purpose  of  the  patent  law,  which  is  to  stimulate 
invention  that  the  public  may  be  benefited.  He 
has  failed  to  offer  a  single  valid  reason  or  excuse 
for  his  delay.  His  invention,  according  to  his  own 
statement,  was  perfected  some  time  in  the  fall  of 
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1904,  and  yet  he  did  nothing  towards  asserting  his 
rights  until  more  than  a  year  had  elapsed;  and  his 
reason  for  then  acting,  as  above  stated,  was  that 
Bowes  had  placed  his  rack  upon  the  market.  How¬ 
ard  was  under  no  obligation  to  give  the  public  the 
benefit  of  his  discovery ,  but  by  failing  to  do  so  he 
assumed  the  risk  that  some  other  inventor  might 
do  so  and  thus  in  the  eyes  of  the  law  become  the 
prior  inventor  and  as  such  entitled  to  a  patent . 
Italics  ours).  Mason  v.  Hepburn ,  13  Appeals  D.  C. 
86;  Thomson  v.  Weston ,  19  App.  D.  C.  373;  Matthes 
v.  Burt ;  24  App.  D.  C.  265;  Bliss  v.  McElroy,  29 
App.  D.  C.  120;  Richards  v.  Burkholder ,  29  App.  D. 
C.  485.”  (Italics  ours) 

In  the  case  of  Brown  v.  Campbell ,  41  App.  D.  C.  499, 
1914  C.  D.  170,  the  controversy  involved  was  likewise 
an  interference  proceeding.  The  subject  matter  of  the 
interference  related  to  a  ribbon  mechanism  applying  to 
typewriting  machines  in  which  the  writing  is  visible. 
The  Examiner  of  Interferences  and  the  Board  of  Ex¬ 
aminers  in  Chief  found  that  Campbell  had  established 
a  conception  and  reduction  to  practice  in  February, 
1906,  and  that  Brown  had  established  a  reduction  to 
practice  in  the  latter  part  of  1904,  but  by  concealment 
of  the  invention  until  after  he  had  learned  of  Campbell’s 
work  in  1907,  his  rights  became  subordinated  to  those  of 
Campbell.  The  Commissioner  concluded  that  “either 
the  Brown  device  was  regarded  by  those  responsible 
for  its  development  as  unsatisfactory,  and  amounted  to 
nothing  more  than  an  abandoned  experiment,  or  that 
Brown,  by  concealing  his  device  until  he  was  aware 
of  the  device  marketed  by  the  Victor  Typewriting  Com¬ 
pany,  Campbell’s  assignee,  had  lost  his  right  to  a  pat¬ 
ent  thereto.” 

“We  are  convinced  that  the  evidence  fully  sus¬ 
tains  the  finding  of  the  tribunals  of  the  Patent  Of¬ 
fice  that  Mr.  Brown  concealed  this  invention  from 
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the  time  it  was  made,  in  1904,  until  Mr.  Campbell's 
machine  was  on  the  market,  in  1907,  and  that  it 
was  Mr.  Campbell's  disclosure  of  the  invention  to 
the  public  that  inspired  the  Brown  application.  We 
do  not  deem  it  necessary  to  review  the  evidence 
here,  since  that  has  been  so  satisfactorily  done  in 
the  Patent  Office.  We  therefore  agree  with  the 
Office  that  the  case  is  ruled  by  Mason  v.  Hepburn , 
13  App.  D.  C.  86;  Richards  v.  Burkholder ,  29  App. 
D.  C.  485;  Gordon  v.  Wentworth,  31  App.  D,  C.  150; 
and  other  cases  in  this  court." 

“  ‘No  man,  when  he  hath  lighted  a  candle,  put- 
teth  it  in  a  secret  place,  neither  under  a  bushel, 
but  on  a  candle  stick,  that  they  which  come  in  may 
see  the  light.' — St.  Luke,  11:33." 

“The  man  who  secrets  his  invention!  maker, 
easier  and  plainer  the  path  of  no  one.  He  contrib¬ 
utes  nothing  to  the  public.  Over  and  over  has  it 
been  repeated  that  the  object  of  the  patent  system 
is,  through  protection,  to  stimulate  inventions,  and 
inventors  ought  to  understand  that  this  is  for  the 
public  good.  Where  an  invention  is  made  and  hid¬ 
den  away,  it  might  as  well  never  have  been  made 
at  all, — at  least  so  far  as  the  public  is  concerned. 
The  law  owes  nothing  to  such  an  inventor ,  and  to 
permit  him  to  lie  in  wait,  so  to  speak,  for  one  who, 
independently  and  in  good  faith,  proceeds  to  make 
and  disclose  to  the  public  the  same  invention,  would 
be  both  unjust  and  against  the  policy  of  the  patent 
laws.  In  the  eyes  of  the  law  he  is  not  the  prior  in¬ 
ventor.”  ( Italics  ours ) 

: 

In  the  very  recent  case  of  Seppmann  v.  Roden  et  ad., 
46  Fed.  (2d)  186  (1931)  (C.C.P.A.),  Lenroot,  Judge, 
states  with  regard  to  the  question  of  reduction  to  prac¬ 
tice  on  page  188: 

“Not  only  has  appellant  failed  to  prove  his 
case  beyond  a  reasonable  doubt,  but  his  conduct, 
subsequent  to  the  alleged  successful  tests,  clearly 
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indicates  a  complete  lack  of  appreciation  of  the  use¬ 
fulness  of  his  device.  Accordingly,  this  court  is 
warranted  in  presuming  that  the  appellant  did  not 
reduce  the  invention  to  practice  during  the  sum¬ 
mer  and  fall  of  1922,  and  that  the  tests  then  made 
were,  in  fact,  merely  abandoned  experiments.  Va - 
nore  v.  Improta,  58  App.  D.  C.  130;  25  Fed.  (2d) 
918.” 

And  upon  the  question  relating  to  the  “principle  akin” 
to  the  doctrine  of  equitable  estoppel,  the  Court  stated 
on  page  188: 

“However,  the  decision  need  not  rest  upon  this 
proposition.  For ,  if  appellant  completed  his  inven¬ 
tion ,  as  held  by  the  Board  of  Appeals,  the  evidence 
is  inconsistent  with  any  conclusion  other  than  that 
he  deliberately  and  wilfully  postponed  his  claims 
to  a  patent  and  withheld  his  invention  from  the 
public  for  the  purpose  of  securing  an  advantage  not 
warranted  by  the  patent  laws.  Accordingly ,  a  ‘prin¬ 
ciple  akin ’  to  the  doctrine  of  equitable  estoppel  is 
applicable,  and  appellant  is  not  entitled  to  an  award 
of  priority.  Kendall  et  al  v.  Winsor,  62  U.  S.  (21 
How.  )  322,  16  L.  Ed.  165;  Mason  v.  Hepburn,  13 
App.  D.  C.  86;  In  Re  Mower,  15  App.  D.  C.,  144; 
Donald  A.  Miller  v.  Eber  J.  Hayman,  46  Fed.  (2d) 
188,  18  C.  C.  P.  A. — ,  decided  concurrently  here¬ 
with.”  (Italics  ours) 

We  respectfully  submit  that  Rice  is  entitled  to  a 
finding  by  this  Honorable  Court  that  Brookby,  the  man 
who,  during  the  years  1922,  1923  and  1924,  directed  the 
filing  of  Applications  for  Letters  Patent  for  the  United 
States  Gypsum  Company,  as  heretofore  stated,  learned 
of  the  activities  of  Bayer  in  the  field  of  the  invention 
by  reading  the  notice  thereof  in  the  March  10,  1924 
issue  of  “Chemical  Abstracts”  because  Brookby  admit¬ 
ted,  (R.,  Vol.  n,  p.  290)  that: 

(a)  “Chemical  Abstracts”  flowed  over  his  desk, 
and 
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(b)  He  relied  upon  it  to  keep  himself  “posted  on 
general  advances  in  the  art  as  it  goes  along 
in  the  industry”. 

The  Court  below  in  its  fifteenth  finding  of  fact,  (R., 
Vol.  I,  p.  74)  found,  inter  alia ,  that  the  United  States 
Gypsum  Company  “had  no  knowledge  of  the  publication 
of  information  relating  to  the  subject  matter  of  the 
alleged  invention  of  Bayer  prior  to  the  filing  of  the  Roos 
Patent  Application  aforesaid”.  Because  of  Brookby’s 
direct  admission  to  the  contrary,  as  above  referred  to, 
we  respectfully  submit  that  the  Court  below  erred  in 
so  finding.  As  above  stated,  Brookby,  the  man  in  charge 
of  filing  Applications  for  the  United  States  Gypsum 
Company,  unequivocably  admitted  that  he  relied  upon 
“Chemical  Abstracts”  “to  keep  himself  posted  in  this 
art”,  and  that  “Chemical  Abstracts”  were  flowing  over 
his  desk.  There  surely  can  be  no  denying  in  this  case 
that  Brookby’s  knowledge  concerning  Bayer’s  activi¬ 
ties  wras  the  knowledge  of  the  United  States  Gypsum 
Company.  Brookby  in  1924  was  the  Production  Man¬ 
ager  of  the  United  States  Gypsum  Company  and  also 
Manager  of  its  Development  and  Research  Departments. 

In  this  connection,  we  desire  to  call  the  attention 
of  this  Honorable  Court  to  the  case  of  New  York  Life 
Insurance  Co.  v.  Simons ,  et  al.}  60  Fed.  (2d)  30,  32, 
where  it  is  said: 

“For  an  appellate  court  to  hold  that  a  finding 
of  fact  by  a  sitting  justice  in  an  equity  case  is  clear¬ 
ly  wrong,  it  is  not  necessary  that  there  shall  be  no 
substantial  evidence  to  support  it;  but,  if  it  clearly 
appears  to  the  appellate  court  that  the  great  weight 
of  the  evidence  is  clearly  contrary  to  the  factual 
finding  of  the  sitting  justice,  or  the  inference  of 
the  sitting  justice  from  proven  facts  is  unreason¬ 
able,  then  his  finding  may  be  disregarded,  and  the 
appellate  court  determine  the  facts  from  the  evi- 
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dence  before  it,  or  may  draw  different  conclusions 
from  the  facts  found.” 

In  the  case  of  Williams  v.  Williams,  61  Fed.  (2d) 
257  (1932),  the  Circuit  Court  of  Appeals,  Seventh  Cir¬ 
cuit,  stated  in  its  opinion  beginning  on  page  262: 

“*  *  *  On  the  question  of  the  mental  ca¬ 

pacity  or  incapacity  of  Thomas  during  this  period, 
the  master  and  the  District  Court  are  not  fully  in 
accord.  The  finding  of  the  District  Court  on  this 
issue  is  presumably  correct,  but  it  may  be  success¬ 
fully  assailed  if  the  court  went  against  the  clear 
weight  of  the  evidence.  Uihlein  v.  Gen.  Electric  Co. 
(C.  C.  A.)  47  F.  (2d)  997,  1002,  and  cases  there 
cited.  We  have  accordingly,  examined  all  of  the 

evidence  in  the  record  bearing  upon  this  question. 
-*■*■*• 

“After  an  examination  of  the  entire  record,  we 
conclude  that  the  clear  weight  of  the  evidence  sup¬ 
ports  the  conclusion  of  the  master  on  this  issue  of 
fact,  and  that,  accordingly,  the  finding  of  the  Dis¬ 
trict  Court  on  this  issue  is  against  the  clear  weight 
of  such  evidence.” 
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n.  ROOS  DID  NOT  REDUCE  HIS  ALLEGED  IN¬ 
VENTION  TO  PRACTICE  PRIOR  TO  DECEMBER 
21,  1922,  RICE’S  FILING  DATE. 


(Note:  This  point  of  our  argument  covers  Errors 
Relied  Upon  Nos.  1,  6,  7,  10,  11,  12,  13,  16  and  17,  see 
Brief,  p.  14  to  20. 


A.  The  United  States  Gypsum  Company  filed  two 
Appplications  for  Letters  Patent  on  the  process  in  is¬ 
sue  on  August  20,  1924,  one  of  which  was  filed  in  the 
name  of  Roos  and  the  other  in  the  joint  name  of  Roos 
and  Allison.  Allison  did  not  enter  the  employment  of 
the  United  States  Gypsum  Company  until  March  15, 
1924. 

In  the  Patent  Office  Proceedings,  Brookby  testified, 
(R.,  Vol.  II,  p.  290)  :  j 

“I  think  there  were  two  applications.  I  do  not 
recall  just  the  separation  in  the  two  applications 
at  this  time." 


Without  Rice’s  new  evidence  which  was  introduced 
in  the  Supreme  Court  Proceeding,  this  extremely  im¬ 
portant  testimony  of  Brookby’s  was  of  little  significance. 
When  considered,  however,  in  connection  with  Rice’s 
new  evidence  concerning  Allison’s  connection  with  the 
process  in  issue,  as  hereinafter  set  forth,  it  becomes  of 
vital  importance  in  the  determination  of  the  causes  now 
before  this  Honorable  Court. 


The  two  Applications  for  Letters  Patent  which  were 
filed  by  the  United  States  Gypsum  Company  on  August 
20,  1924  cover  but  one  invention  which  is  the  process 
in  issue.  This  fact  is  apparent  not  only  from  a  com¬ 
parison  of  these  two  Applications,  but  also  from  the 
“File  Wrapper  and  Contents’’  in  the  Matter  of  the 
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Abandoned  Application  of  Roos  and  Allison  which 
shows  the  rulings  of  the  Patent  Office  with  respect  to 
this  Joint  Abandoned  Application. 

A  copy  of  the  Application  filed  by  the  United  States 
Gypsum  Company  in  the  name  of  Roos  constitutes  part 
of  Rice’s  Exhibit  X,  and  is  to  be  found  at  pages  682  to 
686  inclusive  of  Vol.  Ill  of  the  Record. 

A  copy  of  the  Abandoned  Application  which  was 
filed  by  the  United  States  Gypsum  Company  in  the  joint 
name  of  Roos  and  Allison,  together  with  the  “File 
Wrapper  and  Contents”,  constitute  Rice’s  Exhibit  M 
and  are  to  be  found  at  pages  774  to  789  inclusive  of  Vol. 
Ill  of  the  Record. 

It  is  to  be  noted  that  both  the  Roos  Application  and 
the  Joint  Roos  and  Allison  Application  were  subscribed 
and  sworn  to  on  July  24,  1924,  ( R.,  Vol.  Ill,  pp.  686  and 
779 ) . 

The  specification  of  the  Roos  Application  states, 
(R.,  Vol.  Ill,  p.  684)  : 

“A  specific  example  of  the  process  with  ap¬ 
proximate  quantities  of  the  materials  used  is  as 
follows:  One  part  of  powdered  soapbark  is  added 
to  160  parts  of  water  and  allowed  to  soak  for  a  few 
minutes.  This  solution  is  vigorously  agitated  until 
the  liquid  is  entirely  beaten  into  a  stiff  foam.  Two 
hundred  parts  of  calcined  gypsum  are  now  added  to 
the  foam  and  stirred  into  it  until  its  distribution 
is  complete.  This  foam,  when  stirred  into  a  mass 
of  twelve  hundred  parts  of  calcined  gypsum  and 
the  required  amount  of  water  to  bring  it  to  normal 
consistency,  will  effect  a  reduction  in  weight  of  the 
subsequently  set  or  hardened  mass  of  about  30%.” 
(Italics  ours) 

The  specification  of  the  Joint  Roos  and  Allison  Ap¬ 
plication  states,  (R.,  Vol.  HE,  pp.  776,  777) : 
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“A  specific  example  of  the  process  with  ap¬ 
proximate  quantities  of  materials  used  is  as  fol¬ 
lows  :  0.6  parts  of  soapbark  ( Quillaja )  are  stirred 
into  170  parts  of  water,  to  this  are  added  5  parts  of 
finely  ground  calcium  carbonate.  This  mixture  is 
stirred  sufficiently  to  keep  the  calcium  carbonate 
in  suspension.  20  parts  of  a  10%  solution  of  sul¬ 
phuric  acid  are  now  added  slowly.  An  instantane¬ 
ous  reaction  results  and  the  whole  liquid  is  ex¬ 
panded  into  a  fine  grained  foam  of  several  times 
the  bulk  of  the  original  solution.  To  this  foam  are 
added  200  parts  of  calcined  gypsum  and  the  mass 
is  stirred  until  complete  distribution  is  accom¬ 
plished.  The  product  will  harden  or  set  after  a 
short  time  and  produce  the  material  described 
above.”  (Italics  ours)  i 

i 

A  comparison  of  the  Roos  specification  with  the 
Roos  and  Allison  specification  as  above  set  forth  shows 
that: 

(a)  The  use  of  a  foam  is  specified  in  both  ap¬ 
plications,  and  i 

( b )  200  parts  of  calcined  gypsum  are  stirred  into 
the  foam  in  both  Applications. 

The  function  of  the  addition  of  the  200  parts  of 
calcined  gypsum  to  the  foam  is  similarly  described  in 
both  Applications.  In  the  Roos  Application,  it  is  stated 
to  be  (R.,  Vol.  Ill,  p.  683)  : 

“This  foam  may  be  whipped  into  a  fine  grained 
form,  and  to  further  stabilize  it,  it  has  been  found 
desirable  to  stir  into  it  a  certain  quantity  of  cal¬ 
cined  gypsum.  This  addition  was  found  to  rein¬ 
force  the  walls  of  the  bubbles  to  such  an  extent 
that  the  foam  might  be  preserved  indefinitely  ” 
(Italics  ours) 

The  function  of  the  addition  of  the  200  parts  of 
calcined  gypsum  to  the  foam  is  similarly  described  in 
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the  Joint  Roos  and  Allison  Application  as  follows,  (R., 
Vol.  m,  p.  776)  : 

"While  this  foam  is  semi-permanent  for  a 
period  of  several  hours,  it  has  been  found  that  the 
incorporation  of  a  cementitious  material  such  as 
calcined  gypsum  or  quick  setting  cements  in  with 
the  foam  after  its  formation,  will  preserve  the 
structure  and  bulk  of  the  foam  permanently.  This 
is  brought  about  by  the  fact  that  the  cementitious 
material  forms  a  protective  coating  around  the  in¬ 
dividual  gas  bubbles  and  the  subsequent  hardening 
of  this  material  produces  a  stable  aggregate  of 
the  same  structure  as  the  original  foam  ”  (Italics 
ours) 

The  above  comparison  of  the  function  of  the  "200 
parts  of  calcined  gypsum”  to  the  foam  thus  proves  that 
in  both  Applications  200  parts  of  calcined  gypsum  was 
added  to  the  foam  in  order  to  "reinforce  the  walls  of 
the  bubbles”  so  as  to  prevent  them  from  breaking  down 
during  the  mixing  of  the  foam  with  the  cementitious 
material. 

As  noted  in  the  specifications  taken  from  these  two 
Applications,  as  above  set  forth,  the  ingredients  of  the 
foam  as  described  in  the  Roos  specification,  above  set 
forth,  are  different  from  the  ingredients  as  set  forth 
in  the  specification  of  the  Roos  and  Allison  Joint  Ap¬ 
plication  supra.  In  the  Roos  Application  the  foam  is 
made  by  the  use  of  one  part  of  powdered  soap-bark  and 
160  parts  of  water,  while  in  the  Roos  and  Allison  Joint 
Application,  the  foam  is  made  by  the  use  of  0.6  parts 
of  soap-bark,  150  parts  of  water,  5  parts  of  calcium 
carbonate,  and  20  parts  of  a  10%  solution  of  sulphuric 
acid.  In  other  words,  the  foam,  as  described  in  the 
Roos  Application,  is  a  "mechanical  foam”,  as  those 
words  are  used  throughout  the  Record,  and  the  foam 
described  in  the  Roos  and  Allison  Joint  Application  is 
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a  “chemical  foam”,  as  those  words  are  used  through¬ 
out  the  Record. 

In  passing,  we  desire  at  this  point  to  call  the  at¬ 
tention  of  the  Court  to  the  fact,  as  admitted  by  Roos 
in  his  cross  examination  in  the  Supreme  Court  Pro¬ 
ceeding  (R.,  Vol.  II,  p.  426),  that  the  paper  covered 
specimen,  Roos'  Exhibit  No.  10,  and  the  wallboard  speci¬ 
mens,  Roos’  Exhibits  Nos.  11  and  14,  were  all  made  by 
the  use  of  a  “chemical  foam”  by  the  use  of  the  formula 
which  is  specified  in  the  Joint  Roos  and  Allison  Appli¬ 
cation,  as  above  set  forth.  We  shall  again  refer  to  this 
fact  later  under  point  II  of  our  Argument. 

The  above  comparison  of  the  specifications  of  the 
Roos  Application  and  the  Roos  and  Allison  Joint  Appli¬ 
cation  thus  conclusively  proves  that  the  only  difference 
in  the  specifications  of  these  two  Applications  is  that 
one  specifies  the  use  of  a  mechanically  made  foam  and 
the  other  specifies  the  use  of  a  chemically  made  foam. 
They  are  identical  in  the  following  two  respects: 

(a)  Both  Applications  specify  the  addition 

of  200  parts  of  calcined  gypsum  to  the  foam  in  or¬ 
der  to  “stabilize  it”  or  “reinforce  the  walls  of  the 
bubbles”,  and  j 

(b)  Both  Applications  are  included  within 
the  count  in  issue  because  both  of  them  describe  a 
“process  of  forming  a  cellular  cement  which  com¬ 
prises  forming  a  tenacious  foam  and  mixing  the 
foam  with  a  cement.” 

The  File  Wrapper  and  Contents  of  the  Ab^^oned 
Joint  Roos  and  Allison  Application,  (R.,  Vol.  m,  pp. 
774  to  789  incl.)  proves  that  the  Patent  Office  consid¬ 
ered  both  of  these  Applications  as  covering  but  one  in¬ 
vention  which  is  the  process  in  issue.  An  examination 
of  this  “File  Wrapper  and  Contents”  shows  how  Coun¬ 
sel  for  the  United  States  Gypsum  Company  ingeniously 
tried  to  distinguish  between  these  two  Applications  by 
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making  the  amendments  to  the  Joint  Roos  and  Allison 
Application,  after  the  declaration  of  the  Interference, 
which  appear  on  page  787  of  Vol.  in  of  the  Record  and 
which  are  contained  in  Langdon  Moore’s  letter  of  Au¬ 
gust  13,  1926  addressed  to  the  United  States  Patent 
Office.  In  this  letter,  Langdon  Moore,  the  Patent  At¬ 
torney  for  the  United  States  Gypsum  Company,  con¬ 
tends  (R.,  Vol.  Ill,  p.  787  )  that  the  claims  of  the  Joint 
Roos  and  Allison  Application  “as  thus  amended,  are, 
therefore,  believed  to  distinguish  the  present  invention 
from  the  issue  of  the  interference,  or  from  any  of  the 
claims  in  the  application  in  interference”.  The  Patent 
Office,  however,  refused  to  sustain  this  contention  and 
stated  in  their  letter  addressed  to  Langdon  Moore  of 
date  August  23,  1926  that,  (R.,  Vol.  Ill,  p.  789)  : 

“Argument  of  counsel  has  been  carefully  con¬ 
sidered.  The  differences  urged  for  the  present  ag¬ 
gregate  over  those  of  the  prior  art  apply  only  to 
the  ‘hardened  foam’  or  cellular  material  covered  by 
the  issue  of  the  interference.  As  is  to  be  expected, 
the  use  of  such  an  aggregate  imparts  to  the  result¬ 
ing  product  the  light,  cellular  structure  character¬ 
istic  of  the  aggregate.  It  appears  immaterial  to 
patentability  whether  the  composition  described  in 
the  issue  is  used  for  block  directly,  or  crushed  and 
used  as  aggregate.  The  composition  and  its  charac¬ 
teristics  are  the  same.” 

As  stated  in  the  Statement  of  the  Case,  supra,  the 
Roos  and  Allison  Joint  Application  was  placed  in  inter¬ 
ference  with  the  Rice  Application,  the  Bayer  Applica¬ 
tion,  and  the  Roos  Application.  This  fact  alone  proves 
that  the  Patent  Office  considered  the  Roos  and  Allison 
Joint  Application  as  covering  the  same  invention  as  is 
covered  by  the  Roos  Application. 

This  brings  us  to  the  very  pertinent  question :  Why 
did  Brookby  direct  the  filing  of  two  Applications  by  the 
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United  States  Gypsum  Company  on  the  process  in  issue  ? 
Every  Patent  Attorney  with  any  amount  of  experience 
could  readily  answer  this  question.  The  answer  is  this : 
As  stated  under  Point  I  of  our  Argument,  Brookby  read 
of  the  activities  of  Bayer  in  the  field  of  this  invention 
in  the  March  10,  1924  issue  of  “Chemical  Abstracts.” 
He,  therefore,  definitely  knew  that  some  one  else  was 
working  in  the  field  of  this  invention  and  he  called  this 
fact  to  the  attention  of  the  Patent  Attorney  for  the 
United  States  Gypsum  Company,  who,  in  the  year  1924 
and  prior  thereto,  devoted  all  his  time  to  the  patent  busi¬ 
ness  of  the  United  States  Gypsum  Company  and  main¬ 
tained  his  office  within  the  general  offices  of  that  Com¬ 
pany  in  Chicago,  (R.,  Vol.  II,  p.  574) .  Two  Applications 
on  the  process  in  issue  were  filed  by  the  United  States 
Gypsum  Company  in  order  to  prevail  over  Bayer  in  the 
event  that  Bayer  or  some  one  else  would  claim  an  earlier 
priority  date  in  the  Interference  Proceeding.  The  United 
States  Gypsum  Company  filed  the  Joint  Roos  and  Alli¬ 
son  Application  on  the  process  in  issue  which  could  be 
used  in  the  Interference  Proceeding,  provided  Bayer  or 
some  one  else  did  not  claim  a  priority  date  earlier  than 
the  year  1924  when  Allison  started  to  work  on  the 
process  in  issue,  and  they  filed  the  Roos  Application  on 
the  process  in  issue  upon  the  same  day  which  they 
could  use  in  the  Interference  Proceedings  to  claim  a  re¬ 
duction  to  practice  date  back  in  the  year  1924  if  such 
a  claim  was  necessary  in  order  to  prevail  in  the  Inter¬ 
ference  Proceeding  with  Bayer  or  some  one  else  who 
might  be  working  in  the  field  of  the  invention.  Every 
Patent  Attorney  knows  that,  although  unscrupulous, 
such  a  practice  is  of  common  occurrence  in  the  practice 
of  Patent  Law.  When  an  unscrupulous  Patent  Attor¬ 
ney  fears  an  Interference  Proceeding,  he  files  two  ap¬ 
plications  on  his  client’s  invention,  and  in  his  Prelim- 
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inary  Statement  filed  in  connection  with  one  of  them, 
he  alleges  the  true  dates  of  conception  and  reduction  to 
practice,  but  in  the  Preliminary  Statement  filed  in  con¬ 
nection  with  the  other  application,  he  alleges  fraudulent 
and  earlier  conception  and  reduction  to  practice  dates 
in  order  to  gain  priority  over  some  other  inventor  who 
might  be  working  in  the  field  of  the  same  invention,  if 
another  inventor  shows  up  by  notice  of  an  interference 
declared  by  the  United  States  Patent  Office.  After  the 
Interference  has  been  declared  and  after  the  unscrupu¬ 
lous  Patent  Practitioner  has  gained  access  to  the  file  of 
his  opponent,  he  then  uses  his  fraudulent  dates  of  con¬ 
ception  and  reduction  to  practice  only  if  forced  to  do  so 
by  the  dates  alleged  by  his  opponent. 

Such  a  practice  was  followed  by  the  Untied  States 
Gypsum  Company  when  they  filed  both  the  Roos  Appli¬ 
cation  and  the  Roos  and  Allison  Joint  Application  on  the 
process  in  issue  on  August  20,  1924.  They  knew  that 
Roos  and  Allison,  experimenting  jointly  on  the  process 
in  issue  after  Allison  entered  the  employment  of  the 
United  States  Gypsum  Company  in  March  1924,  finally 
discovered  how  to  make  a  foam  sufficiently  tenacious  to 
stand  mixing  with  a  cementitious  material.  This  they 
did,  as  a  result  of  their  joint  work  in  1924  by  adding 
200  parts  of  calcined  gypsum  to  the  foam  as  described 
in  the  specifications  of  both  the  Roos  Application  and 
the  Roos  and  Allison  Joint  Application,  as  above  set 
forth.  They  also  knew,  however,  after  Brookby  read  of 
the  activities  of  Bayer  in  the  field  of  the  invention  in 
the  March  10,  1924  issue  of  “Chemical  Abstracts,”  that 
when  they  filed  such  an  application  in  the  joint  name 
of  Roos  and  Allison,  it  would  probably  be  declared  in 
interference  with  an  application  filed  by  Bayer,  and  fur¬ 
ther,  they  knew  that  on  such  a  Joint  Application  they 
could  not  allege  a  reduction  to  practice  date  earlier  than 
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the  year  1924  because  Allison  did  not  start  to  work  for 
the  United  States  Gypsum  Company  on  the  foam  process 
until  March  of  that  year.  It  was  because  of  this  situa¬ 
tion  that  the  United  States  Gypsum  Company  commit¬ 
ted  their  fraud  upon  the  United  States  Patent  Office. 
They  dug  into  Roos’  old  note  books  and  they  discovered 
that  back  in  the  year  1922,  he  had  been  experimenting 
with  saponin  to  make  a  foam  and  gum  arabic  to  stabilize 
it.  They  frantically  tried  to  find  some  fabricated  gypsum 
products  that  were  made  during  the  earlier  experimen¬ 
tation  of  Roos  but  they  were  only  able  to  find  the  patty, 
Roos’  Exhibit  No.  4,  the  paper  covered  Exhibit  No.  10, 
and  the  wallboard  specimens,  Roos’  Exhibits  Nos.  11  and 
14.  They  could  not  find  any  tile  or  block.  They  decided, 
however,  to  file  a  second  application  in  the  name  of  Roos 
alone  which  they  could  tie  up,  in  their  Preliminary 
Statement,  with  Roos’  1922  abandoned  experiments  if 
necessary  in  the  Interference  Proceeding  with  Bayer  or 
any  one  else  who  might  have  filed  an  application  on  the 
process  in  issue.  In  other  words,  they  intended  to  use 
the  Roos  and  Allison  Joint  Application  if  they  did  not 
need  a  priority  date  earlier  than  the  year  1924,  and  they 
intended  to  use  the  Roos  Application  if  it  was  necessary 
to  revert  to  Roos’  earlier  abandoned  experiments; 

In  the  Patent  Office  Proceedings,  Rice  did  not  have 
sufficient  evidence  to  expose  this  fraud  of  the  United 
State  Gypsum  Company.  Rice  did,  however,  expose  it 
in  the  Supreme  Court  Proceeding. 

Allison  was  not  called  as  a  witness  in  the  Patent 
Office  Proceedings.  Because  of  his  connection  with  the 
process  in  issue,  it  was  to  the  interest  of  the  United 
States  Gypsum  Company  to  keep  him  away  from  the 
Patent  Office.  In  the  Patent  Office  Proceedings;  the 
United  States  Gypsum  Company  was  claiming  a  reduc- 
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tion  to  practice  back  in  1922  and  Allison’s  connection 
with  the  process  in  issue  did  not  take  place  until  subse¬ 
quent  to  March  15, 1924.  Rice,  however,  forced  Allison’s 
presence  in  the  Court  below  and  his  testimony  taken 
therein  spells  disaster  for  the  case  of  the  United  States 
Gypsum  Company  because  therein  he  admitted  that  he 
got  the  idea  of  adding  calcined  gypsum  to  the  bubble 
from  his  previous  experience  in  the  Research  Depart¬ 
ment  of  the  Anaconda  Copper  Company  where  he  had 
been  working  with  foam  in  connection  with  the  flotation 
mineral  separation  process.  Allison  testified  (R.,  Vol. 
II,  p.  342)  : 

“Q.  Did  you  get  this  idea  of  adding  gypsum 

from  your  previous  employment  at  Anaconda?” 

“A.  Oh,  yes.” 

Thus  it  was  Allison  who  “reinforced  the  walls  of 
the  bubbles”  by  adding  calcined  gypsum  to  Roos’  foam. 
It  was  Allison  who  was  responsible  for  the  addition  of 
200  parts  of  calcined  gypsum  to  the  foam  in  order  to 
“stabilize”  it  and  “reinforce  the  walls  of  the  bubbles”  as 
stated  in  the  specifications  of  both  the  Roos  application 
and  the  Roos  and  Allison  Joint  Application,  as  above 
set  forth.  It  was  Allison  who  made  the  foam  for  the 
United  States  Gypsum  Company  which  was  sufficiently 
tenacious  to  stand  mixing  with  other  cementitious  ma¬ 
terials  in  the  manufacture  of  their  fabricated  gypsum 
products.  It  was  Allison  who  converted  Roos’  aban¬ 
doned  experiments  of  August,  1922,  into  a  reduction  to 
practice  for  the  United  States  Gypsum  Company  in’ the 
year  1924.  Allison’s  testimony,  as  given  by  him  in  his 
cross  examination  in  the  Supreme  Court  Proceeding,  is 
thus  of  primary  importance  in  this  case  and  we,  there¬ 
fore,  liberally  quote  from  portions  thereof  in  this  Brief. 

Allison  testified  (R.,  Vol.  II,  pp.  329,  330  and  331) 
that  he  is  employed  by  the  United  States  Gypsum  Com- 
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pany  at  the  present  time  as  Works  Manager  at  South¬ 
ard,  Okla. ;  that  he  started  to  work  with  the  United 
States  Gypsum  Company  at  their  Fort  Dodge  plant  at 
Fort  Dodge,  Iowa,  on  March  15,  1924;  that  prior  to  that 
time  he  worked  for  the  Anaconda  Copper  Company  at 
Anaconda,  Montana,  in  the  Research  Department  of  that 
company  where  he  came  in  contact  with  most  of  the 
processes  which  were  being  used  at  the  Anaconda  plant 
for  the  extraction  of  ores  by  the  flotation  mineral  sepa¬ 
ration  process ;  that  he  worked  for  the  Anaconda  Copper 
Company  for  approximately  three  and  one-half  years 
before  he  went  with  the  United  States  Gypsum  Com¬ 
pany;  that  he  had  the  education  of  a  chemist;  that  at 
Anaconda  they  used  mainly  the  mineral  separation  flo¬ 
tation  machines  in  which  machines  the  ore  was  finely 
ground,  to  which  was  added  large  quantities  of  Water; 
that  these  machines  produced  a  foam,  which  foam  caused 
the  fine  particles  of  the  minerals,  which  came  in  contact 
with  it,  to  follow  the  outside  of  the  bubbles  and  coat  the 
bubbles  of  the  foam;  that  the  mineral  particles,  with 
the  addition  of  reagents,  attach  themselves  to  air  bub¬ 
bles  and  rise  to  the  surface;  that  by  reagents  he  is  re¬ 
ferring  to  certain  substances  which  are  placed  into  a 
solution  in  order  to  give  the  solution  the  peculiar  at¬ 
tribute  of  causing  bubbles  to  draw  the  ore;  that  when 
he  worked  for  the  Anaconda  Copper  Company,  he 

worked  in  their  Research  Department  and  became 

| 

familiar  with  this  process  of  foam  or  suds  or  the  flota¬ 
tion  froth;  that  he  wrote  an  application  to  the  United 
States  Gypsum  Company  which  was  accepted  and  he 
arrived  at  Fort  Dodge  and  went  to  work  there  for  the 
United  States  Gypsum  Company  on  March  15,  1924. 

The  above  referred  to  testimony  of  Allison,  as  given 
in  the  Supreme  Court  Proceedings,  conclusively  proves 
that  at  the  time  he  entered  the  employment  of  the 


134 


United  States  Gypsum  Company  at  their  Fort  Dodge 
plant  subsequent  to  March  15,  1924,  he  possessed  an  ex¬ 
tensive  background  of  knowledge  and  experience  with 
foams  and  bubbles  which  he  gained  from  his  activities 
as  a  chemist  in  the  Research  Department  of  the  Ana¬ 
conda  Copper  Company.  Foams  and  bubbles  were, 
therefore,  old  art  to  him.  Likewise  the  addition  of 
reagents  to  the  foam  to  impart  to  that  foam  certain 
characteristics  was  a  practice  with  which  he  was  famil¬ 
iar  at  the  time  he  entered  the  employment  of  the  United 
States  Gypsum  Company  in  1924.  This,  in  fact,  was  the 
reason  why  the  United  States  Gypsum  Company  em¬ 
ployed  Allison  and  put  him  to  work  with  Roos  in  the  Re¬ 
search  Department  of  the  United  States  Gypsum  Com¬ 
pany  in  1924. 

Let  us  next  examine  the  disclosures  of  the  Record 
with  respect  to  Allison’s  activities  in  connection  with 
foams  or  bubbles  after  he  entered  the  employment  of 
the  United  States  Gypsum  Company  on  March  15,  1924. 
Allison  testified  (R.,  Vol.  II,  p.  331)  : 

“Q.  You  made  some  experiments;  and  w’hat 
was  your  contribution  to  this  process?  A.  In  the 
course  of  developing  and  becoming  familiar  with 
the  process,  I  many  times  made  up  batches  of  foam 
and  added  various  reagents  to  them  to  familiarize 
myself  with  what  this  process  would  do,  and  what 
it  was  all  about  at  the  time.  I  can  give  you  an  ex¬ 
ample  of  the  nature  of  the  experiments — the  whip¬ 
ping  up  of  a  batch  of  foam  and  the  addition  in  vari¬ 
ous  quantities  to  plastic  masses  of  calcined  gypsum 
and  water  to  determine  the  porosity  and  weight  and 
stability  and  the  general  characteristics.” 

Allison  further  testified  (R.,  Vol.  II,  p.  332)  : 

“In  the  development  of  the  process  in  issue, 
after  I  went  to  work  for  the  United  States  Gypsum 
Company  on  March  15,  1924,  I  would  make  a  foam 
and  then  I  used  this  calcined  gypsum  in  the  form 
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of  a  powder  or  paste.  When  I  say  ‘paste’  I  mean 
a  powder  that  has  some  moisture  in  it.  Calcined 
gypsum  itself  is  inactive.  It  is  always  necessary 
to  add  water  to  it  to  get  it  into  a  fluid  mass  before 
it  is  workable,  before  you  can  handle  the  material. 
In  becoming  familiar  with  gypsum,  naturally  I 
found  the  normal  process  of  making  a  plaster  mix. 

“In  the  flotation  process  with  which  I  was  more 
or  less  familiar  at  Anaconda,  the  suds  or  bubbles 
would  take  up  the  material  and  when  certain  solids 
adhere  themselves  around  the  surface  of  a  bubble, 
they  make  the  bubble  stronger  and  more  tenacious. 
Normally  solids  have  a  tendency  of  destroying  the 
bubbles  in  my  opinion.  That  is  certain  solids.  But 
in  my  investigation  with  this  process  after  I  went 
to  the  Gypsum  Company,  I  found  that  calcined  gyp¬ 
sum  in  the  dry  state  has  a  tendency  to  destroy  a 
bubble,  and  any  admixture  of  gypsum  or  any  solid 
has  a  tendency  to  reduce  the  volume  of  a  froth  or 
foam.  The  foam  was  put  into  a  plastic  mass  of 
calcined  gypsum,  and  the  plastic  mass  had  water 
added  to  it  in  sufficient  quantities  to  give  it  mobil¬ 
ity.  The  water  is  added  in  a  ratio  of  about  two  or 
three  times  the  amount  required  for  chemical  com¬ 
position  to  bring  it  back  to  this  rock  form,  to  get 
it  into  a  plastic  mass.  Normally,  100  grams  of  gyp¬ 
sum  requires  from  60  to  80  cubic  centimeters  of 
water  before  becoming  fluid  or  mobile — that  is,  what 
we  call  normal  consistency — so  it  can  be  worked. 
So  the  normal  process  of  adding  foam  that  I  inves¬ 
tigated  was  the  addition  of  this  foam  to  the  mass 
of  gypsum  which  already  had  the  water  added  to 
it  in  excess  of  the  chemical  amount  required.  The 
foam  could  be  stirred  into  this  mass.  However,  on 
the  other  hand,  if  you  take  dry  gypsum  and  add  it 
to  foam,  you  destroy  the  foam.  You  could  not  use 
dry  gypsum  in  any  large  quantities — in  quantities 
large  enough  to  take  up  the  water  in  the  foam.  A 
small  amount  could  be  sprinkled  over  the  foam, 
naturally,  destroying  only  a  certain  portion  of  it.” 
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And  further,  Allison  testified  (R.,  Vol.  II,  p.  333)  : 

“Q.  Mr.  Allison,  I  am  directing  you  in  my 
present  interrogation  to  that  part  of  this  process 
which  you  said  that  you  contributed.  As  I  under¬ 
stood  you  yesterday,  when  you  talked  to  me  and 
my  associate  counsel,  your  contribution  to  this 
joint  patent,  was  the  contribution  of  the  calcined 
gypsum  in  connection  with  the  bubble  under  the 
process.  That  is  correct,  is  it  not?  A.  My  con¬ 
tribution  is  the  wrong  word.  It  is  our  contribution. 
It  is  our  application.  I  would  hesitate  to  say  ‘my 
contribution'.” 

On  Pages  335  and  336  of  Volume  II  of  the  Record, 
Allison  testified: 

“The  boards  had  up  to  that  time,  1924,  saw¬ 
dust  in  them.  To  the  plastic  mass  of  gypsum  was 
added  a  certain  percentage  of  sawdust  which  had 
an  effect  of  lightening  the  board,  and  assisted  some¬ 
what  in  the  mixture  so  that  it  was  not  as  sticky  as 
it  normally  would  have  been.  As  a  result  of  my 
work  and  experiments,  however ,  we  made  this  cal¬ 
cined  gypsum  product  and  then  ground  it  up  similar 
to  an  artificial  pumice  which  could  he  added  in  place 
of  sawdust. 

“After  my  work  on  the  foam  process,  my  work 
was  directed  to  the  assistance  in  the  development 
of  a  machine  to  attach  to  the  board  machine  at  Fort 
Dodge.  In  this  work,  I  had  the  assistance  of  me¬ 
chanics  and  various  other  workmen  at  Fort  Dodge. 

“When  I  went  with  the  United  States  Gypsum 
Company  at  its  Fort  Dodge  plant  on  March  15, 1924, 
Mr.  Roos  was  making  experiments  with  the  foam 
and  using  dextrinized  starch  at  the  time. 

“As  I  remember  it,  we  made  wallboad,  substi¬ 
tuting  therein  the  aggregate  for  the  sawdust  both 
on  a  machine  and  in  a  batch  process.  By  a  ‘batch 
process'  I  mean  the  use  of  a  vat  or  vessel  of  a  foam 
solution,  then  very  easily  beating  it  into  a  foam 
and  then  adding  the  foam  or  stirring  it  into  a  cal¬ 
cined  gypsum  plastic  mass  at  approximately  nor¬ 
mal  consistency ;  then  allowing  that  to  partially  set ; 
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then  crushing  it  up  either  in  a  dry  or  wet  condition 
and  then  adding  it  to  the  board  stream  or  the  mass 
of  gypsum  entering  into  the  product. 

“Q.  How  soon  after  you  began  your  experi¬ 
ments  on  using  this  calcined  gypsum  in  the  bubble, 
did  you  make  these  wallboards  where  the  mix, 
crushed  up,  took  the  place  of  the  sawdust?  A.  I 
expect,  as  I  remember  it,  that  it  was  around  in  May 
or  thereabouts — May,  June  or  July — somewhere 
along  in  that  time.” 

Allison  further  testified  upon  cross  examination  in 
the  Supreme  Court  Proceeding  (R.,  Vol.  II,  p  342)  : 

“Q.  When  you  started  to  put  calcined  gypsum 
into  this  process  did  you  put  in  a  lot,  or  did  you 
start  gradually,  trying  it  to  see  how  it  would  work 
as  to  quantity  ?  A.  When  we  started  it  was  a  more 
or  less  haphazard  mixture  of  the  two.  I  have  no 
recollection  of  the  quantities;  but,  naturally,  after 
that  it  was  developed  in  many  ways.  ; 

“Q.  Did  you  get  this  idea  of  adding  gypsum 
from  your  previous  employment  at  Anaconda?  A. 
Oh,  yes. 

“Q.  Was  this  what  suggested  it  to  you  the  fact 
that  the  final  mix  was  going  to  be  a  gypsum,  you 
thought  maybe  by  making  your  first  preliminary 
mix  to  make  your  bubble  good  by  adding  gypsum 
to  the  big  mass  it  would  adhere  better?  A.  It  is 
cheaper.  It  is  all  incorporated  into  a  solid  mass, 
and  the  gypsum  is  much  cheaper  than  the  dextrin- 
ized  paste. 

“Q.  Your  idea  was  that  if  you  could  put  gyp¬ 
sum  in  this  it  would  be  a  cheaper  process?  A.  Yes, 
sir. 

“Normally,  in  the  operation  of  the  wallboard 
machine  which  I  finally  worked  out  there  the  bubble 
only  has  to  stand  up  for  maybe  a  minute.  A  good 
tenacious  bubble  that  will  stand  up  and  be  tena¬ 
cious  for  a  minute  can  be  used  for  making  wallboard 
by  this  process  providing  the  slurry  into  which  it 
is  mixed  does  not  break  down  the  bubble.  If  the 
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bubble  is  tenacious  enough  to  stand  the  mechanical 
mixing  it  may  be  used  for  making  wallboard. 

“Q.  And  in  going  through  the  experimental 
stage  with  this  process,  this  thing  of  getting  a  bub¬ 
ble  that  was  tough  enough  to  stand,  what  it  had  to 
go  through  was  one  of  the  great  difficulties,  was  it 
not?  A.  I  presume  it  was,  because  a  foam  has  to 
be  stable.  It  is  the  discovering  of  the  reagents. 
Soap  bark  makes  a  stable  foam  of  itself. 

“Q.  But  soap  bark  alone  might  not  make  a 
foam  to  stand  shoving  around  with  finger  irons  and 
make  the  slurry  ?  A.  It  will  but  not  with  the  addi¬ 
tion  of  other  materials. 

“Q.  When  you  put  this  other  material  in;  for 
instance,  suppose  you  admit  a  powder  of  some  kind 
along  with  the  making  of  the  foam,  the  effect  of 
that  is  to  stiffen  your  bubble,  is  it  not?  A.  Prob¬ 
ably  to  weigh  it  down,  allowing  it  to  mix  much  more 
readily  with  this  large  mass  of  gypsum  slurry  that 
is  going  into  the  board.  That  is  the  essential  thing. 
It  makes  an  easier  mix  and  a  more  stable  mix.” 

Concerning  Allison’s  testimony,  as  above  set  forth, 
Roos  testified  on  cross  examination  in  the  Supreme  Court 
Proceeding  as  follows  (R.,  Vol.  II,  pp.  381,  382  and 
383 )  : 

“Q.  Do  you  know  when  Allison  was  employed? 
A.  About  the  first  of  March,  1924,  or  the  15th  of 
March,  1924. 

“Q.  He  states  that  he  experimented  with  you 
several  weeks  after  he  was  employed  on  stiffening 
the  bubble  in  the  foam  process.  Is  that  correct? 
A.  He  worked  in  the  laboratory  on  foam,  and  I  be¬ 
lieve  that  he  did  some  work  on  reinforcing  the  foam, 
stiffening  the  foam,  as  you  call  it. 

“Q.  He  states  that  his  contribution  was  the 
strengthening  of  the  bubble  by  adding  fine  gypsum 
dust  to  the  wall  of  the  bubble,  calcined  gypsum. 
Do  you  recollect  his  experiments  with  that?  A. 
His  experiments? 

“Q.  Yes.  A.  We  were  both  working  at  that 
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time.  I  was  directing  Mr.  Allison  in  the  use  of 
these  reinforcing  agents,  among  which  was  gyp¬ 
sum. 


“Q.  He  stated  that  you  were  working  with  dex¬ 
trine  starch,  as  I  recollect  it,  to  stiffen  the  bubble, 
and  he  was  working  with  calcined  gypsum,  and  that 
the  calcined  gypsum  end  of  the  job  was  his  contri¬ 
bution.  Is  that  correct?  A.  I  do  not  think  it  is, 
no  sir.  I  think  that  was  my  orginal  conception. 

“Q.  I  notice  in  looking  over  the  formulae  in¬ 
troduced  in  evidence  in  your  case  in  the  Patent  Of¬ 
fice  that  you  make  no  mention,  either  in  the  testi¬ 
mony  or  in  the  formulae,  of  the  strengthening  of 
the  bubble  by  the  use  of  a  powder,  either  calcined 
gypsum  or  dextrine  starch.  That  testimony  is 
wholly  lacking  in  the  Patent  Office  case,  and  I  as¬ 
sume  that  in  1922  you  were  not  stiffening  the  bub¬ 
ble  by  the  addition  of  a  powdered  gypsum  or  starch. 
Am  I  correct  in  that?  A.  I  was  using  dextrine 
and  gum  arabic. 


Pooler  admitted  on  cross-examination  in  the  Su¬ 
preme  Court  Proceedings,  (R.,  Vol.  II,  p.  557 )  that  he 
saw  Allison  working  with  the  foam  with  calcined  gyp¬ 
sum  in  March  or  April,  1924.  Pooler  further  testified 
in  the  Supreme  Court  Proceeding,  (R.,  Vol.  11,1  p.  566) 
that  he  did  not  know  what  chemicals  Allison  and  Roos 


were  fooling  with,  but  that  he  knew  that  they  were  try¬ 
ing  to  make  a  foam. 

B.  The  one  test  conducted  by  Roos  in  the  Labora¬ 
tory  of  the  United  States  Gypsum  Company  in  August 
of  1922  was  not  sufficient  to  demonstrate  that  the  new 
gypsum  tile  or  block  which  he  then  made  were  of  prac¬ 
tical  utility  as  building  material.  With  respect  to  Roos' 
alleged  reduction  to  practice,  the  Board  of  Appeals  of 
the  United  States  Patent  Office  stated  in  their  decision 
(R.,  Vol.  Ill,  pp.  716  and  717)  : 

“While  the  tile  made  by  Roos  in  August,  1922, 
as  noted  above,  were  not  tried  out  in  actual  build- 
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ing  construction,  the  evidence  shows  that  they  were 
subjected  to  the  usual  factory  tests.  Samples  of 
the  mix  that  went  into  the  tile  were  taken  and  tested 
as  indicated  in  'Exhibits  Nos.  5  and  6/  These  with¬ 
stood  compression  strains  over  360  pounds  to  the 
square  inch,  the  standard  of  the  U.  S.  Gypsum  Com¬ 
pany,  the  Assignee.  Roos  (Qs.  154,  174,  187,  283 
and  285) ;  Leimer  (Qs.  63,  75,  84,  96  and  97) ;  Theo¬ 
bald  ( Qs.  60  to  66 )  ;  Ruge  ( Qs.  125  to  129 )  ;  Brook- 
by  ( Qs.  114  to  123 )  all  testify  to  the  tests  and  the 
satisfactory  character  of  the  tile  made  in  August, 
1922. 

"We  agree  with  the  examiner  of  interferences 
that  this  testimony  satisfactorily  establishes  a  re¬ 
duction  to  practice  of  the  invention  by  Roos  on 
August  23  and  24,  1922,  and  that  actual  use  of  the 
tile  in  building  construction  was  not  necessary  to 
establish  a  reduction  to  practice  of  the  process  of 
the  count.” 

As  stated  above  by  the  Board  of  Appeals,  the  evi¬ 
dence,  which  was  introduced  by  the  United  States 
Gypsum  Company  in  the  Patent  Office  Proceedings,  did 
represent  that  the  tile  alleged  to  have  been  made  by 
Roos  on  August  23  and  24,  1922,  were  subjected  "to  the 
usual  factory  tests”.  Rice’s  new  evidence,  which  was 
introduced  into  the  Supreme  Court  Proceeding,  how¬ 
ever,  proves  that  the  United  States  Gypsum  Company’s 
Patent  Office  testimony,  with  respect  to  tests,  is  an¬ 
other  example  of  their  misrepresentations  made  to  that 
Department  of  the  United  States  Government.  Rice’s 
new  evidence  with  respect  to  the  usual,  customary  and 
well  recognized  tests,  which  were  being  applied  to  fab¬ 
ricated  gypsum  products  generally  throughout  the  gyp¬ 
sum  industry  in  the  years  1922,  1923  and  1924,  conclu¬ 
sively  proves  that  the  Patent  Office  Tribunals  were  in¬ 
fluenced  into  making  their  finding  of  reduction  to  prac¬ 
tice  by  Roos  in  the  year  1922  by  the  misrepresentations 
of  the  United  States  Gypsum  Company.  This  new  evi- 
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dence,  which  was  first  introduced  in  the  Supreme  Court 
Preceeding,  proves  that  Roos  did  not  subject  the  tile 
alleged  to  have  been  made  by  him  on  August  23  and  24, 
1922  to  such  tests  as  would  demonstrate  that  they  were 
of  practical  utility  for  the  purpose  for  which  they  were 
intended. 

For  the  purpose  of  argument,  let  us  accept  the  facts 
relating  to  the  making  of  Roos’  tile  on  August  23  and 
24,  1922,  as  they  were  stated  by  the  United  States  Gyp¬ 
sum  Company’s  own  witnesses  in  the  Patent  Office  Pro¬ 
ceeding.  As  stated  by  the  Board  of  Appeals  in  the 
quotation  above  set  forth,  the  United  States  Gypsum 
Company’s  witnesses  testified  in  the  Patent  Office  Pro¬ 
ceeding  that  “samples  of  the  mix  that  went  into  the 
tile  were  taken  and  tested  as  indicated  in  Exhibits  Nos. 
5  and  6”  (R.,  Vol.  Ill,  pp.  961  and  963).  “These  with¬ 
stood  compression  strains  over  360  pounds  to  the  square 
inch,  the  standard  of  the  U.  S.  Gypsum  Company,  the 
Assignee.”  The  Board  of  Appeals  next  states,  in  their 
quotation  above  set  forth,  that  “Roos,  Theobald,  Ruge 
and  Brookby  all  testified  to  the  tests  and  the  satisfac¬ 
tory  character  of  the  tile  made  in  August,  1922.”  The 
Board  of  Appeals  then  concludes,  from  this  evidence 
of  the  United  States  Gypsum  Company’s  witnesses,  as 
stated  in  their  quotation  set  forth  above:  “We  agree 
with  the  Examiner  of  Interferences  that  this  testimony 
satisfactorily  establishes  a  reduction  to  practice  of  the 
invention  by  Roos  on  August  23  and  24,  1922,  and  that 
actual  use  of  the  tile  in  building  construction  was  not 
necessary  to  establish  a  reduction  to  practice  of  the 
process  of  the  count.” 

i 

I 

It  thus  appears,  from  the  above  quotation  taken 
from  the  opinion  of  the  Board  of  Appeals  of  the  Patent 
Office  that  that  Tribunal  awarded  the  United  States 
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Gypsum  Company  a  reduction  to  practice  of  the  process 
in  issue  on  those  two  days  in  August,  1922,  when  Roos, 
according  to  his  testimony  (R.,  Vol.  II,  pp.  187  to  192), 
made  several  gypsum  building  tile  or  blocks  and  at  the 
same  time  tested  the  compressional  strength  of  a  2x4 
inch  cylinder,  in  the  dry  state,  in  a  compression  ma¬ 
chine.  As  shown  by  their  quotation  above  set  forth, 
the  Board  of  Appeals  also  seem  to  have  been  influenced, 
in  finding  the  said  reduction  to  practice,  by  the  testi¬ 
mony  of  Roos,  Leimer,  Theobald,  Ruge  and  Brookby,  all 
of  whom  were  employees  of  the  United  States  Gypsum 
Company,  who  testified  concerning  the  satisfactory 
character  of  the  tile  made  in  August,  1922.  An  exami¬ 
nation  of  the  Patent  Ofiice  testimony  of  all  these  em¬ 
ployees  of  United  States  Gypsum  Company  discloses 
that  each  of  them  based  his  opinion,  concerning  the  sat¬ 
isfactory  character  of  the  said  tile,  wholly  from  its  ap¬ 
pearance  after  observation  of  the  same,  and  from  the 
compression  test  made  upon  a  2  x  4  inch  cylinder,  in  the 
dry  state.  All  these  employees  of  the  United  States 
Gypsum  Company  testified  in  the  Patent  Ofiice  Proceed¬ 
ings  that  the  usual  factory  test  was  a  compression  test 
on  a  2x4  inch  cylinder  made  from  the  same  gypsum 
and  water  mix  which  was  used  to  make  tile.  These  same 
employes  of  the  United  States  Gypsum  Company  also 
testified  in  the  Patent  Ofiice  Proceedings  that  such  a 
test  was  sufficient  to  demonstrate  to  them  that  the  tile 
which  Roos  made  on  August  23  and  24, 1922,  were  “com¬ 
mercial  products”. 

During  the  Patent  Ofiice  Proceedings,  Rice  had  no 
evidence  to  the  contrary.  Counsel  for  Rice  did  not  then 
know  that  the  said  employes  of  the  United  States  Gyp¬ 
sum  Company  were  misrepresenting  the  true  situation 
to  the  Patent  Office.  In  the  Supreme  Court  Proceeding, 
however,  Rice  introduced  in  evidence  sufficient  testi- 
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mony  to  thoroughly  disclose  to  this  Honorable  Court 
what  the  true  situation  was  with  respect  to  tests  in  the 
year  1922  as  they  were  then  generally  recognized  and 
used  throughout  the  gypsum  industry. 

Some  of  Rice’s  best  evidence,  concerning  the  suf¬ 
ficiency  of  the  one  test  made  by  Roos  on  the  said  tile 
to  demonstrate  its  practical  utility  for  the  purpose  for 
which  it  was  made,  is  in  the  form  of  admissions  made 
by  the  United  States  Gypsum  Company’s  own  witnesses 
upon  cross  examination  in  the  Supreme  Court  Proceed¬ 
ing.  We  desire  first  to  call  the  attention  of  this  Honor¬ 
able  Court  to  those  admissions  because  we  deem  them 
alone  sufficient  to  prove  that  what  Roos  did  on  August 
23  and  24,  1922,  was  not  sufficient  to  demonstrate  that 
the  said  tile  were  of  practical  use  as  building  material. 

I 

The  United  States  Gypsum  Company  rests  their 
case  upon  what  Roos  did  on  the  23rd  and  24th  days  of 
August,  1922.  They  contend  that  what  Roos  did  on 
those  days,  with  respect  to  the  process  in  issue, 
amounted  to  a  reduction  to  practice  of  the  invention  in 
law.  Let  us  first,  therefore,  clearly  and  exactly  review 
the  disclosures  of  the  Record  with  respect  thereto.  If 
this  Honorable  Court,  after  such  a  review  of  the  Rec¬ 
ord,  comes  to  the  conclusion  that  what  Roos  did  on  those 
days  in  the  year  1922  was  not  sufficient  to  demonstrate 
that  the  said  gypsum  tile  or  block  were  of  practical 
utility  as  building  material  then,  as  between  Roos  and 
Rice,  the  latter  is  entitled  to  an  award  of  priority  of  in¬ 
vention  because  Rice  filed  his  application  on  the  process 
in  issue  on  December  21,  1922,  and  the  United  States 
Gypsum  Company  did  not  file  Roos’  application  until 
August  20,  1924. 

Roos’  Patent  Office  testimony  with  respect  to  the 
tile  which  he  says  he  made  in  the  laboratory  on  August 
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23,  and  24, 1922,  and  his  testimony  concerning  the  break¬ 
ing  in  compression  of  a  2  x  4  inch  cylinder  in  the  dry 
state,  is  to  be  found  at  pages  187  to  192  of  Volume  II 
of  the  Record.  This  testimony  as  given  by  Roos  in 
the  Patent  Office  Proceedings  may  be  briefly  summar¬ 
ized  as  follows: 

(a)  That  on  August  23  and  24,  1922,  Roos 
states  he  made  several  4"  gypsum  partition  tile 
under  the  process  in  issue  and  that  these  partition 
tile  were  of  the  same  dimensions  as  the  standard  4" 
partition  tile  of  the  United  States  Gypsum  Company 
with  core  holes  running  through  them ; 

(b)  That  these  tile  were  made  by  the  use  of 
a  saponin  solution  and  gum  arabic  solution;  these 
two  solutions  being  placed  in  a  vessel  and  then  very 
violently  agitated  to  produce  a  tenacious  foam,  the 
foam  then  being  mixed  with  a  gypsum  stucco  made 
by  mixing  wTater  with  gypsum : 

( c  )  That  from  this  mixture  of  saponin,  gum 
arabic,  gypsum  and  water,  a  2  x  4  inch  cylinder  was 
cast  in’a  mold  and  this  cylinder  was  dried  to  a  con¬ 
stant  weight;  and 

( d  >  That  this  2x4  inch  cylinder  in  a  dry 
state  was  then  placed  in  a  compression  machine 
and  broken  in  compression,  its  compressional  value 
being  recorded  as  shown  on  the  data  sheet,  Roos’ 
Exhibit  No.  5. 

Roos  testified  to  the  same  effect  again  in  the  Su¬ 
preme  Court  Proceeding  ( R.,  Vol.  II,  pp.  404,  405). 

In  the  Patent  Office  Proceedings,  Roos  further  tes¬ 
tified  with  respect  to  the  tile  which  he  says  he 
made  on  August  23  and  24,  1922  (R.,  Vol.  II,  p.  192), 
that  he  does  not  know  what  became  of  these  tile;  that 
he  made  an  extensive  search  to  find  them  but  was  un¬ 
successful  ;  that  he  searched  through  the  various  labora¬ 
tories  at  the  plant  and  through  the  store-rooms  in  wdiich 
he  had  been  in  the  habit  of  storing  retained  specimens 
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but  that  he  was  unable  to  locate  any  of  them  and  that, 
in  all  probability,  they  were  lost. 

We,  therefore,  desire  to  call  this  Honorable  Court’s 
attention  to  the  fact  that  the  Patent  Office  Tribunals, 
as  well  as  the  Court  below,  awarded  the  United  States 
Gypsum  Company  a  reduction  to  practice  on  the  making 
of  certain  gypsum  tile  which  neither  the  Examiner  of 
Interferences,  the  Board  of  Appeals  nor  the  Court  be¬ 
low  ever  saw.  In  other  words,  the  United  States  Gyp¬ 
sum  Company,  the  Junior  Party  in  the  present  Inter¬ 
ference  Proceedings,  has  been  awarded  a  reduction  to 
practice  of  the  process  in  issue  upon  the  making  of  cer¬ 
tain  gypsum  tile  which  no  one,  who  is  not  an  employee 
of  the  United  States  Gypsum  Company,  ever  saw.  The 
United  States  Gypsum  Company  says  that  these  tile 
were  lost.  No  one  in  the  United  States  Patent  Office 
ever  saw  them.  The  Court  below  never  saw  them.  The 
2x4-inch  test  cylinder  which  Roos  says  was  made  from 
the  same  material  from  which  the  tile  were  made  were 
likewise  not  produced  either  in  the  Patent  Office  Pro¬ 
ceedings  or  the  Supreme  Court  Proceeding;  these  also 
were  evidently  lost. 


It  is  upon  this  compression  test  on  a  2x4  inch 
cylinder  in  the  dry  state,  which  cylinder  was  made  from 
a  mixture  of  saponin,  gum  arabic,  gypsum  and  water, 
that  the  United  States  Gypsum  Company  relies  for  their 
reduction  to  practice. 


By  the  misrepresentations  of  the  employes  of  the 
United  States  Gypsum  Company,  who  testified  in  the 
Patent  Office  Proceedings,  the  Board  of  Appeals  was 
led  to  believe  that  this  2x4  inch  cylinder  test  was  the 
usual  and  customary  test  and  the  only  one  generally 
employed  by  the  Gypsum  industry  in  testing  fabri- 
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cated  gypsum  products  to  determine  whether  or  not 
they  could  be  used  for  building  purposes.  The  Exam¬ 
iner  of  Interferences  and  the  Board  of  Appeals  natur¬ 
ally  believed  this  story  of  the  United  States  Gypsum 
Company  because  Rice,  in  the  Patent  Office  Proceed¬ 
ings,  had  no  evidence  to  the  contrary.  These  misrep¬ 
resentations,  however,  were  exposed  in  the  Supreme 
Court  Proceeding  by  the  admissions  of  the  United 
States  Gypsum  Company’s  own  witnesses.  Let  us  first 
consider  these  admissions. 

In  the  Supreme  Court  Proceeding,  Rice  contended 
that  the  above  described  2x4  inch  cylinder  compres¬ 
sion  test  in  the  dry  state  was  not  sufficient  to  demon¬ 
strate  that  the  tile  which  Roos  says  he  made  on  August 
23  and  24,  1922,  were  of  practical  utility  as  building  ma¬ 
terial,  the  purpose  for  which  they  were  intended. 


1.  The  tile  which  Roos  says  he  made  in  1922  was 
a  new  product  made  from  a  chemical  composition  which 
was  different  from  the  chemical  composition  of  the  old 
standard  gypsum  tile. 

In  the  Supreme  Court  Proceeding,  upon  cross  ex¬ 
amination,  Roos  made  the  following  admissions  in  his 
testimony  (R.,  Vol.  II,  p.  386)  : 

“The  formula,  Roos’  Exhibit  No.  5,  states  that 
I  used  saponin,  gum  arabic,  water,  and  gypsum  in 
the  making  of  the  tile  which  I  made  in  the  labora¬ 
tory  in  1922.  They  were  made  with  a  foam  pro¬ 
duced  from  saponin  and  gum  arabic.  Our  old  stand¬ 
ard  tile  were  made  simply  from  gypsum  and  water. 

“Q.  So  that  the  chemical  composition  of  this 
new’  product  was  different  from  the  old  product  in 
that  respect.  That  is  correct,  is  it?  A.  Yes,  sir; 
in  respect  to  that  additional  material. 

“Q.  That  additional  element.  You  determined 


that  the  addition  of  those  elements  to  some  extent 

changed  the  character  of  the  product;  did  you  not? 

A.  That  is  correct.” 

In  other  words,  Roos  admits  that  in  1922  under  the 
process  in  issue,  he  made  a  new  fabricated  gypsum  prod¬ 
uct  containing  chemical  substances  which  were  not  used 
in  the  old  standard  fabricated  gypsum  product. 

In  the  Supreme  Court  Proceeding,  Edwards  testi¬ 
fied  (R.,  Vol.  II,  pp.  447  to  450),  that  gypsum  products 
which  are  made  under  the  process  in  issue,  although 
using  calcined  gypsum  as  a  base,  are  not  at  all  of  the 
same  nature  as  the  old  standard  gypsum  products;  that 
the  old  standard  gypsum  tile  was  made  from  a  simple 
mixture  of  stucco,  water  and  a  small  percentage  of 
fibre;  that  this  stucco  and  water  mixture  is  agitated 
or  mixed  and  poured  into  molds  and  permitted  to 
harden;  that  the  old  standard  tile  was  then  taken  from 
the  molds  by  pulling  out  its  cores  and  then  permitted 
to  dry  further;  that  in  the  usual  processes  of  manufac¬ 
turing  this  old  standard  gypsum  tile,  practically  all  the 
known  reactions  had  been  studied  and  it  is  simply  a  plain 
reaction  of  recry stalization,  that  is,  setting  of  the  stucco 
mixture;  that  when  the  old  standard  gypsum  tile  dries 
the  excess  water  evaporates  leaving  a  reset  gypsum 
which  is  similar  to  the  rock  gypsum  and  contains  its 
original  amount  of  water  of  crystalization ;  that  as  this 
excess  water  evaporates  from  the  mass,  it  leaves  min¬ 
ute  or  semi-microscopic  voids  or  cells  which  are  just  as 
uniformly  distributed  within  the  old  gypsum  tile  as  na¬ 
ture  can  make  them  and  are  not  placed  in  relation  to 
one  another  by  any  act  of  man,  but  rather  take  their 
place  through  the  natural  recrystalization  of  the  cal¬ 
cined  gypsum;  that  this  recrystalization  in  the  old 
standard  gypsum  tile  is  a  natural  process  with  which 
the  ingenuity  of  man  has  nothing  to  do ;  that  a  tile  made 
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under  the  foam  process  in  issue,  however,  while  having 
the  same  size  and  shape  as  the  old  standard  gypsum  tile, 
would  have  an  irregular  disposition  of  the  cellular  struc¬ 
ture  which  would  result  from  the  incorporation  of  the 
extraneous  foam  substances  into  the  mixture  from 
which  the  tile  is  made;  that  the  cellular  structure  of  a 
tile  made  under  the  foam  process  in  issue,  unlike  that 
in  the  old  standard  gypsum  tile,  would  not  be  the  result 
of  natural  crystalization  in  the  tile  but  would  be  caused 
by  the  incorporation  of  foam  therein ;  that  after  a  foam 
is  added  to  the  mixture  of  calcined  gypsum  and  water, 
the  result  is  a  mixture  of  solid  material  and  bubbles, 
voids  or  cells;  that  these  voids  contain  air  so  that  the 
product  which  one  acquires  by  using  the  process  in  issue 
is  a  product  that  is  made  up  of  the  gypsum  in  the  mix 
and  air  where  the  foam  bubbles  had  been;  that  the 
natural  crystalization  above  referred  to  would  be  greatly 
interfered  with  by  the  human  made  bubble  cells.  Ed¬ 
wards  further  testified  (R.,  Vol.  II,  p.  450)  : 

“In  other  words,  in  the  old  standard  tile,  or 
in  the  cylinder  made  from  the  same  mix  that  the 
standard  tile  was  made  from,  you  have  gypsum  and 
these  very  minute  air  spaces  caused  by  the  natural 
recrystalization  of  gypsum,  whereas,  in  a  gypsum 
tile  made  under  the  foam  process  in  issue,  you 
would  have  the  gypsum  that  was  in  the  mix,  you 
would  have  the  air  spaces  caused  by  the  foam 
added  thereto,  and  then  in  addition,  you  would  also 
have  the  minute  air  spaces  caused  by  the  recrystal¬ 
ization  of  the  calcined  gypsum.” 

Edwards  further  testified  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  II,  p.  452  )  : 

“At  the  time  Roos  made  the  tile  in  his  labora¬ 
tory,  according  to  his  testimony,  upon  which  the 
Patent  Office  awarded  a  reduction  to  practice,  those 
tile,  made  under  the  foam  process  in  issue,  were  not 
a  known  product  on  the  market.  Experience  and 
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use  had  shown  nothing  whatsoever  regarding  the 
durability  and  the  usability  of  that  product  on  the 
market.” 

Brown  testified  in  the  Supreme  Court  Proceeding 
(R.,  Vol.  II,  pp.  477,  478)  : 

“I  am  familiar  with  the  process  in  issue  and  I 
believe  that  a  product  made  in  accordance  with  it 
would  be  a  new  product  in  the  art  of  light  weight 
building  material.  The  standard  gypsum  block  was 
not  formed  by  mixing  a  foam  with  a  cement. 
Neither  did  the  standard  gypsum  block  have  sub¬ 
stances  such  as  soap  bark  and  saponin  in  it. 
Neither  did  the  old  standard  gypsum  block  have 
aluminum  sulphate  and  calcium  carbonate  in  it. 
Sometimes  it  had  calcium  carbonate  in  it.;  I  say 
that  such  a  product  would  be  a  new  product  because 
I  do  not  believe,  to  my  best  knowledge  and  belief, 
that  there  wras  anything  on  the  market  like  it.  It 
was  entirely  new  and  novel  as  far  as  I  am  concerned. 
If  I  were  introducing  a  new  product  of  that  kind  I 
would  put  it  to  all  the  tests  I  knew  of  in  order  to 
determine  whether  or  not  I  had  an  article  suitable 
for  use.” 

On  page  387  of  Volume  II  of  the  Record,  Roos  ad¬ 
mits  that  he  did  not  know  what  the  effect  of  saponin 
was  upon  gypsum  until  he  tried  it.  Roos  testified  (R., 
Vol.  II,  p.  387 )  : 

“Q.  Did  you  know  what  the  effect  of  saponin 
on  gypsum  was?  A.  Not  until  I  tried  saponin.” 

How  did  Roos  determine  on  August  23  and  24, 1922, 
what  the  effect  of  the  admittedly  new  constituents, 
saponin  and  gum  arabic,  was  upon  gypsum  tile  for  use 
as  building  material?  The  United  States  Gypsum  Com¬ 
pany’s  only  answer  to  this  question,  as  disclosed  by  the 
Record,  is :  We  made  a  compression  test  on  a  2  x  4  inch 
cylinder  in  the  dry  state.  This  demonstrated  to  us  the 
effects  of  saponin  and  gum  arabic  upon  our  fabricated 
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gypsum  products  which  we,  of  course,  intended  to  use 
for  building  purposes. 

We  respectfully  submit  that  such  a  compression 
test  on  a  2x4  inch  cylinder  in  the  dry  state  was  not 
sufficient  to  demonstrate  that  by  the  use  of  these  two 
new  ingredients  (saponin  and  gum  arabic),  Roos  had 
made  a  new  fabricated  gypsum  product  which  was  of 
practical  utility  as  a  building  material. 

With  respect  to  the  object  or  intended  use  of  Roos’ 
alleged  invention,  the  United  States  Gypsum  Company 
states  in  Roos’  Application  for  Letters  Patent  on  the 
process  in  issue  (R.,  Vol.  Ill,  p.  682)  : 

“This  invention  relates  to  building  materials 
and  more  particularly  to  a  lightweight  cementitious 
material  of  this  character  and  the  method  for  pro¬ 
ducing  the  same. 

“It  is  an  object  of  this  invention  to  combine 
with  the  cementitious  material  used  for  the  finish¬ 
ing  of  walls,  in  the  production  of  plaster  wallboard, 
partition  tile,  roof  tile,  poured  roof  and  floor  con¬ 
structions  and  other  structural  building  units,  cer¬ 
tain  materials  that  will  reduce  the  weight  of  such 
articles,  will  not  shrink  or  fall  when  cast,  and  which 
will  not  materially  reduce  the  hardness  or  strength 
of  the  material  now  employed  for  such  purposes, 
by  expanding  the  cementitious  material  into  cellu¬ 
lar  form  while  in  the  moist  or  wet  state,  thereby 
increasing  its  volume  and  maintaining  the  same 
until  hardened  or  set.” 

The  Record  thus  conclusively  proves  that  the  pur¬ 
pose  of  the  United  States  Gypsum  Company  in  having 
Roos  make  the  tile  which  he  says  he  made  in  August 
of  1922,  was  to  demonstrate  that  he  had  invented  a  new 
building  material  which  could  be  used  in  conformance 
with  the  above  quotation  taken  from  their  Patent  Ap¬ 
plication. 
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2.  Roos’  laboratory  compression  test  on  a  2x4  inch 
cylinder,  which  had  not  been  subjected  to  water  or  mois¬ 
ture  after  being  made,  was  insufficient  to  demonstrate 
what  the  effect  of  moisture  was  upon  his  “new  building 
material.” 

At  this  point  in  our  argument,  we  desire  to  ask  this 
extremely  pertinent  question:  Would  any  reasonable 
man,  about  to  build  any  structure  whatsover,  use  a  fab¬ 
ricated  gypsum  product  therein  which  contained  chem¬ 
ical  compounds  that  had  never  before  been  used  with 
gypsum,  without  first  running  such  a  series  of  tests  as 
would  demonstrate  to  him  that  such  a  fabricated  gyp¬ 
sum  product  would  not  deteriorate  or  disintegrate  when 
subjected  to  the  moisture  contained  in  ordinary  room 
air? 

Would  not  such  a  man,  before  he  started  his  build¬ 
ing,  want  to  know  what  the  effect  of  water  would  be 
upon  the  new  gypsum  fabricated  product  which  con¬ 
tained  chemical  compositions  that  had  never  before  been 
employed  with  gypsum?  The  air  within  every  build¬ 
ing  contains  moisture  in  varying  amounts.  Would  not 
such  a  man  be  desirous,  before  he  built,  of  first  discov¬ 
ering  what  the  effect  of  moisture  would  be  upon  the  new 
chemical  constituents  which  were  added  to  the  mixture 

j 

of  gypsum  and  water?  Roos,  in  effect,  admits  in  his 
Supreme  Court  testimony,  upon  cross  examination,  that 
the  compression  test  made  upon  a  2  x  4  inch  cylinder 
in  the  dry  state  would  not  demonstrate  what  the  effect 
of  water  or  moisture  would  be  upon  his  new  gypsum 
product  containing  chemical  constituents  which  had 
never  before  been  used  with  gypsum.  Roos  testified 
upon  cross  examination  in  the  Supreme  Court  Proceed¬ 
ing  (R.,  Vol.  n,  pp.  393,  394  and  395)  : 

“Q.  Does  that  compression  test  show  you  that 
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question  of  tests  to  know  that  your  title,  when  wet, 
would  stand  a  certain  amount  of  compression?  A. 
Yes. 

“Q.  And  it  was  because  of  that  that  the  com¬ 
pressive  test  on  tile  when  they  were  wet  was  one 
of  the  tests  made,  was  it  not?  A.  I  suppose  so. 

“Q.  Did  I  understand  you  to  say  that  it  would 
not  be  a  matter  of  interest  to  one  who  was  going  to 
use  gypsum  wallboard  that  it  would  disintegrate 
when  wet?  A.  I  suppose  that  would  be  a  matter 
of  interest. 

“Q.  If  you  were  putting  wallboard  into  a 
house,  wouldn’t  you  want  to  know'  what  would  hap- 
happen  to  it  if  a  pipe  broke  or  w'ater  got  loose  and 
wet  it?  Would  it  not  be  a  matter  of  interest  to 
know'  if  it  would  stand  up?  A.  I  think  it  would, 
but  I  would  depend  upon  the  concern  that  was  mak¬ 
ing  it  to  know  that.” 

Rice’s  new  evidence,  including  Rice’s  Exhibit  N  (R., 
Vol.  Ill,  pp.  757  to  773  incl.),  Rice’s  Exhibit  M-l  (R., 
Vol.  Ill,  pp.  942  to  946  inch),  the  testimony  of  Robert  S. 
Edwards  (R.,  Vol.  II,  pp.  434  to  473)  and  the  testimony 
of  Holcombe  James  Brown  (R.,  Vol.  II,  pp.  473  to  506 
inch ) ,  all  of  which  was  introduced  in  the  Supreme  Court 
Proceeding  and  none  of  which  was  before  the  Patent 
Office  Tribunals,  proves  conclusively  that  none  of  the 
usual  and  customary  tests,  w  hich  were  continually  being 
applied  to  fabricated  gypsum  products  throughout  the 
industry  generally,  was  the  compression  test  on  the  fab¬ 
ricated  gypsum  product  while  saturated  with  water. 

Let  us  next  consider  this  new  evidence  of  Rice’s 
as  it  applies  to  the  compression  test  while  saturated  with 
water. 

In  the  Patent  Office  Proceedings,  Roos  testified  (R., 
Vol.  II,  p.  229 )  : 

“The  United  States  Gypsum  Company  had 
weight  standards  which  we  tried  to  keep  to  about 
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1650  to  1700  pounds  minimum  and  2000  pounds 
maximum.  However,  these  were  not  always  ad¬ 
hered  to  as  the  Underwriters’  Specifications  were 
the  main  ones,  the  important  ones.” 

When  Roos  so  testified  in  the  Patent  Office  Pro¬ 
ceedings,  Rice’s  Patent  Attorney  had  no  knowledge 
whatsoever  concerning  what  was  meant  by  the  “Under¬ 
writers’  Specifications”  as  above  referred  to  by  Roos. 

In  the  Supreme  Court  Proceeding,  Roos  testified, 
concerning  the  Underwriters’  tests  as  follows  (R.,  Vol. 
II,  p.  365 )  : 

“In  1922  the  standard  of  the  Gypsum  Company 
was  1650  pounds  and  I  think  the  standard  of  the 
Underwriters’  Laboratories  at  that  time  was  the 
same.  The  United  States  Gypsum  Company  was 
obliged  to  adhere  to  the  standards  of  the  Under¬ 
writers’  Laboratories.  At  that  time,  it  was  an  im¬ 
portant  matter  for  us  to  have  our  product  come  up 
to  the  Underwriters’  Laboratories  tests.” 

j 

In  the  Supreme  Court  Proceeding,  Rice  introduced 
in  evidence  Rice’s  Exhibit  N  (R.,  Vol.  Ill,  pp.  757  to  773 
incl. ) .  This  exhibit  was  acquired  by  Rice  from  the  Un¬ 
derwriters’  Laboratories,  Chicago,  and  is  entitled 
“Standards  for  Gypsum  Blocks  Including  Manual  for 
the  Field  Follow-up  Service”. 

Concerning  the  “Field  Follow-up  Service”  of  the 
Underwriters’  Laboratories  in  1922,  a  description  of 
which  is  contained  in  Rice’s  Exhibit  N,  Pooler  admitted 
upon  cross-examination  in  the  Supreme  Court  Proceed¬ 
ing  (R.,  Vol.  II,  p.  556)  : 

“I  was  works  manager  at  Fort  Dodge  for  about 
four  years  and  while  so  employed  there,  I  saw  men 
at  the  plant  who  were  from  the  Underwriters’  Lab¬ 
oratories.  They  were  inspecting  our  products  and 
taking  samples.  I  saw  them  there  a  couple  of  times 
a  year  and  they  would  inspect  the  product,  pick  out 
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gypsum  products  which  we,  of  course,  intended  to  use 
for  building  purposes. 

We  respectfully  submit  that  such  a  compression 
test  on  a  2x4  inch  cylinder  in  the  dry  state  was  not 
sufficient  to  demonstrate  that  by  the  use  of  these  two 
new  ingredients  ( saponin  and  gum  arabic ) ,  Roos  had 
made  a  new  fabricated  gypsum  product  which  was  of 
practical  utility  as  a  building  material. 

With  respect  to  the  object  or  intended  use  of  Roos' 
alleged  invention,  the  United  States  Gypsum  Company 
states  in  Roos’  Application  for  Letters  Patent  on  the 
process  in  issue  (R.,  Vol.  Ill,  p.  682)  : 

“This  invention  relates  to  building  materials 
and  more  particularly  to  a  lightweight  cementitious 
material  of  this  character  and  the  method  for  pro¬ 
ducing  the  same. 

“It  is  an  object  of  this  invention  to  combine 
with  the  cementitious  material  used  for  the  finish¬ 
ing  of  walls,  in  the  production  of  plaster  wallboard, 
partition  tile,  roof  tile,  poured  roof  and  floor  con¬ 
structions  and  other  structural  building  units,  cer¬ 
tain  materials  that  will  reduce  the  weight  of  such 
articles,  will  not  shrink  or  fall  when  cast,  and  which 
will  not  materially  reduce  the  hardness  or  strength 
of  the  material  now  employed  for  such  purposes, 
by  expanding  the  cementitious  material  into  cellu¬ 
lar  form  while  in  the  moist  or  wet  state,  thereby 
increasing  its  volume  and  maintaining  the  same 
until  hardened  or  set.” 

The  Record  thus  conclusively  proves  that  the  pur¬ 
pose  of  the  United  States  Gypsum  Company  in  having 
Roos  make  the  tile  which  he  says  he  made  in  August 
of  1922,  was  to  demonstrate  that  he  had  invented  a  new 
building  material  which  could  be  used  in  conformance 
with  the  above  quotation  taken  from  their  Patent  Ap¬ 
plication. 
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2.  Roos’  laboratory  compression  test  on  a  2x4  inch 
cylinder,  which  had  not  been  subjected  to  water  or  mois¬ 
ture  after  being  made,  was  insufficient  to  demonstrate 
what  the  effect  of  moisture  was  upon  his  “new  building 
material.” 

At  this  point  in  our  argument,  we  desire  to  ask  this 
extremely  pertinent  question:  Would  any  reasonable 
man,  about  to  build  any  structure  whatsover,  use  a  fab¬ 
ricated  gypsum  product  therein  which  contained  chem¬ 
ical  compounds  that  had  never  before  been  used  with 
gypsum,  without  first  running  such  a  series  of  tests  as 
would  demonstrate  to  him  that  such  a  fabricated  gyp¬ 
sum  product  would  not  deteriorate  or  disintegrate  when 
subjected  to  the  moisture  contained  in  ordinary  room 
air?  i 

Would  not  such  a  man,  before  he  started  his  build¬ 
ing,  want  to  know  what  the  effect  of  water  would  be 
upon  the  new  gypsum  fabricated  product  which  con¬ 
tained  chemical  compositions  that  had  never  before  been 
employed  with  gypsum?  The  air  within  every  build¬ 
ing  contains  moisture  in  varying  amounts.  Would  not 
such  a  man  be  desirous,  before  he  built,  of  first  discov¬ 
ering  what  the  effect  of  moisture  would  be  upon  the  new 
chemical  constituents  which  were  added  to  the  mixture 
of  gypsum  and  water?  Roos,  in  effect,  admits  in  his 
Supreme  Court  testimony,  upon  cross  examination,  that 
the  compression  test  made  upon  a  2  x  4  inch  cylinder 
in  the  dry  state  would  not  demonstrate  what  the  effect 
of  water  or  moisture  would  be  upon  his  new  gypsum 
product  containing  chemical  constituents  which  had 
never  before  been  used  with  gypsum.  Roos  testified 
upon  cross  examination  in  the  Supreme  Court  Proceed¬ 
ing  (R.,  Vol.  II,  pp.  393,  394  and  395)  : 

“Q.  Does  that  compression  test  show  you  that 
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tile  used  in  a  non-bearing  wall  saturated  with  water 
would  be  capable  of  sustaining  its  own  weight?  A. 
Yes,  sir. 

Q.  Saturated  in  w’ater?  A.  You  are  speaking 
of  the  tile  itself? 

Q.  I  am  speaking  of  the  tile.  I  am  asking 
you  if  the  compression  test  on  that  cylinder  shows 
you  that  the  tile  saturated  with  water  would  be 
capable  of  sustaining  its  own  weight  in  the  wall, 
that  is,  if  you  had  a  wall  up?  A.  Yes,  I  think  it 
does. 

“Q.  Why?  A.  Because  it  is  well  known  that 
the  dry  strength  of  the  cylinder  has  a  definite  ratio 
to  the  wet  strength  of  the  cylinder,  and  as  they 
were  within  our  own  specifications  and  require¬ 
ments,  I  was  quite  sure  that  that  tile  when  satur¬ 
ated  would  sustain  its  own  weight  in  a  wall. 

“Q.  When  you  make  that  answer  to  me,  you 
are  drawing  on  your  experience  that  you  had  with 
the  old  gypsum  tile  and  the  gypsum  cylinder,  but 
I  have  already  called  your  attention  to  the  fact  that 
you  had  a  new  product,  with  several  elements  in 
it  which  were  not  in  your  other  products,  and,  as 
I  understand  your  position,  you  are  assuming  that 
this  new  product,  porous,  full  of  bubbles,  with 
saponin  and  gum  arabic  in  it,  which  your  old  stuff 
did  not  have  at  all — you  are  assuming  that  those 
different  elements,  and  the  double  nature  of  this 
thing — you  are  assuming  that  it  would  act  just  like 
your  old  product.  What  right  have  you  to  do  that? 
A.  I  am  drawing  on  my  knowledge,  my  funda¬ 
mental  knowledge  of  gypsum. 

“Q.  I  concede  your  knowledge  of  gypsum,  but 
I  say  to* you  that  when  you  experimented  in  1922 
you  did  not  have  any  fundamental  knowledge  of 
gypsum  with  the  action  of  saponin  upon  it,  and 
gum  arabic,  and,  in  addition  to  that  a  porous  ma¬ 
terial  full  of  holes.  You  had  not  had  any  experi¬ 
ence  with  that  thing,  had  you?  A.  I  was  well  ac¬ 
quainted  with  gum  arabic  and  I  was  enough  of  a 
chemist  to  know  something  about  the  action  of 
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saponin  and  soap-bark,  and  to  know  what  to  ex¬ 
pect. 

“Q.  You  had  had  no  experience  on  what  the 
results  of  a  chemical  mixture  of  gypsum,  saponin, 
glue,  bubbles — you  had  had  no  experience  on  what 
the  chemical  relations  of  those  things  were,  be¬ 
cause  you  just  made  the  product.  You  knew  about 
the  different  elements.  I  know  that  you  knew  gum 
arabic  and  saponin,  but  you  did  not  know  what  was 
going  to  result  when  you  put  those  things  together 
and  then  started  to  use  that  product  for  what  you 
had  been  using  a  different  kind  of  product,  now  did 
you?  You  didn’t  know  it?  A.  Subject  to  my  ex¬ 
perience  as  a  chemist,  and  knowledge  as  a  chemist, 
that  is  what  I  knew. 

“Q.  Just  to  be  fair  about  it,  you  thought  it 
would  be  all  right — maybe  it  will  be,  but  you  did  not 
know  it.  You  had  not  had  any  experience  to  know, 
had  you?  A.  I  had  with  gum  arabic,  but  not  with 
saponin. 

“Q.  But  with  the  mixture,  I  am  talking  about 
you  had  not  had  the  experience  with  the  mixture? 
A.  No,  I  had  not.” 

With  respect  to  the  importance  of  determining  what 
the  effect  is  of  water  upon  a  gypsum  building  material, 
Birdsey,  who  was  Chief  Engineer  of  the  United  States 
Gypsum  Company  in  1922,  1923  and  1924,  and  Director 
of  Research  thereafter,  testified  upon  cross  examination 
in  the  Supreme  Court  Proceeding  (R.,  Vol.  II,  pp.  670 
and  671 )  : 

“Q.  You  testified,  when  you  were  asked  by 
your  counsel  if  you  had  gypsum  tile  in  a  wall,  and 
wet  it — it  got  wet  and  then  dried  out — as  to  whether 
or  not  it  would  be  substantially  the  same  after  it 
was  dried  as  it  had  been  before?  A.  Yes. 

“Q.  It  would  be  very  important,  would  it  not, 
to  know  that  that  tile,  when  it  was  in  that  wall  wet, 
would  hold  at  least  the  weight  of  the  wall?  A.  Oh, 
yes,  that  is  very  important. 

“Q.  So  that  it  would  be  very  important  in  the 
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question  of  tests  to  know  that  your  title,  when  wet, 
would  stand  a  certain  amount  of  compression?  A. 
Yes. 

“Q.  And  it  was  because  of  that  that  the  com¬ 
pressive  test  on  tile  when  they  were  wet  was  one 
of  the  tests  made,  was  it  not?  A.  I  suppose  so. 

“Q.  Did  I  understand  you  to  say  that  it  would 
not  be  a  matter  of  interest  to  one  who  was  going  to 
use  gypsum  wallboard  that  it  w’ould  disintegrate 
when  wet?  A.  I  suppose  that  would  be  a  matter 
of  interest. 

“Q.  If  you  were  putting  wallboard  into  a 
house,  wouldn’t  you  want  to  know’  what  would  hap- 
happen  to  it  if  a  pipe  broke  or  water  got  loose  and 
wet  it?  Would  it  not  be  a  matter  of  interest  to 
knowr  if  it  would  stand  up?  A.  I  think  it  would, 
but  I  would  depend  upon  the  concern  that  was  mak¬ 
ing  it  to  knowr  that.” 

Rice’s  new  evidence,  including  Rice’s  Exhibit  N  (R., 
Vol.  Ill,  pp.  757  to  773  inch),  Rice’s  Exhibit  M-l  (R., 
Vol.  m,  pp.  942  to  946  inch),  the  testimony  of  Robert  S. 
Edwards  (R.,  Vol.  II,  pp.  434  to  473)  and  the  testimony 
of  Holcombe  James  Brown  (R.,  Vol.  II,  pp.  473  to  506 
incl. ) ,  all  of  which  was  introduced  in  the  Supreme  Court 
Proceeding  and  none  of  which  was  before  the  Patent 
Office  Tribunals,  proves  conclusively  that  none  of  the 
usual  and  customary  tests,  which  were  continually  being 
applied  to  fabricated  gypsum  products  throughout  the 
industry  generally,  was  the  compression  test  on  the  fab¬ 
ricated  gypsum  product  while  saturated  with  water. 

Let  us  next  consider  this  new  evidence  of  Rice’s 
as  it  applies  to  the  compression  test  while  saturated  with 
water. 

In  the  Patent  Office  Proceedings,  Roos  testified  (R., 
Vol.  II,  p.  229 )  : 

“The  United  States  Gypsum  Company  had 
weight  standards  which  we  tried  to  keep  to  about 
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1650  to  1700  pounds  minimum  and  2000  pounds 
maximum.  However,  these  were  not  always  ad¬ 
hered  to  as  the  Underwriters’  Specifications  were 
the  main  ones,  the  important  ones.” 

When  Roos  so  testified  in  the  Patent  Office  Pro¬ 
ceedings,  Rice’s  Patent  Attorney  had  no  knowledge 
whatsoever  concerning  what  was  meant  by  the  “Under¬ 
writers’  Specifications”  as  above  referred  to  by  Roos. 

In  the  Supreme  Court  Proceeding,  Roos  testified, 
concerning  the  Underwriters’  tests  as  follows  (R.,  Vol. 
II,  p.  365 )  :  , 

“In  1922  the  standard  of  the  Gypsum  Company 
was  1650  pounds  and  I  think  the  standard  of  the 
Underwriters’  Laboratories  at  that  time  was  the 
same.  The  United  States  Gypsum  Company  was 
obliged  to  adhere  to  the  standards  of  the  Under¬ 
writers’  Laboratories.  At  that  time,  it  was  an  im¬ 
portant  matter  for  us  to  have  our  product  come  up 
to  the  Underwriters’  Laboratories  tests.” 

In  the  Supreme  Court  Proceeding,  Rice  introduced 
in  evidence  Rice’s  Exhibit  N  (R.,  Vol.  Ill,  pp.  757  to  773 
incl. ) .  This  exhibit  was  acquired  by  Rice  from  the  Un¬ 
derwriters’  Laboratories,  Chicago,  and  is  entitled 
“Standards  for  Gypsum  Blocks  Including  Manual  for 
the  Field  Follow-up  Service”. 

Concerning  the  “Field  Follow-up  Service”  of  the 
Underwriters’  Laboratories  in  1922,  a  description  of 
which  is  contained  in  Rice’s  Exhibit  N,  Pooler  admitted 
upon  cross-examination  in  the  Supreme  Court  Proceed¬ 
ing  (R.,  Vol.  II,  p.  556)  : 

“I  was  works  manager  at  Fort  Dodge  for  about 
four  years  and  while  so  employed  there,  I  saw  men 
at  the  plant  who  were  from  the  Underwriters’  Lab¬ 
oratories.  They  were  inspecting  our  products  and 
taking  samples.  I  saw  them  there  a  couple  of  times 
a  year  and  they  would  inspect  the  product,  pick  out 
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some  samples  they  would  want  to  test,  put  their 
mark  of  identification  on  them,  and  ask  us  to  crate 
them  up  and  ship  them  into  their  office.  This  we 
did  and  shipped  them  to  the  Chicago  office  of  the 
Underwriters.  They  selected  samples  of  both  our 
block  and  wallboard.  I  knew  that  they  were  men 
from  the  Underwriters’  Laboratories  because  it  was 
necessary  that  they  come  to  the  office  and  get  a 
pass  in  order  to  visit  the  department.  This  made 
it  necessary  for  them  to  show  their  credentials.” 

Brown  testified  in  the  Supreme  Court  Proceeding 
(R.,  Vol.  II,  p.  487),  that  the  purpose  of  the  inspection 
service  of  the  Underwriters’  Laboratories  was  to  stand¬ 
ardize  the  gypsum  products;  that  the  Underwriters’ 
Laboratories  made  tests  so  that  when  these  gypsum 
products  went  on  the  market  they  would  stand  up  for 
what  they  were  represented  to  be. 

Concerning  Rice’s  Exhibit  N,  counsel  for  Roos  and 
the  United  States  Gypsum  Company  stipulated  as  fol¬ 
lows  (R.,  Vol.  II,  p.  434)  : 

“Mr.  Hansen :  It  is  stipulated  and  agreed  that 
the  pamphlet  identified  as  Rice’s  Exhibit  N  is 
a  publication  of  the  Underwriters’  Laboratories 
covering  the  inspection  services  of  the  Underwrit¬ 
ers’  Laboratories  from  April,  1916  through  1922, 
and  there  on  through  the  period  it  remained  in 
force.” 

Page  19  of  “Standards  for  Gypsum  Block  Includ¬ 
ing  Manual  for  the  Field  Follow-up  Service”,  Rice’s  Ex¬ 
hibit  N  (R.,  Vol.  Ill,  p.  771)  states  at  the  bottom  thereof 
under  the  heading  “Strength” : 

“Blocks  completely  saturated  to  be  at  least  50% 
of  normal  strength.” 

As  above  stated,  Roos  admitted  in  his  testimony 
that  the  Underwriters’  tests  were  the  important  ones 
in  the  industry.  Rice’s  Exhibit  N  conclusively  and  un- 
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impeachably  proves  that  a  strength  test  on  blocks  while 
saturated  with  water  was  one  of  those  tests. 

As  above  stated,  Rice’s  new  evidence  which  was 
introduced  in  the  Supreme  Court  Proceeding  included 
Rice’s  Exhibit  M-l  entitled  “Technologic  Papers  of  the 
Bureau  of  Standards”  (R.,  Vol.  Ill,  pp.  942  to  946  incl.). 
Concerning  this  exhibit  Birdsey  admitted  upon  cross- 
examination  in  the  Supreme  Court  Proceeding  (R.,  Vol. 
II,  pp.  653  and  654)  as  follows: 

“I  have  seen  digests  of  this  report  (Rice’s  Ex¬ 
hibit  M-l,  R.,  Vol.  Ill,  pp.  942  to  946),  but  I  have 
never  read  the  report  in  detail.  *  *  *'  Page 

74,  however,  of  this  report  shows  that  they  did 
make  a  compression  test  on  the  block  itself.  The 
report  refers  to  ‘porosity  compression  and  trans¬ 
verse  test  on  gypsum  block.’  This  shows  that  they 
gave  a  transverse  test  on  gypsum  block.  A  trans¬ 
verse  test  on  gypsum  block  is  a  fiexture  test  and  con¬ 
sists  in  breaking  it  on  a  beam.  A  transverse  test 
on  a  gypsum  block  is  in  principle  the  same  kind  of 
a  test  as  a  transverse  test  on  gypsum  wallboard. 
In  other  words,  the  ends  of  the  block  laid  sideways 
are  put  on  two  supports  and  the  weight  is  applied 
in  the  middle.  ; 

“This  report  also  shows  that  they  ran  a  trans¬ 
verse  test  on  gypsum  wallboard  in  the  dry  condition, 
and  then  after  being  saturated  in  water.” 

i 

Page  74  of  Technologic  Papers  of  the  Bureau  of 
Standards,  Rice’s  Exhibit  M-l  (R.,  Vol.  Ill,  p.  944) 
states  under  the  heading  “14.  Tests  of  Gypsum  Wall- 
board”. 

“Results  of  transverse  tests  on  gypsum  wall- 
board,  in  the  dry  condition  and  after  saturation  in 
water,  are  given  in  Table  40.” 

Table  40,  which  is  contained  in  the  said  exhibit,  is 
to  be  found  on  page  946  of  Volume  III  of  the  Record 
and  includes  therein  the  compression  figures  for  wall- 
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board  which  is  dried  after  having  been  saturated  with 
water. 

Birdsey  further  admitted  upon  cross  examination 
in  the  Supreme  Court  Proceeding  (R.,  Vol.  II,  p.  646) 
that  “when  the  gypsum  tile  in  a  gypsum  partition  wall 
becomes  wet  and  subsequently  dries  out  again,  upon  be¬ 
coming  dry,  the  gypsum  tile  practically  return  to  their 
original  strength.”  This  statement  of  Birdsey  amounts 
in  effect  to  an  admission  by  him  that  gypsum  tile  in  a 
wall  do  become  wet. 

Birdsey,  upon  cross  examination  in  the  Supreme 
Court  Proceeding,  further  admitted  (R.,  Vol.  II,  p.  653) 
that  he  had  “seen  them  wet  a  board  and  test  it.” 

At  page  672  of  Volume  II  of  the  Record,  Birdsey 
speaks  of  a  compression  test  on  a  tile  wet  and  dry. 

Page  388  of  Vol.  II  of  the  Record  discloses  that  on 
August  3,  1927,  the  United  States  Gypsum  Company 
filed  an  application  for  Letters  Patent  in  the  name  of 
William  E.  Lovett  entitled  “Method  of  and  Machine  for 
Making  Plasterboard.”  This  application  resulted  in  the 
issuance  of  Letters  Patent  No.  1,733,741.  In  this  Patent 
the  following  statement  is  made  by  the  United  States 
Gypsum  Company: 

“The  use  of  a  foam  to  produce  lightweight  core 
for  plasterboard  by  using  standard  machines  has 
met  with  difficulty.  Under  the  old  process,  if  more 
than  one  and  one-half  cubic  feet  of  foam  is  added  to 
1,000  square  feet  of  board,  the  use  of  the  excess 
foam  occasionally  causes  blisters  or  blankets  of  bub¬ 
bles  separating  the  core  from  the  paper  cover.  This 
is  due  to  the  incomplete  incorporation  of  the  foam 
into  the  water-stucco  mix.  Such  a  condition  is  ser¬ 
ious,  as  it  is  often  not  apparent  until  after  the  de¬ 
coration  has  been  applied  to  the  wallboard,  when 
the  humidity  of  the  water  and  the  decorative  ma¬ 
terial  causes  an  expansion  of  the  paper  covering  of 
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the  board,  which  in  turn  causes  a  bulging  of  the 

surface,  producing  a  defective  wall.,, 

This  statement  amounts  to  an  admission  of  the 
United  States  Gypsum  Company  that  their  wallboard 
made  under  the  process  in  issue  is  subjected  to  the  “hu¬ 
midity  of  water’’. 

Robert  S.  Edwards  was  called  as  a  witness  on  be¬ 
half  of  Rice  in  the  Supreme  Court  Proceeding.  Mr.  Ed¬ 
wards  testified  (R.,  Vol.  II,  p.  434)  that  he  is  a  Consult¬ 
ing  Chemical  Engineer  and  has  been  a  Technical  Worker 
in  lime,  Portland  cement  and  the  gypsum  industries 
since  1902 ;  that  he  did  post  graduate  work  at  the  Mass- 
achusetts  Institute  of  Technology  in  Chemistry  and 
Chemical  Engineering;  that  he  has  been  employed  by 
the  Rumford  Chemical  Works  as  Consultant  Chemical 
Engineer  and  Development  Engineer  since  the  latter 
part  of  1920,  during  which  time  he  developed  a  process 
for  the  recovery  of  by-product  gypsum;  that  since  1920 
or  1921  he  has  been  engaged  practically  entirely  in  the 
gypsum  industry;  that  prior  to  that  time  he  did  exami¬ 
nation  work  in  the  location  of  gypsum  properties  and 
consulting  work  in  the  industry.  Mr.  Edwards  further 
testified  (R.,  Vol.  II,  p.  435)  that  he  belongs  to  the 
American  Society  for  Testing  Materials,  an  organiza¬ 
tion  for  promulgating  and  performing  tests  according 
to  specifications ;  that  he  is  a  member  of  Committee  C-ll 
of  the  American  Society  for  Testing  Materials,  which 
Committee  has  to  do  with  gypsum  specifications;  that 
the  function  of  this  Committee  of  the  American  Society 
for  Testing  Materials  is  to  draw  up,  prepare  and  put 
into  operation  specifications  for  the  manufacture  of 
gypsum  products. 
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Concerning  the  water  or  moisture  test  as  applied 
to  gypsum  fabricated  products,  Mr.  Edwards  testified 
(R.,  Vol.  II,  pp.  440  and  441)  as  follows: 

“Q.  You  have  already  testified  as  to  your  lab¬ 
oratory  experience.  What  do  you  say  were  the  tests 
which  should  have  been  applied  to  the  tile  made  un¬ 
der  that  formula,  Roos’  Exhibit  5;  what  tests,  in 
your  opinion,  should  have  been  given  it  before  you 
could  say  that  it  was  available  or  adaptable  or  sat¬ 
isfactory  for  use?  A.  I  would  have  performed  the 
usual  specified  standard  tests  for  partition  tile  made 
from  gypsum,  and,  in  addition,  due  to  its  novelty,  I 
would  not  have  been  satisfied  even  at  that  that  it 
was  a  suitable  or  commercially  suitable  product. 

“Q.  What  in  your  opinion  are  the  tests  which 
would  determine  whether  or  not  a  product  such  as 
this,  made  by  a  new  process,  would  indicate  that  it 
was  adaptable  and  proper  for  use,  and  satisfactory? 
A.  The  usual  well  known  physical  tests  on  the  tile 
itself,  such  as  weights,  careful  weights  of  several 
tile,  measurements,  dimensions  of  the  tile,  compres¬ 
sions  on  full  sized  tile,  that  is,  30  inches  long,  12 
inches  high,  and  three  to  four  inches  wide  depend¬ 
ing  upon  the  type  and  size  of  tile.  I  would  also  per¬ 
form  the  similar  compressional  tests  on  full  sized 
tile  after  absorption  in  water. 

“Q.  You  are  referring  to  a  tile  made  from  gyp¬ 
sum?  A.  A  well  known  standard  product. 

“Q.  You  say  you  would  have  tested  the  product 
of  the  tile  wet  and  the  tile  dry.  Why?  A.  This 
product  was  supposedly  a  discovery  along  the  lines 
of  manufacturing  a  light  weight,  molded  gypsum 
product,  and  in  the  gypsum  industry  and  business, 
the  art  of  using  gypsum  for  commercial  use,  it  is  a 
well  known  fact  that  the  strength  of  the  product  is 
directly  proportionate  to  the  density  of  the  product. 
That  is  arrived  at  by  what  is  known  as  the  consist¬ 
ency,  or  the  water  used  in  compounding  a  mixture 
of  gypsum  and  extraneous  material  and  water;  it 
is  almost  directly  proportional.  It  is  entirely  dif¬ 
ferent  than  the  settling  and  crystallization  of  Port¬ 
land  cement. 
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“Q.  Will  tite  stand  more  compression  wet,  or 
will  it  stand  more  dry?  A.  About  not  over  half 
would  be  the  compression  wet.  The  specifications 
call  for  not  less  than  one-third  w’et. 

“Q.  In  other  words,  as  I  understand  you,  if 
you  have  a  tile  saturated  with  water,  with  compres¬ 
sion  on  it,  it  has  not  the  strength  that  a  dry  tile 
has?  A.  Nowhere  near  the  strength. 

“Q.  And  the  density  of  the  gypsum  in  the  tile 
has  to  do  with  how  much  water  it  will  absorb.  Is 
that  right.  A.  Yes. 

“Q.  The  more  gypsum,  the  more  water;  is 
that  right?  A.  In  a  measure,  yes. 

“Q.  From  your  experience,  would  you  expect 
that  a  porous  tile,  such  as  wrould  be  manufactured 
under  the  Foos  process,  to  be  affected  by  moisture 
more  than  the  ordinary  tile?  A.  It  could  not  help 
but  be.  It  is  bound  to  be. 

“Q.  Why  do  you  say  that?  A.  Because  the 
porosity  of  any  material  which  has  a  rapid  absorp¬ 
tion  rate  for  water  is  directly  proportional  to  the 
density.  If  a  product  which  has  a  rapid  absorption 
rate  with  respect  to  water  is  dense,  it  will  absorb 
its  water  more  slowly,  with  less  voids  in  the  pro¬ 
duct.” 

Edwards  further  testified  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  II,  p.  472)  that  during  the  first 
year  in  which  they  started  to  make  synthetic  gypsum 
tile,  they  were  constantly  performing  the  compression 
test  on  their  tile  at  Brown  University  both  when  the 
tile  were  wet  and  when  they  were  dry. 

i 

Mr.  Holcombe  James  Brown,  a  witness  called  on  be¬ 
half  of  Rice  in  the  Supreme  Court  Proceeding,  testified 
(R.,  Vol.  II,  pp.  473  and  474)  that  he  is  a  Consulting 
Engineer  and  has  been  so  engaged  for  about  14  years; 
that  he  first  did  some  work  in  the  gypsum  art  in  1903 
at  Oakfield,  N.  Y.,  at  which  time  he  was  working  for  the 
United  States  Gypsum  Company;  that  he  was  at  that 
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plant  of  the  United  States  Gypsum  Company  for  three 
or  four  months  and  then  went  to  that  company’s  Chicago 
Office;  that  after  three  or  four  years  in  the  Chicago 
Office  of  the  United  States  Gypsum  Company  he  went 
out  to  the  various  plants  of  the  United  States  Gypsum 
Company  and  was  later  made  Purchasing  Agent  and 
later  Superintendent  at  the  mill  of  the  United  States 
Gypsum  Company  at  Grandville,  Michigan,  where  they 
made  plaster;  that  he  then  went  back  to  the  Chicago 
Office  of  the  United  States  Gypsum  Company  and  acted 
as  Assistant  to  Mr.  English,  who  at  that  time  was  Gen¬ 
eral  Manager  of  Operations;  that  he  then  went  as  Sup¬ 
erintendent  to  the  Gypsum,  Ohio,  plant  of  the  United 
States  Gypsum  Company  where  they  made  plaster ;  that 
at  this  time  he  was  also  superintendent  of  the  block 
plant  at  Port  Clinton,  Ohio;  that  he  remained  at  Gyp¬ 
sum,  Ohio,  a  little  over  a  year  and  then  went  to  the  Oak- 
field,  N.  Y.,  plant  of  the  United  States  Gypsum  Company 
where  they  made  both  plaster  and  block;  that  after 
about  three  and  one-half  years,  he  then  returned  to  the 
General  Office  of  the  United  States  Gypsum  Company  at 
Chicago  where  he  had  general  charge  of  the  wallboard 
and  block  plants  of  the  United  States  Gypsum  Company 
and  of  their  Chicago  Laboratory;  that  at  this  time  he 
acted  as  Assistant  Manager  of  Operations  of  the  United 
States  Gypsum  Company  and  as  such  had  direct  charge 
of  the  board  and  block  plants  of  the  company;  that  he 
was  employed  by  the  company  in  this  capacity  for  a 
matter  of  two  or  three  years  and  that  in  1912  he  severed 
his  connections  with  the  United  States  Gypsum  Com¬ 
pany  and  is  today  not  connected  with  that  company  in 
any  way  other  than  as  a  stockholder ;  that  since  leaving 
the  United  States  Gypsum  Company  in  1912,  he  has 
been  following  gypsum  engineering  and  maintains  his 
present  office  in  Boston;  that  he  has  been  familiar  with 
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the  practice  of  the  gypsum  art  as  to  the  manufacture 
of  block  and  wallboards  as  well  as  tests  that  are  given 
those  products;  that  he  has  in  his  experience  built  gyp¬ 
sum  plants  for  the  Keystone  Plaster  Company  at  Ches¬ 
ter,  Pa.,  and  for  the  Crown  Gypsum  Company  at  Blythe- 
more,  Ontario ;  that  he  built  two  plants  for  the  Atlantic 
Gypsum  Company. 

With  respect  to  the  water  test  on  gypsum  tile  or 
block,  Mr.  Brown  testified  (R.,  Vol.  II,  p.  475)  : 

“Q.  In  1922,  what  were  the  usual  proper  and 
customary  tests  on  gypsum  tile?  A.  Compression 
tests  wet  and  dry;  fire  tests;  absorption  tests;  tests 
of  measurements  and  weights. 

“Q.  When  you  talk  about  compression  tests, 
wet,  what  do  you  mean  by  that?  A.  The  wet  com¬ 
pression  test  is  made  the  same  as  a  dry  compres¬ 
sion  test,  with  this  exception,  that  before  the  block 
is  tested  in  the  compression  machine,  it  is  immersed 
in  water  until  it  is  not  supposed  to  absorb  more — 
in  other  words,  until  it  reaches  a  constant  weight, 
or  if  not  that,  for  a  definite  length  of  time.  It  is 
a  pretty  well  known  fact  that  when  gypsum  is  wet, 
its  compressive  strength  and  many  other  properties 
are  substantially  different  than  when  dry. 

“The  Witness :  Dry  gypsum  will  absorb  50  or 
60%  of  water  by  weight. 

“In  1922  it  was  usual  and  customary  to  make 
compression  tests  on  tile  both  wet  and  dry.  These 
compression  tests  were  either  made  on  whole  tiles 
or  sections  of  tiles.  The  compression  tests  as  such 
made  on  a  tile,  was  made  not  only  on  the  full  tile 
but  at  times  on  sections  of  the  tile.  I  am  not  quite 
sure  just  how  that  was  made  everywhere.” 

In  the  Supreme  Court  Proceeding,  two  water  or 
moisture  tests  were  conducted  before  that  Court.  Two 
additional  water  or  moisture  tests  upon  the  wallboard 
specimens,  Roos’  Exhibits  Nos.  11  and  14,  and  the  patty, 
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Roos’  Exhibit  No.  4,  were  prevented  by  the  sustaining 
by  the  Court  below  of  objections  made  by  Counsel  for 
the  United  States  Gypsum  Company.  The  first  of  these 
water  or  moisture  tests  was  conducted  by  Brown  upon 
a  piece  of  the  paper  covered  specimen,  Roos’  Exhibit  No. 
10,  and  the  Record  discloses  the  following  with  respect 
thereto  (R.,  Vol.  II,  pp.  488  to  490)  : 

“ The  Witness :  I  have  examined  the  block, 
Roos’  Exhibit  No.  10. 

“Q.  I  ask  you  whether  or  not,  in  your  opinion, 
that  Exhibit  10  is  a  product  suitable  for  use?  A. 
I  do  not  know  that.  I  can  tell  you  mighty  quick. 
Have  you  some  water? 

“Q.  Just  a  moment.  What  do  you  want  to  do  ? 
A.  I  want  to  test  it. 

“Mr.  Hansen :  We  object  to  the  witness  at¬ 
tempting  to.  ruin  the  exhibit. 

“Mr.  Rose:  Mr.  Hansen,  there  is  a  little  piece 
broken  here. 

“The  Witness:  That  is  enough. 

“Mr.  Rose:  So  that  we  will  know  what  you 
are  about — 

“The  Witness:  Gypsum  products  do  get  wet. 
We  know  that.  If  they  go  to  pieces  when  they  are 
wet,  I  do  not  think  they  are  of  much  use.  If  you  get 
me  a  little  water  in  a  cup,  I  will  test  it  and  show 
you.  We  can  compare  it  with  this  block  right  here. 

“Mr.  Rose:  Have  you  any  objection,  Mr.  Han¬ 
sen? 

“Mr.  Hansen:  I  have  no  objection  to  his  tak¬ 
ing  that  broken  piece.  I  would  like  to  assure  my¬ 
self  first  that  that  is  a  piece  out  of  that  block. 

“The  Witness:  All  right,  sir. 

“  ( Piece  of  material  handed  to  Mr.  Hansen. ) 

“The  Witness:  Besides  taking  a  small  piece 
from  the  block,  Roos’  Exhibit  No.  10  for  testing  in 
water  may  I  also  take  a  piece  of  this  standard  gyp¬ 
sum  tile  (indicating)  for  comparison? 

“Mr.  Rose:  Suppose  you  test  the  piece  from 


165 


the  block,  Roos’  Exhibit  No.  10,  first  then  we  will 
come  back  to  that. 

“The  Witness:  Can  I  have  a  piece  out  of  this 
(indicating)? 

“Mr.  Rose :  As  far  as  I  am  concerned,  you 
can  take  a  piece  out  of  that,  yes,  sir. 

“Mr.  Hansen:  I  object  to  taking  a  piece  out 
of  that.  That  would  be  absolutely  immaterial  and 
irrelevant.  That  does  not  embody  this  invention 
and  is  not  represented  as  embodying  the  invention. 
It  would  be  a  useless  waste  of  time. 

“Mr.  Rose:  I  would  like  to  ask  you,  Mr. 
Brown,  what  your  purpose  was  about  taking  a  piece 
out  of  this  standard  gypsum  tile  ( indicating )  ? 

“ The  Witness:  I  have  said  that  these  blocks 
or  any  material  that  was  going  to  be  used  for  struc¬ 
tural  purposes  should  be  tested  wet  and  dry.  If 
they  will  not  stand  up  under  ordinary  uses  when 
it  is  wet,  under  compression,  at  all,  I  do  not  think 
much  of  it. 

“Mr.  Rose:  So  your  purpose  as  I  understand 
it  was  to  take  a  piece  of  this  block,  Roos’  Exhibit 
No.  10,  and  show  whether  it  does  stand  up,  and 
then  compare  it  with  the  piece  taken  from  the  stand¬ 
ard  gypsum  tile? 

“The  Witness:  Certainly. 

“Mr.  Hansen:  He  has  not  testified  yet  what 
this  product  is  going  to  do. 

“Mr.  Rose:  I  do  not  know. 

“The  Witness:  That  is  for  you  to  say. 

“Mr.  Rose:  May  I  take  a  look  at  this  Mr. 
Brown  (indicating  the  piece  of  block,  Roos'  Ex¬ 
hibit  No.  10,  which  had  been  placed  in  a  glass  of 
water. ) 

“The  Witness:  Certainly.  Let  Judge  Letts 

see  it.  I 

( The  piece  of  material  is  handed  to  the  Court. ) 

“Mr.  Rose:  All  I  see  there  is  a  piece  of  this 
Exhibit  10  floating  in  water. 

(The  material  was  handed  to  the  witness.) 

“The  Witness :  If  you  want  to  get  a  compari- 
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son  with  a  standard  gypsum  block,  get  a  piece  of 
standard  gypsum  block  which  you  recognize  and  try 
that. 

“Mr.  Rose:  Just  so  the  record  will  show  what 
has  taken  place  here  with  respect  to  this  product, 
Roos’  Exhibit  10 — and  if  you  object  to  what  I  am 
going  to  say,  Mr.  Hansen,  please  indicate  it — the 
witness  Brown  was  asked  the  question  as  to  whether 
or  not  Roos’  Exhibit  No.  10  was  a  building  material 
suitable  for  use,  and  he  stated  to  the  Court  and 
counsel  that  if  he  could  put  a  piece  of  it  in  water, 
he  would  be  able  to  answer  the  question.  A  glass 
of  water  was  furnished  him  and  he  took  a  piece  of 
the  exhibit  and  put  it  into  the  water  for  approxi¬ 
mately  three  minutes — would  you  say,  Mr.  Hansen? 

“Mr.  Hansen:  You  are  dictating  the  state¬ 
ment. 

“Mr.  Rose:  Approximately  three  minutes,  and 
then  took  the  piece  of  exhibit  from  the  water  and 
crushed  it  in  his  hand. 

“Q.  Mr.  Brown,  just  explain,  what  in  your 
opinion,  was  the  nature  of  this  crushed  material 
which  you  had  in  your  hand?  A.  Mud. 

“Q.  You  do  not  doubt  that  there  is  gypsum  in 
it?  A.  Absolutely  not. 

“Q.  You  would  not  say  that  it  did  not  have  in 
it  the  ingredients  which  Mr.  Roos  testified  were  in 
it?  A.  I  do  not  know. 

“Q.  You  do  not  know  what  is  in  it,  but  you 
would  not  want  to  say  that  the  ingredients  he  says 
were  in  it  were  not  in  it?  A.  Absolutely  not. 

“Q.  What  you  mean  to  say  to  the  court  as  I 
understand  you  is  that  this  exhibit  was  a  material 
which  would  not  stand  up  under  water?  A.  Not  in 
my  opinion. 

“Q.  !  Having  made  this  experiment,  what  is 
your  opinion  as  to  whether  or  not  Mr.  Roos  made 
an  article  under  this  process,  this  Exhibit  10,  that 
was  suitable  for  use?  A.  I  do  not  know  of  any 
practical  use  of  it,  Mr.  Rose. 

“Q.  Would  a  tile  such  as  this  be  suitable  for 
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use  (referring  to  Exhibit  10)?  A.  Not  in  my 
opinion. 

“Q.  If  a  tile,  or  a  wallboard  either,  disinte¬ 
grates  on  an  application  of  water,  would  it  be  suit¬ 
able  for  the  purpose  for  which  it  is  made?  A.  I 
should  not  consider  it  so.” 

The  second  of  the  said  water  or  moisture  tests 
which  was  made  before  the  Court  below  was  conducted 
by  Pooler,  who  at  the  time  he  testified  in  the  Supreme 
Court  Proceeding  was  the  Production  Manager  of  the 
United  States  Gypsum  Company.  Counsel  for  Rice  re¬ 
quested  that  Pooler  make  such  a  test  during  his  cross 
examination  in  the  Supreme  Court  Proceeding.  The 
disclosures  of  the  Record  with  respect  to  this  second 
water  or  moisture  test  which  was  made  in  the  Court 
below  are  to  be  found  at  pages  567  and  568  of  Volume 
II  of  the  Record.  In  this  test,  counsel  for  Rice  handed 
Pooler,  while  on  the  witness  stand,  a  piece  broken  from 
Rice’s  Exhibit  V-l  which  was  a  piece  of  the  broken 
block,  Roos’  Exhibit  No.  37,  which  block  had  been  made 
by  the  witness  Huntley  in  1932  according  to  the  formula, 
Roos’  Exhibit  No.  5,  which  was  the  formula  which  Roos 
testified  that  he  used  in  the  making  of  the  tile  which  he 
says  he  made  on  August  23  and  24,  1922.  This  piece  of 
broken  block  which  was  handed  to  Pooler  was  %  of  an 
inch  wide  and  1V4  inches  long  and  about  Vs  of  an  inch 
thick.  Pooler  was  instructed  by  counsel  for  Rice  to 
drop  this  piece  of  tile  into  a  cup  of  water  and  it  re¬ 
mained  in  the  water  for  thirty-two  minutes,  after  which 
time  it  was  taken  from  the  cup  and  broken  by  counsel 
for  Rice  “in  his  fingers  with  ease.” 

In  the  Supreme  Court  Proceeding,  counsel  for  Rice 
requested  Brown  to  make  a  third  water  or  moisture 
test  upon  the  patty,  Roos’  Exhibit  No.  4,  but  this  test 
was  prevented  by  the  sustaining  of  an  objection  made 
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by  Counsel  for  the  United  States  Gypsum  Company  by 
the  Court  below.  The  disclosures  of  the  Record  with 
respect  to  this  contemplated  water  or  moisture  test  are 
to  be  found  at  pages  491  to  493  inclusive  of  Volume  II 
of  the  Record  and  are  as  follows: 

“Mr.  Rose:  Now,  I  show  you  Roos’  Exhibit 
No.  4,  this  patty,  and  ask  you  whether  that  is,  as 
testified  by  Mr.  Roos,  a  product  satisfactory  for  use 
or  a  commercially  practical  product.  I  ask  you  to 
look  at  it. 

“The  Witness:  Well,  why  not  let  me  test  it? 
I  should  like  to  test  it  in  the  same  way. 

“Mr.  Rose:  Have  you  any  objections,  Mr. 
Hansen  ? 

“Mr.  Hansen:  I  have,  your  Honor.  The  rec¬ 
ord  in  the  Patent  Office  proceeding  will  show  that 
counsel  for  Bayer  and  counsel  for  Rice  were  given 
samples  of  this  block  and  this  patty,  during  the 
time  they  were  taking  their  testimony  in  the  Pat¬ 
ent  Office  proceeding,  and  that  sample  there  was 
quite  a  valuable  exhibit  to  us  for  the  purpose  of 
other  litigation.  I  think  they  have  had  every  op¬ 
portunity  to  run  those  tests  and  I  have  no  objec¬ 
tion  to  their  bringing  in  evidence  as  to  what  they 
did  with  these  samples  that  I  gave  them  in  1926. 

“Mr.  Rose:  If  your  Honor  please,  that  is  not 
satisfactory  to  us. 

“The  Witness:  I  only  want  a  small  piece. 

“Mr.  Rose:  This  is  an  important  matter.  This 
patty  was  referred  to  in  the  opinion  of  the  Exam¬ 
iner  in  the  Patent  Office  and  also  by  the  Board  of 
Appeals  of  the  Patent  Office.  I  do  not  know  what  it 
will  do ;  but  it  is  not  going  to  hurt  that  patty  to  take 
a  little  piece  off  of  it  and  see  what  happens.  I 
haven’t  any  more  idea  than  you  have  but  I  am  after 
the  truth  in  this  case. 

“Mr.  Hansen:  I  submit  they  have  had  every 
opportunity  to  test  that  patty  and  I  think  they 
should  have  adduced  evidence  with  respect  to  the 
samples  of  it  that  were  given  to  them  during  the 
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Patent  Office  proceeding.  It  seems  to  me  that  this 
is  a  method  of  experimentally  trying  a  case.  I  do 
not  think  they  should  be  allowed  to  take  any  fur¬ 
ther  samples. 

“Mr.  Rose :  This  is  a  proceeding  de  novo ,  your 
Honor. 

“Mr.  Hansen :  I  know;  but  you  have  all  the 
evidence  in  the  Patent  Office  as  introduced  by  you 
in  this  case,  and  it  goes  in  here  as  having  been  taken 
before  the  court  under  the  statute. 

“Mr.  Rose:  If  your  Honor  please,  there  is  a 
valuable  patent  apparently  involved  in  this  litiga¬ 
tion.  The  evidence  of  the  invention  by  the  Gypsum 
Company  is  in  my  opinion  very  loose  and  scanty. 
This  is  a  de  novo  proceeding.  They  have,  all  in  all, 
in  this  case  only  some  tile  which  has  not  been  pro¬ 
duced  or  the  cylinders  produced,  a  couple  of  wall- 
board,  this,  Exhibit  No.  10,  and  that  little  patty, 
Exhibit  No.  4.  That  case  went  through  the  Patent 
Office  on  the  theory  that  this  Exhibit  10  and  this 
patty,  Exhibit  4,  made  proper  building  material  un¬ 
der  the  count.  I  do  not  believe  it,  and  I  think  proof 
can  be  shown  here  with  respect  to  this  patty  No. 
4  just  as  it  has  been  shown  with  respect  to  Roos’ 
Exhibit  No.  10.  I  will  concede  that  we  ought  not 
to  destroy  a  valuable  exhibit;  but  I  cannot  see  how 
taking  a  little  piece  off  this  patty  No.  4  and  subject¬ 
ing  it  to  water,  which  it  has  to  stand  in  use,  is  go¬ 
ing  to  destroy  that  exhibit,  because  this  exhibit  has 
no  form.  It  is  just  a  hunk  of  stuff.  It  is  just  a 
piece  of  material  and  there  is  nothing  about  the 
shape  of  it  that  is  material  to  this  case.  There  is 
nothing  whatever  about  it  that  is  material  to  this 
case  except  the  substance  itself.  Therefore,  it  seems 
to  me  that  we  ought  to  be  able  to  show  right  to 
your  Honor  here  what  that  is,  and  whether  it  stands 
this  absolutely  necessary  test  of  water  and  mois¬ 
ture.  So  I  request  your  Honor  to  permit  us  to  take 
a  little  piece  of  the  patty,  Roos’  Exhibit  No.  4  and 
make  this  test  in  a  glass  of  water,  just  as  we  did 
with  respect  to  Roos’  Exhibit  No.  10.  , 
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“Mr.  Hansen :  Your  Honor,  that  particular 
patty,  by  reason  of  the  fact  that  it  has  no  identify¬ 
ing  formation  has  been  identified  by  a  number  of 
witnesses.  If  we  are  going  to  destroy  the  shape  of 
that  patty  I  do  not  see  how  we  are  going  to  be  able 
to  use  that  patty  in  other  litigation,  when  appa¬ 
rently  the  only  mark  of  identification  on  it  is  its 
moulded  shape;  and  they  have  had  every  oppor¬ 
tunity  to  test  that  out  before  in  the  Patent  Ofiice 
proceeding. 

“Mr.  Rose:  Your  Honor,  this  patty  has  a  tag 
on  it  that  the  testimony  in  the  Patent  Ofiice  shows 
was  on  it  when  they  found  it  in  a  desk  somewhere. 
Mr.  Roos  was  asked  how  he  identified  it  and  he  said 
that  he  got  it  in  a  drawer  in  his  desk.  I  do  not  think 
Mr.  Hansen’s  argument  is  good.  There  is  the  patty. 
What  is  it  going  to  hurt  to  take  a  little  corner  off  of 
here  and  let  the  testimony  show  that  it  was  taken 
off  and  let  us  make  this  test?  If  you  will  concede, 
Mr.  Hansen,  that  a  little  piece  of  this  will  dissolve 
in  water  like  this  other  exhibit,  the  block,  Roos’ 
Exhibit  No.  10,  then  I  will  not  urge  it. 

“Mr.  Hansen:  I  would  not  concede  that. 

“The  Court :  It  is  the  impression  of  the  Court 
that  Mr.  Hansen  is  entitled  to  have  this  exhibit  in¬ 
tact;  and,  without  his  consent,  the  request  which 
you  make  is  denied. 

“Mr.  Rose:  Your  Honor  will  note  me  an  ex¬ 
ception  ? 

“The  Court:  Yes.” 

With  respect  to  the  fourth  water  or  moisture  test 
upon  the  wallboard  specimens,  Roos’  Exhibits  Nos.  11 
and  14,  as  above  mentioned,  counsel  for  Rice  made  the 
following  challenge  during  the  cross  examination  of 
Pooler  in  the  Supreme  Court  Proceeding  (R.,  Vol.  n,  p. 
571)  : 

“Mr.  Rose :  If  your  Honor  please,  just  so  that 
my  good  faith  in  this  matter  can  be  understood,  I 
challenge  the  other  side  to  take  off  Exhibits  11  and 
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14  a  strip  of  the  core  one  inch  wide  and  12  inches 
long,  and  subject  it  to  water  for  a  reasonable 
period,  and  we  will  see  whether  it  will  maintain  its 
physical  structure.” 

Counsel  for  the  United  States  Gypsum  Company, 
however,  refused  to  acknowledge  this  challenge. 


3.  Roos’  laboratory  compression  test  on  a  2x4  inch 
cylinder  was  insufficient  to  demonstrate  that  his  new 
“Building  Material”  would  have  permanent  qualities  and 
would  not  disintegrate  after  a  length  of  time. 

With  regard  to  the  necessity  of  fabricated  gypsum 
products  having  permanent  qualities  or  characteristics, 
Roos  admitted  (R.,  Vol.  II,  p.  219)  : 

“XQ.  I  think  you  have,  Mr.  Roos,  already 
enumerated  some  of  the  qualities  that  a  building 
board  of  the  character  of  Exhibits  11  and  14  should 
possess  to  be  commercial.  That  is  to  say,  they 
should  have  heat-resisting  qualities.  Isn’t  it  just 
as  necessary  for  those  blocks,  provided  they  are 
going  to  be  commercially  used,  to  have  permanent 
qualities  and  not  fall  to  pieces  after  a  short  use,  and 
various  other  qualities,  isn’t  that  true?  A.  Yes.” 

In  the  Supreme  Court  Proceeding,  Roos  admitted, 
upon  cross  examination,  that  the  above  described  com¬ 
pression  test  on  a  2x4  inch  cylinder  in  the  dry  state 
would  not  demonstrate  the  permanent  qualities  or  char¬ 
acteristics  of  a  gypsum  tile  or  block.  Roos  testified  (R., 
Vol.  II,  p.  393 ) . 

“Q.  Does  that  compression  test  which  you 
made  show  that  the  tile,  when  in  use,  would  not  dis¬ 
integrate  after  a  length  of  time?  A.  That  test 
by  itself  would  not,  but  the  inference  I  would  draw 
from  it  would.” 

“Q.  But  you  admit,  outside  of  your  own  infer¬ 
ence,  that  the  test  would  not  show  you?  A,  Yes, 
sir.” 
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Here  is  a  direct  admission  made  by  Roos  in  the 
Supreme  Court  Proceeding  that  the  compression  test, 
which  was  made  on  a  2x4  inch  cylinder  in  a  dry  state, 
did  not  demonstrate  that  the  tile  containing  chemical 
constituents  which  were  never  before  mixed  with  gyp¬ 
sum  products  would  not  disintegrate  after  a  length  of 
time. 

Theobald,  the  Works  Manager  at  the  Fort  Dodge 
plant  of  the  United  States  Gypsum  Company  in  the  year 
1922,  gave  some  very  interesting  testimony  upon  cross- 
examination.  This  testimony  as  given  by  Theobald  is 
evasive  and  impossible  to  summarize;  we,  therefore, 
quote  it.  Theobald  testified  as  follows,  (R.,  Vol.  II,  pp. 
262,  263 )  : 

“The  cylinders  that  Mr.  Roos  constructed  in 
1922  would  stand  the  outside  effects  of  weather  as 
much  as  any  of  the  others  would.  I  know  this  be¬ 
cause  we  exposed  some  of  them  to  the  weather,  that 
is,  tried  them  to  see  what  thev  would  do.  We  did  this 
with  some  small  samples.  These  samples,  however, 
were  not  the  cylinders.  They  were  just  some  of  the 
boards  that  we  made  from  similar  material.  These 
boards  were  exposed  during  the  summer  of  1922. 
These  boards  were  made  the  summer  or  after  I  don’t 
remember  the  exact  month  or  date.  I  am  sure  that 
those  cylinders  were  made  and  exposed  in  the  sum¬ 
mer  of  1922.  I  do  not  remember  the  length  of  time 
that  they  were  exposed  as  I  did  not  pay  any  parti¬ 
cular  attention  to  them  after  that.  I  do  not  know 
how  they  came  out  after  that  time.  I  do  not  know 
how  long  they  were  exposed.  I  do  not  know  whether 
they  were  exposed  for  two  years  or  not.  As  far  as 
I  know  they  were  not  exposed  for  three  years.  I 
didn’t  know  anything  about  them  after  they  were 
exposed.  We  just  nailed  them  up  on  a  board  or 
studding  or  something  like  that,  but  I  don’t  know 
where  they  w’ere.  I  don’t  know  whether  they  re¬ 
mained  there  for  twTo  or  three  years  because  I  did 
not  see  them  after  that.” 
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The  above  testimony  of  Theobald  is  important  be¬ 
cause  it  proves  that  the  United  States  Gypsum  Company 
in  1922  did  recognize  a  test  for  permanence  and  that 
they  did  actually  subject  some  fabricated  gypsum 
products,  made  under  the  process  in  issue,  to  a  test  for 
permanence.  Theobald,  however,  as  well  as  all  the  other 
witnesses  who  testified  on  behalf  of  the  United  States 
Gypsum  Company,  were  unable  to  state  what  the  results 
of  the  test  for  permanence,  above  referred  to  by  Theo¬ 
bald,  were.  In  other  words,  Theobald  in  his  testimony 
above  set  forth,  states  that  some  of  Roos’  fabricated 
gypsum  products  were  subjected  to  a  test  for  perma¬ 
nence  in  1922  but  that  he  does  not  know  whether  those 
products  withstood  such  a  test  successfully  ior  not. 
Neither  does  any  other  witness  who  testified  on  behalf 
of  the  United  States  Gypsum  Company  give  the  results 
of  such  a  test  for  permanence.  Surely  such  evidence 
concerning  an  alleged  reduction  to  practice  cannot  in 
law  form  the  basis  of  an  award  of  priority  to  a  Junior 
Party.  I 


4.  Roos’  laboratory  compression  test  on  a  2x4  inch 
cylinder  was  not  the  usual  and  customary  test  which  in 
1922  was  being  applied  generally  throughout  the  gypsum 
industry  upon  fabricated  gypsum  products.  It  was  only 
a  production  control  test  and  was  not  a  test  of  a  new 
fabricated  gypsum  product. 

As  has  been  admitted  by  both  Roos  and  Birdsey 
in  the  Supreme  Court  Proceeding,  the  compression  test 
on  2x4  inch  cylinders  was  a  production  control  test,  or 
a  production  check-up  rather  than  a  test  of  a  new  fab¬ 
ricated  gypsum  product.  Just  as  manufacturers  of  steel 
run  continuous  open-hearth  tests  on  samples  of  their 
steel  in  order  to  check  up  on  their  production,  and  just 
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as  manufacturers  of  cement  make  continuous  tests  of 
the  samples  of  their  output  in  order  to  make  sure  that 
their  production  processes  are  running  “up  to  their 
standard”,  so  the  United  States  Gypsum  Company,  in 
the  year  1922,  was  continuously  running  compression 
tests  on  2x4  inch  cylinders  in  the  dry  state  in  order  to 
check  their  “calcined  gypsum”  and  to  determine  whether 
the  quality  of  the  calcined  gypsum  which  they  were 
continuously  calcining  came  up  to  their  standard.  This 
2x4  inch  cylinder  test  in  the  dry  state  which  was  being 
continuously  run  by  the  Gypsum  Company  was  not, 
however,  in  any  sense  of  the  word,  a  test  of  a  new  fab¬ 
ricated  gypsum  product. 

With  regard  to  the  practice  of  converting  “natural 
gypsum”  into  “stucco”,  or  what  is  commonly  known  in 
the  gypsum  industry  as  “calcining  gypsum”,  in  the  pro¬ 
duction  of  “calcined  gypsum”  or  “first  settle  stucco”, 
Edwards  testified  in  the  Supreme  Court  Proceeding  as 
follows,  (R.,  Vol.  II,  p.  445)  : 

“The  common  practice  in  converting  gypsum 
into  stucco,  as  followed  by  all  manufacturers  of 
stucco,  consists  in  calcining  or  heating  of  the  min¬ 
eral  gypsum  until  approximately  three-fourths  of 
its  water  of  crystallization  has  been  driven  off. 
This  converts  the  gypsum  or  hydrous  sulphate  of 
lime  into  the  finished  product,  or  what  is  called  the 
hemi-hydrate  of  gypsum.  Classified  chemically 
gypsum  contains  two  molecules  of  water  of  crystal¬ 
lization.  It  loses  three-fourths  of  that;  and  stucco 
is  composed  of  a  product  containing  one-half  mole¬ 
cule  of  water  of  crystallization — simply  a  distil¬ 
lation  or  boiling  reaction  which  drives  off  a  goodly 
portion  of  the  water  of  crystallization.  This  act  of 
manufacture  converts  the  inert  products,  gypsum, 
into  a  very  active  and  live  product  known  as  cal¬ 
cined  gypsum  or  stucco. 

“Gypsum  itself  is  a  mineral  product  called  sul¬ 
phate  of  lime,  or  calcium  sulphate,  having  approxi- 
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mately  19  to  20  per  cent  water  of  crystallization. 
That  is  the  normal  definition  of  mineral  rock  gyp¬ 
sum.  i 

“  'Calcined  gypsum'  and  'stucco'  mean  the 
same  thing.  'Stucco'  is  a  term  that  the  practical 
plant  man  gives  to  his  calcined  gypsum.  It  may  be 
first-settle  or  second-settle  stucco." 

With  respect  to  calcining  gyspum,  Birdsey  testified 
in  the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  p.  637)  : 

"  ‘First  settle'  gypsum  refers  to  the  type  of 
stucco  that  is  made  in  the  Gypsum  Company’s  cal¬ 
cination  processes.  United  States  Gypsum  Com¬ 
pany  has  been  making  the  material  known  as  first 
settle  stucco  or  first  settle  plaster  ever  since  I  have 
been  with  them,  which  has  been  about  27  years. 
This  substance  is  known  commercially  on  the  mar¬ 
ket  as  stucco,  or  first  settle  plaster." 

The  test  of  a  2x4  inch  cylinder  in  the  dry  state,  which 
was  continuously  being  run  by  the  United  States  Gyp¬ 
sum  Company  in  1922  at  their  plants,  was  a  production 
check-up  of  the  calcination  process  above  described  by 
Edwards  and  Birdsey.  Such  a  check-up  determined  for 
them  whether  or  not  their  calcining  process  was  pro¬ 
ceeding  properly.  It  is  obvious  that  such  a  test  was 
not  being  continuously  run  by  the  United  States  Gyp¬ 
sum  Company  in  1922  in  order  to  determine  whether  or 
not  their  old  standard  gypsum  tile  were  of  practical 
utility  for  the  purpose  for  which  they  were  intended. 

With  respect  to  the  2x4  inch  cylinder  test  in  the 
dry  state,  Roos  admitted  in  the  Supreme  Court  Pro¬ 
ceeding  upon  cross  examination,  (R.,  Vol.  II,  pp.  368, 
369 )  : 

"Q.  In  other  words,  in  1922  your  gypsum  tile 
of  the  standard  make  was  almost  standard  in  the 
United  States;  it  has  been  tested  at  Armour's,  it 
has  been  tested  by  Fire  Underwriters,  you  had 
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gotten  it  down  to  specifications,  you  had  your  proc¬ 
ess  of  making  it  well  developed  and  when  you  took 
a  cylinder  of  the  mix  from  that  particular  tile  you 
took  it  for  the  purpose  of  determining  the  quality 
of  your  product,  that  it  was  up  to  standard  in  qual¬ 
ity.  It  was  a  quality  test,  was  it  not?  A.  Yes, 
sir.” 

Concerning  a  test  on  a  2x4  inch  cylinder  in  the  dry 
state  as  a  “check  up  on  your  plant  control”,  Edwards 
testified  as  follows  in  the  Supreme  Court  Proceeding, 
(R.,  Vol.  H,  p.  469)  : 

“At  the  Rumford  Chemical  Company  plant  at 
Providence,  R.  I.,  we  also  make  control  tests  simi¬ 
lar  to  the  control  tests  which  Mr.  Roos  has  testified 
to  in  this  proceeding.  The  purpose  of  these  control 
tests  is  to  check  up  on  our  plant  control  and  they 
are  made  sometimes  on  briquettes  and  once  in  a 
while  we  make  2  by  4  inch  cylinders.  A  test  on  2 
by  4  inch  cylinders  is  just  as  good  as  a  test  on 
briquettes  for  the  purpose  of  checking  up  on  your 
plant  control.” 

Edwards  further  testified  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  II,  p.  472)  : 

“This  synthetic  gypsum  process  was  a  new 
one  which  was  protected  by  a  patent  and  it  took 
about  a  year  and  a  half  of  testing  to  finally  stand¬ 
ardize  it.  After  our  product  was  so  standardized 
in  this  fashion  wTe  began  making  briquette  control 
tests  from  the  mix.  These  briquette  control  tests 
were  tension  tests.  Regardless  of  this  we  also  have 
our  tile  tested  occasionally. 

“A  2  by  4  inch  cylinder  will  stand  considerably 
more  pressure  than  a  tile  because  the  cylinder  is 
solid.  The  compressional  strength  of  a  2  by  4  inch 
cylinder  per  square  inch  is  often  times  as  much  as 
ten  times  as  great  as  the  compressional  value  of 
the  tile.” 

Concerning  the  distinction  between  a  compression 
test  on  a  2x4  inch  cylinder  and  a  compression  test  on  a 
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tile,  Edwards  testified  as  follows,  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  II,  pp.  445,  446,  447)  : 

“I  do  not  regard  a  compression  test  on  a  cylin¬ 
der  made  from  the  same  mix  from  which  a  tile  is 
made  as  a  test  of  the  tile.  A  test  of  the  cylinder 
or  a  briquette,  in  plant  practice,  on  a  specimen  of 
any  mixture,  from  which  the  product  is  manufac¬ 
tured,  is  simply  a  qualitative  test  of  the  character 
of  the  mixture  used.  By  ‘qualitative  test’,  I  mean 
a  test  to  show  whether  the  material  has  sufficient 
strength  or  not.  If  the  cylinder  fails,  you  know 
that  the  material  from  which  it  is  going  to  be  made 
is  no  good. 

“The  cylinder,  Rice’s  Exhibit  I,  is  a  2-inch  in 
diameter,  4-inch  high  cylinder,  known  as  a  2-inch 
cylinder,  made  from  a  mix  from  which  the  block, 
Rice’s  Exhibit  J,  was  made.  A  compression  test 
on  such  a  cylinder  indicates  nothing  with  respect 
to  the  block.  It  merely  indicates  the  consistency 
strength  of  the  mixture  in  general  from  which  the 
blocks  were  made.  It  shows  the  quality  of  the  mix¬ 
ture.  Mr.  Roos  testified  that  the  object  of  crushing 
a  cylinder  was  to  show  the  quality  of  the  mix.  I 
think  Mr.  Roos  is  perfectly  correct  in  this  answer. 
The  compression  test  on  such  a  cylinder,  however, 
shows  nothing  as  to  the  structural  strength  or 
value  of  the  tile.  The  cylinder  is  a  different  shape : 
it  is  a  different  form;  and  different  mechanical 
forces  are  at  v/ork.  If  one  examines  a  cylinder 
after  failure  in  compression  he  will  see  more  or  less 
a  coning  action  which  in  every  case  is  very  similar. 
A  compression  test  on  a  cylinder  is  a  direct  com¬ 
pression,  on  a  solid  substance.  When  a  tile  is 
crushed  in  compression  forces  are  applied  uni¬ 
formly  and  at  a  given  rate  of  speed,  until  the  tile 
fails  or  until  it  will  stand  no  more  compression. 

“In  making  a  compression  test  on  a  cylinder, 
the  cylinder  is  placed  on  a  steel  plate  at  top  and 
bottom.  The  compression  machine  operates  under 
a  given  load  or  speed  per  minute,  that  is,  a  cer¬ 
tain  number  of  pounds  or  a  certain  speed  in  com- 
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pression  per  minute.  It  is  uniform.  It  is  an  in¬ 
creasing  weight  which  is  exerted  by  hydraulic 
means  on  the  principle  of  a  book-press.  A  measur¬ 
ing  dial  and  arm  show  you  the  increasing  weight 
in  pounds,  and  the  total  compression. 

“The  load  is  applied  exactly  the  same  on  a  tile, 
with  a  given  rate  of  speed,  under  the  same  condi¬ 
tions.  Due  to  the  tile’s  construction — a  tile  is  a 
cast  member  with  hollow  cores — certain  laws  of 
mechanics  are  in  force  which  under  constant  com¬ 
pression,  cause  the  tile  to  break,  to  fail.  Invari¬ 
ably,  or  in  the  majority  of  cases — I  have  tested 
thousands  of  tile — the  tile  will  fail  not  in  com¬ 
pression  but  in  tension.  It  generally  cracks 
through  the  web  here  (indicating),  either  in  the 
center  of  the  core  between  the  sides  of  che  tile  or 
in  some  section  of  the  web.  It  may  sometimes 
sheer  through  the  shell  here  (indicating). 

“Invariably,  the  tile  will  first  fail  in  a  crack 
showing  through  the  web  or  the  shell.  The  cylin¬ 
der,  however,  is  a  compact  uniform  solid  core 
whereas  a  tile  is  not  solid. 

“The  section  of  standard  tile,  Rice’s  Exhibit 
H,  is  a  duplicate  section  of  the  standard  tile,  Rice’s 
Exhibit  I,  which  has  been  tested  in  a  standard 
compression  machine.  It  is  customary  to  bed  the 
tile,  if  they  are  at  all  uniform  on  the  surface,  in 
plaster  of  Paris  and  cap  them  with  a  blotter  in 
order  to  have  an  absolutely  level  and  uniform  sur¬ 
face  upon  which  the  plates  of  the  compression  ma¬ 
chine  operate.  This  blotter  accounts  for  the  green 
paper  'which  is  attached  to  the  top  of  the  tile,  Rice’s 
Exhibit  H.  This  tile,  Rice’s  Exhibit  H,  also  has 
had  the  plaster  of  Paris  treatment  I  just  spoke  of, 
This  tile,  Rice’s  Exhibit  H  was  placed  in  the  stand¬ 
ard  compression  machine,  and  given  the  test  until 
the  tile  developed  its  first  crack.  The  first  crack 
starts  here  (indicating)  and  follows  down  through. 
The  crack  in  this  tile  starts  at  the  top  of  the  tile, 
at  the  central  section  of  the  web  approximately  in 
the  center  of  the  tile,  and  runs  approximately  ver¬ 
tical  to  the  first  core.  The  crack  continues  between 
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the  first  and  second  cores  slightly  off  center.  It  is 
cracked  through.  This  crack  does  not  proceed  fur¬ 
ther  in  the  tile,  that  is  it  does  not  go  further  down 
through  the  tile  towards  the  bottom  because  I 
stopped  the  test  purposely  after  securing  the  first 
crack,  showing  where  the  first  weakness  developed 
and  at  what  point.  The  total  compression  which  I 
used  was  approximately  4400  pounds  from  the  sur¬ 
face  of  the  tile.  It  figures  88  pounds  per  square 
inch.  We  call  this  crack  in  the  tile  the  first  crack. 

“The  compression  test  on  the  cylinder  is  made 
on  a  homogeneous  solid  body.  If  it  were  possible  to 
cut  a  section  from  the  finished  tile  without  disturb¬ 
ing  the  crystallization  the  same  size  as  the  cylin¬ 
der,  Rice’s  Exhibit  I,  it  might  check  up.  The  tile, 
however,  is  an  entirely  different  structural  shape. 
The  application  of  the  forces  to  the  cylinder  and 
tile  is  the  same,  but  the  working  of  compressional 
forces  within  a  tile  are  completely  different  from 
the  compressional  forces  within  a  cylinder  due  to 
the  difference  in  construction  between  a  tile  with 
core  holes  and  a  cylinder.  The  crack  in  the  tile, 
Rice’s  Exhibit  H,  shows  that  this  tile  did  not  fail 
in  compression,  but  rather  failed  in  tension.  A 
compressional  force  is  a  push  while  a  tension  force 
is  a  pull.  The  tile,  Rice’s  Exhibit  H,  shows  a  crack 
in  its  web  which  was  due  to  the  pull  of  the  forces 
which  in  turn  were  created  by  the  hollow  core 
spaces.  The  crack  in  the  tile,  Rice’s  Exhibit  H, 
runs  all  the  way  through  the  top  web.  The  web 
between  the  other  two  cores  is  not  as  yet  affected, 
as  far  as  I  can  see.  There  is  a  slight  crack  here, 
though  (indicating)  that  shows  that  it  started  a 
slight  crack  in  the  second  web.” 

Edwards  further  testified  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  II,  pp.  450,  451)  : 

“Q.  In  this  case,  you  have  heard  the  testi¬ 
mony.  Certain  witnesses  produced  by  Ross  testi¬ 
fied  that  after  they  made  one  of  these  standard 
tile  and  a  cylinder  from  the  same  mix,  they  then 
crushed  the  cylinder,  and  there  was  testimony  that 
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that  indicated  that  the  compressional  weight  un¬ 
der  which  the  cylinder  was  crushed  indicated  that 
the  tile  was  a  good  tile,  a  satisfactory  tile,  along 
with  inspection  tests.  Are  you  of  the  opinion  that 
the  compressional  value  of  the  cylinder  under  the 
Roos  process,  as  compared  with  the  strength  of 
the  tile  which  was  made  from  the  same  mix,  is 
comparable  with  the  standard  tile  and  the  relation 
between  the  standard  tile  and  the  standard  cylin¬ 
der  made  from  the  same  mix?  A.  I  cannot  see 
how. 

“Q.  Why  do  you  say  that?  What  is  the  dif¬ 
ference  between  these  substances  that  bears  on  the 
value  of  such  a  compressional  test?  A.  In  one  in¬ 
stance,  in  regard  to  the  standard  product,  you  make 
your  test  cylinders  from  a  mixture  and  your  stand¬ 
ard  tile.  After  practice,  plant  practice,  over  a  long 
period  of  time,  you  can  determine  a  relation  be¬ 
tween  certain  materials,  between  the  strength  of 
those  cylinders  and  the  compressional  strength  of 
the  tile.  In  the  Roos  Exhibit  No.  5,  you  are  taking 
a  standard  mix  and  you  are  introducing  extran¬ 
eous  matter  in  the  form  of  foam  or  bubbles.  You 
do  not  know  anything  about  the  placement,  the 
physical  condition  or  the  make-up  of  this  bubble 
mix  after  it  is  poured  in  the  tile.  Entirely  new 
forces  which  you  have  never  tested  are  existent. 
We  do  know  that  the  test  cylinders  show  a  marked 
decrease  in  strength  from  the  standard  quality 
control  cylinder  of  the  standard  product.  That 
gives  a  man  experienced  in  testing  immediately  the 
knowledge  that  there  is  a  weakness  proportionate 
with  the  strength. 

“Q.  If  you  have  been  selling,  making  and  mar¬ 
keting  for  years,  a  certain  standard  product,  and 
you  have  been  testing  over  a  period  of  years  a 
cylinder  that  is  made  from  the  same  mix,  and  the 
standard  product  has  been  in  use  and  you  have 
learned  about  it,  as  I  understand  you,  what  you 
are  saying  is  that  you  do  get  some  idea  of  a  rela¬ 
tion  between  the  compression  test  on  such  a  cylin- 
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der  and  the  compressional  test  on  such  a  tile.  A. 
Yes. 

“Q.  But  this  was  a  new  product,  this  product 
under  the  Roos  process,  and  what  you  are  saying 
about  that,  as  I  understand  you,  is  that  you  cannot 
form  any  ratio  or  relation  between  the  tile  and  the 
cylinder?  A.  You  cannot  form  any  ratio.,, 

Edwards  further  testified,  (R.,  Vol.  II,  pp.  452,* 
453 )  :  : 

“At  the  time  Roos  made  the  tile  in  his  labora¬ 
tory,  according  to  his  testimony,  upon  which  the 
Patent  Office  awarded  a  reduction  to  practice,  those 
tile,  made  under  the  foam  process  in  issue,  were 
not  a  known  product  on  the  market.  Experience 
and  use  had  shown  nothing  whatsoever  regarding 
the  durability  and  the  usability  of  that  product  on 
the  market. 

“Q.  Was  there  any  experience  in  that  prod¬ 
uct  which  would  have  justified  an  expression  of 
opinion  that  the  relation  of  the  compressional 
breaking  test  of  the  cylinder  indicated  what  the 
strength  of  the  tile  was?  A.  Not  in  the  least  in 
my  opinion. 

*  *  *  *  *  *  j  *- 

“If  the  tile  made  under  the  foam  process  in  is¬ 
sue  had  been  in  the  market  for  years,  and  if  its 
plant  difficulties  and  its  erraticness  had  been  ironed 
out,  and  if  the  various  tests  which  I  have  testified 
concerning  had  been  conducted  on  full  size  tile,  and 
if  test  cylinders,  made  from  the  same  mix  as  the  tile, 
were  made  and  tested  daily,  then  there  would  be  a 
standardized  relation,  due  to  practice,  between  the 
cylinder  from  the  mix  and  the  tile  itself.  All  these 
things,  however,  would  first  have  to  be  done  before 
one  could  determine,  by  a  test  on  a  cylinder  made 
from  the  same  mix,  that  the  tile  was  satisfactory 
for  use.  The  cylinder  test  is  only  a  test  to  let  one 
know,  from  day  to  day,  or  from  hour  to  hour,  that 
his  mix  is  all  right.  That  is,  that  too  much  water 
was  not  added,  that  foreign  materials  had  not 
gotten  into  the  mix  to  spoil  the  set  and  strength.  In 
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other  words,  the  daily  cylinder  test  is  just  a  check, 
a  qualitative  test.” 

Concerning  the  distinction  between  a  compression 
test  on  a  2x4  inch  cylinder,  and  a  compression  test  on  a 
tile,  Brown  testified  as  follows,  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  II,  pp.  475,  476)  : 

“Q.  Is  the  play  of  forces  on  a  solid  cylinder 
such  as  Exhibit  I  the  same  as  the  play  of  forces  on 
a  tile  such  as  Exhibit  H?  A.  The  force  is  applied 
in  the  same  direction  but  its  effect  is  different. 

“Q.  Why,  and  what  is  it?  A.  Why,  when 
your  force  is  applied  on  the  tile,  you  get  a  disrup¬ 
tive  tension  as  a  rule;  I  won’t  say  that  you  get  it 
every  time  but  that  is  the  rule.  In  a  cylinder  of 
this  sort,  you  get  what  they  call  a  compression 
break  and  coning. 

“Q.  Just  explain — take  Exhibit  H  and  explain 
what  you  mean  by  that.  A.  Here  is  Exhibit  H. 
When  the  forces  are  applied  on  this  block  to  the 
ends,  the  block — as  a  rule  I  say;  I  won’t  say  always 
— will  fail  in  tension.  That  is,  it  will  pull  apart, 
rather  than  crush.  That  is  due  to  its  form. 

“Tine  Witness:  This  pulling  apart  usually 
takes  place  in  the  webs  of  the  tile.  By  the  webs  I 
am  referring  to  the  solid  matter  between  the  cores 
or  between  the  cores  and  the  outside  of  the  tile. 

“The  real  purpose  of  a  cylinder  test  is  to  de¬ 
termine  the  Compressive  strength  of  the  material 
tested  or  whether  the  mix  is  of  a  certain  quality. 

“As  the  years  went  along,  those  manufactur¬ 
ers  who  had  background  and  experience  made  a 
standard  gypsum  tile,  a  style  of  tile  that  had  had 
the  test  of  time.  A  standard  tile  was  one  that 
would  test  the  same  relative  values.” 

Brown  further  testified  in  the  Supreme  Court  Pro¬ 
ceeding,  (R.,  Vol.  II,  p.  506)  that  the  American  Society 
for  Testing  Materials  in  1922  did  not  approve  of  a  test 
on  a  cylinder  in  order  to  test  a  tile. 
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Birdsey  admitted  in  the  Supreme  Court  Proceed¬ 
ing,  when  pressed  by  the  Court  during  his  examina¬ 
tion,  that  the  compression  test  on  a  2x4  inch  cylinder 
in  the  dry  state  was  merely  a  “ plant  control  test”,  and 
that “occasionally  there  would  be  laboratory  tests  made 
on  a  section  of  tile  to  tie  up  the  results  with  the  con¬ 
trol  tests  at  the  plant”. 


Birdsey  testified  in  the  Supreme  Court  Proceeding, 
(R.,  Vol.  II,  pp.  611,  612)  : 

“Q.  What  were  the  usual  plant  tests  made  by 
the  United  States  Gysum  Company  on  partition 
tile  made  from  gypsum  in  1922? 

“The  Witness:  In  manufacturing  that  tile, 
several  tests  were  made  in  the  laboratory.  The 
test  most  frequently  used  was  the  wet  weight  and 
the  dry  weight  of  the  tile.  That  is,  wet  as  the  tile 
came  off  the  machine  and  dry  as  it  came  from  the 
kilns.  Then  a  periodical  check  up  of  the  dimen¬ 
sions  was  made  in  order  to  be  sure  that  the  me¬ 
chanical  equipment  was  in  good  shape,  and  a  cylin¬ 
der  test  at  regular  intervals  was  run  to  determine 
the  compressional  strength  of  the  material  from 
which  the  tile  was  being  made.  When  the  mix  was 
being  poured  into  the  mold,  a  small  mold  two  inches 
in  diameter  and  four  inches  high  was  filled  with 
the  mix.  It  was  allowed  to  set,  dried  out,  and 
crushed  in  a  crushing  machine,  that  is  a  regular 
standard  crushing  machine,  and  the  test  was  the 
number  of  pounds  per  square  inch  which  the  cylin¬ 
der  stood  at  the  point  of  failure. 

“Those  were  the  plant  tests  the  United  States 
Gypsum  Company  were  making  on  its  standard 
partition  tile  in  1922. 

“Mr.  Rose :  I  object  to  this  testimony  as  being 
irrelevant,  incompetent  and  immaterial  for  the  rea¬ 
son  that  the  testimony  in  the  case  already  shows 
that  the  Underwriters’  Laboratories  were  testing 
this  product  all  through  the  years  1922,  1923,  and 
1924;  that  the  Underwriters’  Laboratories  were 
testing  a  full  sized  tile,  wet  and  dry,  for  the  Gyp- 
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sum  Company,  and  that  the  Gypsum  Company  had 
substituted  for  the  ordinary  full  plant  tests,  the 
tests  of  the  Underwriters’  Laboratories.  Further 
it  is  objected  to  for  the  reason  that  the  tile  in  ques¬ 
tion,  under  the  Ross  process,  was  a  new  product, 
and  that  therefore  the  standard  of  tests  should 
have  been  all  the  tests  that  were  usually  and  cus¬ 
tomarily  applied  in  laboratories  on  new  products. 

“The  Court :  The  objection  is  overruled. 

“Mr.  Rose:  I  note  an  exception. 

“The  Court:  You  may  have  your  exception. 

“By  Mr.  Hansen:  Q.  The  question  is  directed 
to  what  the  United  States  Gypsum  Company  was 
doing,  not  what  the  Underwriters’  Laboratories 
were  doing.  A.  Those  were  the  plant  tests  the 
United  States  Gypsum  Company  were  making  at 
that  time. 

“Q.  Were  those  all  the  tests?  A.  All  the 
plant  test  that  were  made. 

“The  Court:  He  is  asking  you  whether  there 
were  others. 

“The  Witness:  Is  that  a  question  for  me  to 
answer? 

“The  Court:  I  understood  that  to  be  a  ques¬ 
tion. 

“Mr.  Hansen:  I  said,  is  that  all  the  tests? 

“The  Witness:  Occasionally  there  would  be 
laboratory  tests  made  of  a  section  of  tile  to  tie  up 
the  results  with  the  control  tests  at  the  plant.” 

At  Page  673  of  Volume  II  of  the  Record,  Birdsey 
admitted  on  cross-examination  in  the  Supreme  Court 
Proceeding,  that  in  testing  a  tile  in  compression,  one 
should  make  a  note  in  applying  a  compression  test  on 
a  full  sized  tile,  as  soon  as  the  tile  starts  to  crack  any¬ 
where  ;  that  the  note  should  state  that  a  crack  developed 
in  a  tile  at  a  certain  place  at  a  pressure  of  so  marly 
pounds;  that  after  making  this  note,  the  tester  should 
continue  to  apply  more  pressure  to  the  tile  and  should 
then  continue  to  describe  in  his  notes,  the  effect  of 
adding  additional  pressure  to  the  tile  from  time  to 
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time;  that  such  a  procedure  would  give  the  history  of 
the  compressional  strength  of  the  tile  being  tested;  that 
such  a  note  should  include  at  what  pressure  the  tile 
being  tested  first  began  to  fail,  and  also  should  note  the 
pressure  when  what  they  call  “ultimate  failure”,  oc¬ 
curred;  and  that  such  a  procedure  would  make  it  pos¬ 
sible  for  one  examining  the  record  of  such  a  test  “to 
have  some  idea  of  the  real  compressional  strength  of 
the  tile.” 

_  i 

5.  The  usual  and  customary  tests  on  fabricated 
gypsum  tile  or  block  as  they  were  generally  known  and 
used  throughout  the  gypsum  industry  in  the  year  1922 
were: 

(a)  The  compression  test  on  a  full  size  tile  in  the 
dry  state  and  after  saturation  with  water, 

(b)  The  transverse  test, 

(c)  The  impact  test,  j 

(d)  The  plastering  test, 

(e)  The  fire  and  water  test, 

(f)  The  freezing  and  thawing  test,  and 

(g)  The  efflorescence  test. 

The  witnesses  who  testified  on  behalf  of  the  United 
States  Gypsum  Company  in  the  Patent  Office  Proceed¬ 
ings  purposely  and  fraudulently  concealed  from  the  Pat¬ 
ent  Office  Tribunals,  the  evidence  concerning  the  ex¬ 
istence  and  use  generally  throughout  the  gypsum  in¬ 
dustry  of  these  well  known  tests.  They  represented  to 
the  Patent  Office  that  the  customary  and  usual  test  to 
determine  whether  a  new  fabricated  gypsum  tile  or 
block  was  of  practical  utility,  was  a  test  on  a  2x4  inch 
cylinder  in  the  dry  state.  Rice,  during  the  Patent  Of¬ 
fice  Proceedings,  had  no  testimony  to  the  contrary.  He 
too,  like  the  Patent  Office  Tribunals,  was  misled  by  the 
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fraudulent  misrepresentations  made  by  witnesses  for 
the  United  States  Gypsum  Company. 

In  the  Supreme  Court  Proceeding,  Rice  conclusive¬ 
ly  proved,  by  the  admissions  of  Roos  and  Birdsey,  and 
the  testimony  of  Edwards  and  Brown  supported  by 
Rice’s  Exhibit  N  and  Rices’  Exhibit  M-l,  that  the  above 
mentioned  tests  were  the  usual  and  customary  tests 
which  were  known  and  applied  throughout  the  gypsum 
industry  in  the  year  1922  to  a  new  fabricated  gypsum 
tile  or  block  product  in  order  to  determine  whether  or 
not  it  was  of  practical  utility. 

At  this  point  in  our  Brief,  we  desire  to  call  the  at¬ 
tention  of  this  Honorable  Court  to  Rice’s  new  evidence 
concerning  the  above  mentioned  tests  which  was  intro¬ 
duced  in  the  Supreme  Court  Proceeding. 

In  the  Supreme  Court  Proceeding,  Brown  testified 
as  follows  concerning  the  usual,  proper  and  customary 
tests  in  1922  on  gypsum  title  (R.,  Vol.  II,  p.  486)  : 

“Q.  Mr.  Brown,  Mr.  Roos  testified  in  this  pro¬ 
ceeding  that  he  had  made  certain  tile  under  the 
teaching  of  his  alleged  invention  in  the  suit.  I  ask 
you  what,  in  the  Summer  and  Fall  of  1922,  were 
the  usual,  proper,  and  customary  laboratory  tests 
in  accordance  with  which  this  tile  should  have  been 
tested  in  order  to  determine  whether  or  not  the  tile 
was  suitable  for  use?  A.  In  my  opinion,  the  tile 
should  have  been  subjected  to  the  compression  tests, 
both  wet  and  dry ;  it  should  have  been  weighed  thor¬ 
oughly,  its  density  figured;  it  should  have  been 
tested  in  a  transverse  position  for  breakage;  it 
should  have  had  an  impact  test;  it  should  have  had 
a  plastering  test  certainly;  it  should  have  been 
tested  for  efflorescence,  and  any  other  tests  they 
could  think  of,  laboratory  tests.” 

Brown  further  testified  (R.,  Vol.  II,  pp.  475  to  482)  : 

“Q.  When  you  talk  about  compression  tests, 
wet,  what  do  you  mean  by  that?  A.  The  wet  com- 
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pression  test  is  made  the  same  as  a  dry  compression 
test,  with  this  exception,  that  before  the  block  is 
tested  in  the  compression  machine,  it  is  immersed 
in  water  until  it  is  not  supposed  to  absorb  more — 
in  other  words,  until  it  reaches  a  constant  weight, 
or  if  not  that,  for  a  definite  length  of  time.  It  is 
a  pretty  well  known  fact  that  when  gypsum  is  wet, 
its  compressive  strength  and  many  other  properties 
are  substantially  different  than  when  dry. 

“The  Witness :  Dry  gypsum  will  absorb  50  or 
60%  of  water  by  weight. 

“In  1922  it  was  usual  and  customary  to  make 
compression  tests  on  tile  both  wet  and  dry.  These 
compression  tests  were  either  made  on  whole  tiles 
or  sections  of  tiles.  The  compression  test  as  such, 
made  on  a  tile,  was  made  not  only  on  the  full  tile 
but  at  times  on  sections  of  the  tile.  I  am  not  quite 
sure  just  how  that  w^as  made  everywhere.  ■ 

“Q.  But  the  tile  made  under  the  Roos  process 
or  the  Rice  process,  was  that  tile  in  the  market  gen¬ 
erally  prior  to  this  invention?  A.  Not  to  my  knowl¬ 
edge. 

“There  is  no  difference  between  a  compression 
test  wet  and  a  compression  test  dry  other  than  that 
the  tile  is  wet  in  one  instance  and  dry  in  the  other 
when  tested  for  compression.  A  gypsum  tile  is 
stronger  when  dry. 

“I  know  what  the  transverse  test  is  and  I  used 
it  when  I  worked  for  the  United  States  Gypsum 
Company  in  their  plants.  I  used  the  transverse 
test  on  gypsum  partition  tile  at  the  plant  of  the 
United  States  Gysum  Company  about  1910  or  1911. 
This  transverse  test  on  tile  consisted  of  taking  a  tile 
and  laying  it  down  on  a  couple  of  knife  edges — we 
used  pieces  of  wood  or  pieces  of  pipe  a  definite  dis¬ 
tance  apart  and  applying  a  load  either  uniformly 
distributed  or  concentrated  on  another  pipe  or 
wooden  strip  along  the  center  of  the  block,  and 
then  loading  that  block  to  see  what  the  resistance 
to  bending  and  the  final  disruption  consisted  of.  We 
used  to  jump  on  it  to  see  if  it  would  stand  up  or  not. 
When  I  worked  for  the  United  States  Gypsum  Com- 
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pany  we  applied  this  transverse  test  to  blocks  in 
different  plants. 

“When  I  was  with  the  United  States  Gypsum 
Company  there  were  tests  made  at  the  Underwrit¬ 
ers’  Laboratories  on  the  company’s  products,  but 
I  cannot  give  you  any  definite  information  on  them. 
I  know  that  they  were  made,  and  we  thought  from 
what  we  heard,  that  they  were  successful,  but  be¬ 
yond  that  I  cannot  go.  I  had  nothing  to  do  with 
arranging  for  the  tests,  or  anything  of  that  sort. 

“I  am  familiar  with  the  process  in  issue  and  I 
believe  that  a  product  made  in  accordance  with  it 
would  be  a  new  product  in  the  art  of  light  weight 
building  material.  The  standard  gypsum  block  was 
not  formed  by  mixing  a  foam  with  a  cement. 
Neither  did  the  standard  gypsum  block  have  sub¬ 
stances  such  as  soap  bark  and  saponin  in  it.  Neither 
did  the  old  standard  gypsum  block  have  aluminum 
sulphate  and  calcium  carbonate  in  it.  Sometimes  it 
had  calcium  carbonate  in  it.  I  say  that  such  a 
product  would  be  a  new  product  because  I  do  not 
believe,  to  my  best  knowledge  and  belief,  that  there 
was  anything  on  the  market  like  it.  It  was  entirely 
new  and  novel  as  far  as  I  am  concerned.  If  I  were 
introducing  a  new  product  of  that  kind  I  would  put 
it  to  all  the  tests  I  knew*  of  in  order  to  determine 
whether  or  not  I  had  an  article  suitable  for  use. 

“Q.  You  were  plant  superintendent  at  plaster 
mills,  wallboard,  block,  and  all  that  sort  of  thing. 
What  w'ould  you  say  were  the  proper  and  customary 
tests  that  should  be  applied  to  that  new  product, 
to  determine  whether  or  not  it  is  suitable  for  use? 
A.  I  should  apply  the  compression  tests,  wet  and 
dry;  I  w^ould  plaster  on  it — I  would  plaster  on  the 
block. 

“Q.  Why  would  you  do  that?  A.  I  would  want 
to  see  how  the  adhesion  was  of  the  plaster  to  the 
block.  I  would  want  to  see  if  there  was  any  efflore¬ 
scence  or  not,  or  any  staining. 

“The  Witness :  The  fact  that  they  have  been 
plastering  on  old  gypsum  block  for  years  v/ould  not 
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indicate  to  me  how  the  new  block  would  take 
plaster. 

“A  new  block  of  light  weight  material  made 
by  this  bubble  process  would  I  presume  have  less 
gypsum  in  it  than  the  old  block.  There  is  a  pecul¬ 
iar  quality  about  gypsum  with  respect  to  water. 
The  more  water  you  mix  with  gypsum  the  less 
strength  results.  If  I  were  making  a  light  weight 
material  where  hollow  spaces  had  taken  the  place 
of  what  was  formerly  gypsum  I  would  not  want  to 
say  what  the  effect  of  this  would  be  without  mak¬ 
ing  tests.  If  I  made  the  foam  with  saponin  or  soap 
bark  or  by  the  use  of  any  chemicals,  in  order  to 
get  a  light  weight  material,  I  would  not  want  to  say 
what  the  effect  of  those  new  materials  would  be  on 
the  uses  to  which  the  old  standard  tile  had  been 
put.  Besides  plastering  upon  it  I  would  want  to 
subject  it  to  a  fire  test  and  to  impact  tests.  The 
importance  of  the  fire  and  water  test  is  simply  this, 
that  gypsum  blocks  as  a  structural  material  are 
usually  sold  for  use  in  both  fireproof  and  non-fire- 
proof  buildings.  Fire  tests  are  made  in  different 
ways,  some  cities  make  their  own,  and  some  uni¬ 
versities  make  them  for  cities,  and  the  Underwrit¬ 
ers’  Laboratories  in  Chicago  make  fire  tests  and 
give  you  a  report  which,  in  selling  that  product,  you 
can  use  in  going  before  an  architect  or  building 
committee  or  code  committee  or  whatever  it  may 
be,  as  evidence  that  your  block  was  submitted  to 
that  test  and  is  perfectly  satisfactory  material  for 
use  in  or  under  the  specifications  which  the  Under¬ 
writers’  Laboratories  permit  you  to  use. 

“The  impact  test  is  what  you  might  call  an  ar¬ 
bitrary  test.  It  is  one  that  I  have  used  in  plants 
that  I  have  had  charge  of,  and  is  simply  an  indica¬ 
tion  of  how  your  block  is  going  to  stand  shipment. 
Impact  carries  with  it  the  idea  of  two  forces  against 
each  other.  Let  us  say  that  here  is  a  carload  of 
block  packed  in  a  boxcar,  and  an  engine  comes  along 
and  hits  the  end  of  the  train,  and  if  your  blocks 
were  not  properly  packed  in  there,  with  sufficient 
straw,  excelsior  or  whatever  you  may  use,  they  get 
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up  in  one  end  off  the  car  and  if  your  blocks  are  not 
strong  and  hard,  your  end  blocks  or  middle  blocks 
are  shot  to  pieces.  The  impact  test  tells  you  how 
the  block  is  going  to  resist  impacts. 

“I  have  particular  reference  to  the  use  of  gyp¬ 
sum  blocks,  we  will  say,  in  furniture  storage  ware¬ 
houses  where  the  value  of  the  material  to  resist  a 
piling  against  it,  and  things  of  that  sort,  is  of  value. 

“Efflorescence  is  the  coming  to  the  surface  of 
materials  due  to  capillary  attraction  of  water  from 
the  interior.  Efflorescence  is  a  matter  which  re¬ 
quires  consideration  in  the  handling  of  all  gypsum 
products.  One  of  the  reasons  for  this  is  because 
of  gypsum’s  tendency  to  absord  and  discharge 
water.  Most  all  walls,  whether  built  of  gypsum 
block  or  some  other  material,  are  decorated,  pa¬ 
pered  or  painted,  and  sometimes  the  decorations 
are  rather  expensive.  If  a  block  partition,  we  will 
say  for  instance,  is  plastered  over,  and  efflorescence 
comes  from  the  interior  of  that  block,  if  the  block 
is  not  entirely  dry  when  put  in  the  wall  or  if  it 
absorbs  water  while  being  plastered  and  comes 
through  under  the  surface  of  the  plaster,  not  neces¬ 
sarily  immediately  but  in  the  course  of  time,  and 
pushes  off  the  paper  and  paint,  something  of  that 
sort,  it  means  a  complaint. 

“In  addition  to  giving  this  new  product  the 
compression  test,  plastering  tests,  fire  and  water 
tests,  and  transverse  tests,  I  would  want  to  give  this 
new  product,  made  under  the  process  in  issue,  to 
determine  whether  it  could  be  used,  every  test  that 
I  could  think  of  because  it  is  a  new  product.  I  would 
want  to  give  it  a  freezing  and  thawing  test  in  order 
to  determine  the  action  of  weather  upon  it.  With¬ 
out  giving  this  new  product  a  freezing  and  thawing 
test  I  would  not  know  how  it  would  act  under 
weather  conditions  because  the  new  product  was 
different  from  the  old  one. 

“Q*  Take  gypsum,  in  order  to  be  perfectly  fair 
in  this  case;  you  had  an  old  product;  you  had  gyp¬ 
sum  block  how’  long  back?  A.  Longer  than  I  can 
remember.  There  were  gypsum  blocks  on  the  mar- 
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ket  long  before  I  knew  anything  about  the  gypsum 
business. 


“Q.  Of  course,  through  all  the  years  that 
block  was  in  use,  and  I  suppose  that  there  were 
complaints  made  about  it,  and  that  this  was  done 
and  that  was  done.  Why,  on  a  freezing  and  thaw¬ 
ing  test,  wouldn’t  you  be  able  to  say  that  this  new 
product  would  stand  up  to  freezing  and  thawing 
just  the  same  as  the  old  product  did?  A.  Again 
I  want  to  say,  what  basis  would  you  make  that 
statement  on?  Here  you  have  got  a  gypsum  block 
of  the  old  type;  we  will  call  it  more  or  less  compact 
and  hard,  within  a  degree,  and  dense  to  a  certain 
degree,  and  you  begin  to  put  out  a  new  product,  one 
that  is  much  more  cellular — well,  now,  it  is  appar¬ 
ently  more  cellular;  I  won’t  say  it  is,  but  it  is  ap¬ 
parently  more  so,  and  if  weight  is  any  indication  of 
porosity,  if  you  put  that  in  water  you  are  certainly 
going  to  get  more  water  in  those  holes  if  'you  have 
more  holes.  Now,  if  that  water  freezes,  there  is 
going  to  be  disruption  somewhere,  and  the  reason 
that  we  make  the  test  is  because  in  the  gypsum 
business  there  are  times  when  business  is  mighty 
poor  and  blocks  have  to  be  stored  outside,  out  of 
doors,  and  there  are  times  when  you  have  iso  darn 
many  of  them  on  hand  that  you  cannot  cover  them ; 
it  costs  too  much  money,  and  if  those  blocks  get 
wet  and  freeze,  and  you  have  disruption  in  your 
blocks,  it  is  going  to  be  an  expensive  matter. 

“Q.  Suppose  that  I  put  this  new  porous  prod¬ 
uct  in  my  house,  and  leave  it  unoccupied  for  a  year, 
when  it  would  probably  be  subject  to  warm  weather 
in  the  summer  and  cold  weather  in  the  winter;  do 
you  think  that  this  new  porous  article  would  be  any 
more  liable  to  break  up  under  freezing  than  the 
old?  A.  Not  unless  it  was  wet,  no;  I  do  not  think 
so ;  I  do  not  know. 


“Q.  In  other  words,  you  do  not  know  how  it 
would  act  under  weather  conditions?  A.  Again  I 
will  say,  how  should  I. 


“Q.  As  I  understand  you,  your  position  is 
simply  this,  that  you  would  give  this  tile  the  ordi- 
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nary  tests  that  are  now  being  given,  that  in  1922 
were  being  given  to  the  ordinary  product,  but  be¬ 
cause  it  was  new  you  would  give  it  the  other  tests, 
that  you  have  mentioned — is  that  correct?  A. 
That  is  correct. 

“I  would  give  this  new  tile,  in  addition  to  the 
ordinary  tests  that  in  1922  were  given  to  the  stand¬ 
ard  product,  the  other  tests  that  I  have  mentioned 
because  of  the  fact  that  it  was  new. 

“Q.  Mr.  Roos  testified  in  this  case,  in  sub¬ 
stance,  that  he  made  a  tile,  and  so  that  you  will 
have  it  before  you,  I  show  you  Roos’  Exhibit  No.  5, 
which  is  the  formula  under  which  he  made  several 
tile,  and  that  after  he  made  the  tile  he  made  some 
cylinders,  two  by  four  inch  cylinders,  and  that  he 
broke  these  cylinders,  noting  their  breaking 
strength  and  compressional  value,  and  he  inspected 
his  tile  that  he  made  from  the  same  mix,  and  then 
said  that  he  had  a  tile  that  was  a  useful  tile  and 
also  a  commercial  tile — A.  How  did  he  know? 

“Q.  |  Just  a  minute.  I  am  asking  you  whether 
in  your  opinion  the  test  that  he  gave  his  tile  was  the 
usual,  proper  and  customary  test  to  give  a  tile,  even 
a  tile  of  the  old  product?  A.  Not  in  my  opinion, 
Mr.  Rose. 

“Q.  What  would  you  say  as  to  the  sufficiency 
of  that  test  on  a  new  product,  such  as  that  prod¬ 
uct  was?  A.  I  should  say  that  all  this  test  would 
show  was  the  quality  of  the  material  that  he  was 
testing.  It  would  not  show  anything  about  the 
block. 

“Q.  As  to  a  new  product,  and  you  say  this  is 
a  new  product,  I  ask  you  whether  the  test  that  he 
testifies  was  made  would  be  sufficient  to  determine 
whether  you  had  anything?  A.  You  are  talking 
about  a  block,  or  a  material? 

“Q.  I  am  talking  about  a  tile.  A.  No. 

“The  witness :  The  tests  which  were  given  to 
the  standard  gypsum  tile  in  1922  and  1923  were 
not  the  tests  that  were  given  to  the  standard  gyp¬ 
sum  tile  back  in  the  beginning  when  it  was  new. 
When  the  old  standard  tile  was  first  made,  all  that 
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we  knew  was  that  they  were  tile.  We  did  not  know 
the  compression  value,  we  did  not  know  their  fire 
resistance  or  anything  else,  but  as  time  went  on 
we  accumulated  information  on  tile,  and  we  estab- 
lished  standards  of  performance,  standards  of 
weight,  thickness  and  all  that  sort  of  thing.  By 
the  year  1922,  all  that  we  needed  to  do  was  to  test 
these  cylinders  and  test  the  quality  of  the  material 
that  went  into  the  blocks  and  we  could  interpolate 
that  information  back  to  the  tile  and  tell  what  it 
was.  It  would  not  be  possible,  however,  to  do  that 
with  a  new  product  or  where  you  had  changed  the 
component  parts  of  the  old  standard  product.” 

Concerning  the  requirements  of  the  American  So¬ 
ciety  for  Testing  Materials  in  1922,  Mr.  Brown  testified 
(R.,  Vol.  II,  p.  506)  :  j 

“I  cannot  say  whether  the  American!  Society 
for  Testing  Materials  in  1922,  on  their  tentative 
compression  test  on  gypsum  tile,  required  a  com¬ 
pression  test  on  a  full  tile  or  a  section  of  a  tile  but 
my  recollection  is  that  they  required  a  compression 
test  on  a  full  size  tile. 

“Q.  All  right;  but  did  they  approve  of  a  test 
on  a  cylinder  in  order  to  test  a  tile  ?  That  is  what 
I  am  getting  at.  A.  Not  to  my  knowledge.” 

With  regard  to  the  usual  and  customary  tests  of 
fabricated  gypsum  tile  as  they  were  generally  known 
and  used  throughout  the  gypsum  industry  in  1922,  Ed¬ 
wards  testified  as  follows  in  the  Supreme  Court  Pro¬ 
ceeding  (R.  Vol.  II,  pp.  439  to  443  incl. )  :  i 

“I  have  examined  the  formula,  Roos’  Exhibit 
No.  5,  under  which,  according  to  Roos’  Patent  Of¬ 
fice  testimony,  certain  tile  were  made  as  well  as 
certain  cylinders  made  from  the  same  mix. 

“Q.  Those  tile  have  not  been  produced  in  evi¬ 
dence,  nor  have  the  cylinders  been  produced,  but 
there  was  some  testimony  regarding  them.  The 
testimony  in  behalf  of  Roos  was,  in  effect,  that  the 
tile  looked  to  be  commercial  tile,  or  useful  tile, 
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practical  tile,  adaptable  to  use,  and  the  compres- 
sional  tests  of  the  cylinders  made  from  the  same 
mix  that  the  tile  was  made  from  were  given. 
What  is  your  opinion  on  the  question  as  to  whether 
or  not  the  tile,  the  new  product,  made  under  the 
process  mentioned,  were  given  such  tests  as  put 
them  in  the  class  of  marketable,  practical,  and 
available  products  for  use?  A.  I  would  not  con¬ 
sider  that  the  tile  had  been  given  any  suitable  test, 
or  any  of  the  recognized  standard  tests. 

“Q.  Can  you  test  a  newT  tile,  made  from  a  new’ 
product,  or,  for  that  matter,  can  you  test  any  tile, 
by  simply  breaking  a  cylinder?  A.  You  can  not. 

“Q.  You  are  in  the  gypsum  business  yourself; 
that  is,  you  are  in  the  art?  A.  I  am  spending  most 
of  my  time  in  that  line  of  work.  I  developed  a 
product  and  put  it  to  use  known  as  synthetic  gyp¬ 
sum. 

“Q.  You  have  already  testified  as  to  your  lab¬ 
oratory  experience.  What  do  you  say  were  the 
tests  which  should  have  been  applied  to  the  tile 
made  under  that  formula,  Roos’  Exhibit  5;  what 
tests,  in  your  opinion,  should  have  been  given  it 
before  you  could  say  that  it  was  available  or  adapt¬ 
able  or  satisfactory  for  use?  A.  I  would  have 
performed  the  usual  specified  standard  tests  for 
partition  tile  made  from  gypsum,  and,  in  addition, 
due  to  its  novelty,  I  would  not  have  been  satisfied 
even  at  that  that  it  was  a  suitable  or  commercially 
suitable  product. 

“Q.  What  in  your  opinion  are  the  tests  which 
would  determine  whether  or  not  a  product  such  as 
this,  made  by  a  new  process,  would  indicate  that 
it  was  adaptable  and  proper  for  use,  and  satisfac¬ 
tory?  A.  The  usual  well  known  physical  tests  on 
the  tile  itself,  such  as  weights,  careful  weights  of 
several  tile,  measurements^  dimensions  of  the  tile, 
compressions  on  full  sized  tile,  that  is,  30  inches 
long,  12  inches  high,  and  three  to  four  inches  wide 
depending  upon  the  type  and  size  of  tile.  I  would 
also  perform  the  similar  compressional  tests  on  full 
sized  tile  after  absorption  in  water. 
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“Q.  You  are  referring  to  a  tile  made  from 
gypsum?  A.  A  well  known  standard  product. 

“Q.  You  say  you  would  have  tested  the  prod¬ 
uct  of  the  tile  wet  and  the  tile  dry.  Why?  A.  This 
product  was  supposedly  a  discovery  along  the  lines 
of  manufacturing  a  light  weight,  molded  gypsum 
product,  and  in  the  gypsum  industry  and  business, 
the  art  of  using  gypsum  for  commercial  use,  it  is 
a  well  known  fact  that  the  strength  of  the  product 
is  directly  proportionate  to  the  density  of  the  prod¬ 
uct.  That  is  arrived  at  by  what  is  known  as  the 
consistency,  or  the  water  used  in  compounding  a 
mixture  of  gypsum  and  extraneous  material  and 
water;  it  is  almost  directly  proportional.  It  is  en¬ 
tirely  different  than  the  settling  and  crystallization 
of  Portland  cement. 

“Q.  Will  tile  stand  more  compression  wet,  or 
will  it  stand  more  dry?  A.  About  not  over  half 
would  be  the  compression  wet.  The  specifications 
call  for  not  less  than  one-third  wet. 

“Q.  In  other  words,  as  I  understand  you,  if 
you  have  a  tile  saturated  with  water,  with  com¬ 
pression  on  it,  it  has  not  the  strength  that  a  dry 
tile  has?  A.  Nowhere  near  the  strength. 

“Q.  And  the  density  of  the  gypsum  i  in  the 
tile  has  to  do  with  how  much  water  it  will  absorb. 
Is  that  right?  A.  Yes. 

“Q.  The  more  gypsum,  the  more  water;  is 
that  right?  A.  In  a  measure,  yes. 

“Q.  From  your  experience,  would  you  expect 
that  a  porous  tile,  such  as  would  be  manufactured 
under  the  Roos  process,  to  be  affected  by  moisture 
more  than  the  ordinary  tile?  A.  It  could  not  help 
but  be.  It  is  bound  to  be. 

“Q.  Why  do  you  say  that?  A.  Because  the 
porosity  of  any  material  which  has  a  rapid  absorp¬ 
tion  rate  for  water  is  directly  proportional  to  the 
density.  If  a  product  which  has  a  rapid  absorp¬ 
tion  rate  with  respect  to  water  is  dense,  it  will  ab¬ 
sorb  its  water  more  slowly,  with  less  voids  in  the 
product. 
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“Q.  Do  you  ever  give  tile  the  so-called  trans¬ 
verse  test?  A.  Yes. 

“Q.  The  same  as  you  do  wallboard  ?  A.  Very 
similar. 

“Q.  Do  you  know  what  the  Underwriters’ 
Laboratories  tests  were  ?  A.  Their  standard  speci¬ 
fications  have  been  in  existence  on  the  testing  for 
gypsum  tile  and  wallboard  for  a  considerable  num¬ 
ber  of  years.  On  the  gypsum  tile,  the  subject  in 
question,  the  Underwriters  drew’  up  standard  spe¬ 
cifications  of  their  own  in  1916,  under  which  they 
operated.  Various  concerns,  be  it  in  the  gypsum 
business  manufacturing  gypsum  products  or  other 
manufactured  product  which  were  used  in  build¬ 
ings,  subject  to  fire,  conflagrations,  and  also  build¬ 
ings  subject  to  insurance,  these  products  were 
tested  generally  by  the  Underwriters’  Laboratories 
and  given  a  rating  or  a  classification  as  a  fire  re¬ 
tardant.  When  gypsum  partition  tile  were  first 
manufactured,  or  soon  after  their  manufacture,  as 
they  were  used  in  fireproof  or  fire  resistant  con¬ 
struction,  it  was  thought  very  advisable  to  have 
this  tile  subjected  to  the  fire  and  water  test.  I  be¬ 
lieve  the  first  test  of  this  nature  was  conducted  by 
the  Underwriters’  Laboratories  at  their  labora¬ 
tory  in  Chicago  in  1909.  Various  minimum  detail 
changes  were  made  in  this  test,  such  as  the  dura¬ 
tion,  length  of  time  exposed  to  fire,  and  pressure 
of  the  water  applied  to  the  partition  after  sub¬ 
jecting  to  the  fire  test. 

“Q.  Just  briefly  describe  what  that  fire  and 
wrater  test  was.  A.  The  fire  and  water  test  is  a 
test  made  upon  a  full  sized  partition,  that  is  a  par¬ 
tition  of  gypsum  blocks  or  terra  cotta  blocks,  or 
any  other  substance  on  which  the  fire  and  water 
test  is  to  be  performed,  a  partition  ten  feet  by  elev¬ 
en.  In  the  case  of  gypsum  blocks,  the  blocks  are 
laid  in  gypsum  mortar,  one  part  plaster  and  two 
to  three  parts  sand,  and  laid  on  this  steel  frame 
form,  and  the  form  stood  in  place  in  front  of  a  fur¬ 
nace.  On  this  partition  is  impinged  a  gas  flame. 
The  temperature  is  controlled  and  carried  up  to,  I 


I 


197 

I 

believe,  1700  degrees  Fahrenheit  within  30  min¬ 
utes,  and  there  held,  for,  I  believe,  a  period  of  an 
hour  or  an  hour  and  a  half.  The  partition  is  im¬ 
mediately  wheeled  out  from  the  furnace,  and  a  hose, 
a  stream  with  50  pounds  pressure  at  the  nozzle, 
held  20  feet  away  from  the  heated  partition,  turned 
upon  this  test  panel.  In  order  for  the  partition  to 
withstand  satisfactorily  the  fire  and  water  test, 
it  must  remain  intact  and  in  place,  and  not  collapse 
or  show  failure  in  any  other  way. 

“Q.  What  other  tests  besides  the  fire  and 
water  test  did  they  (Underwriters’  Laboratories) 
specify  on  tile?  A.  The  standard  tests  specified 
were  compression  tests. 

“Q.  Take  the  compression  test:  what  is  that? 
A.  The  compression  test  on  a  tile  is  a  matter  of 
subjecting  a  full  sized  tile  to  destruction  through 
compression,  and  calculating  the  stress  required  in 
pounds  per  square  inch  to  the  breaking  point. 

“Q.  How  do  they  make  that  test?  A.  The 
compression  test  is  made  on  the  standard  com¬ 
pression  machine  used  for  compression  tests  of  all 
kinds  of  building  products,  including  concrete. 

“Q.  Do  you  have  to  have  a  machine  to  make 
a  tile  compression  test?  A.  Yes. 

“Q.  Can  you  make  the  test  without  the  use 
of  a  machine  at  all?  A.  You  cannot  make  the 
compression  test  without  a  compressional  machine 
of  sufficient  size  to  take  a  full  tile. 

“Q.  Are  there  any  tests  on  tile  outside  of  the 
compression  test?  A.  There  is  the  transverse 
test.  i 

“Q.  What  is  that?  A.  That  is  a  similar  pro¬ 
cedure  as  carried  on  on  the  wallboard. 

“Q.  That  is,  you  do  what  with  the  tile?  A. 
A  full  sized  tile  is  supported  on  24  inch  center  sup¬ 
ports,  and  the  test  applied  half  way  between  on  the 
surface  until  the  tile  cracks  and  ruptures,  i 

“Q.  Can  you  make  that  test  on  a  tile  without 
a  machine?  A.  You  cannot  secure  the  accurate 
rupture  value;  but  you  can  make  a  practical  test 
by  taking  tiles  coming  out  of  the  machine  through 
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the  dryer  in  the  plant  and  support  them  on  cen¬ 
ters  and  step  on  them,  jump  on  them,  until  they 
break. 

“Q.  For  instance,  when  you  say  'support  them 
on  centers/  as  I  understand  you,  you  mean  you 
would  take  the  tile ;  then  you  would  rest  one  side  of 
the  tile  on  a  support  and  the  other  side  on  a  sup¬ 
port,  and  then  put  your  weight  in  the  middle? 
A.  In  the  middle;  yes. 

“Q.  And  when  the  tile  broke,  it  would  show 
you  how  much  weight  it  would  sustain?  A.  That 
is  correct. 

“Q.  Are  there  any  other  tests?  You  have 
mentioned  now  the  fire  and  water  tests,  the  com¬ 
pression  test,  and  the  transverse  test.  Are  there 
any  other  tests?  A.  They  perform  the  compres¬ 
sion  test  on  the  wet  or  soaked  tile  to  secure  its 
compressional  value  in  pounds  per  square  inch 
after  absorption  with  water. 

“Q.  As  I  understand,  what  you  are  saying  is 
that  they  make  the  compression  test  on  a  tile  when 
it  is  wet,  when  it  is  full  of  water?  A.  Correct. 

“Q.  And  then  a  test  when  it  is  dry  ?  A.  Cor¬ 
rect. 

“Q.  Did  the  Underwriters  make  tests  on  tile 
by  simply  testing  cylinders  from  the  same  mix? 
A.  No.” 

Edwards  further  testified  (R.  Vol.  II,  p.  452)  : 

"A  tile  made  by  a  new  process  which  was  dif¬ 
ferent  physically  in  weight,  strength  and  durabil¬ 
ity  from  the  standard  tile  on  the  market  could  not 
have  been  used  without  careful  and  thorough  test- 
mg.” 

Edwards  further  testified  that  the  specifications  of 
the  American  Society  for  Testing  Materials  provide  that 
if  one  is  going  to  test  a  tile  he  should  use  a  full-size 
tile.  ( R.  Vol.  II,  p.  465. ) 

Edwards  further  testified  concerning  the  Under¬ 
writers’  Laboratories  tests  on  gypsum  tile  or  block  in 
1922,  as  follows  (R.  Vol.  n,  p.  470)  : 
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“Q.  Then  the  Underwriters  make  merely  a 
fire  and  water  test?  A.  They  make  all  tests. 

“Q.  But  the  fire  and  water  tests  are  the  ones 
you  had  made  there  ?  A.  Fire  and  water  and  their 
inspection  service,  which  includes  compression,  wet, 

dry  and  all  kinds  of  tests. 

****** 

i 

“The  inspection  service  of  the  Underwriters' 
Laboratories  includes  not  only  a  fire  and  water  test 
but  all  kinds  of  tests  including  compression,  wet 
and  dry,  and  other  tests." 

Edwards  further  testified  upon  cross-examination 
in  the  Supreme  Court  Proceeding  (R.  Vol.  II,  pp.  472, 
473 )  that : 

“At  the  Providence,  R.  I.,  plant  of  the  Rumford 
Chemical  Company  we  had  been  operating  the  syn¬ 
thetic  gypsum  process  about  a  year  and  a  half  be¬ 
fore  we  considered  that  we  had  thoroughly  stand¬ 
ardized  our  products  and  we  knew  from  qualita¬ 
tive  tests  which  we  made  on  block  what  they  would 
do  in  performance.  During  the  first  year  in  which 
we  started  to  make  synthetic  gypsum  tile  we  were 
constantly  performing  the  compression  test  on  our 
tile  at  Brown  University  both  when  the  tile  were 
wet  and  when  they  were  dry.  In  the  development 
of  chemical  processes  at  the  Rumford  Chemical 
Company  at  Providence,  R.  I.,  we  used  what  we 
called  pilot  or  semi-commercial  plants  which  were 
experimental  in  nature.  It  was  in  one  of  these  pilot 
or  semi-commercial  plants  where  we  manufactured, 
what  I  have  termed,  the  experimental  gypsum 
blocks  out  of  which  we  built  our  main  manufactur¬ 
ing  plant. 

“Q.  Why  did  you  start  to  say  that  a  year  and 
a  half  after  you  had  been  at  this  process,  you  stand¬ 
ardized  it?  Why  this  test  on  tile  only  once  in  six 
months?  A.  Because  we  had  arrived;  as  men  ex¬ 
perienced  in  an  industry  of  standardized  products, 
we  had  convinced  ourselves  beyond  question  and 
doubt  that  our  quality  tile  control  had  a  certain 
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definite  relation  to  the  manufactured  product, 
worked  out  by  a  long  series  of  careful  tests. 

“This  synthetic  gypsum  process  was  a  new  one 
which  was  protected  by  a  patent  and  it  took  about 
a  year  and  a  half  of  testing  to  finally  standardize 
it.  After  our  product  was  so  standardized  in  this 
fashion  we  began  making  briquette  control  tests 
from  the  mix.  These  briquette  control  tests  were 
tension  tests.  Regardless  of  this  we  also  have  our 
tile  tested  occasionally. 

“A  2  by  4  inch  cylinder  will  stand  considerably 
more  pressure  than  a  tile  because  the  cylinder  is 
solid.  The  compressional  strength  of  a  2  by  4  inch 
cylinder  per  square  inch  is  often  times  as  much  as 
ten  times  as  great  as  the  compressional  value  of 
the  tile. 

*  *  *  *  *  * 

“The  Underwriters’  Laboratories  performed  for 
us,  that  is  the  Rumford  Chemical  Company,  all  the 
known  standard  tests  authorized  and  in  vogue  at 
that  time.  We  asked  for  their  complete  service  and 
paid  for  it  and  got  it,  that  is,  their  complete  serv¬ 
ice  as  applied  to  gypsum  tile.” 

Rice’s  Exhibit  N  entitled  “Standards  for  Gypsum 
Blocks  including  Manual  for  the  Field  Follow  Up  Serv¬ 
ice”,  published  by  the  Underwriters’  Laboratories  of 
Chicago,  Ill.  (R.,  Vol.  Ill,  pp.  757  to  773  incl.)  conclus¬ 
ively  proves  that  during  the  year  1922  the  gypsum  tile 
or  block  of  the  United  States  Gypsum  Company  was  be¬ 
ing  subjected  to  a  compression  test  in  the  dry  state  and 
after  saturation  in  water.  Counsel  for  the  United  States 
Gypsum  Company  stipulated  and  agreed  that  the 
Pamphlet,  Rice’s  Exhibit  N,  is  a  publication  of  the  Un¬ 
derwriters’  Laboratories  covering  the  inspection  service 
of  the  Underwriters’  Laboratories  from  April,  1916, 
through  1922,  and  there  on  through  the  period  it  re¬ 
mained  in  force,  (R.,  Vol.  II,  p.  434) .  As  stated  supra  in 
this  Brief,  the  witnesses  called  on  behalf  of  the  United 
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States  Gypsum  Company  admitted  that  their  Company 
subscribed  to  the  Field  Follow  Up  Testing  Service  of  the 
Underwriters’  Laboratories,  and  that  pursuant  thereto, 
the  gypsum  tile  or  block  of  the  United  States  Gypsum 
Company  in  1922  was  subjected  to  the  tests  of  the  Un¬ 
derwriters’  Laboratories.  Page  19  of  the  Pamphlet, 
Rice’s  Exhibit  N  (R.,  Vol.  Ill,  p.  771),  conclusively 
proves  that  the  gypsum  tile  of  the  United  States  Gyp¬ 
sum  Company  in  1922  were  subjected  to  a  compression 
test  in  the  dry  state  and  after  saturation  with  water. 
At  the  bottom  of  Page  771  of  Vol.  Ill  of  the  Record,  it  is 
stated :  “Blocks  completely  saturated  to  be  at  least  fifty 
per  cent  of  normal  strength”. 

i 

Concerning  the  Underwriters’  Laboratories  Field 
Inspection  Service  to  which  the  United  States  Gypsum 
Company  subscribed  in  the  year  1922,  Pooler,  a  witness 
called  on  behalf  of  the  United  States  Gypsum  Company, 
admitted  upon  cross  examination  in  the  Supreme  Court 
Proceeding  as  follows,  (R.,  Vol.  II,  p.  556)  : 

“I  was  works  manager  at  Fort  Dodge  for  about 
four  years  and  while  so  employed  there,  I  saw  men 
at  the  plant  who  were  from  the  Underwriters’ 
Laboratories.  They  were  inspecting  our  products 
and  taking  samples.  I  saw  them  there  a  couple  of 
times  a  year  and  they  would  inspect  the  product, 
pick  out  some  samples  they  would  want  to  test,  put 
their  mark  of  identification  on  them,  and  ask  us  to 
crate  them  up  and  ship  them  into  their  office.  This 
we  did  and  shipped  them  to  the  Chicago  office  of 
the  Underwriters.  They  selected  samples  of  both 
our  block  and  wallboard.  I  knew  that  they  were 
men  from  the  Underwriters’  Laboratories  because 
it  was  necessary  that  they  come  to  the  office  and 
get  a  pass  in  order  to  visit  the  department.  This 
made  it  necessary  for  them  to  show  their  creden¬ 
tials.” 
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Concerning  the  Underwriters'  Laboratories'  tests 
on  gypsum  tile  or  block,  Brown  testified  in  the  Supreme 
Court  Proceeding,  (R.,  Vol.  n,  p.  487)  : 

“I  have  myself  had  business  connections  with 
the  Underwriters’  Laboratories.  I  was  a  member 
of  the  first  Committee  that  met  in  Chicago  for  the 
purpose  of  getting  the  Underwriters’  Laboratories 
to  undertake  this  inspection  service.  I  should  say 
this  was  1914,  1915  or  1916,  somewhere  at  that 
time.  I  was  with  the  Keystone  Plaster  Company 
and  the  Keystone  Fireproofing  Company  at  that 
time.  The  idea  of  this  inspection  service  of  the 
Underwriters’  Laboratories  was  to  insure  quality. 
The  purpose  of  this  inspection  service  of  the  Un¬ 
derwriters’  Laboratories  was  really  to  standardize 
the  gypsum  products.  The  Underwriters’  Labora¬ 
tories  made  tests  so  that  when  these  gypsum  prod¬ 
ucts  went  on  the  market  they  would  stand  up  for 
what  they  were  represented  to  be.” 

Rice’s  Exhibit  M-l  entitled  “Technologic  Papers  of 
the  Bureau  of  Standards”  of  date  April  21,  1921,  (R., 
Vol.  HI,  pp.  942  to  946,  incl.)  unimpeachably  proves 
what  the  Bureau  of  Standards’  tests,  upon  gypsum  tile 
and  gypsum  wallboard,  were  in  the  year  1922.  Page  74 
of  this  Exhibit,  (R.,  Vol.  HE,  p.  944)  states  under  the 
heading,  “Tests  of  Gypsum  Block”,  that:  “Results  of 
porosity,  compression,  and  transverse  tests  of  gypsum 
block  are  given  in  Tables  37  to  39  ( pp.  363-364 ) .  The 
porosity  tests  were  made  on  pieces  of  block  dried  for 
24  hours  at  60°  C  and  saturated  in  kerosene  under 
vacuum.  The  method  being  in  other  respects  the  same 
as  given  above  for  clay  tile.  In  calculating  modulus  of 
rupture,  the  outside  dimensions  of  the  block  were  used, 
the  scoring  and  imprints  being  neglected.”  Tables  37 
to  39  of  this  Exhibit  referred  to  supra ,  are  to  be  found 
on  pages  945  and  946  of  Volume  m  of  the  Record. 
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We  next  desire  to  briefly  call  the  attention  of  this 
Honorable  Court  to  the  fatal  admissions  made  by  Boos 
and  Birdsey  upon  cross-examination  in  the  Supreme 
Court  Proceeding  concerning  the  usual  and  customary 
tests  on  fabricated  gypsum  tile  or  block  as  they  were 
generally  known  and  used  throughout  the  gypsum  in¬ 
dustry  in  1922. 

At  page  360  of  Volume  II  of  the  Record,  Roos  ad¬ 
mitted  that  he  felt  certain  that  the  United  States  Gyp¬ 
sum  Company  did  test  tile ;  that  they  probably  had  them 
tested  at  some  institute  such  as  Armour  Institute  in 
Chicago;  that  the  Underwriters'  Laboratories  in  Chi¬ 
cago  also  tested  their  tile;  that  when  they  wanted  the 
approval  of  the  Underwriters'  Laboratories,  they  sub¬ 
mitted  their  tile  to  them,  that  is  to  say,  they  permitted 
them  to  take  their  tile  from  their  plants  or  from  the 
field,  and  put  them  through  their  testing  apparatus; 
that  Mr.  Birdsey  probably  saw  these  tests  being  made 
by  the  Underwriters’  Laboratories. 

Roos  further  admitted  upon  cross-examination  in 
the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  p.  367)  that 
efflorescence  is  usually  a  soluable  salt  which  comes  to 
the  surface  of  a  material  or  gypsum  tile;  that  there 
have  been  occasions  of  it  occurring  in  gypsum  tile,  clay 
tile  and  plastering  combinations  where  efflorescence  oc¬ 
curs  on  the  surface  of  the  plaster;  that  “if  there  is  a 
leak  in  the  wall  and  continued  moisture  coming  down 
through  the  wall  even  gypsum  will  cause  some  efflore¬ 
scence."  j 

Concerning  the  Underwriters'  Laboratories  Field 
Inspection  Testing  Service,  Roos  made  the  following 
admission  upon  cross  examination  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  n,  p.  367)  : 
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“The  Underwriters'  Laboratories  would  send 
men  out  to  the  plant  to  take  tile  from  time  to  time 
for  the  purpose  of  testing  such  tile  which  was,  I 
understand,  some  sort  of  field  inspection  service.  I 
know  that  this  was  done. 

“I  know  what  the  fire  and  water  test  on  tile  is. 
The  fire  and  water  test,  I  believe,  which  ran  back 
to  1910  or  somewhere  in  that  neighborhood,  con¬ 
sisted  of  erecting  a  wall  of  partition  tile.  I  am  just 
quoting  now  from  what  I  have  read  about  it  and 
that  sort  of  thing.  It  consisted  of  laying  up  a  wall 
of  partition  tile  in  front  of  a  furnace  which  they 
had  particularly  for  that  purpose,  and  plastering  it 
and  running  some  sort  of  fire  test  on  it.  They  would 
turn  heat  on  this  wall  from  a  flame  and  they  would 
heat  it  and  make  it  red  hot,  just  as  hot  as  they  could 
make  gypsum,  until  they  drove  the  moisture  out 
of  the  whole  wall,  and  then  it  was  on  a  platform 
that  was  moved  on  wheels  and  they  would  take  it 
away  from  the  furnace  and  turn  a  hose  of  cold 
water  on  it.  I  do  not  know  what  this  fire  and  water 
test  was  of  my  own  knowledge.  I  heard  of  it  but 
I  have  never  seen  a  fire  test  in  the  Underwriters' 
Laboratory.  There  is  no  fire  and  water  test  in  the 
A.S.T.M.  I  know,  however,  that  the  fire  and  water 
test  was  made  right  in  Chicago.  The  fire  and  water 
test,  as  I  understand  it,  was  run  before  I  came  with 
the  Gypsum  Company.  It  originated  in  1910,  I  be¬ 
lieve. 

“We  were  having  our  products  tested  by  the 
Underwriters’  Laboratories  in  1922  and  in  1924.  I 
believe  that  we  withdrew’  from  their  service  in  1929 
or  1930. 

“Q.  Up  until  the  time  the  United  States  Gyp¬ 
sum  Company  pulled  out  of  that  organization,  your 
tile  was  subjected  to  all  the  tests  they  put  on  tile? 
A.  In  the  field  inspection  service,  yes,  sir. 

“Q.  Anything  the  fire  underwriters  required 
to  be  done  in  the  testing  of  your  tile,  so  that  you 
could  say  it  passed  your  specifications,  they  did? 
A.  Yes,  sir. 
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“The  Witness :  By  the  field  inspection  service 
I  mean  that  the  Underwriters’  Laboratories  were 
sending  people  to  our  plants  and  taking  products 
for  the  purpose  of  making  tests  upon  them.” 

Roos  further  testified,  (R.,  Vol.  II,  pp.  368,  369)  : 

“Q.  In  other  words,  in  1922  your  gypsum  tile 
of  the  standard  make  was  almost  standard  in  the 
United  States;  it  had  been  tested  at  Armour’s,  it 
had  been  tested  by  Fire  Underwriters’,  you  had  got¬ 
ten  it  down  to  specifications,  you  had  your  process 
of  making  it  well  developed  and  when  you  took  a 
cylinder  of  the  mix  from  that  particular  tile  you 
took  it  for  the  purpose  of  determining  the  quality 
of  your  product,  that  it  was  up  to  standard  in  qual¬ 
ity.  It  was  a  quality  test,  was  it  not?  A.  I  Yes,  sir. 

“When  we  shipped  the  tile  which  we  were  mak- 
in  1922  we,  of  course,  knew  that  it  would  stand 
shipment  because  we  had  shipped  tile  of  that 
standard.  Occasionally  some  of  them  were  broken. 
The  percentage  broken  probably  was  insufficient  to 
require  us  to  change  our  standard  in  any  fashion. 
Therefore,  it  was  accepted.  In  other  words,  we 
knew  from  past  experience  and  use  that  our  old 
tile  would  stand  up. 

“We  knew  that  plaster  would  stick  to  our 
standard  tile  which  we  were  making  at  that  time 
and  that  it  would  function  in  this  respect  as  it  was 
intended  to  function  because  it  was  well  known  in 
the  art  that  gypsum  plaster  produced  a  good  bond 
on  gypsum  base  or  gypsum  tile.  Supposing  that  we 
were  sending  out  the  first  carload  of  tile  we  ever 
produced  that  went  into  a  wall.  I  would  know 
from  my  knowledge  of  gypsum  products  j  when  I 
built  the  wall  and  plastered  it  that  the  plaster  was 
going  to  stay  there,  merely  from  my  experience  in 
that  connection.  In  other  words,  we  knew  in  1922 
that  our  old  tile  could  be  plastered  upon  because  we 
had  been  doing  that  for  years  and  the  plaster  stuck 
to  it.  We  knew  this  from  the  experience  we  had 
had  with  it.  We  also  knew  that  our  standard  tile 
did  not  have  much  of  a  tendency  to  effloresce  and 
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we  knew  this  from  experience  we  gained  in  the  use 
of  it.  We  also  knew  that  our  old  tile  stood  the  fire 
and  water  test  because  it  had  been  exposed  to  it  by 
the  Underwriters,  Laboratories  and  had  stood  up.” 

Roos  further  admitted  on  cross-examination  in  the 
Supreme  Court  Proceeding,  (R.,  Vol.  II,  p.  389)  that  he 
testified  in  the  Patent  Office  Proceedings  that  the  tile 
he  made  under  the  process  in  the  issue  in  the  laboratory 
in  1922  and  which  were  subsequently  lost  and,  therefore, 
not  produced  in  the  Patent  Office  Proceeding,  “was  a 
commercial  tile,  an  excellent  tile,  and  a  hard  tile  because 
it  had  gum  arabic  in  it”,  and  that  “it  is  true  that  I  based 
this  opinion  on  the  compressional  values  of  those  cylin¬ 
ders  which  were  made  from  the  same  mix”;  that  at  that 
time,  (1922)  with  respect  to  partition  tile,  United  States 
Gypsum  Company  had  a  contract  with  the  Underwrit¬ 
ers’  Laboratories  under  the  terms  of  which,  for  a  con¬ 
sideration  paid  by  the  Company,  the  Underwriters’  Lab¬ 
oratories  tested  and  inspected  their  material,  and  fur¬ 
ther,  Roos  testified,  (R.,  Vol.  II,  p.  389)  : 

“Q.  So,  then,  we  have  this  situation  confront¬ 
ing  us — that  when  you  made  those  tests  on  cylin¬ 
ders  in  1922 — I  am  talking  about  the  one  little  thing 
they  gave  you  a  reduction  to  practice  on — you  made 
four  tiles.  Out  of  the  mix  that  made  those  tiles  you 
made  a  few  little  cylinders,  and  then  took  the  cylin¬ 
ders  and  dried  them  and  crushed  them ;  and  because 
those  cylinders  stood  up  to  a  certain  pressure  test 
you  said  that  that  tile  was  a  commercial  tile.  Now, 
that  is  your  case;  is  it  not?  A.  That  is  correct.” 

Roos  further  admitted  upon  cross-examination  in 
the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  p.  390)  that 
the  Underwriters  Laboratories  would  not  test  a  cylin¬ 
der,  but  would  test  the  tile  itself;  that,  (R.,  Vol.  II,  p. 
391)  : 

“Q.  You  made  this  compression  test,  to  which 
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you  have  testified,  on  these  cylinders.  Now  I  am 
going  to  ask  you  this.  You  have  already  testified  as 
to  what  tile  were  used  for.  You  say  the  compres¬ 
sion  test  demonstrated  to  you  that  it  was  a  satis¬ 
factory  tile.  I  am  asking  you  whether  that  test 
showed  you  that  your  tile  would  stand  the  fire  and 
water  test.  Did  that  test  show  you  that  your  tile 
would  stand  the  fire  and  water  test?  A.  That  test 
naturally  would  not  show  that.” 

Roos  further  admitted  (R.,  Vol.  II,  p.  393  to  395)  : 

“Q.  I  am  asking  you  whether  that  compres¬ 
sion  test,  which  you  say  you  made,  indicates  to  you 
that  your  tile  would  stand  the  test  of  the  adher¬ 
ence  of  plaster  to  it,  and  remain  bonded  to  the 
plaster  in  a  partition  wall.  A.  That  specific  test 
does  not. 

“Q.  You  have  testified  that  one  of  the  com¬ 
mercial  uses  of  this  product  is  that  it  stands  plaster. 
I  am  asking  you  if  this  test  you  made  indicates  that 
plaster  would  adhere  to  your  tile?  A.  This  com¬ 
pression  test  we  made  did  not. 

“Q.  Does  that  compression  test  which  you 
made  show  you  that  the  addition  of  soluble  saponin 
or  soapbark,  which  you  added  in  your  process, 
would  not  cause  efflorescence?  A.  Making  the 
crushing  tests  on  cylinders  would  not  show  that. 

“Q.  Does  that  compression  test  which  you 
made  show  that  the  tile,  when  in  use,  would  not  dis¬ 
integrate  after  a  length  of  time  ?  A.  It  would  show 
that  it  had  sufficient  strength,  and  at  least  strength 
equal  to  the  tile  we  were  making,  which  was  a  suf¬ 
ficient  conclusion  to  me  that  the  material  was  per¬ 
manent. 

“Q.  I  want  to  ask  you  specifically — I  have 
asked  you  a  fair  question,  and  I  want  a  fair  answer. 
I  will  ask  the  reporter  to  read  the  question. 

“The  reporter  read  the  question  as  follows: 

“Q.  Does  that  compression  test  which  you 
made  show  that  the  tile,  when  in  use,  would  not  dis¬ 
integrate  after  a  length  of  time?  A.  That  test  by 
itself  would  not,  but  the  inference  I  would  draw 
from  it  would. 
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“Q.  But  you  admit,  outside  of  your  own  in¬ 
ference,  that  the  test  would  not  show  you?  A.  Yes, 
sir. 

“Q.  Does  that  compression  test  show  you  that 
tile  used  in  a  non-bearing  wall  saturated  with  water 
would  be  capable  of  sustaining  its  own  weight?  A. 
Yes,  sir. 

“Q.  Saturated  in  water?  A.  You  are  speak¬ 
ing  of  the  tile  itself? 

“Q.  I  am  speaking  of  the  tile.  I  am  asking 
you  if  the  compression  test  on  that  cylinder  shows 
you  that  the  tile  saturated  with  water  would  be 
capable  of  sustaining  its  own  weight  in  the  wall, 
that  is,  if  you  had  a  wall  up?  A.  Yes,  I  think  it 
does. 

“Q.  Why?  A.  Because  it  is  well  known  that 
the  dry  strength  of  the  cylinder  has  a  definite  ratio 
to  the  wet  strength  of  the  cylinder,  and  as  they 
were  within  our  own  specifications  and  require¬ 
ments,  I  was  quite  sure  that  that  tile  when  satu¬ 
rated  would  sustain  its  own  weight  in  a  wall. 

“Q.  When  you  make  that  answer  to  me,  you 
are  drawing  on  your  experience  that  you  had 
with  the  old  gypsum  tile  and  the  gypsum  cylinder, 
but  I  have  already  called  your  attention  to  the  fact 
that  you  had  a  new  product,  with  several  elements 
in  it  which  were  not  in  your  other  products,  and,  as 
I  understand  your  position,  you  are  assuming  that 
this  new  product,  porous,  full  of  bubbles,  with  sa¬ 
ponin  and  gum  arabic  in  it,  which  your  old  stuff 
did  not  have  at  all — you  are  assuming  that  those 
different  elements,  and  the  double  nature  of  this 
thing — you  are  assuming  that  it  would  act  just  like 
your  old  product.  What  right  have  you  to  do  that? 
A.  I  am  drawing  on  my  knowledge,  my  funda¬ 
mental  knowledge  of  gypsum. 

“Q.  I  concede  your  knowledge  of  gypsum,  but 
I  say  to  you  that  when  you  experimented  in  1922 
you  did  not  have  any  fundamental  knowledge  of 
gypsum  with  the  action  of  saponin  upon  it,  and  gum 
arabic,  and,  in  addition  to  that  a  porous  material 
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full  of  holes.  You  had  not  had  any  experience  with 

that  thing,  had  you?  A.  I  was  well  acquainted 

with  gum  arabic  and  I  was  enough  of  a  chemist  to 

know  something  about  the  action  of  saponin  and 

soapbark,  and  to  know  what  to  expect. 

*  *  *  *  *  *  * 

“Q.  You  had  had  no  experience  on  what  the 
results  of  a  chemical  mixture  of  gypsum,  saponin, 
glue,  bubbles — you  had  had  no  experience  on  what 
the  chemical  relations  of  those  things  were,  because 
you  just  made  the  product.  You  knew  about  the 
different  elements.  I  know  that  you  knew  gum 
arabic  and  saponin,  but  you  did  not  know  what  was 
going  to  result  when  you  put  those  things  together 
and  then  started  to  use  that  product  for  what  you 
had  been  using  a  different  kind  of  product,  now  did 
you?  You  didn’t  know  it?  A.  Subject  to  my  ex¬ 
perience  as  a  chemist,  and  knowledge  as  a  chemist, 
that  is  what  I  knew. 

“Q.  Just  to  be  fair  about  it,  you  thought  it 
would  be  all  right — maybe  it  will  be,  but  you  did  not 
know  it.  You  had  not  had  any  experience  to  know, 
had  you?  A.  I  had  with  gum  arabic,  but  not  with 
saponin. 

“Q.  But  with  the  mixture,  I  am  talking  about, 
you  had  not  had  the  experience  with  the  mixture? 
A.  No,  I  had  not.” 

Roos  thus  admitted,  upon  cross-examination  in  the 
Supreme  Court  Proceeding,  that  his  compression  test 
on  a  2x4  inch  cylinder  in  the  dry  state  would  not  show 
that  his  new  tile  or  block,  which  he  says  he  made  in  the 
laboratory  in  August,  1922,  would, 

(a)  Stand  the  fire  and  water  test, 

(b)  Stand  the  plastering  test, 

(c)  Stand  the  efflorescence  test, 

(d)  Stand  the  permanence  test,  and 

(e)  Stand  the  water  or  moisture  test. 
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Upon  interrogation  by  the  lower  Court,  Roos  ad¬ 
mitted  (R.,  Vol.  II,  p.  405)  : 

“The  Court:  I  thought  that  the  witness  said 
that  the  Underwriters’  Laboratories  tested  the  tile 
themselves;  and  I  am  going  to  ask  the  witness 
whether  he  did  say  that,  or  said  he  broke  the  cylin¬ 
ders  the  same  way  the  Underwriters  had. 

“The  Witness:  The  Underwriters  broke  the 
tile,  or  a  piece  of  a  tile. 

“Mr.  Hansen:  That  is,  he  thinks  they  did. 
You  just  testified  that  you  never  saw’  an  Under¬ 
writers’  test. 

“The  Witness:  Oh,  that  is  my  opinion.  I  have 
never  seen  that. 

“The  Court:  I  asked  you  what  your  testimony 
was  about  that.  I  thought  you  had  said  that  they 
took  the  tile  themselves. 

“The  Witness:  Well,  here  is  the  point:  I  have 
never  seen  the  Underwriters  test  our  tile,  either 
at  their  laboratory  or  anywhere  else. 

“The  Court:  I  know’  that;  I  thought  that  was 
what  you  did  say,  but  I  thought  you  undertook  to 
tell  the  Court  how’  it  was  done  nevertheless. 

“The  Witness:  It  was  my  understanding  of 
their  specifications  that  they  called  for  a  complete 
tile.” 

Again,  Roos  admitted,  (R.,  Vol.  II,  p.  421)  : 

“I  believe  that  representatives  from  the  Under¬ 
writers’  Laboratories  came  into  our  plant  and  took 
tile  for  testing.  In  fact,  I  am  well  convinced  that 
they  did.  When  the  Underwriters’  Laboratories 
took  a  tile  out  of  our  plant  they  did  not  test  cyl¬ 
inders,  they  tested  the  tile  itself  or  a  section  of 
the  tile.  Their  specifications  did  not  call  for  tests 
on  cylinders  and  I  assume  that  they  did  not  make 
tests  on  tile  by  testing  cylinders.  I  am  rather  sure 
that  they  did  not  test  cylinders,  at  least  at  our 
plant.  I  know’  that  the  Underwaters’  Laboratories 
tested  tile  itself  and  not  cylinders.” 
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Birdsey  admitted  upon  cross-examination  in  the 
Supreme  Court  Proceeding  (R.f  Vol.  II,  p.  615)  that  the 
United  States  Gypsum  Company  had  fire  tests  made  upon 
their  old  standard  gypsum  partition  tile  or  block  as  early 
as  1910. 

Concerning  the  water  or  moisture  test  Birdsey  tes¬ 
tified  (R.,  Vol.  II,  p.  646)  : 

“When  the  gypsum  tile  in  a  gypsum  partition 
wall  becomes  wet  and  subsequently  dries  out  again, 
upon  becoming  dry,  the  gypsum  tile  practically  re¬ 
turn  to  their  original  strength.” 

Concerning  Rice’s  Exhibit  M-l,  the  tests  made  by 
the  Bureau  of  Standards  upon  gypsum  tile  and  wallboard 
in  1922,  Birdsey  testified  (R.,  Vol.  II,  p.  654)  : 

“Page  74,  however,  of  this  report  shows  that 
they  did  make  a  compression  test  on  the  block  it¬ 
self.  The  report  refers  to  ‘porosity  compression 
and  transverse  tests  on  gypsum  block’.  This  shows 
that  they  gave  a  transverse  test  on  gypsum  block. 
A  transverse  test  on  gypsum  block  is  a  flexture  test 
and  consists  in  breaking  it  on  a  beam.  A  transverse 
test  on  a  gypsum  block  is  in  principle  the  same  kind 
of  a  test  as  a  transverse  test  on  gypsum  wallboard. 
In  other  words,  the  ends  of  the  block  laid  sideways 
a^e  put  on  two  supports  and  the  weight  is  applied 
in  the  middle. 

This  report  also  shows  that  they  ran  a  trans¬ 
verse  test  on  gypsum  wallboard  in  the  dry  condi¬ 
tion,  and  then  after  being  saturated  in  water.” 

i 

Birdsey  further  admitted  upon  cross  examination 
in  the  Supreme  Court  Proceeding  (R.,  Vol.  II,  p.  654) 
that  he  saw  the  Underwriters’  Laboratories  make  a  fire 
test  on  the  products  of  the  United  States  Gypsum  Com¬ 
pany;  that  the  first  of  these  he  would  say  was  made 
back  as  early  as  1910  or  1911  and  that  he  saw  them  made 
as  late  as  191S. 
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Birdsey  further  admitted  upon  cross-examination 
in  the  Supreme  Court  Proceeding  (R.,  Vol.  II,  pp.  670, 
671)  : 

“Q.  You  testified,  when  you  were  asked  by 
your  counsel  if  you  had  gypsum  tile  in  a  wall,  and 
wet  it — it  got  wet  and  then  dried  out — as  to  whether 
or  not  it  would  be  substantially  the  same  after  it 
was  dried  as  it  had  been  before?  A.  Yes. 

“Q.  It  would  be  very  important,  would  it  not, 
to  know’  that  that  tile,  when  it  was  in  that  wall  wet, 
would  hold  at  least  the  weight  of  the  wall?  A.  Oh, 
yes,  that  is  very  important. 

“Q.  So  that  it  w  ould  be  very  important  in  the 
question  of  tests  to  know*  that  your  tile,  when  wet, 
would  stand  a  certain  amount  of  compression? 
A.  Yes. 

“Q.  And  it  was  because  of  that  that  the  com¬ 
pressive  test  on  tile  when  they  were  wet  w  as  one  of 
the  tests  made,  was  it  not?  A.  I  suppose  so.” 

Concerning  the  freezing  and  thawing  test  Birdsey 
further  admitted  upon  cross-examination  in  the  Su¬ 
preme  Court  Proceeding  (R.,  Vol.  II,  p.  671)  : 

“I  assume  that  the  following  freezing  and 
thawing  tests  were  made  on  our  product :  The  tile 
was  made  under  normal  conditions  and  then  frozen 
and  thawed  out  and  tested  for  compression  both 
wet  and  dry.  One  of  our  advertising  books  for  the 
year  1925  and  for  previous  years,  contained  a  whole 
page  showing  tests  that  our  standard  gypsum  prod¬ 
ucts  had  been  put  to.  This  test  sounds  like  one  we 
might  have  done.  The  tile  was  made  with  ice  w’ater 
and  cold  gypsum  and  then  frozen  and  thawed  out 
and  then  tested  for  compression  both  while  wet  and 
while  dry.” 

Birdsey  further  made  the  following  admission  (R., 
Vol.  II,  p.  672 )  : 

“In  making  a  compression  test  on  a  tile, 
whether  wet  or  dry,  it  is  customary  to  apply  the 
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pressure  gradually.  At  least  that  is  how  such  com¬ 
pression  tests  on  tile  as  I  have  seen,  were  made.” 

Birdsey  further  admitted  upon  cross-examination 
in  the  Supreme  Court  Proceeding  (R.,  Vol.  It,  p.  673), 
that  he  had  seen  men  skilled  in  the  art  making  a  com¬ 
pression  test  on  a  full-sized  tile  in  a  compression  ma¬ 
chine. 

As  stated  supra  in  this  Brief  the  above  testimony 
of  Brown  and  Edwards,  Rice’s  Exhibits  N  and  M-l,  and 
the  above  referred  to  admissions  of  Roos  and  Birdsey, 
made  during  their  respective  cross-examinations  in  the 
Supreme  Court  Proceeding,  concerning  the  usual  and 
customary  tests  on  fabricated  gypsum  tile  or  block  as 
they  were  generally  known  and  used  throughout  the 
gypsum  industry  in  1922,  v/as  not  before  the  Patent 
Office  Tribunals.  The  witnesses  who  testified  on  behalf 
of  the  United  States  Gypsum  Company  in  the  Patent 
Office  Proceedings  surreptitiously  concealed  the  truth 
concerning  these  tests.  They  fraudulently  represented 
to  the  Patent  Office  Tribunals  that  there  was  but  one 
test  for  determining  whether  or  not  a  new  gypsum  tile 
was  of  practical  utility  and  it  was  upon  this  fraudulent 
testimony  that  the  Patent  Office  held  that  a  compres¬ 
sion  test  on  a  2x4  inch  cylinder  in  the  dry  state  was 
a  sufficient  demonstration  of  the  practical  utility  of  the 
tile  which  Roos  says  he  made  in  August,  1922.  During 
the  Patent  Office  Proceedings  Rice  was  unable  to  dis¬ 
close  the  true  situation  with  respect  to  these  tests,  but 
he  conclusively  and  unimpeachably  proved  their  exist¬ 
ence  and  use  generally  throughout  the  gypsum  industry 
in  the  year  1922  in  the  de  novo  proceeding  in  the  Lower 
Court.  Rice  further  conclusively  proved  in  the  Supreme 
Court  Proceeding  that  in  the  year  1922  it  was  necessary 
for  Roos  to  have  subjected  the  tile  which  he  says  he 
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made  in  August  of  1922  to  these  tests  in  order  to  demon¬ 
strate  that  they  were  of  practical  utility  for  the  pur¬ 
pose  for  which  they  were  intended  and  to  entitle  him  to 
a  finding  of  reduction  to  practice  prior  to  Rice’s  filing 
date. 


6.  The  usual  and  customary  tests  on  gypsum  wall- 
board  and  plasterboard  as  they  were  generally  known 
and  used  throughout  the  gypsum  industry  in  the  year 
1922,  were: 

(a)  The  transverse  compression  test  in  the  dry 
condition  and  after  saturation  in  water, 

(b)  The  bonding  test, 

(c)  The  plastering  test, 

(d)  The  efflorescence  test, 

(e)  The  nailing  test,  and 

(f)  The  impact  test. 

In  the  Supreme  Court  Proceeding,  Brown  testified 
as  follows  concerning  the  usual  and  customary  tests  on 
gypsum  wallboard  and  plasterboard  as  they  were  gen¬ 
erally  known  throughout  the  gypsum  industry  in  the 
year  1922,  (R.,  Vol.  II,  pp.  482  to  485,  incl.)  : 

“According  to  the  formula  under  which  Roos 
made  his  wallboard  specimens,  Roos’  Exhibits  Nos. 
11  and  14,  according  to  his  testimony,  he  used  soap 
bark,  calcium  carbonate  and  aluminum  sulphate. 
Soap  bark,  aluminum  sulphate  and  calcium  carbon¬ 
ate  were  new  substances  that  were  not  used  in  the 
old  standard  wallboard  at  that  time.  Dextrine  was 
also  used.  Dextrine  and  calcium  carbonate  alone, 
however,  had  been  used  at  one  time  or  another  in 
wallboard.  The  old  standard  wallboard  had  a  saw¬ 
dust  and  gypsum  core  with  paper  on  each  side. 

“Q.  What  were  the  usual  and  customary  tests 
back  in  1922  on  wallboard  of  a  standard  make,  such 
as  you  have  described?  A.  There  were  measure- 
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ment  tests,  of  course,  which  indicated  what  I  should 
call  inspection  factors,  and  weight,  weight  per  thou¬ 
sand  square  feet,  and  the  usual  checks  of  width 
and  length,  but  the  principal  test  we  had  was  the 
transverse  test,  what  was  known  as  the  transverse 
test. 

“Q.  What  was  that  test  ?  A.  That  was  made 
by  taking  a  sample  of  board,  usually  sawed  from 
the  board,  or  made  up  in  a  special  sample,  where 
special  materials  were  to  be  tested,  and  it  was  laid 
across  knife  edges — I  cannot  recall  right  off-hand 
just  the  distance  apart  of  these  knife  edges ;  in  fact, 
even  the  size  of  the  sample  I  cannot  recall,  but  it 
is  a  matter  of  record — and  then  there  was  a  knife 
edge  put  on  the  center  and  that  board  was  loaded 
to  disruption  and  the  amount  of  deflection  under 
stress  was  taken,  and  the  break  was  examined,  the 
adherence  of  the  paper  was  examined,  and  so  on. 

“The  Witness:  The  paper  was  supposed  to 
stick  under  this  transverse  test.  During  this  test 
sometimes  the  break  in  the  board  would  occur  in 
one  place,  and  sometimes  in  another.  The  purpose 
of  the  test  was  to  determine  whether  the  core  either 
failed  under  compression  or  tension,  rather  than 
the  paper  tearing  loose  from  the  core.  If  the  paper 
tore  loose  from  the  core  the  adherence  to  the  board 
was  poor.  The  paper  might  adhere  strongly  to  one 
kind  of  mixture  and  not  to  another.  If  you  were 
changing  your  product  and  using  a  cellular  core 
instead  of  the  old  gypsum  sawdust  core  it  might 
change  the  adhering  quality  of  the  paper.  I  do  not 
know  but  it  certainly  would  be  important  to  know. 
If  the  paper  does  not  stick  to  the  core  such  wall- 
board  is  known  in  the  gypsum  industry  as  a  ‘peeler'. 
In  other  words,  the  paper  peels  from  the  core. 

“I  also  would  apply  the  plaster  test  to  this  new 
wallboard.  I  would  take  boards  and  plaster  them 
and  see  whether  the  plaster  would  adhere  or  not 
and  also  whether  efflorescence  would  occur  or  not. 
One  should  not  assume  that  because  the  old  stand¬ 
ard  wallboard  could  be  plastered  upon  that  the 
same  was  true  of  this  new  wallboard. 
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“I  do  not  know  what  the  effect  would  be  of  the 
absorption  of  moisture  and  then  a  subsequent  dry¬ 
ing  effect,  and  then  another  absorption  of  mois¬ 
ture,  on  a  gypsum  product  which  contains  saponin 
or  soap  bark  or  aluminum  sulphate  or  calcium  car¬ 
bonate.  Gypsum  itself  is  a  pretty  stable  material 
but  any  foreign  material  which  is  added  to  what 
we  call  calcined  gypsum  is  likely  to  have  most  any 
effect,  and  when  one  is  dealing  with  new  materials 
he  does  not  know  how  they  are  going  to  act  with 
gypsum.  I  once  had  an  interesting  experience  in 
this  respect  when  I  was  manager  of  a  company.  At 
that  time  we  were  using  planing  mill  shavings  in 
the  manufacture  of  gypsum  block,  and,  due  to  the 
fact  that  we  could  not  procure  the  proper  quantity 
of  planing  mill  shavings  in  that  particular  locality, 
we  substituted  asbestos  for  the  planing  mill  shav¬ 
ings.  We  then  made  the  usual  tests  on  our  new 
product  and  did  all  the  things  we  could  think  of  to 
show  us  whether  the  product  would  pass  as  a  sub¬ 
stitute  for  our  standard  product  and  we  finally  de¬ 
cided  that  it  would.  Our  subsidiary  company  at 
that  time,  the  Keystone  Fireproofing  Company,  put 
in  a  big  job  at  Waterbury,  Connecticut,  and  used 
our  new  gypsum  block  which  was  made  with  as¬ 
bestos.  The  material  appeared  to  work  beautifully 
but  in  the  course  of  a  few  weeks  it  began  to  ef¬ 
floresce  very  seriously.  To  make  a  long  story  short, 
it  cost  my  company  between  $8,000  and  $10,000  to 
fix  up  that  job.  We  had  applied  every  known  test 
we  had  to  this  new  gypsum  block  except  the  test 
of  putting  water  on  the  other  side  of  the  block  and 
letting  it  drip  through  to  bring  out  the  foreign  ma¬ 
terial.  This  foreign  material  came  through  and 
gave  the  block  the  appearance  of  having  whiskers. 
My  point  is  that  on  this  new  block  we  made  all  the 
tests  we  knew  of  and  even  then  it  didn’t  pan  out. 

“If  efflorescence  took  place  on  wallboard  it 
would  affect  the  plaster  which  was  placed  upon  the 
wallboard. 

“I  do  not  know  what  the  effect  of  saponin  or 
soap  bark  would  be  upon  wallboard  and  I  did  not 
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know  anything  about  it  in  1922,  neither  do  I  know 
what  the  effect  of  calcium  carbonate  and  aluminum 
sulphate  would  be  on  the  resultant  product. 
Whether  or  not  a  stain  would  come  through  a  gyp¬ 
sum  product  which  contains  saponin  I  do  not  know. 

“In  addition  to  the  transverse  bending  test, 
which  I  have  testified  concerning,  I  think  this  new 
product  should  have  been  subjected  to  the  same 
test  when  the  paper  was  moistened  on  one  side  in 
order  to  determine  whether  the  paper  would  stick 
on  the  opposite  side. 

“The  old  standard  gypsum  wallboard  which 
had  a  gypsum  and  sawdust  core  was  nailed  to  walls. 

I  do  not  know  whether  this  new  wallboard  with  the 
cellular  core  would  nail  or  not. 

“We  used  to  also  make  impact  tests  on  wall- 
board,  but  I  do  not  know  whether  the  other  com¬ 
panies  did  or  not.  We  made  these  impact  tests  on 
wallboard  as  an  indication  of  how  these  wallboards 
could  be  handled.  This  impact  test  on  wallboard 
was,  however,  an  arbitrary  test  entirely.  ; 

“I  could  not  tell  from  the  formula  as  shown  on 
Roos’  Exhibit  No.  15,  which  is  the  formula  under 
which  the  wallboard  specimens,  Roos’  Exhibit  Nos. 

II  and  14  were  made,  and  which  formula  includes 
aluminum  sulphate  and  calcium  carbonate  in  addi¬ 
tion  to  soap-bark  and  dextrine,  whether  the  po¬ 
rosity  in  the  wallboard  specimens  came  from  the 
soap-bark  or  from  the  gas  which  was  evolved  from 
the  chemicals  added  thereto.  It  is  possible  that 
the  porosity  in  these  wallboard  specimens  might 
have  come  from  either  the  foam  or  the  gas  which 
evolved  from  the  chemicals  added  thereto,  or  from 
both.  This  opinion  of  mine  relates  to  formula  C 
of  Roos’  Exhibit  No.  15  as  well  as  formula  B 
thereof 

“I  think  I  could  tell  by  inspecting  Exhibit  11 
whether  it  could  take  a  nail  satisfactorily.  One 
could  not  tell  by  merely  looking  at  the  wallboard 
specimens,  Roos’  Exhibits  Nos.  11  and  14,  whether 
or  not  they  would  stand  the  transverse  test.  Neither 
could  one  tell  entirely  whether  the  paper  would  re- 
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main  bonded  to  these  wallboard  specimens  by  mere¬ 
ly  looking  at  them.  I  should  also  want  to  test  the 
specimens  to  determine  whether  or  not  they  w’ould 
take  plaster.  It  looks  like  a  pretty  good  board  but 
I  don’t  know.  I  do  not  think  that  anyone  in  the 
gypsum  business  would  be  justified  in  saying  on  a 
mere  inspection  of  these  boards,  or  on  an  examina¬ 
tion  of  the  bond  with  one’s  fingers,  that  he  had 
given  the  boards  the  usual,  proper  and  customary 
tests  to  determine  whether  or  not  they  were  useful. 

“Roos’  Exhibit  No.  15,  which  also  records  cer¬ 
tain  experiments  made  on  the  casein  light  weight 
board,  which  casein  board  has  nothing  whatsoever 
to  do  with  the  process  in  issue,  the  same  having 
been  made  by  an  entirely  different  process,  includes 
a  notation  at  the  end  thereof:  'Deflection  V2" — 
13/16".  I  should  say  that  this  notation  means  that 
that  particular  casein  board  had  been  subjected  to 
a  deflection  test  under  a  certain  loading.  The  de¬ 
flection  was  evidently  from  %  to  13/16  of  an  inch. 
No  such  notation,  however,  appears  under  speci¬ 
mens  A,  B,  and  C  of  Roos’  Exhibit  No.  15  which  re¬ 
late  to  boards  made  under  the  process  in  issue/’ 

Concerning  the  usual  and  customary  tests  on  wall- 
board,  Brown  further  testified,  (R.,  Vol.  II,  pp.  487, 
488 )  : 

“Q.  Mr.  Brown,  Mr.  Roos  testified  that  under 
the  process  in  suit  he  made  certain  wallboard,  two 
exhibits  particularly,  Nos.  11  and  14,  having  been 
offered  in  evidence  in  this  suit.  I  ask  you  what, 
in  your  opinion  were  the  usual,  proper,  and  cus¬ 
tomary  laboratory  tests  which  should  have  been 
given  to  these  wallboard  to  determine  whether  or 
not  they  were  suitable  for  use?  A.  In  my  opinion, 
Mr.  Rose,  those  boards  should  certainly  have  been 
tested  for  plastering;  they  should  have  been  given 
the  transverse  test,  as  it  was  known  at  that  time, 
and  I  should  have  given  them  water-bearing  tests, 
to  see  whether  there  was  any  efflorescence  or  not; 
any  tests  they  could  think  of  on  a  new  product,  Mr. 
Rose,  any  reasonable  test.” 
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Concerning  the  water  or  moisture  test  on  wall- 
board,  Brown  testified,  (R.,  Vol.  II,  p.  490)  :  ; 

“Q.  If  a  tile,  or  a  wallboard  either,  disin¬ 
tegrates  on  an  application  of  water,  would  it  be 
suitable  for  the  purpose  for  which  it  is  made?  A. 

I  should  not  consider  it  so.” 

Upon  cross-examination  in  the  Supreme  Court  Pro¬ 
ceeding,  Brown  testified,  (R.,  Vol.  II,  p.  503)  that  he  had 
not  tested  the  wallboard  specimens,  Roos’  Exhibits  Nos. 
11  and  14,  for  efflorescence,  but  that  he  would  do  so  if 
Mr.  Hansen,  Counsel  for  the  United  States  Gypsum  Com¬ 
pany,  wanted  him  to. 

Concerning  the  said  usual  and  customary  tests  on 
gypsum  wallboard  and  plasterboard  as  they  were 
known  and  used  generally  througohut  the  gypsum  in¬ 
dustry  in  1922,  Edwards  testified  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  II,  pp.  436,  437)  as  follows: 

“I  have  examined  the  wallboard  specimens, 
Roos’  Exhibits  Nos.  11  and  14,  and  the  patty,  Roos’ 
Exhibit  No.  4.  I  have  also  gone  over  Roos'  Patent 
Office  testimony  carefully  with  respect  to  these 
wallboard  specimens,  Roos’  Exhibits  Nos.  11  and 
14.  This  testimony  shows  that  the  only  tests  which 
were  applied  to  these  wallboard  specimens,  Roos' 
Exhibits  Nos.  11  and  14,  were  the  crude  test  of 
trying  to  remove  the  paper  cover  from  the  core  by 
the  fingers  and  measurements  tests  which  consisted 
of  calipering  the  boards  for  thickness. 

“The  wallboard  specimens,  Roos’  Exhibits  Nos. 

II  and  14,  would  be  required  to  pass  all  the  tests 
for  plaster  board  in  order  to  meet  the  tests  of  tfie 
American  Society  for  Testing  Materials,  j  These 
tests  are  dimensional  tests  which  consist  of  meas¬ 
uring  the  length  and  thickness ;  weight  tests  which 
consist  of  weighing  the  wallboard,  and  the  trans¬ 
verse  or  compression  test.  There  is  quite  a  wide 
limit  of  weight.  I  think  the  standard  today  for  a 
three-eights  inch  board  is  at  least  1400  pounds  per 
thousand  feet  and  not  more  than  2100  pounds  per 
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thousand  feet.  The  only  change  in  this  specifica¬ 
tion  which  exists  today  from  the  year  1922,  during 
which  under  the  testimony  the  wallboard  specimens, 
Roos’  Exhibits  Nos.  11  and  14,  were  made,  is  a  de¬ 
crease  of  100  pounds  in  the  low  weight  and  an  in¬ 
crease  of  100  pounds  in  the  high  weight  per  one 
thousand  feet  of  board. 

‘‘The  transverse  or  compression  test  is  quite 
important  to  show  the  character  and  uniformity  of 
manufacture  of  the  board.  The  transverse  test  is 
made  on  a  machine  having  two  knife-edges  16"  on 
centers.  Test  pieces  of  board  18"  in  length  and  16" 
in  width  are  placed  upon  these  knife-edges,  and  the 
knife  edge  equidistant  between  the  two  supporting 
edges  is  applied  through  steady  pressure  in  the 
center  of  the  board.  Pressure  is  applied  at  the  rate 
of  sixty  pounds  per  minute,  and  the  board  is  crack¬ 
ed  and  the  test  piece  is  broken;  and  in  order  for 
the  test  to  be  satisfactory  the  board  shall  break 
core  and  all  without  the  paper  sides  pulling  loose 
from  the  core. 

“These  were  all  the  tests  required  by  the  Amer¬ 
ican  Society  for  Testing  Materials  so  far  as  wall- 
board  was  concerned  in  the  year  1922.  A  great 
many  of  what  I  deem  necessary,  practical  tests 
would  have  to  be  made,  however,  in  determining 
the  character  of  a  board  which  was  manufactured 
by  a  new  method  of  treating  the  gypsum.” 

Edwards  further  testified  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  II,  pp.  438,  439)  : 

“In  our  original  devlopment  of  synthetic  gyp¬ 
sum  at  Rumford,  R.  I.,  I  had  conceived  the  idea  of 
manufacturing  plaster  board  together  with  blocks 
or  tile.  Consequently,  I  carried  on  numerous  lab¬ 
oratory  tests  with  the  idea  of  making  boards,  test 
specimens,  etc.,  and  went  so  far  as  to  ship  a  por¬ 
tion  of  a  carload  of  our  material  to  a  gypsum  plant 
in  Canada  at  Caledonia,  Ontario.  When  this  car¬ 
load  arrived  I  went  to  this  plant  in  Canada  and 
witnessed  the  operation  of  our  calcined  plaster 
made  from  by-product  gypsum  put  through  the 
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plaster  board  machine  at  this  plant.  I  stayed  at 
this  plant  and  saw  the  board  dried  and  supervised 
the  shipping  of  this  wallboard  back  to  our  plant 
at  Providence  and  later  complete  tests  were  made 
upon  this  wallboard. 

“I  believe  that  the  wallboard  specimens,  Roos’ 
Exhibits  Nos.  11  and  14,  should  have  been  pro¬ 
duced  in  such  sizes  that  they  could  be  used  for  the 
purpose  for  which  plaster  board  is  used  so  that 
they  could  have  been  nailed  and  plastered  upon. 
They  are  not  large  enough  in  size  to  be  placed  upon 
a  wall  and  nailed.  The  standard  wallboard  could 
be  put  up  and  nailed  with  a  little  fancy  nailing  strip 
and  it  could  be  plastered  so  that  it  makes  a  per¬ 
fectly  tight  wall.  | 

•K-  *  *  *  -X-  *  * 

“Q.  The  Roos  evidence  shows  that  these 
boards  (Roos'  Exhibits  Nos.  11  and  14)  were  sub¬ 
jected  to  one  test  only,  the  one  that  you  have  de¬ 
scribed,  as  to  whether  or  not  the  paper  cover  would 
tear  off  from  the  rest  of  the  board.  Now  I  ask  you 
whether  or  not  a  board  that  was  submitted  to  that 
test  only  was  a  board  that  had  any  commercial 
value  whatever?  A.  In  my  opinion,  no. 

“Mr.  Roos  testified  in  the  Patent  Office  Pro¬ 
ceeding  that  from  his  mere  inspection  of  the  wall- 
board  specimens,  Roos’  Exhibit  Nos.  11  and  14,  he 
was  satisfied  that  the  samples  were  satisfactory 
and  that  the  product  was  commercial.  A  test  based 
upon  mere  inspection  of  these  boards  would  not, 
however,  give  these  boards  any  commercial  value. 
The  wallboard  specimens.  Roos’  Exhibits  Nos.  11 
and  14,  were  experimental  products  but  I  would 
not  call  them  a  reduction  to  practice.” 

i 

Edwards  further  testified  upon  cross-examination 
in  the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  pp.  458, 
459 )  : 

“On  the  wallboard  which  I  had  made  from  my 
synthetic  gypsum  in  Canada,  concerning  which  I 
have  heretofore  testified,  I  first  made  the  trans¬ 
verse  and  longitudinal  tests.  This  wallboard  was 
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very  light  and  its  inherent  lightness  caused  a  lack 
of  strength  which  was  one  of  the  things  which  1 
was  combating  at  the  start  of  working  out  a  proc¬ 
ess  for  making  synethetic  gypsum.  The  laboratory 
specimens  of  this  wallboard  made  from  synthetic 
gypsum,  were  apparently  satisfactory  as  far  as 
bond  was  concerned,  but  they  were  very  light  and, 
having  experience  with  gypsum  testing  and  ex¬ 
amining,  I  knew  that  we  would  have  to  be  careful 
to  get  a  product  of  sufficient  strength.  I  found, 
however,  in  subjecting  this  new  wallboard,  made 
from  my  synthetic  gypsum,  to  the  transverse  com¬ 
pression  test,  that  the  bond  was  in  some  cases  un¬ 
satisfactory  and  therefore  I  gave  up  going  any 
further  on  the  wallboard  end  of  my  synthetic  gyp¬ 
sum  development.  I  thought  I  secured  a  good  bond 
in  the  laboratory  samples  because  by  observation 
the  bond  appeared  to  be  good,  but  when  I  sub¬ 
jected  these  laboratory  samples  of  the  wallboard 
to  the  transverse  compression  test,  I  found  that 
the  bond  in  some  cases  was  unsatisfactory.  This 
defect,  coupled  with  the  lightness  of  this  wallboard 
which  resulted  in  decreased  strength,  caused  me 
to  give  up  the  commercial  development  of  wall- 
board  made  from  my  synthetic  gypsum. 

“In  1922,  the  American  Society  for  Testing  Ma¬ 
terials’  tentative  specifications  or  tests  for  wall- 
board  were  equivalent  to  standard  specifications, 
in  my  opinion,  even  though  the  pamphlets  of  the 
American  Society  for  Testing  Materials  state,  ‘This 
is  a  tentative  standard  only,  published  for  the  pur¬ 
pose  of  eliciting  criticisms  and  suggestions.  It  is 
not  a  standard  of  the  Society  and  until  its  adop¬ 
tion  as  standard,  it  is  subject  to  revision.’ 

“The  only  test  on  wallboard  which  really  shows 
one  anything  is  the  transverse  and  longitudinal 
compression  test.  This  test  was  the  tentative 
standard  of  the  American  Society  for  Testing  Ma¬ 
terials  in  1922,  and  that  is  the  way  wallboard  was 
tested  at  that  time  in  all  their  tests. 

“Q.  Do  you  know  what  company  originated 
those  tests?  A.  I  do  not. 
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“Q.  Would  it  be  informative  for  you  to  know 
that  it  was  the  United  States  Gypsum  Company 
that  did  that?  A.  Well,  they  are  the  logical  ones 
to  have  done  it.” 

Edwards  further  testified,  (R.,  Vol.  II,  p.  461)  : 

“The  wallboard  which  I  had  made  in  Canada 
from  my  synthetic  gypsum,  concerning  which  I 
have  heretofore  testified,  was  shipped  back  to  our 
plant  in  Rhode  Island  and  we  then  conducted  ex¬ 
periments  with  it.  In  nailing  tests,  and  certain 
handling  tests  to  determine  whether  it  was  going 
to  be  practical  or  suitable  for  use  as  wallboard. 
We  made  practical  experiments  upon  it.” 

Rice's  Exhibit  M-l  entitled,  “Technologic  Papers  of 
the  Bureau  of  Standards”  of  date  April  21,  1921,  (R., 
Vol.  Ill,  pp.  942  to  946)  records  the  Bureau  of  Stand¬ 
ards’  tests  upon  gypsum  wallboard.  Page  74  of  this  Ex¬ 
hibit,  (R.,  Vol.  Ill,  p.  944)  states  under  the  heading, 
“Tests  for  Gypsum  Wallboard”:  “Results  of  transverse 
tests  on  gypsum  wallboard,  in  the  dry  condition  and 
after  saturation  in  water,  are  given  in  Table  40.  The 
strength  of  the  board  was  limited  by  the  tensile  strength 
of  the  paper  facing,  the  latter  developing  greater  re¬ 
sistance  when  the  strain  was  parallel  with  the  grain  of 
the  paper”. 

Table  40  entitled,  “Transverse  Strength  of  Gypsum 
Wallboard”  referred  to  above,  is  to  be  found  at  page 
946  of  Volume  III  of  the  Record,  and  it  records  the  re¬ 
quired  compressional  strength  of  wallboard  in  the  dry 
state  and  dried  after  having  been  saturated  with  water. 

We  next  desire  to  briefly  call  the  attention  of  the 
Court  to  the  admissions  made  by  Roos  and  Birdsey,  dur¬ 
ing  their  respective  cross  examinations  in  the  Supreme 
Court  Proceeding,  concerning  the  usual  and  customary 
tests  on  gypsum  wallboard  and  plaster  board  as  they 
were  generally  known  and  used  in  the  gypsum  industry 
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in  the  year  1922.  Roos  admitted,  upon  cross  examina¬ 
tion  in  the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  p. 
360)  that  in  the  board  plant  at  Fort  Dodge,  the  United 
States  Gypsum  Company  had  a  machine  to  test  wall- 
board.  He  further  admitted,  (R.  Vol.  H,  pp.  361,  362) 
that  in  1922,  Mr.  Brookby  was  probably  the  member  of 
Committee  C-ll  of  the  American  Society  for  Testing 
Materials  from  the  United  States  Gypsum  Company; 
that  Committee  C-ll  of  the  American  Society  for  Test¬ 
ing  Materials  is  composed  of  members  of  the  gypsum  in¬ 
dustry  and  also  of  non-producers,  such  as  architects; 
that  this  Committee  sets  tentative  standards  for  test¬ 
ing  materials  and  covers  gypsum  products  such  as  wall- 
board  and  gypsum  tile ;  that  Committee  C-ll  determines 
what  tests  shall  be  applied  in  order  to  determine  the 
standard  and  character  of  gypsum  products;  that  in 
1922,  the  American  Society  for  Testing  Materials  had 
tentative  specifications  that  wallboard  had  to  come  up 
to.  At  page  408  of  Volume  II  of  the  Record,  Roos 
admits  upon  cross  examination  in  the  Supreme  Court 
Proceeding  that  in  1922  the  American  Society  for  Test¬ 
ing  Materials  required  a  flexural  strength  or  breaking 
strength  for  wallboard. 

In  the  Supreme  Court  proceeding  upon  cross  exam¬ 
ination,  Roos  further  admitted  that  the  longitudinal  and 
transverse  compression  test  on  gypsum  wallboard  and 
plaster  board  was  run  daily  in  the  wallboard  plants  of 
the  United  States  Gypsum  Company  in  1922.  He  testi¬ 
fied,  (R.,  Vol.  II,  pp.  363  to  366,  half  incl.) : 

“After  the  wallboard  left  the  machine  and 
went  through  the  drying  kiln  and  was  dried  we 
would  cut  from  it  a  sample,  or  several  samples  12" 
wide  and  18"  long  and  then  take  these  samples  to 
the  laboratory  in  the  same  wallboard  plant  and 
run  a  breaking-strength  test  on  them.  These  12"x 
18"  samples  were  put  on  a  machine  which  has  two 
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knife  edges  which  are  spaced  16"  apart.  On  top, 
and  in  the  center  of  the  board,  is  another  knife 
edge  fastened  on  to  an  arm  or  beam  one  end  of 
which  is  loaded  with  a  container  and  a  quantity  of 
shot  which  could  be  run  into  this  container  hang¬ 
ing  on  the  beam  at  a  definite  rate  of  speed  and  thus 
loaded  until  the  board  was  broken.  In  other  words, 
the  board  was  placed  on  two  knife  edges  and  then 
pressure  was  applied  in  the  middle.  The  load  was 
applied  at  the  rate  of  sixty  pounds  per  minute  by 
the  use  of  a  contrivance  which  allowed  shot  to  run 
down  and  place  its  weight  on  the  center  of  the 
board.  I  think  that  the  rate  of  sixty  pounds  per 
minute  has  been  the  standard  right  along.  This 
was  the  requirement  of  the  American  Society  for 
Testing  Materials.  As  a  rule  we  tested  the  wall- 
board  both  across  the  grain  of  the  paper  and  with 
the  grain  of  the  paper.  In  other  words,  we  made 
both  a  transverse  test  and  a  longitudinal  test.  We 
would  place  one  board  on  the  testing  machine  with 
the  paper  running  parallel  with  the  center  knife 
and  test  it  and  then  place  the  other  board  Upon  the 
machine  with  the  grain  of  the  paper  running  across 
the  center  knife  and  then  test  it.  The  board  was 
strongest  with  the  load  transverse  to  the  paper 
fibers.  This  test  was  called  the  longitudinal  and 
transverse  test  and  it  was  a  test  that  was  pre¬ 
scribed  not  only  by  the  Underwriters'  Laboratories 
but  was  included  within  the  tentative  specifications 
of  the  American  Society  for  Testing  Materials.  In 
1922  the  requirement  of  the  American  Society  for 
Testing  Materials  on  this  wallboard  test  transverse 
to  the  fiber  of  the  paper  was  sixty  pounds.  This 
sixty  pounds  would  be  applied  gradually  until  the 
board  broke.  The  board  was  satisfactory  if  it 
broke  at  sixty  or  above  sixty.  If  it  broke  under 
sixty  it  was  not  satisfactory.  It  is  more  or  less  im¬ 
material  how  it  must  break  in  order  to  be  a  good 
board.  Occasionally  these  samples  after  they  were 
broken  were  inspected  for  bond  right  at  the  break. 
As  the  pressure  was  applied  in  this  test  the  board 
would  bend  where  the  pressure  was  being  applied 


226 


so  that  the  board  assumed  an  arc  shape.  That 
meant  that  the  paper  as  well  as  the  core  of  that 
board  was  being  subjected  to  stress.  We  did  not 
test,  by  this  test  that  I  have  described,  the  bond 
of  the  paper.  We  did  pay  attention  to  the  bond 
of  the  paper  by  inspection  of  the  sample  after  it 
was  broken.  That  is  we  inspected  the  sample  after 
it  was  broken  and  then  we  determined  whether  the 
bond  was  all  right.  If,  in  making  this  test,  we 
broke  the  board  and  we  found  that  the  paper  on 
the  pieces  of  the  board  after  we  broke  it  was  loose 
from  the  board,  we  were  not  certain  by  that  test 
at  all  that  the  bond  was  not  good.  We  looked  at 
the  paper  after  the  break  at  the  ends  as  well.  If 
.the  paper  was  not  bonded  to  the  core  of  the  board 
after  that  test  we  did  not  draw  any  positive  con¬ 
clusion,  but  it  indicated  that  there  might  possibly 
be  bond  failure  elsewhere  in  the  sample.  As  a  rule 
we  expected  the  bond  of  the  paper  to  stick  to  the 
two  broken  pieces  of  the  board  when  it  was  put 
through  this  test.  That  was  only  part  of  our  test. 
If  the  bond  of  the  paper  to  the  core  of  the  wall- 
board  pulled  loose  while  the  sample  was  being  sub¬ 
jected  to  this  test  we  would  then  make  a  further 
inspection  of  the  bond  and  reject  the  board  as  not 
coming  up  to  standard  if  the  bond  failed.  In  other 
words,  if 1  in  a  board  subjected  to  such  a  test,  we 
found  the  paper  loose  on  the  board  after  the  board 
was  broken  in  the  machine,  then  we  would  direct 
our  attention  to  look  into  our  process  to  see  if  it 
was  bonding  properly.  So  that  the  matter  of  how 
the  bond  stuck  in  this  test  was  a  matter  that  we 
took  into  consideration  in  considering  the  commer¬ 
cial  ability  and  usefulness  of  the  wallboard.  We 
took  the  sample  which  we  tested  right  out  of  a 
run  so  that  if  the  sample  did  not  come  up  to  stand¬ 
ard  then  there  was  a  possibility  that  the  whole  run 
might  be  wrong.  This  was  what  we  called  a  fac¬ 
tory  test  because  it  was  a  test  made  right  there  in 
the  factory. 

“We  also  weighed  our  standard  board.  In  1922 
the  standard  of  the  Gypsum  Company  was  1650 
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pounds  and  I  think  the  standard  of  the  Underwrit¬ 
ers’  Laboratories  at  that  time  was  the  same.  The 
United  States  Gypsum  Company  was  obliged  to 
adhere  to  the  standards  of  the  Underwriters’  Lab¬ 
oratories.  At  that  time  it  was  an  important  mat¬ 
ter  for  us  to  have  our  product  come  up  to  the  Un¬ 
derwriters’  Laboratories  tests.  We  also  calipered 
these  wallboards.  We  did  not  make  any  wet  tests 
on  a  board.  We  knew  that  our  wallboard  would 
stand  nailing  because  tests  had  been  run,  I  pre¬ 
sume,  somewhere  by  someone,  to  indicate  that  our 
product  would  nail  satisfactorily.  This  nailing  mat¬ 
ter  was  important  because  all  these  boards  had  to 
be  nailed.  When  we  sent  this  board  out  on  the 
market  if  it  could  not  be  nailed  it  could  not  be  used 
for  the  purpose  for  which  it  was  made.  The  Gyp¬ 
sum  Company  was  making  some  kind  of  board  that 
could  be  nailed  before  I  ever  got  into  that  end  of 
the  business  and  as  far  as  I  know  the  tests  on  our 
standard  board  concerning  nailing  were  past  his¬ 
tory.  We  had  gotten  the  board  so  standardized 
and  had  such  material  in  it  that  we  could  pretty 
well  tell  that  it  would  nail  and  it  was  generally  ac¬ 
cepted  that  our  board  was  nailable.  The  board 
that  I  have  been  talking  about  is  our  old  standard 
sawdust  board  which  we  were  making  in  1922  and 
prior  thereto.  So  that  on  the  old  board  we  did  not 
have  to  make  a  nailing  test. 

“Another  important  thing  about  our  wallboard 
was  that  it  had  to  stand  shipment.  If  some  one 
bought  wallboard  it  would  be  loaded  flat  in  a  box¬ 
car  in  accordance  with  the  quantities  required.  It 
was  sent  away  under  cover.  This  board  was  not 
really  designed  for  outside  stuff.  It  was  a  high- 
class  product.  It  had  a  nice,  clean  surface  on  it. 
It  was  intended  to  be  decorated,  and  naturally  it 
was  to  be  protected  from  the  weather.  Plaster¬ 
board  was  'primarily  intended  to  be  plastered,  but 
not  wallboard.  That  is  the  distinction  between  the 
two.  j 

“Wallboard  was  supposed  to  be  nailed  on  the 
wall  and  then  small  strips  covered  the  nailing 
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spaces  to  hide  the  nails.  Plaster  board,  however, 
was  placed  on  the  walls  and  then  plaster  was  ap¬ 
plied  just  like  any  other  wall.” 

In  the  Patent  Office  Proceedings,  Roos  admitted 
that  he  conducted  no  tests  upon  his  wallboard  speci¬ 
mens,  Roos’  Exhibits  Nos.  11  and  14,  which  he  says  he 
made  in  October,  1922.  In  the  Supreme  Court,  however, 
he  made  a  feeble  attempt  to  try  to  save  the  case  of  the 
United  States  Gypsum  Company  on  reduction  to  prac¬ 
tice  by  testifying  therein  as  follows,  (R.,  Vol.  II,  p. 
410)  : 

“My  recollection  is  that  I  sent  one  of  those 
boards  over  to  the  board  plant  to  have  it  broken 
on  our  testing  machine.  I  recall  three  samples 
that  I  made  on  that  day,  and  there  are  three  speci¬ 
mens  on  the  data  sheet.  I  could  only  find  two  of 
these  specimens  and  they  are  here  in  evidence. 

“These  specimen  wallboard  samples  were  the 
same  size  as  the  samples  which  were  tested  daily 
in  the  Fort  Dodge  plant.  The  thickness  was  deter¬ 
mined  in  the  same  fashion  and  the  weight  of  the 
board  was  determined  in  the  same  way.  As  to  the 
samples  which  I  think  I  sent  to  the  board  plant  for 
testing,  I  have  not  the  data  on  what  that  strength 
was.  I  do  not  believe  that  I  ever  had  this  data  in 
written  form  and  cannot  state  specifically  that  this 
data  was  ever  reported  to  me  orally.  I  believe  it 
was,  myself,  and  was  probably  satisfactory,  but — ” 

When  Roos  was  cross-examined  upon  this  point  in 
the  lower  Court,  he  fell  down  miserably  and  rather  than 
succeeding  in  saving  the  case  of  the  United  States  Gyp¬ 
sum  Company  on  reduction  to  practice,  he  completely 
ruined  it.  He  testified  upon  cross-examination,  (R., 
Vol.  II,  pp.  422,  423  and  424)  : 

“Q.  Mr.  Roos,  you  made  yesterday,  as  I  un¬ 
derstand  your  testimony,  a  very  important  varia¬ 
tion  in  it  from  what  you  testified  to  under  oath  in 
the  Patent  Office.  I  am  referring  to  this:  You 
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testified  yesterday,  in  substance,  that  when  you 
made  Exhibits  Nos.  11  and  14  you  made  an  extra 
one,  an  extra  one,  an  extra  wallboard;  you  made 
three.  Two  of  them  are  in  this  case  as  Exhibits 
Nos.  11  and  14.  You  were  asked  in  the  Patent  Of¬ 
fice  proceeding  what  became  of  the  third  board; 
were  you  not?  A.  Yes,  sir. 

“Q.  And  you  testified  that  that  board  was 
lost;  did  you  not.  A.  That  is  correct. 

“Q.  And  you  testified  that  you  searched  for 
that  board  at  the  Fort  Dodge  plant,  you  searched 
for  it  in  the  laboratories,  you  searched  for  it  in 
some  storage  room,  and  after  you  had  made  ex¬ 
haustive  searches  for  that  board  you  testified  that 
the  board  was  lost;  did  you  not?  A.  Yes,  sir;  I 
did. 

“Q.  Yesterday,  in  this  court,  when  you  were 
asked  by  Mr.  Hansen  about  that  board,  you  testi¬ 
fied  that  to  the  best  of  your  recollection  now  you 
made  a  test  on  it;  you  broke  it;  did  you  not?  A. 


I  thought  that. 

“Q.  Did  you  do  that  or  not  yesterday.  A. 
Yes,  sir;  I  did. 

“Q.  You  said  that,  and  then  in  about  the 
fourth  question  after  that  question,  when  he  asked 
you  again  you  said  you  sent  it  somewhere  to  oe 
broken;  did  you?  A.  I  said  that  I  sent  it  over  to 
the  board  plant  to  be  broken. 

“Q.  You  first  said  you  broke  it  yourself  yes¬ 
terday,  and  then,  in  about  the  fourth  question 
after  that  answer,  you  said  you  sent  it  to  the  mill 


or  the  plant?  A.  Yes,  sir;  that  is  correct. 

“Q.  You  did  not  say  that  you  did  it,  but  you 
said  you  thought  you  did.  A.  Well,  I  was  testify¬ 
ing  to  the  best  of  my  recollection. 

“Q.  Ah?  Do  you  mean  to  say  that  your  recol¬ 
lection  yesterday  was  better  than  it  was  six  years 


ago,  in  1926?  A.  I  would  not  say  that;  no. 

“Q.  Mr.  Roos,  you  made  an  effort — at  least, 
you  so  testified — a  big  effort  to  get  the  board.  It 
was  on  your  mind.  You  were  searching  labora¬ 
tories;  you  were  searching  the  plant;  you  were 
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searching  in  some  store  room  you  referred  to  in 
your  testimony.  Then,  after  all  that,  you  go  in 
the  Patent  Office  proceeding  and  say  the  board  was 
lost.  Do  you  not  think  you  had  better  conclude 
that  your  testimony  should  stand  as  it  was  in  1926 
on  that  question?  Do  you  not  think  your  recollec¬ 
tion  would  have  been  better  then?  A.  Well,  the 
board  would  have  been  lost,  Mr.  Rose,  if  I  had 
broken  the  board.  It  would  have  been  thrown  away. 
It  would  have  been  broken,  simply  discarded. 

“Q.  Ah!  But  you  did  not  testify  in  the  Pat¬ 
ent  Office  that  you  broke  the  board.  A.  That  is 
correct,  Mr.  Rose* 

“Q.  That  is  correct.  You  said  it  was  a  lost 
exhibit;  did  you  not?  A.  Yes,  sir.  I  did.  I  simply 
meant  to  convey  yesterday,  Mr.  Rose,  that  I  would 
think  that  I  broke  this  board. 

“Mr.  Rose:  Mr.  Roos,  do  not  argue  with 
me  about  that.  You  are  trying  to  improve 
your  case  in  my  opinion.  I  want  you  to  un¬ 
derstand  that  that  is  what  I  think  about  it. 

“Q.  The  Patent  Office  hearings  were  held  here 
and  there,  were  they  not?  A.  Yes,  sir. 

“Q.  And  there  were  a  good  many  of  them? 
A.  Yes,  sir. 

“Q.  And  you  thoroughly  discussed  the  points 
of  your  case  with  Mr.  Hansen,  your  counsel;  did 
you  not?  A.  Yes,  sir. 

“Q.  And  in  addition  to  searching  for  this  lost 
product,  all  that  matter  was  considered  between 
you  and  your  counsel;  was  it  not?  A.  Yes,  sir. 

“Q.  And  you  testified  with  the  benefit  of  con¬ 
sultation  with  counsel  on  that  vital  matter?  A. 
Yes,  sir. 

In  the  Supreme  Court  Proceeding  under  cross-ex¬ 
amination,  Roos  made  the  following  further  admission, 
(R.,  Vol.  H,  p.  421)  : 

“When  the  Underwriters’  Laboratories  took 
wallboard  out  of  our  plant  for  testing,  they  tested 
a  12x18  inch  sample  of  the  board.  They  subjected 
this  12x18  inch  sample  of  the  wallboard  to  the 
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transverse  compression  test  and  all  the  tests  that 
they  specified. 

“Q.  You  testified  in  the  Patent  Office  Proceed¬ 
ing,  did  you  not,  that  the  tests  of  the  Underwriters’ 
Laboratories  were  the  important  tests?  i  A.  I  tes¬ 
tified  that  their  specifications  as  to  weight  and 
other  requirements  were  considered  important,  and 
the  important  tests.” 

Pooler,  the  present  Production  Manager  of  the 
United  States  Gypsum  Company  made  the  following 
admission  upon  cross-examination  in  the 1  Supreme 
Court  Proceeding,  (R.,  Vol.  II,  pp.  565,  566)  : 

“In  making  a  wallboard,  when  you  are  dealing 
with  a  new  material,  it  would  be  important  to 
know  whether  the  bond  of  the  paper  would  be  in¬ 
terfered  with  by  the  new  material. 

“In  wallboard  you  must  have  a  right  good  bond 
and  the  only  way  you  can  tell  that  you  have  such  a 
bond  is  to  test  it  to  find  out.  That  is  one  of  the  rea¬ 
sons  why  they  use  the  transverse  test  on  wallboard. 
In  making  a  transverse  test  the  wallboard  is  placed 
with  its  middle  upon  a  knife  and  pressure  is  applied 
until  the  board  bends  and  finally  breaks  If  the 
paper  happens  to  pull  away  from  the  core  at  the 
place  of  the  break  it  shows  a  bad  bond.  Wallboard 
without  a  good  bond  is  not  worth  anything;  it  must 
have  a  good  bond.  *  *  *  In  the  transverse  test, 
the  pressure  is  applied  by  a  shot  flow  of  60  pounds 
per  minute,  that  is,  the  shot  goes  out  of  a  recep¬ 
tacle  which  places  a  weight  on  the  board  at  the 
rate  of  60  pounds  per  minute.  It  is  a  gradual  ap¬ 
plication  of  pressure.  The  transverse  test  is  given 
to  get  the  strength  of  the  board  and  also  to  see 
whether  or  not  the  board  has  a  good  bond  at  the 
place  of  the  break.  It  may  adhere  at  that  particu¬ 
lar  point  but  would  be  a  peeler  at  some  other 
point.” 

Birdsey  upon  cross-examination  in  the  Supreme 
Court  Proceeding  testified,  (R.,  Vol.  EE,  p.  615)  that  the 
United  States  Gypsum  Company  had  fire  tests  made 
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from  time  to  time  by  the  Underwriters’  Laboratories 
on  gypsum  plaster  board ;  that  some  of  these  tests  were 
made  as  early  as  1911  or  1912  and  some  at  later  dates; 
that  there  was  also  a  fire  test  made  on  the  gypsum  core 
wallboard  by  the  Underwriters’  Laboratories  in  Chi¬ 
cago  but  that  he  could  not  fix  that  date  exactly  but  he 
would  say  that  it  was  three  or  four  or  maybe  five  years 
before  Roos’  invention  was  brought  to  his  attention. 

Birdsey  further  admitted  upon  cross-examination 
in  the  Supreme  Court  Proceeding,  (R.,  Vol.  n,  p.  654) 
that  Rice’s  Exhibit  M-l,  (R.,  Vol.  Ill,  pp.  942  to  946, 
incl. )  shows  that  the  Bureau  of  Standards  ran  a  trans¬ 
verse  test  on  gypsum  wallboard  in  the  dry  condition 
and  then  after  being  saturated  in  water. 

Birdsey  further  testified  upon  cross-examination 
in  the  Supreme  Court  Proceeding,  (R.,  Vol.  II,  pp.  672, 
673)  : 

“I  am  familiar  with  the  method  of  the  United 
States  Gypsum  Company  for  the  making  of  the 
transverse  test  on  wallboard  because  I  designed  the 
testing  machine.” 

Concerning  the  wallboard  made  by  the  United 
States  Gypsum  Company  under  the  process  in  issue, 
Birdsey  further  testified  on  cross-examination  in  the 
Supreme  Court  Proceeding,  (R.,  Vol.  II,  p.  675),  as  fol¬ 
lows: 

“The  wallboard  which  we  now  make  under  the 
Roos  process  is  called  Sheetrock.  It  is  sold  as  fire¬ 
proof  board.  Our  advertising  book,  known  as  the 
‘Red  Book’,  for  the  year  1924  states  that  our  Sheet- 
rock  will  not  warp,  shrink,  is  not  affected  by  clim¬ 
atic  conditions,  that  it  takes  wall  decorations,  wall 
paper,  cannot  burn,  that  the  Underwriters’  Lab¬ 
oratories  have  tested  it  for  strength  and  fire  re¬ 
sistance,  and  that  the  Underwriters  label  each 
sheet,  that  it  will  confine  a  flame  to  a  room,  that  it 
can  be  colored,  that  it  is  an  excellent  insulator  and 
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non-conductor  of  sound,  and  that  it  can  be  sawed 
and  nailed  like  a  wooden  board.  In  1924  somebody 
must  have  made  tests  on  our  old  standard  wall- 
board  before  it  could  be  put  out  in  that  way.  The 
Gypsum  Company  was  not  guilty  of  the  practice  of 
representing  the  product  to  have  all  of  those  char¬ 
acteristics  unless  they  had  made  some  tests  to  de¬ 
termine  that  those  things  were  true. 

“This  Sheetrock  wallboard  or  plaster  board  is 
nailed  to  the  studding  with  three  or  four  penny 
nails.  Page  5  of  this  'Red  Book’  refers  to  a  test  on 
plasterboard  by  Professor  G.  F.  Kephart  of  the 
Armour  Institute  of  Technology.” 


7.  Roos’  Exhibit  No.  4,  the  patty,  and  Roos’  Ex¬ 
hibit  No.  10,  the  paper  covered  block,  were  given  no 
tests  whatsoever. 

Roos’  Exhibit  No.  4  is  a  small  piece  of  gypsum 
which  has  been  referred  to  in  the  present  proceedings 
as  a  “patty.”  Roos  testified  in  the  Patent  Office  Pro¬ 
ceedings  that  he  made  this  patty  with  a  foam  made 
from  saponin  prior  to  the  alleged  making  of  his  said 
tile  on  August  23,  1922.  Roos,  himself,  admits  through¬ 
out  the  Record  that  the  said  patty  is  merely  the  result 
of  one  of  his  experiments  which  he  made  to  determine 
the  amount  of  saponin  which  should  be  used  in  making 
the  foam  and  that  it  was  not  subjected  to  any  tests 
whatsoever.  The  Record  is  devoid  of  any  testimony 
tending  to  show  what  the  patty,  Roos’  Exhibit  No.  4, 
could  possibly  be  used  for.  Neither  Roos  nor  the  United 
States  Gypsum  Company  make  any  claim  that  the 
patty  is  useful  for  any  specific  purpose. 

It  is  apparent  from  mere  inspection  and  handling 
of  the  said  Exhibit  that  it  is  subject  to  disintegration 
by  the  application  of  a  very  small  pressure  and  further, 
that  it  would  disintegrate  rapidly  if  subjected  to  a 
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water  or  moisture  test.  It  is  possible  for  one  to  deter¬ 
mine  by  observation  that  the  said  patty,  Roos’  Exhibit 
No.  4,  would  disintegrate  even  more  rapidly  than  did  a 
piece  of  the  block,  Roos’  Exhibit  No.  10,  when  subjected 
to  a  water  or  moisture  test.  When  counsel  for  Rice  re¬ 
quested  that  a  piece  of  the  said  patty  be  subjected  to 
the  said  water  or  moisture  test  in  open  Court,  counsel 
for  Roos  succeeded  in  preventing  such  a  test  by  re¬ 
fusing  to  permit  counsel  for  Rice  to  subject  a  small 
piece  of  the  said  patty  to  water  or  moisture. 

Neither  the  Examiner  of  Interferences  nor  the 
Board  of  Appeals  awarded  Roos  and  the  United  States 
Gypsum  Company  a  reduction  to  practice  on  the 
making  of  the  said  patty,  Roos’  Exhibit  No.  4.  The 
Court  below  likewise  completely  ignored  it  in  its  Find¬ 
ing  of  Fact  relative  to  reduction  to  practice. 

The  paper  covered  block,  Roos’  Exhibit  No.  10,  is 
a  small  rectangular  gypsum  block  enclosed  on  four 
sides  by  paper.  In  the  Patent  Office  Proceedings,  Roos 
testified  that  the  foam  which  he  employed  in  the 
making  of  the  said  paper  covered  block,  Roos’  Exhibit 
No.  10,  was  a  “chemical  foam,”  that  is,  the  foam  used 
in  the  making  of  this  Exhibit  was  a  foam  which  was 
created  by  the  reaction  of  certain  gas  emitting  chem¬ 
icals  rather  than  by  the  mechanical  agitation  of  a  foam 
producing  material.  Roos  further  testified  in  the  Pat¬ 
ent  Office  Proceedings  that  the  foam  which  he  used  in 
the  making  of  his  Exhibit  No.  10  was  made  from  a 
solution  of  dextrine  and  soap  bark  to  which  had  been 
added  calcium  carbonate  and  aluminum  sulphate.  He 
stated  that  a  foam  was  produced  from  this  mixture  by 
the  generation  of  gas  emitted  by  the  chemical  reaction 
of  calcium  carbonate  and  aluminum  sulphate.  Roos 
further  testified  that  his  wallboard  specimens,  Roos’ 
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Exhibits  Nos.  11  and  14,  were  also  made  by  the  use  of 
such  a  “chemical  foam”  which  was  generated  by  the 
emission  of  the  gas  produced  by  the  reaction  of  calcium 
carbonate  and  aluminum  sulphate.  At  this  time,  we 
desire  to  call  the  attention  of  this  Honorable  Court  to 
the  fact  that  Roos’  application  on  the  process  in  issue, 
as  filed  by  the  United  States  Gypsum  Company  on  Au¬ 
gust  20,  1924,  does  not  specify  any  such  method  for 
producing  the  foam.  Rather,  it  is  the  joint  Roos  and 
Allison  Application  on  the  process  in  issue,  Which  the 
United  States  Gypsum  Company  filed  on  the  same  day, 
which  specifies  the  use  of  a  “chemical  foam”  which  is 
made  by  the  emission  of  gas  caused  by  the  reaction  of 
two  gas  forming  chemicals.  In  other  words,  Roos’  Ex¬ 
hibits  Nos.  10,  11  and  14,  are  not  proper  exhibits  under 
Roos’  Application.  Roos  further  admitted  in  the  Su¬ 
preme  Court  Proceeding,  as  heretofore  referred  to,  that 
he  could  not  tell  whether  or  not  the  porosity  of  Roos' 
Exhibits  Nos.  10,  11  and  14  resulted  from  the  foam  or 
or  from  the  emission  of  gas  generated  by  the  use  of 
chemicals  therein.  (R.,  Vol.  II,  p.  426  ) 

Roos  admitted  in  the  Patent  Office  Proceedings  and 
in  the  Court  below  that  the  said  paper  covered  block, 
Roos'  Exhibit  No.  10,  likewise  was  not  submitted  to  any 
test  whatsoever. 

Concerning  the  said  paper  covered  block,  Roos’  Ex¬ 
hibit  No.  10,  Pooler,  the  present  Production  Manager  of 
the  United  States  Gypsum  Company,  admitted,  upon 
cross  examination  in  the  Supreme  Court  Proceeding  (R., 
Vol.  II,  p.  564),  that  the  material  contained  in  Roos’  Ex¬ 
hibit  No.  10  was  no  good  as  a  building  material.  Pooler 
further  admitted  (R.,  Vol.  II,  p.  565)  that  “as  partition 
tile  has  been  discussed  and  was  shown  at  the  trial  here, 
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this  product  (Roos’  Exhibit  No.  10)  is  not  suitable  to 
make  that.” 

As  heretofore  stated  in  this  Brief,  a  small  piece  of 
the  said  paper  covered  block,  Roos’  Exhibit  No.  10,  was 
placed  in  a  glass  of  water  by  Mr.  Brown,  while  on  the 
witness  stand  in  the  Court  below.  The  said  material 
remained  in  the  water  for  approximately  three  min¬ 
utes  and  then  Brown,  in  the  presence  of  the  Court  below, 
lifted  the  material  from  the  glass  of  water  and  easily 
crushed  it  in  his  fingers.  This  test  showed  conclu¬ 
sively  that  the  material  from  which  Roos’  Exhibit  No. 
10  was  made  would  not  stand  the  water  or  moisture 
test  and  that  any  fabricated  product  made  from  such 
material  would  not  be  fitted  for  use  as  a  lightweight 
building  material  or,  so  far  as  the  Record  discloses,  for 
anything  else. 

8.  The  data  sheet,  Roos’  Exhibit  No.  9,  adds  noth¬ 
ing  to  Roos’  alleged  reduction  to  practice. 

This  exhibit  purports  to  be  a  comparison  between 
cylinders  and,  presumably,  is  offered  by  Roos  and  the 
United  States  Gypsum  Company  for  the  purpose  of 
showing  the  comparative  compressional  value  of  cylin¬ 
ders,  in  the  dry  state,  made  under  the  foam  process, 
with  what  Roos  referred  to  as  the  standard  for  test 
cylinders  made  from  “first  settle”  stucco.  This  com¬ 
parative  test  was  of  no  value  whatsoever,  however,  be¬ 
cause  in  the  making  of  the  cylinders  made  by  the  use 
of  a  foam,  Roos  used  “Aridize”  plaster  instead  of  “first 
settle”  plaster,  and  then  compared  the  “Aridize”  cylin¬ 
ders  with  the  “first  settle”  cylinders.  The  fact  that  a 
cylinder  made  under  the  process  in  issue  by  the  use  of 
“Aridize”  plaster  had  a  compressional  value  of  1018 
pounds  per  square  inch  is  no  indication  that  a  cylinder 
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made  under  the  process  in  issue  by  the  use  of  “first 
settle”  stucco  or  ordinary  gypsum  plaster  would  have 
a  compressional  value  of  360  pounds  per  square  inch. 
Roos  admitted  upon  cross  examination  in  the  Supreme 
Court  Proceeding  that  the  comparison  between  his 

I 

“Aridize”  cylinders  and  his  “first  settle”  cylinders  was 
not  a  fair  one.  He  testified  upon  cross  examination  in 
the  Supreme  Court  Proceeding  (R.,  Vol.  II,  p.  425) : 

“The  data  sheet,  Roos’  Exhibit  No.  9,  has 
written  thereon  the  word  “Aridize”.  Aridize  was  a 
product  that  we  used  for  making  roof  tile  and 
which  we  did  not  as  a  rule  use  for  making  partition 
tile.  Aridize  was  a  stronger  product  than  ordinary 
gypsum.  Roos’  Exhibit  No.  9  states:  ‘Purpose: 
Lightweight  and  increased  strength  by  use  of  Ari- 
dize’.  Type  A,  as  recorded  on  this  Exhibit,  gave  an 
average  compression  breaking  point  of  1018.  In  my 
testimony  I  stated  that  our  specifications  required 
a  minimum  value  of  360  pounds  on  cylinders  made 
from  our  old  standard  tile  mix.  So  that,  when 
a  comparison  is  made  between  a  1018  pound 
result  obtained  from  a  compression  strength  of  a 
cylinder  made  from  Aridize,  and  our  old  minimum 
value  specification  of  360  pounds,  it  must  be  taken 
into  consideration  that  the  360  pounds  specifica¬ 
tion  referred  to  a  cylinder  made  from  our  ordinary 
calcined  gypsum  and  not  from  the  stronger  product 
‘Aridize/  Otherwise,  it  would  not  be  a  fair  com¬ 
parison.” 

None  of  the  cylinders  recorded  in  the  data  sheet, 
Roos’  Exhibit  No.  9,  were  subjected  to  a  compression 
test  after  saturation  in  water.  Neither  were  any  of 
the  said  cylinders  subjected  to  any  other  tests  what¬ 
soever.  The  data  sheet,  Roos’  Exhibit  No.  9,  therefor, 
adds  nothing  to  Roos’  alleged  reduction  to  practice. 
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C.  Roos’  activities  in  the  field  of  the  invention  in 
issue  in  the  year  1922  amounted  only  to  abandoned  ex¬ 
periments. 

Under  this  point  of  our  Argument,  we  do  not  in¬ 
tend  to  again  discuss  all  the  evidence  which  proves  that 
Roos’  1922  experiments  can  rise  no  higher  in  law  than 
“abandoned  experiments.”  We  do,  however,  desire  to 
here  point  out  to  this  Honorable  Court  a  fact  which  is 
very  significant  in  the  case  at  bar.  Roos’  application 
on  the  process  in  issue,  as  filed  by  the  United  States 
Gypsum  Company  on  August  20,  1924,  specifies  the  use 
of  soap  bark  for  making  the  foam  and  the  addition  of 
a  small  quantity  of  calcined  gypsum  to  the  foam  to 
“reinforce  the  walls  of  the  bubbles.”  In  other  words, 
when  Roos’  application  on  the  process  in  issue  was  filed 
by  the  United  States  Gypsum  Company  on  August  20, 
1924,  Roos’  foam  contained  the  ingredients  soap  bark 
and  a  small  quantity  of  calcined  gypsum  added  there¬ 
to.  One  discovers,  however,  upon  an  examination  of 
the  Record,  that  the  foam  which  Roos  employed,  in  his 
1922  experiments,  was  made  by  an  entirely  different 
formula.  Roos  testified  that  the  patty,  Roos’  Exhibit 
No.  4,  was  made  by  the  use  of  a  “saponin  foam.”  The 
paper  covered  block,  Roos’  Exhibit  No.  10,  Roos  states 
was  made  by  the  use  of  a  foam  which  contained  the  in¬ 
gredients  soap  bark,  dextrine,  calcium  carbonate  and 
aluminum  sulphate.  The  tile,  which  Roos  states  he 
made  on  August  23  and  25,  1922,  and  upon  which  he 
has  been  awarded  a  reduction  to  practice,  were  made 
by  the  use  of  a  saponin  foam  to  which  had  been  added 
gum  arabic  to  stiffen  the  foam.  The  wallboard  speci¬ 
mens,  Roos’  Exhibits  Nos.  11  and  14,  Roos  states  were 
made  by  the  use  of  a  foam,  the  ingredients  of  which 
were  soap  bark,  dextrine,  calcium  carbonate  and  alumi- 
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num  sulphate.  In  other  words,  when  the  United  States 
Gypsum  Company  filed  Roos’  Application  on  August  20, 
1924,  the  foam  formula  therein  specified  was  complete 
departure  from  the  foam  formulas  used  in  his  1922  ex¬ 
periments.  In  1924  Roos  reinforced  the  walls  of  his 
bubbles  by  adding  200  parts  of  calcined  gypsum  thereto 
for  the  purpose  of  forming  a  protective  cementitious 
wall  around  his  bubbles.  In  1922,  however,  his  experi¬ 
ments  recorded  no  such  idea. 

As  further  evidence  of  the  fact  that  Roos’  activi¬ 
ties  in  the  field  of  the  invention  in  1922  amounted  only 
to  abandoned  experiments,  we  desire  to  again  call  the 
attention  of  the  Court  to  the  fact  that,  as  heretofore  at 
length  discussed  under  Point  I  of  our  Argument,  Roos 
and  the  United  States  Gypsum  Company  worked  upon 
other  and  similar  inventions,  with  like  objectives  to 
the  objective  of  the  process  in  issue,  between  the  date 
of  his  alleged  reduction  to  practice  in  1922  and  his 
filing  date  of  August,  1924.  During  this  period,  as  dis¬ 
cussed  at  length,  supra,  in  this  Brief,  Roos  also  worked 
upon  inventions  which  were  in  no  way  connected  with 
the  process  in  issue.  On  all  these  inventions,  the 
United  States  Gypsum  Company  immediately  filed  ap¬ 
plications.  Under  this  point  we  again  desire  to  call 
the  attention  of  this  Honorable  Court  to  the  following 
quotation  taken  from  the  case  of  Paul  v.  Hess,  24  App., 
D.  C.,  462: 

“Long  delay  in  making  use  of  an  invention 
claimed  to  have  been  reduced  to  practice,  or  in  ap¬ 
plying  for  a  patent,  has  always  been  regarded  as 
potent  circumstances  tending  to  show  that  the  al¬ 
leged  reduction  to  practice  was  nothing  more  than 
an  interest  or  abandoned  experiment  (citing  cases), 
and  this  is  especially  the  case  where,  in  the  mean¬ 
time,  the  inventor  has  been  engaged  in  the  prosecu¬ 
tion  of  similar  inventions  (Feffel  v.  Stocker,  17 
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Appeals,  D.  C.  317,  321),  or  others  without  reason¬ 
able  explanation,  have  been  adopted  for  manufac¬ 
ture  or  commercial  use.” 

The  Record  contains  still  further  evidence  that  the 
United  States  Gypsum  Company  did  not  consider  Roos’ 
1922  experiments  as  a  reduction  to  practice.  We  refer 
specifically  to  the  agreement  between  the  United  States 
Gypsum  Company  and  Christiani  &  Nielsen,  Bayer’s  As¬ 
signee,  of  date,  September  23,  1926.  This  agreement 
was  offered  in  evidence  in  the  Supreme  Court  Proceed¬ 
ing  as  Rice’s  Exhibit  M-2  and  is  to  be  found  at  pages 
947  to  956  inclusive  of  Volume  III  of  the  Record.  This 
agreement,  as  shown  by  its  date,  was  negotiated  and 
finally  consummated  by  the  United  States  Gypsum  Com¬ 
pany  before  the  Patent  Office  made  any  decision  what¬ 
soever  in  the  Interference  Proceeding.  This  agreement 
evidences  a  confession  of  weakness  on  the  part  of  the 
United  States  Gypsum  Company  in  their  contention  of 
reduction  to  practice  by  Roos  in  1922.  If  Avery,  the 
President  of  the  United  States  Gypsum  Company,  had 
confidence  in  Roos’  1922  reduction  to  practice,  why  did 
he  negotiate  and  consummate  a  contract  with  Bayer’s 
Assignee.  If  the  United  States  Gypsum  Company  had 
faith  in  their  own  case,  why  did  they  tie  up  with  Bayer. 
We  submit  there  is  but  one  answer.  The  United  States 
Gypsum  Company  knew’  that  Roos’  activities  in  the  field 
of  the  invention  in  1922  could  not  rise  any  higher  in  lawT 
than  “abandoned  experiments.” 

As  stated  in  the  Statement  of  the  Case,  supra  in 
this  Brief,  Roos  and  the  United  States  Gypsum  Com¬ 
pany,  after  entering  into  the  said  agreement  with 
Christiani  &  Nielsen  made  no  election  to  proceed  under 
either  the  Roos  Application  or  the  Bayer  Application 
in  the  Interference  Proceeding  in  the  Patent  Office, 
regardless  of  the  fact  that  the  Rules  of  Practice  in  the 
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United  States  Patent  Office  placed  a  duty  upon  them 
to  so  do.  Roos,  the  United  States  Gypsum  Company 
and  Bayer  further  concealed  the  fact,  that  they  had 
entered  into  such  an  agreement,  in  the  Interference 
Proceedings  before  the  Examiner  of  Interferences  and 
the  Board  of  Appeals  of  the  Patent  Office.  Both  the 
Examiner  of  Interferences  and  the  Board  of  Appeals 
thought  they  were  deciding  a  three  party  Interference 
Proceeding  when  they  rendered  their  respective  de¬ 
cisions.  The  truth  of  the  matter  was,  however,  that  it 
was  a  case  of  Rice  v.  Roos  and  Bayer  rather  than  a  case 
of  Rice  v.  Roos  v.  Bayer.  It  is  evident  that  the  United 
States  Gypsum  Company  and  Christiani  &;  Nielsen, 
Bayer’s  Assignee,  decided  during  the  Patent  Office  Pro¬ 
ceedings  that  it  was  better  “psychology”  to  conceal  the 
fact  of  their  agreement  rather  than  to  expose  it  and 
make  their  said  election  pursuant  to  the  provisions  of 
Rule  No.  94  of  the  Rules  of  Practice  in  the  United 
States  Patent  Office.  Well  did  they  know  that  the  Pat¬ 
ent  Office  would  consider  such  an  agreement  entered 
into  by  the  United  States  Gypsum  Company  as  a  con¬ 
fession  of  weakness  by  them  in  their  own  alleged  re¬ 
duction  to  practice  in  1922.  Well  did  the  United  States 
Gypsum  Company  know  that  if  they  exposed  their  said 
agreement  in  the  Patent  Office  Proceedings,  the  Patent 
Office  Tribunals  would  consider  it  as  further  evidence 
of  an  “abandoned  experiment.” 

In  conclusion  of  Point  II.  of  our  Argument  which 
reads,  “Roos  did  not  reduce  his  alleged  invention  to 
practice  prior  to  December  21,  1922,  Rice’s  filing  date”, 
we  desire  to  call  the  attention  of  this  Honorable  Court 
to  the  following  authorities  relative  thereto,  most  of 
which  are  decisions  of  this  Court.  I 
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Roos,  being  a  Junior  Party  in  the  present  Interfer¬ 
ence  Proceedings,  carries  the  burden  of  establishing  a 
prior  reduction  to  practice  by  clear  and  convincing  evi¬ 
dence  ( Hartsough  v.  Gile ,  49  App.  D.  C.  354;  Warner  v. 
Smith,  13  App.  D.  C.  Ill ;  Adams  v.  Murphy,  18  App.  D. 

C.  172;  Howard  v.  Hey ,  18  App.  D.  C.  142;  Gordon  v. 
Wentworth,  31  App.  D.  C.  150;  CoTlis  v.  Quenzer,  38  App. 

D.  C.  481 ) . 

The  case  of  Crabbs  v.  Wardell,  57  App.  D.  C.  241, 
19  Fed.  (2d)  715  (1927)  decided  by  this  Honorable 
Court  in  1927  is  of  particular  significance  in  the  case  at 
bar.  This  was  an  appeal  from  an  award  of  priority  in 
an  interference  proceeding.  The  invention  related  to 
prepared  roofing  constructed  of  a  sheet  or  body  layer 
composed  of  mixed  asbestos  fiber  and  cattle  hair  im¬ 
pregnated  with  an  asphaltic  water  proofing  compound, 
a  layer  of  adhesive  asphalt  covering  one  side  of  the 
sheet,  together  with  a  layer  of  grit  adhering  thereto. 
With  respect  to  the  question  of  whether  or  not  Crabbs 
had  reduced  his  invention  to  practice,  His  Honor,  C.  E. 
Martin,  Chief  Justice,  stated  on  page  715: 

“It  appears  that  Crabbs  conceived  the  inven¬ 
tion  in  October,  1919,  which  was  prior  to  Warden’s 
conception;  but  Crabbs  failed  to  show  priority  of 
reduction,  or  diligence  in  that  behalf.  A  slab  of 
the  roofing  was  made  by  Crabbs,  at  a  time  not  defi¬ 
nitely  established  by  the  evidence;  but  no  tests 
were  made  as  to  its  qualities. 

Crabbs  claims  that  the  invention  was  so  simple 
and  manifest  in  character  that  no  further  experi¬ 
menting  was  necessary.  This  claim,  however,  can 
not  be  sustained  for  the  use  of  an  asbestos  cattle 
hair  body  layer  was  new  in  the  art,  and  the  experi¬ 
mentation  under  varying  weather  conditions  was 
necessary  in  order  to  ascertain  the  practical  utility 
of  the  invention.  Hadley  v.  Ellis,  49  App.  D.  C.  84, 
258  Fed.  984;  Mock  v .  Johnson,  52  App.  D.  C.  300, 
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286  Fed.  639;  Fageol  v.  Lyon ,  53  App.  D.  C.  361, 
290  Fed.  336.  Nothing  more  was  done  by  Crabbs 
until  August,  1921,  by  which  time  Warden's  as¬ 
signee  was  making  and  selling  the  roofing  in  large 
quantities.  This  fact  must  certainly  have  come  to 
the  knowledge  of  Crabbs,  and  stirred  him  to  ac¬ 
tivity.  The  evidence  accordingly  sustains  the  find¬ 
ing  that,  while  Crabbs  was  prior  in  conception,  he 
failed  in  reduction  to  practice,  and  lost  his  rights  by 
reason  of  his  inactivity.  Howard  v.  Bowes ,  31  App. 
D.  C.  619;  Dreckschmidt  v.  Schaefer ,  46  App.  D.  C. 
295.”  i 

In  the  case  of  Sherwood  v.  Drew  son,  29  App.  D.  C., 
161  (1907),  C.  D.  642,  the  following  facts  appeared: 
the  subject  matter  of  the  invention  in  issue  was  a  proc¬ 
ess  of  manufacturing  products  from  cornstalks. 

The  Examiners  in  Chief  and  the  Commissioner  suc¬ 
cessively  decided  that  neither  party  to  this  interference 
had  reduced  the  invention  to  practice  prior  to  the  filing 
of  their  applications  in  issue,  and  that  Sherwood  failed 
to  prove  a  conception  of  the  invention  at  any  time  be¬ 
fore  the  date  of  his  application.  The  Commissioner, 
and  in  effect  the  Examiners  in  Chief,  concurred  in  the 
conclusion  that  neither  party  proved  conception  or  re¬ 
duction  to  practice  prior  to  the  date  that  Drewson  filed 
his  application,  and  that  Sherwood  was  only  entitled  to 
his  filing  date  as  the  time  of  his  conception  and  reduc¬ 
tion  to  practice. 

In  making  experiments  on  the  shell  fibre  to  which 
pith  adhered,  Sherwood  observed  that  the  pith  cells 
washed  out  with  the  wash  water,  and  he  proceeded  so 
far  as  to  allow  the  pith  cells  to  settle,  and  from  some 
of  these,  collected  by  means  of  a  hand  screen,  he  made 
a  rough  sheet  of  paper.  He  endeavored  to  make  use 
of  the  waste  pith  cells  in  the  fall  of  1902  by  collecting 
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them  and  ocassionally  making  them  into  sheets  of  paper 
on  a  hand  screen.  The  Court  of  Appeals  agreed  with 
the  Patent  Office  Tribunals  in  holding  that  this  activity 
on  the  part  of  Sherwood  did  not  amount  to  a  reduction 
to  practice,  and  stated  on  page  173: 

“Reduction  to  'practice  must  produce  some¬ 
thing  of  practical  use,  coupled  with  a  knowledge, 
preferably  by  actual  trial,  that  the  thing  will  work 
practically  for  the  intended  purpose.  The  concep¬ 
tion  may  give  rational  hopes  of  future  fulfillment 
of  the  purpose  at  which  it  aims,  but  if,  as  a  matter 
of  practice,  it  falls  short  of  success,  it  is  not  a  suf¬ 
ficient  reduction  to  practice.  Complete  invention 
amounts  to  demonstration.  When,  as  in  this  case, 
it  had  not  quite  passed  beyond  experiment,  and 
had  not  quite  passed  beyond  experiment,  and  had 
not  quite  attained  certainty,  and  had  fallen  short 
of  demonstrating  the  capacity  of  the  invention  to 
produce  the  desired  result,  the  invention  itself  was 
still  inchoate.  These  parties  sought  certainty,  but 
they  had  not  attained  certainty  beyond  all  conjec¬ 
ture,  which  certainty  the  law  requires (Italics 
ours)  See  McKenzie  v.  Cummings,  24  App.  D.  C. 
140;  Hunter  v.  Siikeman,  13  App.  D.  C.  219;  Coffin 
v.  Ogden,  18  Wall.  124,  21  L.  Ed.  823. 

In  the  case  of  Gallagher  v.  Hein,  25  App.  D.  C.  77, 
this  Court  held  that,  where  it  appears  that  an  inven¬ 
tion  is  a  radical  departure  from  previous  methods,  in 
;order  to  establish  the  fact  of  reduction  to  practice 
thorough  tests  are  necessary.  The  Court  stated  on  page 
82: 

“Nevertheless,  it  is  essential  that  a  device  to 
constitute  a  reduction  to  practice  must  show  that 
‘the  work  of  the  inventor  must  be  finished,  physical¬ 
ly  as  well  as  mentally.  Nothing  must  be  left  for 
the  inventive  genius  of  the  public.'  ”  I  Robinson, 
Patents,  p.  183. 
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In  Robinson  on  Patents ,  Section  128,  the  following 
is  stated : 

“Where  the  availability  of  an  invention  for  im¬ 
mediate  use  is  apparent  from  an  inspection  of  the 
invention  itself,  as  often  may  be  true  of  a  machine 
or  manufacture,  its  actual  employment  in  the  arts 
is  not  essential  to  the  establishment  of  its  utility 
and  efficacy.  And,  on  the  other  hand,  when  noth¬ 
ing  less  than  such  employment  can  afford  this  evi¬ 
dence,  as  in  the  case  of  an  art  or  chemical  composi¬ 
tion,  and  sometimes  of  machines  and  manufactures, 
such  tests  must  be  applied  as  will  determine  that 
the  end  which  it  purports  to  serve  can  be  accom¬ 
plished”  (Italics  ours.) 

The  case  of  Reichel  v.  Dorset ,  49  App.  D.  C.  198 
(1920)  262  Fed.  652,  involved  an  interference  proceed¬ 
ing  between  Reichel  and  Dorset.  The  issues  of  the  in¬ 
terference  included  claims  covering  a  process  for  refin¬ 
ing  antitoxin  for  hog  cholera  and  the  product  obtained 
by  the  practice  of  the  process. 

Reichel  conceived  the  invention  October  15,  1913, 
and  constructively  reduced  it  to  practice  by  filing  his 
application  April  3,  1914.  Dorset  conceived  the  inven¬ 
tion  in  the  latter  part  of  1912,  obtained  the  product  in 
May,  1913,  which  was  tested  and  reduced  to  practice 
May  16,  1914.  This  reduction  to  practice  consisted  in 
Dorset  sending  some  of  the  defibrinated  blood  antitoxin 
to  Dr.  Schroeder  at  the  Experimental  Station  at  Beth- 
esda,  Maryland,  where  it  was  tested  by  “immunizing  a 
hog”,  and  found  to  be  potent  in  preventing  cholera.  Dor¬ 
set  filed  his  application  for  patent  August  15,  1915.  The 
questions  before  the  Court  of  Appeals  of  the  District 
of  Columbia  were  whether  or  not  Dorset’s  production  of 
the  antitoxin  in  May,  1913,  one  year  before  it  was  test¬ 
ed,  amounted  to  a  reduction  to  practice,  and  whether  or 
not  Dorset  was  diligent  at  the  time  Reichel,  the  appel- 
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lant,  entered  the  field.  With  respect  to  the  first  of  these 
two  questions,  this  Court  stated  on  page  653: 

“We  are  of  the  opinion  that  the  mere  obtain¬ 
ing  of  the  product  by  Dorset  in  May,  1913,  without 
a  test  of  its  potency  by  immunizing  a  hog,  does 
not  amount  to  a  reduction  to  practice.  The  inven¬ 
tion  is  an  important  step  in  a  difficult  art,  and 
therefore  nothing  short  of  a  successful  test  could 
meet  the  legal  requirements  of  a  reduction  to  prac¬ 
tice”  ( Italics  ours ) 

With  respect  to  the  second  of  these  questions  which, 
while  out  of  order  at  this  point  in  the  Argument  is  con¬ 
sidered  here  in  order  to  avoid  a  restatement  of  the  facts 
in  the  case,  the  Court  stated  on  page  653 : 

“The  Examiner  of  Interferences  held  that  Dor¬ 
set  was  lacking  in  diligence  and  awarded  priority 
to  Reichel.  He  was  reversed  by  the  Board  of  Ex¬ 
aminers  in  Chief  and  the  Assistant  Commissioner. 
Dorset’s  excuse  for  his  inactivity  from  May,  1913, 
to  May,  1914,  is  pressing  official  duties.  He  was 
chief  of  the  Biochemic  Division  of  the  Bureau  of 
Animal  Industry  of  the  Department  of  Agriculture. 
In  March,  1913,  Congress  passed  an  act  requiring 
the  Agriculture  Department  to  inspect  all  plants 
producing  hog  cholera  serum  and  other  veterinary 
biological  products.  All  the  field  work  in  connec¬ 
tion  with  this  inspection  was  assigned  to  Dorset, 
and  he  claims  that,  inasmuch  as  he  was  working 
under  orders  as  a  government  official,  he  was  not 
at  liberty  to  lay  aside  his  assigned  work  and  de¬ 
vote  his  time  to  testing  his  invention.” 

“The  validity  of  this  sort  of  excuse  depends  en¬ 
tirely  upon  the  facts  and  circumstances  of  the  in¬ 
stant  case.  If  he  had  perfected  the  product,  as  he 
claims,  it  would  seem  that,  without  any  material 
loss  of  time  or  interference  with  his  official  duties, 
he  could  have  done  in  May ,  1913 ,  what  he  did  in 
May,  1914 — send  some  of  the  perfected  defibrinated 
blood  antitoxin  to  Dr.  Schroeder,  at  Bethesda,  Md., 
and  have  it  tested.” 
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The  Court  of  Appeals  of  the  District  reversed  the 
decision  of  the  Commissioner  of  Patents,  and  awarded 
priority  to  Reichel  although  Dorset  first  conceived  the 
invention. 

In  the  case  of  Du  ReTl  v.  Haley ,  50  App.  D.  C.  49, 
267  Fed.  351,  this  Honorable  Court  had  before  it  the  fol¬ 
lowing  facts : 

The  invention  involved  a  process  and  apparatus  for 
the  concentration  of  ores.  Du  Rell  filed  two  applica¬ 
tions  in  the  Patent  Office,  one  on  February  12,  1915, 
the  other  on  March  22,  1916.  Haley  filed  his  applica- 

i 

tion  on  June  4,  1915.  Du  Rell  alleged  conception  in¬ 
cluding  the  successful  operation  of  the  machine  in  Au¬ 
gust,  1912,  and  he  alleged  another  reduction  to  prac¬ 
tice  in  the  fall  of  1912.  The  Examiners-in-Chief  affirmed 
the  action  of  the  Examiner  of  Interferences  awarding 
priority  to  Haley,  the  junior  party,  and  on  an  appeal  to 
Commissioner  Newton  these  decisions  were  affirmed. 
In  his  decision,  appearing  in  1920  C.  D.  53,  at  page  54, 
the  Commissioner  stated  as  follows : 

“This  case  largely  turns  on  whether  Du  Rell’s 
1912  apparatus  constituted  a  reduction  to  practice, 
since  Haley  did  not  enter  the  field  until  the  sum¬ 
mer  of  1914.” 

“Du  Rell’s  apparatus,  so  far  as  can  be  gath¬ 
ered  from  its  description,  was  built  in  the  summer 
of  1912  of  parts  found  in  his  laboratory.  For  ex¬ 
ample,  the  flotation-box  was  a  glass  funnel,  the 
supply  of  water,  etc.,  came  from  a  wash  bottle,  the 
ore  was  fed  by  means  of  a  spoon,  and  the  froth  was 
caught  in  a  beaker.” 

“The  next  apparatus  seems  to  have  been  about 
the  same  so  far  as  bears  on  the  question  whether  or 
not  this  apparatus  was  a  model  or  experiment  or 
was  what  is  technically  known  as  reduction  to 
practice.  It  seems  that  about  four  hundred  pounds 
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of  ore  per  day  could  be  treated  by  this  apparatus. 
This  alone  indicates  the  experimental  nature  of 
Du  Rell’s  apparatus.” 

“Du  Rell  contends  that  the  second  machine 
specifically  demonstrated  to  his  satisfaction  that  it 
would  be  a  success  and  only  needed  to  be  enlarged; 
but  after  the  fall  of  1912  Du  Rell  appears  to  have 
done  little  or  nothing  to  commercialize  his  machine 
and ,  indeed,  has  never  made  any  salable  commercial 
article,  and  his  Patent  No.  1,157,092,  October  19, 
1915,  applied  for  after  he  had  begun  his  work  on 
the  present  invention,  discloses  quite  a  different  in¬ 
vention  from  the  one  in  controversy,  indicating  he 
was  not  satisfied  with  the  present  invention.” 

“It  is  difficult  sometimes  to  determine  whether 
an  apparatus  is  a  mere  experimental  model  or  a 
reduction  to  practice.  One  of  these  things  may 
gradually  shade  into  the  other.  In  Hunter  v.  Stike- 
man  (C.  D.,  1898,  564;  85  0.  G.,  610;  13  App.  D.  C., 
214  )  the  Court  of  Appeals  of  the  District  of  Co¬ 
lumbia  held  on  the  matter  of  difference  between  a 
model  and  a  reduction  to  practice: 

'So  strict  is  the  rule  upon  this  subject 
that  it  has  been  held  that  complete  invention 
must  amount  to  demonstration.  It  must  be 
shown  to  have  passed  the  region  of  experiment 
— of  possible  or  probable  failure — and  that  it 
has  arrived  at  certainty  by  being  embodied  in 
the  form  intended  capable  of  producing  the 
desired  results.  A  model  alone,  no  matter  how 
complete  in  detail  of  construction,  does  not 
come  within  the  operation  of  such  a  rule. 
Stephenson  v.  Goodell,  C.  D.  1876,  133;  9  O.  G. 
1195.  )’” 

“In  Manny  v.  Easley  v.  Greenwood  (C.  D., 
1890,  73;  51  O.  G.  1617,)  where  the  point  involved 
was  whether  a  crude  wooden  lemon-squeezer  was 
a  reduction  to  practice,  while  the  testimony  showed 
that  it  had  actually  been  used  to  squeeze  lemons, 
the  Commissioner  held: 
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“Reduction  to  practice  is  reduction  to  a  form 
adapted  to  practical  use.  (Italics  ours)  Coffin  v. 
Ogden ,  5;  O.  G.  270;  18  Wall.,  120;  Allis  v.  Buck- 
staff ,  et  al ,  C.  D.  1882,  480;  22  O.  G.  1705;  13  Fed. 
879;  Washburn  &  Moen  Manuf’g  Co.  v.  Haish,  C.  D. 
1880,  610;  18  O.  G.  465,  4  Fed.  900.)  Obviously, 
the  crude  wooden  model  which  Easley  says  he  had 
to  hold  by  the  cone  because  he  was  afraid  it  would 
break  from  its  base,  was  not  adapted  to  practical 
use.  The  utmost  that  can  be  said  of  it  is  that  the 
use  was  experimental  and  could  only  establish  a 
date  of  invention  if  it  were  followed  up  by  such 
diligence  as  the  law  calls  for  to  complete  reduction 
to  practice.” 

“Du  Rell’s  actions  after  his  experiments  also 
indicate  that  he  attached  little  importance  to  his 
invention.  His  long  delay  before  filing  his  applica¬ 
tion,  or  taking  any  steps  toward  filing  an  applica¬ 
tion,  his  patenting  of  another  form  of  the  device, 
and  his  failure  to  put  it  into  commercial  use,  all 
speak  against  this  1912  device  being  a  reduction  to 
practice  as  distinguished  from  an  experimental 
model.” 

****** 

“At  the  hearing  before  me  Du  Rell  emphasized 
the  point  that  even  though  his  1912  apparatus  may 
be  classed  as  an  experimental  model,  his  process 
which  he  carried  out  with  that  apparatus  complied 
with  the  tests  of  ‘reduction  to  practice’  of  the  proc¬ 
ess  per  se ,  and  hence  he  should  be  awarded  the 
process  claims. 

“The  process  claims  and  the  apparatus  claims 
in  this  case  mean  approximately  the  same  thing, 
and  it  is  highly  technical  to  try  to  separate  them 
on  the  ground  urged  by  Du  Rell.  While  in  a  sense 
it  is  true  that  a  process  is  independent  of  the  par¬ 
ticular  apparatus  used  in  carrying  it  out,  indeed, 
that  a  process  should  ordinarily  be  capable  of  op¬ 
eration  with  widely -differing  specific  apparatuses, 
the  rules  for  reduction  to  practice  of  a  process  are, 
as  far  as  the  decisions  go,  similar  to  those  for  the 
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reduction  to  'practice  of  an  apparatus.  The  process 
should  be  performed  in  a  way  that  leaves  no  doubt 
as  to  its  commercial  practical  working ,  and  it  can 
not  be  held  that  Du  Rell  has  shown  such  a  reduc¬ 
tion  to  practice  of  his  process,  and  the  process 
claims  should  therefore  go  with  the  apparatus 
claims  so  far  as  this  point  is  concerned”  (Italics 
ours. ) 

The  Court  of  Appeals  of  the  District  of  Columbia 
affirmed  in  its  entirety  this  decision  of  Commissioner 
Newton.  His  Honor,  C.  H.  Robb,  Associate  Justice, 
stating  at  page  50 : 

“The  invention  involves  a  process  and  appara¬ 
tus  for  concentration  of  ores.  The  claims  are  12 
in  number,  but  it  is  unnecessary  to  repeat  them 
here.  Each  of  the  Patent  Office  tribunals  has  held 
that  appellant’s  early  efforts  did  not  amount  to  re¬ 
duction  to  practice,  and  that,  as  he  did  nothing 
thereafter  for  almost  two  years,  and  appellee  en¬ 
tered  the  field  meanwhile,  he  was  lacking  in  dili¬ 
gence.  Each  of  those  tribunals  has  carefully  and 
satisfactorily  discussed  the  evidence  in  behalf  of 
appellant,  and  for  the  reason  stated  by  them  we 
affirm  the  decision  from  which  this  appeal  was 
taken.”  (Italics  ours) 

In  the  case  of  Smith  v.  Warnock,  50  App.  D.  C.  329, 
271  Fed.  556,  the  Court  of  Appeals  of  the  District  of 
Columbia  held  that  it  is  the  actual  test  of  the  machine 
and  not  the  fact  of  completion  that  is  essential  to  estab¬ 
lish  a  reduction  to  practice.  At  page  558,  the  Court 
said: 

“It  is  the  actual  test  that  is  essential  to  estab¬ 
lish  reduction  to  practice.” 

It  is  true  that  the  question  involved  in  this  case 
was  whether  or  not  a  machine  had  been  reduced  to 
practice.  Nevertheless,  in  view  of  the  holding  of  this 
Court  in  affirming,  in  its  entirety,  the  decision  of  the 
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Commissioner  of  Patents  in  the  case  of  Du  Rell  v.  Haley , 
supra ,  in  which  case  the  Commissioner  stated: 

“*  *  *  the  rules  for  reduction  to  practice  of 
a  process  are,  so  far  as  the  decisions  go,  similar 
to  those  for  the  reduction  to  practice  of  an  appa¬ 
ratus.” 

! 

such  cases  as  Smith  v.  Warnock,  supra ,  are  proper  au¬ 
thority  on  the  question  of  what  constitutes  reduction 
to  practice  of  a  process  invention. 

We  submit  that,  under  the  principles  enunciated  by 
the  cases  just  referred  to,  and  particularly  the  case  of 
Crabbs  v.  WardeTl,  supra ,  Roos  is  not  entitled  to  an 
award  of  reduction  to  practice  of  the  process  in  issue 
in  the  year  1922.  In  the  first  place,  just  as  in  the  Crabbs 
case,  supra ,  the  product  was  a  new  one.  It  was  differ¬ 
ent  from  the  old  standard  product.  It  was  made  under 
a  new  process,  was  of  a  different  structure,  and  con¬ 
tained  chemical  substances  which  had  never  before 
been  used  in  the  manufacture  of  gypsum  products. 

Then,  further,  the  old  standard  tile  and  wallboard 
had  other  substances  mixed  in  with  the  gypsum,  such  as 
excelsior,  wood  fibre,  sawdust,  shavings,  etc.  These 
substances  were  not  contained  in  the  new  tile.  Like¬ 
wise,  the  composition  of  the  wallboards  Roos’  Exhibits 
11  and  14  contained  beside  saponin  and  gum  arabic,  also 
sodium  carbonate  and  aluminum  sulphate.  It  was  a 
new  combination  of  chemicals.  The  products  were  new 
in  composition  and  they  were  lighter  in  weight.  They 
should  therefore  have  received  all  those  tests  necessary 
to  demonstrate  their  practical  utility  for  the  purposes 
for  which  they  were  intended  to  be  used. 

i 

This  Honorable  Court,  in  the  Crabbs  case ,  supra , 
as  above  stated,  held  that  the  claim  of  Crabbs  that  the 
invention  was  so  simple  and  manifest  in  character  that 
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no  further  experimenting  was  necessary,  could  not  be 
sustained  because  of  the  fact  that  the  use  of  an  asbestos 
cattle  hair  body  layer  was  new  in  the  art  and,  there¬ 
fore,  experimentation  under  varying  weather  conditions 
was  necessary  in  order  to  ascertain  the  practical  utility 
of  the  invention.  So  likewise,  we  submit,  that  this  Court 
should  hold  that  the  claim  of  Roos  and  the  United 
States  Gypsum  Company,  to  the  effect  that  all  the  recog¬ 
nized  tests  then  being  applied  to  fabricated  gypsum 
products  need  not  have  been  applied  by  Roos  to  the 
products,  which  he  says  he  made  in  1922,  for  the  rea¬ 
son  that  they  were  well  experienced  with  the  various 
properties  and  characteristics  of  gypsum,  should  not 
be  sustained  by  this  Court,  because  it  is  admitted  by 
the  witnesses  adduced  on  behalf  of  Roos  and  the  United 
States  Gypsum  Company,  as  above  stated,  that  saponin 
and  gum  arabic  were  never  before  employed  in  the  man¬ 
ufacture  of  fabricated  gypsum  products  and  the  new 
product  had  a  new  cellular  structure.  Roos  and  the 
United  States  Gypsum  Company  in  1922  did  not  test 
the  products  which  Roos  says  he  made  in  that  year  to 
determine  whether  or  not  the  addition  of  these  new 
constituents  would  affect  the  permanence  of  the  prod¬ 
uct.  The  evidence  shows  that  Roos  and  the  United 
States  Gypsum  Company  intended  to  use  the  products, 
which  Roos  says  he  made  in  1922,  for  building  pur¬ 
poses.  They  admit  that  they  were  trying  to  make  light¬ 
weight  fabricated  gypsum  products,  to  be  used  for  build¬ 
ing  purposes.  It  is  admitted  by  them  that  in  1922  they 
had  subscribed  and  were  then  using  the  services  of  the 
Underwriters1  Laboratories  field  inspection  service,  and 
Roos  and  all  the  other  witnesses  adduced  on  behalf  of 
them,  admitted  that  they  were  thoroughly  familiar  with 
the  tests  that  the  Underwriters  were  applying  to  their 
products.  Roos,  the  alleged  inventor,  admitted  that, 
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in  1922  when  he  was  experimenting  on  the  process  in 
issue,  he  knew  the  Underwriters  at  that  time  were  sub¬ 
mitting  the  standard  4"  tile  of  the  United  States  Gyp¬ 
sum  Company  to  a  compression  test  on  the  tile  itself, 
wet  and  dry  and  that  the  Underwriters’  tests  were  the 
important  ones.  And  yet,  he  not  only  neglected  to  sub¬ 
mit  his  4"  tile  itself  to  a  compression  test,  but  he  in 
no  way  demonstrated  to  himself  what  effect  water  or 
moisture  saturation  would  have  upon  the  compressional 
value  of  his  tile. 

The  so-called  compression  test  on  a  cylinder  in  the 
dry  state,  under  the  undisputed  testimony  in  this  case, 
was  not  a  test  of  a  standard  tile.  Much  less  could  it  be 
a  test  of  a  new  fabricated  gypsum  product.  This  com¬ 
pression  test  on  a  cylinder  was  only  germane  as  a  test 
where  the  process  of  manufacture  and  the  products  had 
become  standardized  by  years  of  application  of  the 
standard  tests  for  such  products  and  the  experience 
gained  in  actual  use  of  the  product. 

After  such  years  of  experience,  in  application  from 
time  to  time  of  standard  tests,  and  gained  from  actual 
commercial  use  of  the  product,  the  Gypsum  Company 
was  able  to  use  this  method  of  using  cylinders  to  check 
(a)  the  quality  of  the  “calcined  gypsum”  entering  into 
the  product,  and  (b)  whether  or  not  the  ingredients  of 
the  old  standard  tile  had  been  properly  mixed  in  the 
proper  proportions.  In  other  words,  it  was  a  produc¬ 
tion  check  but  was  not  a  test  of  the  practical  utility  of 
a  new  fabricated  gypsum  product.  That  this  was  merely 
a  control  test  was  admitted  by  all  witnesses.  The  tes¬ 
timony  in  the  case  is  conclusive  that  it  was  not  a  test 
of  a  new  tile  product. 

i 

It  is  true  that  certain  witnesses  for  Roos  and  the 
Gypsum  Company  testified  in  the  Patent  Office  proceed- 
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in g  that  this  cylinder  control  test  was  the  usual,  cus¬ 
tomary  test  made  in  the  factory.  It  is  significant  that 
they  stopped  there.  They  did  not  disclose  in  the  Patent 
Office  proceeding  that  the  test  for  a  tile  was  a  com¬ 
pression  test  on  the  tile  itself,  and  had  for  years  been 
the  usual  and  customary  test,  and  that  it  was  being 
made  continually  for  them  by  the  Underwriters'  Labora¬ 
tories,  and  that  even  in  the  factory  itself  they  occasion¬ 
ally  tested  the  tile  or  part  of  the  tile.  The  Patent  Office 
testimony  on  this  point  was,  to  say  the  least,  mislead¬ 
ing.  It  in  substance  asked  the  Patent  Office  Tribunals 
to  find  sufficiency  of  test  on  a  premise,  which  their  own 
testimony  now  in  this  case,  clearly  indicates  was  false. 
The  finding  of  the  Patent  Office  that  the  usual  tests  for 
a  tile  had  been  applied,  although  based  on  the  evidence 
before  it,  was  not  based  on  the  truth,  as  admitted  by  the 
witnesses  for  the  Gypsum  Company,  and  as  shown  by 
the  entire  testimony  in  this  case.  Is  it  a  violent  assump¬ 
tion  to  assume  that  the  Patent  Office  would  not  have 
awarded  this  reduction  to  practice  if  the  true  situation 
had  been  disclosed? 

We  again  call  the  attention  of  this  Court  to  the 
tests  performed  in  the  trial  of  this  case  in  the  Supreme 
Court  Proceedings  on  various  of  Roos’  exhibits,  'which 
he  entered  in  evidence  for  the  purpose  of  establishing 
a  reduction  to  practice  in  1922.  Upon  submitting  a 
piece  of  the  block,  Roos’  Exhibit  10,  to  water  for  a 
period  of  three  minutes  witness  Brown  easily  crushed 
it  in  his  fingers,  and  testified  in  connection  therewith 
that  it  was  “mud".  A  small  piece  of  the  block  made  by 
witness  Kuntly  in  1932,  which  he  said  was  made  ac¬ 
cording  to  the  formula  of  Roos’  Exhibit  5,  when  sub¬ 
merged  in  water  for  a  short  time  was  easily  crushed  by 
counsel  for  Rice  in  his  fingers. 
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So  far  as  the  wallboard  Exhibits  11  and  14  are  con¬ 
cerned,  as  heretofore  pointed  out,  it  is  admitted  that  the 
most  important  factory  test,  the  transverse  test,  was  not 
made,  though  there  was  a  machine  in  the  factory  for 
making  the  test  and  the  standard  product  w^.s  contin¬ 
uously  tested  there. 

The  tests  prescribed  for  gypsum  tile  and  wallboard 
by  the  Underwriters'  Laboratories,  and  the  tests  ap¬ 
plied  by  the  various  Institute  of  Technology,  the  Bureau 
of  Standards,  the  American  Society  for  Testing  Ma¬ 
terials,  are  not  controverted.  The  testimony  shows  sub¬ 
stantially,  without  contradiction,  that  all  these  tests, 
discussed  at  great  length  in  the  testimony,  were  applied 
to  gypsum  tile  and  wallboard,  and  that  these  were  the 
usual  and  customary  tests  in  the  gypsum  industry. 

Their  standard  gypsum  products  that  they  were 
selling  through  the  period  1922  to  1924,  inclusive,  were 
used  for  numerous  and  varying  purposes  in  building 
construction.  They  continually,  through  these  years 
and  for  a  period  long  prior  thereto,  had  advertised  in 
their  literature  and  trade  publications  that  their  tile 
and  wallboard  had  received  all  the  usual,  customary 
tests  known  to  the  industry,  including  the  compression 
test  of  a  tile  wet  and  dry,  the  freezing  and  thawing 
test,  the  fire  and  water  test,  the  transverse  test,  the  im¬ 
pact  test,  the  plaster  test,  the  efflorescence  test,  the 
nailing  test,  and  in  fact  all  the  tests  that  purchasers  of 
products  from  time  to  time  indicated  they  desired  in¬ 
formation  concerning.  Their  advertisements,  indicat¬ 
ing  the  purposes  to  which  their  product  could  be  put, 
covered  a  great  variety  of  uses  and  environmental  con¬ 
ditions. 
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Roos’  Exhibit  No.  4,  the  patty,  was  subjected  to  no 
test  whatever.  Exhibit  No.  10  was  only  made  to  see 
whether  paper  would  adhere  to  the  new  cellular  product. 

Can  it  now  be  successfully  contended  that  Roos  and 
the  United  States  Gypsum  Company  demonstrated  that 
the  products,  which  Roos  said  he  made  in  1922,  and 
wThich  contained  chemical  substances  which  were  never 
before  employed  in  the  manufacture  of  gypsum  prod¬ 
ucts,  and  which  had  a  cellular  structure,  could  be  used 
for  the  purposes  for  which  they  were  intended,  to  wit, 
building  materials.  We  submit  that  just  as  this  Court 
held  in  the  Crabbs  case,  supra,  that  the  invention  there¬ 
in  involved  was  not  so  simple  and  manifest  in  charac¬ 
ter  that  no  further  experimenting  was  necessary,  so  this 
Court  should  find  that  Roos  failed  to  demonstrate,  in 
1922,  that  the  products  which  he  says  he  then  made,  and 
which,  he  admits,  contained  chemical  substances  which 
were  never  before  mixed  with  gypsum,  in  the  making  of 
gypsum  fabricated  products,  were  suitable  for  the  pur¬ 
poses  for  which  they  were  made. 

No  amount  of  sophistry  or  argument  can  change 
the  truth  of  the  matter  that  this  was  a  new  gypsum 
product.  Further,  can  the  United  States  Gypsum  Com¬ 
pany,  in  the  light  of  the  circumstances  referred  to,  go 
into  the  Patent  Office  and  get  a  reduction  to  practice 
on  the  control  test  of  a  cylinder  in  the  dry  state  on  the 
representation  that  such  test  was  the  usual,  customary 
factory  test  of  the  old  standard  tile  when  the  truth  of 
the  matter  is  that  the  product  was  entirely  a  new  one 
in  chemical  composition  and  cellular  structure?  The 
point  we  are  making  is  that  not  even  the  tests  usually 
and  customarily  given  to  the  Gypsum  Company’s  old 
standard  products  were  given  to  this  new  product,  to 
say  nothing  of  all  those  tests  which  because  of  the 
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changed  character  of  the  new  product,  should  have  been 
given  it  to  determine  its  practical  utility  for  the  pur¬ 
poses  for  which  it  was  made. 

We  desire  at  this  time  to  call  the  attention  of  the 
Court  to  the  marked  distinction  between  two  different 

i 

classes  of  process  inventions : 

First,  new  processes  which  result  in  the  identical 
product  which  had  theretofore  been  made;  and  second, 
those  processes  which,  when  employed,  result  in  prod¬ 
ucts  that,  although  similar  in  shape  and  form,  are  en¬ 
tirely  different  in  microscopic  structure,  and  contain, 
when  completed,  new  and  additional  chemical  sub¬ 
stances.  The  very  recent  rubber  vulcanizing  cases 
(Corona  v.  Dovan  Chemical  Cory.,  276  U.  St  358,  and 
Harrison  v.  CadweTl,  39  Fed.  (2d)  704),  which  involved 
inventions  for  new  processes  to  be  used  in  vulcanizing 
and  curing  rubber,  belong  to  the  first  class  of  cases 
mentioned  above.  The  case  now  before  this  Court,  how¬ 
ever,  we  submit,  belongs  to  the  second  class  of  cases 
above  mentioned. 

In  the  Corona  and  Harrison  cases,  supra,  the  in¬ 
vention  involved  was  a  new  process  for  vulcanizing  or 
curing  rubber  by  the  use  of  certain  chemicals  used  under 
certain  conditions.  The  object  of  these  new  processes 
was  to  obtain  a  better  method  of  vulcanizing  or  curing 
rubber.  The  rubber  product,  however,  after  the  new 
vulcanizing  or  curing  processes  had  been  employed,  was 
identical  in  character  and  contained  no  substances  for¬ 
eign  to  the  rubber  that  had  been  cured  by  the  employ¬ 
ment  of  the  old  process  then  in  use.  In  other  words, 
the  rubber  cured  by  the  new  process  in  issue  in  the 
cases  supra,  was  identical  with  the  rubber  cured  under 
the  old  processes  which  had  been  used  before  these  in¬ 
ventions.  In  such  a  case,  in  considering  the  question 
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of  reduction  to  practice  of  the  new  process  for  curing 
the  rubber,  all  the  courts  had  to  decide  in  the  cases, 
supra ,  was  whether  or  not  the  new  curing  processes 
had  resulted  in  complete  curing  of  the  rubber.  Once 
they  decided  that  the  rubber  obtained,  after  curing 
under  the  new  processes,  was  the  same  rubber  obtained 
from  curing  under  the  old  processes,  then  they  were 
forced  to  the  conclusion  that  the  inventions  in  those 
cases  were  properly  reduced  to  practice,  and  any  test, 
no  matter  how  simple,  that  would  completely  demon¬ 
strate  that  the  rubber  obtained  from  the  new  curing 
process  was  completely  cured  must  be  held  sufficient 
to  have  constituted  a  reduction  to  practice  of  the  cur¬ 
ing  process. 

However,  the  case  now  before  this  Court  is  an  en¬ 
tirely  different  one.  The  products  alleged  to  have  been 
made  by  Roos  in  1922  belonging  under  the  second  class 
of  process  inventions  above  mentioned,  because  the  fab¬ 
ricated  gypsum  products,  produced  under  the  count  here 
in  issue,  were  not  the  same,  as  the  evidence  conclusively 
shows,  as  the  old  standard  products  of  the  United  States 
Gypsum  Company.  As  aforesaid,  Roos  admits  that  the 
four-inch  tile  which  he  says  he  made  in  1922  after  they 
were  finished  contained  chemical  substances,  separately 
and  in  combination,  which  had  never  before  been  used 
in  the  manufacture  of  gypsum  products.  It  is  the  fact 
that  these  products  were  different  when  completed  that 
differentiates  the  case  at  bar  from  the  rubber-curing 
cases,  above  mentioned.  The  products  made  by  carrying 
out  the  process  in  issue  contain  chemical  substances  that 
were  not  to  be  found  in  the  gypsum  products  that  were 
made  prior  thereto.  Thus  it  can  not  be  successfully  con¬ 
tended  that  the  products  which  Roos  says  he  made  in 
1922,  according  to  the  process  in  issue,  were  identical 
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and  contained  the  same  constituents  as  any  other  cellu¬ 
lar  products  which  the  United  States  Gypsum  Company 
might  have  made  before  that  time.  Roos’  Exhibit  5,  the 
formula  under  which  Roos  says  he  made  his  four-inch 
tile  in  August  of  1922,  shows  on  its  face  that  saponin 
and  gum  arabic  were  used  in  making  them.  Roos  ad¬ 
mitted  that  after  his  product  was  made,  it  still  contained 
those  substances  which  were  foreign  to  the  old  gypsum 
product,  in  some  form,  and  we  submit,  as  above  contend¬ 
ed,  that  Roos  could  only  have  reduced  the  process  in 
issue  to  practice  by  submitting  the  products,  which  he 
says  he  made  in  1922,  to  such  tests  as  would  completely 
demonstrate,  among  other  things,  that  saponin  and  gum 
arabic  would  not  affect  the  usefulness  of  the  product.  To 
repeat,  in  the  rubber  cases,  supra ,  the  respective  inven¬ 
tors  of  new  processes  for  curing  rubber  did  not  have 
to  prove  that  the  rubber  obtained  after  the  employment 
of  such  new  processes  was  just  as  good  and  could  be 
used  for  the  same  purposes  as  the  rubber  cured  under 
the  old  process.  All  they  had  to  demonstrate  in  order 
to  establish  a  reduction  to  practice  was  that  the  rubber 
“was  completely  cured”.  If  completely  cured  the  rub¬ 
ber  was  the  same  as  that  cured  by  the  old  processes.  But 
in  order  for  Roos  and  the  United  States  Gypsum  Com¬ 
pany  to  demonstrate  that  the  products  which  they  say 
they  made  in  1922  were  just  as  good,  and  could  have 
been  used  for  the  same  purposes  their  old  products  were 
used  for,  they  had  to  give  those  new  products'  those 
tests  which  would  completely  demonstrate,  inter  alia, 
the  effect  that  saponin  and  gum  arabic  and  the  new  cel¬ 
lular  structure  of  the  tile  had  upon  the  permanence, 
compressional  value  when  wet,  compressional  strength 
of  structural  forms,  etc.,  or,  in  other  words,  submit  them 
to  such  tests  as  would  demonstrate  their  utility  for  the 
purpose  or  purposes  that  they  were  made. 
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In  the  c^se  of  Harrison  v.  Cadwell ,  supra,  the 
United  States  Court  of  Customs  and  Patent  Appeals, 
stated  at  page  709  of  39  Fed.  (2d)  : 

“The  record  shows  that  appellee’s  rubber,  which 
was  vulcanized  by  the  process  here  in  dispute,  was 
tested  in  the  usual  way  for  determining  proper  vul¬ 
canization,  and  which  test  was  in  common  use  in 
the  rubber  laboratories  of  the  country.  It  was 
tested  by  the  thumb  and  pencil  method  and  by  the 
stretching  method.  These  tests  were  sufficient  to 
prove  conclusively  the  character  of  the  vulcaniza¬ 
tion  attained  *  *  *.  It  may  be  that  there 

are  in  the  field  of  invention  certain  articles  in  which 
laboratory  tests  and  laboratory  manufacturing 
would  hardly  be  regarded  as  a  reduction  to  practice, 
but  we  do  not  think  vulcanization  of  rubber  can 
be  placed  in  that  class.” 

As  a  corollary  to  the  question:  Did  Roos’  experi¬ 
ments  in  1922  amount  to  a  reduction  to  practice?,  there 
arises  this  question:  Did  Roos’  and  the  United  States 
Gypsum  Company’s  activity,  or  lack  of  activity,  subse¬ 
quent  to  Roos’  experiment  in  1922,  indicate  that  Roos’ 
1922  experiment,  instead  of  constituting  a  reduction  to 
practice,  was  merely  “an  abandoned  experiment”? 

The  case  of  Bennett  v.  Fitzgerald,  48  Fed.  ( 2d )  917, 
is  in  point  upon  this  corollary  question.  In  this  case 
the  United  States  Court  of  Customs  and  Patent  Ap¬ 
peals  had  before  it  the  following  facts:  The  invention 
in  issue  related  to  cans  or  containers  of  general  type 
common  in  the  art  comprising  body  portions  having 
covers  with  sealing  rings  for  fixing  the  covers  to  the 
body  portions.  The  invention  involved  was  the  crimp¬ 
ing  of  the  sealing  ring  at  intervals,  thereby  leaving  un¬ 
crimped  portions  between  the  crimped  portions.  The 
application  of  appellant  was  filed  on  April  30,  1927, 
and  that  of  appellee  was  filed  on  August  18,  1926.  Ap- 
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pellant  was  therefore  the  junior  party.  Both  tribunals 
of  the  Patent  Office  held  that  appellee  conceived  the  in¬ 
vention  in  September,  1925,  and  reduced  it  to  practice 

i 

in  the  spring  of  1926;  that  appellant  conceived  the  in¬ 
vention  in  December,  1923,  but  did  not  reduce  it  to  prac¬ 
tice  prior  to  the  reduction  to  practice  by  appellee;  and 
that  appellant  was  not  diligent  in  reducing  his  inven¬ 
tion  to  practice  at  the  time  appellee  entered  the  field, 
nor  for  more  than  a  year  thereafter;  that  even  if  ap¬ 
pellant  had  reduced  his  invention  to  practice  in  Decem¬ 
ber,  1923,  he  had  concealed  and  suppressed  his  inven¬ 
tion,  thereby  forfeiting  any  right  to  claim  priority  of 
invention. 

The  first  question  which  the  Appellate  Court  con¬ 
sidered  was  whether  the  appellant  reduced  the  invention 
to  practice  in  December,  1923,  as  claimed.  The  appel¬ 
lant  contended  that  the  making  of  a  dozen  containers , 
exactly  as  specified  in  the  counts  in  issue ,  in  itself  con¬ 
stituted  a  reduction  to  practice,  and  that  no  tests  of  the 
containers  were  necessary,  hut  that  if  it  should  he  held 
that  tests  were  necessary  to  constitute  a  reduction  to 
practice,  then  the  evidence  established  that  such  tests 
were  made  and  that  they  were  successful.  The  Court 
stated  on  page  919 : 

“ It  was,  we  think,  essential  to  determine  by 
actual  tests  if  the  cover  of  the  container  embody¬ 
ing  the  invention  here  involved  would  resist  severe 
shocks,  as  when  dropped,  with  minimum  danger  of 
leakage  because  of  loosening  of  the  top.  Both  of 
the  parties  hereto  seem  to  have  recognized  this, 
because  appellant  did  subject  the  1923  container 
to  tests  and  also  the  same  type  of  container 
brought  out  by  him  in  1926,  and  appellee  also  tested 
his  container  embodying  the  invention  in  issue.” 
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We  submit  that  the  invention  in  issue  and  now  be¬ 
fore  this  Honorable  Court,  although  an  invention  for 
a  process  rather  than  for  a  machine,  likewise  required 
that  its  products  be  submitted  to  tests.  It  was,  we  think, 
essential  to  determine  by  actual  tests  whether  or  not 
th'  results  of  Roos’  experiments  conducted  in  the  early 
fall  of  1922  were  proper  and  sufficient  to  determine 
whether  the  products  were  suitable  for  the  purposes 
for  which  they  were  made.  It  must  be  borne  in  mind 
that  Roos  was  attempting  to  make  in  these  experiments 
light  weight  gypsum  fabricated  products.  He  should, 
therefore,  have  submitted  them  to  such  tests  as  would 
demonstrate  their  practical  utility  as  light  weight  gyp¬ 
sum  fabricated  products. 

The  Court  said  in  the  Bennett  case,  supra,  at  page 

920 : 

“Of  course,  if  reduction  to  practice  is  estab¬ 
lished,  other  circumstances  or  conduct  of  a  party 
would  not  warrant  us  in  making  a  contrary  find¬ 
ing;  but,  if  reduction  to  practice  is  not  clearly  es- 
tablished,  the  facts  and  circumstances  shown  by 
the  record  may  be  resorted  to  for  the  purpose  of 
determining  whether  there  was  in  fact  a  reduction 
to  practice,  or  whether  the  alleged  reduction  to 
practice  was  only  an  abandoned  experiment. 

“The  circumstances  shown  by  the  record, 
which  we  deem  material  on  this  point,  are : 

“1.  In  December,  1923,  appellant’s  company 
(Wilson  Company)  was  manufacturing  a  con¬ 
tainer,  No.  7,  which  was  not  patented,  and  which  it 
preferred  to  appellant’s  1923  device. 

“2.  Appellant’s  device  was  after  the  tests  in 
December,  1923,  referred  to,  turned  over  to  the  de¬ 
velopment  department  of  the  Wilson  Company  Tor 
further  development.’ 

“3.  In  1925  appellant’s  1923  device  was  dis¬ 
cussed  by  the  officers  of  the  Wilson  Company,  and 
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it  was  again  determined  not  to  manufacture  the 
same. 

“4.  In  1925  appellant  invented  another  con¬ 
tainer  for  which  he  made  application  for  patent 
in  December,  1925,  and  the  Wilson  Company  then 
entered  upon  the  manufacture  of  said  type  of  con¬ 
tainer. 

“5.  In  1925  appellant  invented  a  closing  de¬ 
vice  and  applied  for  a  patent  thereon,  which  closing 
device  was  the  type  used  in  closing  appellant's  de¬ 
vice  here  in  issue  when  the  Wilson  Company  began 
its  manufacture.  The  testimony  on  behalf  of  ap¬ 
pellant  is  to  the  effect  that  this  closing  device  made 
appellant’s  container  here  involved  commercially 
practicable. 

“6.  In  the  fall  of  1926  appellant  was  aware 
that  appellee’s  device  was  upon  the  market,  as  was 
also  a  ring  seal  device  of  the  American  Can  Com¬ 
pany,  but  said  last-named  device  was  of  a  different 
character  than  the  device  herein  question. 

“7.  Appellant  did  not  place  his  device  upon 
the  market  until  1927,  and  did  not  file  his  applica¬ 
tion  for  a  patent  upon  the  device  here  involved  un¬ 
til  April  30,  1927. 

“Considering  the  foregoing  facts  in  connection 
with  the  lack  of  positive  evidence  of  the  success  of 
the  tests  in  1923 ,  we  are  compelled  to  agree  with 
the  tribunals  of  the  Patent  Office  that  the  claimed 
reduction  to  practice  in  December,  1923,  consti¬ 
tuted  only  an  abandoned  experiment.  *  *  *” 

“In  the  case  of  Paul  v.  Hess,  24  Appeals  D.  C. 
462,  the  Court  said: 

“Long  delay  in  making  use  of  an  invention 
claimed  to  have  been  reduced  to  practice,  or  in 
applying  for  a  patent,  have  always  been  regarded 
as  potent  circumstances  tending  to  show  that  the 
alleged  reduction  to  practice  \yas  nothing  more  than 
an  unsatisfactory  or  abandoned  experiment.  Trav- 
er  v.  Brown,  14  App.  D.  C.  34,  41;  Reichenbach  v. 
Kelley,  17  App.  D.  C.  333,  344;  Latham  v.  Armat,  17 
App.  D.  €.  345;  and  this  is  specially  the  case  where, 
in  the  meantime,  the  inventor  has  been  engaged  in 
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the  prosecution  of  similar  inventions  (Fefel  v.  Stock¬ 
er,  17  App.  D.  C.  317,  321),  or  others,  without  rea¬ 
sonable  explanation,  have  been  adopted  for  manu¬ 
facture  and  commercial  use.” 

We  submit  that  the  facts  in  the  case  at  bar  are 
analogous  to  those  which  the  Court  had  before  it  in  the 
Bennett  case ,  supra.  Roos  and  the  United  States  Gyp¬ 
sum  Company  likewise  did  not  clearly  establish  a  re¬ 
duction  to  practice  in  1922  and  therefore,  the  facts  and 
circumstances  shown  by  the  record  may  be  resorted  to 
for  the  purpose  of  determining  whether  there  was  in 
fact  a  reduction  to  practice,  or  whether  the  alleged  re¬ 
duction  to  practice  was  only  an  abandoned  experiment. 
These  facts  are: 

1.  Roos  claimed  to  have  reduced  his  invention  to 
practice  when  he  made  the  four-inch  partition  tile  under 
the  formula  of  Roos’  Exhibit  5  on  August  23  and  24 
of  1922.  The  employees  of  the  United  States  Gypsum 
Company  admitted  that  at  that  time  at  their  Fort 
Dodge  plant  they  were  making  partition  tile  by  the 
“hand  moulding  method.”  Brookby,  the  Chief  Engineer 
of  the  United  States  Gypsum  Company  in  1922,  ad¬ 
mitted  in  the  Supreme  Court  Proceeding,  (R.,  Vol.  II, 
p.  665)  that  “there  was  nothing  in  1922  to  prevent  the 
United  States  Gypsum  Company  from  making  tile  un¬ 
der  the  Roos  process  by  this  hand-moulding  process. 
Had  they  cared  to,  they  could  have  done  it  in  1922”. 
Brookby  testified  that  their  research  work  along  these 
lines  was  directed  toward  the  end  of  decreasing  the 
weight  of  their  fabricated  products.  They  claim  to  have 
perfected  their  invention  when  they  made  the  partition 
tile  above  referred  to,  and  yet  they  made  no  commer¬ 
cial  use  of  that  invention.  They  could  have  applied  it 
readily  and  easily  in  their  hand-moulding  process  for 
making  tile  and  the  fact  that  they  did  not  leads  one  to 
the  conclusion  that  they  did  not  have  the  process  re- 
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duced  to  practice  in  1922.  The  testimony  further 
shows  that  tile  were  not  made  commercially  by  the 
United  States  Gypsum  Company  under  the  process  in 
issue  until  the  year  1927  or  1928. 

2.  The  testimony  shows  that  in  1922  the  United 
States  Gypsum  Company  had  a  very  extensive  Engi¬ 
neering  Department,  and  yet  they  say  that  they  per¬ 
mitted  Roos,  a  young  chemist  with  no  mechanical  expe¬ 
rience,  to  develop  the  wallboard  machine  which,  they 
further  state,  was  necessary  to  carry  out  their  inven¬ 
tion. 


3.  The  testimony  shows  conclusively  that  at  the 
very  time  Roos  claims  he  was  working  on  the  process  in 
issue  he  was  also  experimenting  with  and  perfecting 
the  “casein  process”,  and  that  at  the  very  time  of  the 
making  of  his  4-inch  tile,  patents  were  applied  for  by 
Brookby  on  the  casein  process  for  wallboard  on  Au¬ 
gust  19, 1922,  and  for  tile  on  August  25,  1922.  The  tes¬ 
timony  further  shows  that  at  the  same  time  the  Re¬ 
search  Department  of  the  United  States  Gypsum  Com¬ 
pany  in  1922  was  working  upon  the  “Foam  Process”  in 
issue,  it  was  also  working  upon  the  “Diatomaceous 
Earth  Process”,  the  “Casein  Process”,  and  the  “Water 
Extension  Process”,  the  objective  of  all  of  which  Proc¬ 
esses  was  identical  with  the  objective  of  the  process  in 
issue,  as  heretofore  in  this  Brief  discussed,  and  fur¬ 
ther,  that  the  United  States  Gypsum  Company  imme¬ 
diately  applied  for  Patents  on  all  of  these  other  proc¬ 
esses  in  1922  and  1923  but  did  not  file  an  Application 
on  the  process  in  issue  until  August  20,  1924. 

4.  The  testimony  conclusively  shows  that  between 
the  time  of  Roos'  alleged  reduction  to  practice  in  Au¬ 
gust,  1922,  and  August  20,  1924,  his  filing  date,  Roos 
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was  working  upon  the  following  other  inventions  which 
were  in  no  way  connected  with  the  process  in  issue : 

(a)  Patent  No.  1,668,548  entitled  “Cementi¬ 
tious  Material”,  application  for  which  was  filed  by 
the  United  States  Gypsum  Company  in  the  names 
of  Brookby  and  Roos  on  April  23,  1924  (R.,  Vol. 
HI,  p.  933 ) ; 

(b)  Patent  No.  1,606,722  entitled  “Surfacing 
Material”,  application  for  which  was  filed  by  the 
United  States  Gypsum  Company  in  the  name  of 
Roos  on  August  20,  1924  ( R.,  Vol.  Ill,  p.  935 ) ;  and 

(c)  Patent  No.  1,666,180  entitled  “Light¬ 
weight  Gypsum  Products”,  application  for  which 
was  filed  by  the  United  States  Gypsum  Company 
in  the  names  of  Roos  and  Allison  on  October  23, 
1924  (R.,  Vol.  Ill,  p.  941).  (Roos  admits  (R.,  Vol. 
II,  p.  378 )  that  he  was  working  on  this  invention 
prior  to  his  filing  date  on  the  process  in  issue,  as 
stated,  supra ) . 

5.  The  testimony  of  Roos  concerning  the  “visu¬ 
alization”  and  building  of  the  wallboard  machine,  Roos’ 
Exhibit  16,  is  inconsistent  and  unconvincing.  Roos  ad¬ 
mitted  that  Allison  contributed  very  materially  to  that 
machine  and  Allison  testified  that  it  was  built  in  one 
month  after  he  started  to  work  for  the  United  States 
Gypsum  Company  on  March  15,  1924.  Considering  Al¬ 
lison’s  prior  experiences  in  the  research  department  of 
the  Anaconda  Copper  Company,  it  is  easy  to  under¬ 
stand  how  Allison  developed  the  wallboard  machine  of 
Roos’  Exhibit  16  by  adapting  flotation  machinery  to 
the  foam  process. 

6.  It  appears  from  the  testimony  that  in  March 
of  1924  when  Allison  entered  the  employment  of  the 
United  States  Gypsum  Company,  he  began  to  work  with 
Roos  in  the  laboratory  at  the  Fort  Dodge  plant  and  at 
that  time  Roos  was  working  on  the  foam.  Allison  tes¬ 
tified  that  he  worked  on  the  foam,  added  reagents, 
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worked  at  the  development  of  the  foam,  and  that  at 
that  time  Roos  was  trying  to  strengthen  the  bubbles  by 
adding  dextrinized  starch  and  that  he  himself  was  try¬ 
ing  to  accomplish  the  same  thing  by  using  calcined 
gypsum.  | 

7.  Mr.  Avery,  President  of  the  United  States  Gyp¬ 

sum  Company,  testified  that  in  1922  the  Gypsum  Com¬ 
pany  had  the  difficult  problem  before  it  of  obtaining 
sufficient  quantities  of  sawdust  for  use  in  the  making 
of  their  fabricated  products;  that  they  were  forced  to 
send  out  their  salesmen  to  search  on  the  open  market 
for  sawdust  and  that  it  was  because  of  this  fact  that 
Roos’  discovery  was  a  matter  of  great  jubilation  to  the 
executives  of  the  United  States  Gypsum  Company,  it 
further  appearing  from  the  testimony  that  regardless 
of  this  fact  the  United  States  Gypsum  Company  did 
not  think  enough  of  Roos'  discovery  at  that  time  to  ap¬ 
ply  for  a  patent  upon  it  but  were  at  that  time  working 
on  the  “Casein  Process”,  the  “Diatomaceous  Earth 
Process”,  and  the  “Water  Extension  Process”,  and  ap¬ 
plying  for  patents  thereon.  j 

8.  The  record  in  this  case  shows  that  on  August 
20,  1924,  Roos'  filing  date  on  the  process  in  issue,  the 
United  States  Gypsum  Company  also  filed  the  Roos  and 
Allison  joint  application  for  letters  patent  on  the  proc¬ 
ess  in  issue  and  that  this  joint  application  was  declared 
in  interference  with  the  applications  of  the  parties  to 
this  proceeding  by  the  Examiner  of  Interferences.  This 
Joint  Application  of  Roos  and  Allison's  specified  the 
use  of  calcine  gypsum  in  stiffening  the  bubbles  of  the 
foam  instead  of  gum  arabic  with  which  Roos  was  work¬ 
ing  in  1922.  The  preliminary  statement  filed  by  Roos 
and  Allison  in  the  Interference  proceeding  alleged  that 
Roos  and  Allison  conceived  the  process  in  issue  and  re¬ 
duced  it  to  practice  on  May  15,  1924.  Roos  contends  in 
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this  case  that  he,  himself,  conceived  the  process  in 
issue  on  June  30,  1922,  and  reduced  it  to  practice  in 
the  same  year.  Their  testimony  is  therefore  incon¬ 
sistent  on  this  very  important  matter  in  the  case. 

Both  the  Roos  Application  and  the  Roos  and  Alli¬ 
son  Joint  Application  specify  the  use  of  “200  parts  of 
calcined  gypsum”  added  to  the  foam  for  the  purpose  of 
“reinforcing  the  walls  of  the  bubbles”.  In  1922,  how¬ 
ever,  as  shown  by  Roos7  Exhibit  No.  5,  Roos  was  “rein¬ 
forcing  the  walls  of  the  bubbles77  by  the  use  of  gum 
arabic.  Allison  admitted  that  he  got  the  idea  of  adding 
calcined  gypsum  to  the  foam,  for  the  purpose  of  “rein¬ 
forcing  the  walls  of  the  bubbles77,  from  his  previous  ex¬ 
perience  at  Anaconda. 

9.  The  application  of  Roos  for  letters  patent  on 
the  process  in  issue,  the  conception  date  of  which  he 
was  awarded  as  of  June  30,  1922,  and  a  reduction  to 
practice  as  of  August  23,  1922,  specifies  the  use  of  cal¬ 
cined  gypsum  to  “reinforce  the  walls  of  the  bubbles77 
instead  of  gum  arabic  with  which  he  was  working  in 
1922  and  with  which  he  made  the  tile  on  which  he  was 
awarded  his  said  reduction  to  practice  as  of  August 
23,  1922,  by  the  Patent  Office  Tribunals. 

10.  Rice's  Exhibit  Z-4  conclusively  proves,  as 
pointed  out  supra  in  this  Brief,  that  Birdsey,  subse¬ 
quent  to  the  alleged  reduction  to  practice  on  August  23, 
1922,  by  Roos  of  the  process  in  issue,  was  developing 
and  applying  for  patents  upon  wallboard  machines  and 
methods  for  making  wallboard  under  processes  other 
than  that  in  issue. 

11.  Roos  did  not  execute  an  assignment  of  his  al¬ 
leged  invention  to  the  United  States  Gypsum  Company 
until  July  24,  1924. 
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Considering  the  foregoing  facts  in  connection  with 
the  lack  of  positive  evidence  of  the  success  of  the  al¬ 
leged  activities  of  Roos  and  the  United  States  Gypsum 

Company  in  the  summer  and  fall  of  1922,  we  submit 

; 

that  the  claimed  reduction  to  practice  by  them  in  1922 
constituted  only  an  “abandoned  experiment”. 

In  the  case  of  Vanore  v.  Improta ,  58  App.  D.  C.  130, 
25  Fed.  ( 2d )  918,  this  Court  had  before  it  the  following 
facts:  The  invention  involved  was  a  method  of  wind¬ 
ing  lame  or  other  smooth,  flat  filament  on  elongated 
quills  and  the  unwinding  of  the  lame  or  filament  there¬ 
from.  Prior  to  the  invention  which  was  in  issue  in  this 
case  a  difficulty  was  experienced  in  weaving  lame  from 
quills  which  were  wound  from  the  larger  towards  the 
smaller  end  thereof  with  successive  layers  of  lame. 
Lame  so  wound,  after  being  placed  in  the  shuttle  and 
submitted  to  the  shocks  resulting  from  throwing  the 
shuttle  backward  and  forward,  slipped  off  the  quill  and 
became  entangled  and  snarled.  The  snarling  and  tan¬ 
gling  caused  the  breaking  of  the  lame  and  consequently 
a  suspension  of  the  weaving.  The  invention  for  which 
both  parties  claimed  priority  prevents  the  snarling  and 
slipping  on  the  quill  by  reversing  the  operation  of  wind¬ 
ing  the  lame  from  the  small  end  to  the  larger  end  of 
the  quill.  Improta  filed  his  application  for  patent  for 
this  invention  on  June  23,  1923,  and  on  that  application 
a  patent  was  issued  to  him  on  June  3,  1924.  According 
to  Vanore’s  preliminary  statement,  he  conceived  the  in¬ 
vention  about  the  second  week  of  September,  1922,  and 
on  that  date  embodied  his  conception  in  a  full  size  wood- 
board  package  and  successfully  put  a  package  in  opera¬ 
tion  in  the  city  of  Paterson,  N.  J.  His  application  for 
a  patent  was  not  filed  until  October  20,  1924.  Vanore 
was  therefore  the  junior  party  and  upon  him  was  im¬ 
posed  the  burden  of  proving  in  the  interference  pro- 
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ceeding  that  he  was  the  prior  inventor.  The  Court 
found  on  page  933  after  a  review  of  the  facts  that  Va- 
nore  conceived  the  invention  and  disclosed  it  to  his  sis¬ 
ter  in  September  of  1922  and  later  in  September  or  the 
first  of  October,  1922,  to  a  Mr.  Mingione.  The  Court 
stated,  however,  on  page  923  as  follows: 

“ Whether  Vanore  reduced  his  invention  to 
practice  is  quite  another  matter.  After  weaving 
with  his  quill  15  inches  of  cloth,  he  put  his  inven¬ 
tion  to  no  further  use  whatever.  He  filed  no  ap¬ 
plication  for  a  patent  until  more  than  a  year  after 
he  learned  of  the  success  of  Improta,  and  was 
spurred  to  that  activity  by  a  letter  notifying  the 
Jeffroy  Silk  Company,  for  whom  Vanore  worked 
on  commission,  that  the  company  was  infringing 
Improta’s  patent.  Vanore’s  device  was  so  simple 
that,  by  boring  a  hole  in  the  small  end  of  the  quill, 
that  quill  could  be  easily  attached  to  the  winding 
machine  then  in  use,  and  the  record  discloses  noth¬ 
ing  which  would  excuse  Vanore  from  putting  his 
quill  into  operation  as  a  manufacturing  device.  He 
wove  with  his  quill  a  little  more  than  a  foot  of 
cloth,  and,  when  he  failed  to  secure  a  contract  to 
put  his  conception  to  commercial  use,  he  made  no 
further  effort  to  prove  its  industrial  practicability, 
and  allowed  more  than  two  years  to  elapse  before 
he  filed  his  application  for  a  patent.  *  *  * 

“As  against  the  inventor  who  is  guilty  of  in¬ 
excusable  delay  in  asserting  his  priority  according 
to  law,  all  the  equities  and  presumptions  are  in  fa¬ 
vor  of  the  inventor  who,  though  late  in  conception, 
first  files  his  application  for  a  patent.  An  inventor 
may  have  a  reasonable  excuse  for  not  promptly  ap¬ 
plying  for  a  patent;  but,  if  he  has  none,  and  unrea¬ 
sonably  delays  in  taking  the  necessary  steps  to  se¬ 
cure  a  patent,  the  courts  are  warranted  in  presum¬ 
ing  that  his  claim  of  reduction  to  practice  was  noth¬ 
ing  better  than  an  abandoned  experiment. 

“While  we  are  satisfied  that  Vanore  was  the 
first  to  conceive  the  invention,  we  are  forced  to  the 
conclusion  that  his  conception  was  not  reduced  to 


271 


practice  prior  to  the  date  on  which  Improta  filed 
his  application  for  a  patent.” 

In  further  support  of  our  position  that  Roos’  1922 
experiments  can  rise  no  higher  in  law  than  “Abandoned 
Experiments”,  we  cite  the  following  additional  authori¬ 
ties: 

i 

Seppmann  v.  Roden ,  46  Fed.  (2d)  186  (1931) 
(C.  C.  P.  A.); 

Paul  v.  Hess ,  24  App.  D.  C.  462  (1905) ; 

Bijur  v.  Kennington ,  51  App.  D.  C.  230; 

Jobski  v.  Johnson ,  47  App.  D.  C.  230; 

Lemp  v.  Mudge,  24  App.  D.  C.  282  (1904) ; 
Daggett  v.  Kaufmann,  33  App.  D.  C.  450; 
Adams  v.  Murphy ,  18  App.  D.  C.  172  ( 1901 ) ; 
Draver  v.  Brown ,  14  App.  D.  C.  34  (1899)^ 
Reichenbach  v.  Kelley ,  1901  C.  D.  282,  94  O.  G. 

1185  (1901);  I 

Latham  v.  Armot,  17  App.  D.  C.  345  (1901) ; 
Jardine  v.  Hartog,  36  Fed.  (2d)  608  (C.  C. 
P.  A.); 

Hart  sough  v.  Gile,  49  App.  D.  C.  354.  | 
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IK.  Boos  and  the  United  States  Gypsum  Company 
are  guilty  of  a  lack  of  such  diligence  as  the  law  requires 
of  a  Junior  Party. 

(Note:  This  point  of  our  Argument  covers  Errors 
Relied  Upon  Nos.  4  and  5,  see  Brief,  pp.  14  and  15) 

Under  this  point  of  our  Argument,  we  resire  to  call 
the  attention  of  this  Honorable  Court  to  the  undisputed 
testimony  in  this  case  which  establishes  the  fact  that 
had  the  United  States  Gypsum  Company  so  desired,  they 
could,  in  1922,  at  their  Fort  Dodge  plant,  have  applied 
Roos’  alleged  invention  to  the  manufacture  of  gypsum 
tile  without  any  machine  development.  Birdsey,  who  in 
1922  was  the  Chief  Engineer  of  the  United  States  Gyp¬ 
sum  Company,  made  the  following  admission  upon  cross 
examination  in  the  Supreme  Court  Proceeding  (R.,  Vol. 
II,  p.  665 )  : 

“There  was  nothing  in  1922  to  prevent  the 
United  States  Gypsum  Company  from  making  tile 
under  the  Boos  process  by  this  hand-moulding 
process.  Had  they  cared  to,  they  could  have  done 
it  in  1922.” 

It  is  to  be  remembered  in  this  case  that  Roos  and 
the  United  States  Gypsum  Company  claim  a  reduction 
to  practice  on  the  making  of  certain  tile  by  Roos  on 
August  23  and  25,  1922  .  If  these  tile  were  successful, 
why  did  not  the  United  States  Gypsum  Company  then 
put  the  process  into  operation  in  the  manufacture  of 
their  gypsum  tile.  Birdsey,  their  Chief  Engineer,  as 
above  stated,  admitted  that  had  they  so  desired,  they 
could  have  made  their  tile  in  1922  under  the  process  in 
issue.  However,  the  Record  discloses  that  they  did  not 
start  manufacturing  their  tile  under  the  process  in  issue 
until  the  year  1926,  four  years  after  Roos’  alleged  reduc¬ 
tion  to  practice  (R.,  Vol.  H,  p.  665).  Here  is  more  evi- 
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dence  which  establishes  the  fact  that  the  United  States 
Gypsum  Company’s  excuse  for  their  delay  of  two  years 
is  a  false  alibi. 

In  order  to  give  Roos  priority  over  Rice,  the  Senior 
Party,  the  law  requires  that  Roos  affirmatively  establish 
that  he  was  diligent  at  the  time  Rice  entered  the  field 
of  the  invention.  Henderson  u.  Gilpin ,  39  App.  D.  C.  428 
(1912).  The  law  places  the  burden  upon  Roos  as  the 
Junior  Applicant,  to  show  such  diligence.  Green  v. 
Beidler  (D.  C.  N.  Y.  1931)  47  Fed.  (2d)  927. 

We  submit  that  it  would  not  be  such  diligence  as  is 
required  by  law  for  Roos  and  the  United  States  Gypsum 
Company  to  divert  their  attention  from  the  completion 
of  the  process  in  issue  to  the  development  of  a  machine, 
an  entirely  different  invention  from  that  in  issue  and  not 
essential  to  it.  The  machine  of  Roos’  Exhibit  16,  is  not 
part  of  the  invention  in  issue.  The  invention  in  issue  is 
that  of  a  process.  If  Roos  and  the  United  States  Gyp¬ 
sum  Company  did  not  complete  the  process  in  1922  by 
then  reducing  it  to  practice,  they  can  not  establish 
diligence  at  the  time  Rice  entered  the  field  of  the  inven¬ 
tion  and  on  throughout  the  period  until  their  eventual 
reduction  to  practice,  by  work  on  an  entirely  different 
invention,  to  wit,  the  wallboard  machine. 

In  the  case  of  Lotterhand  v.  Hanson ,  23  App.  D.  C. 
372, 1904  C.  D.  646,  the  following  facts  appear:; 

The  matter  of  controversy  was  the  question  of 
priority  of  invention  of  an  improvement  in  combined 
typewriting  and  adding  machines.  Hanson  claimed  to 
have  conceived  on  or  about  December  1,  1896,  to  have 
disclosed  it  to  others  on  or  about  March  1, 1897,  to  have 
partly  completed  the  model  which  showed  the  invention 
in  the  same  month  of  March,  1897 ;  and  to  have  reduced 
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the  invention  to  practice  by  the  constructs  nof  a  full- 
sized  operative  machine  in  February,  1898.  He  filed  his 
application  on  March  31,  1898.  Lotterhand  claimed  to 
have  conceived  in  March  or  April,  1897;  to  have  dis¬ 
closed  in  April  of  1897,  to  have  made  drawings  of  it  in 
May  of  1897 ;  and  to  have  made  complete  working  draw¬ 
ings  and  a  demonstrative  model,  and  to  have  reduced 
the  invention  to  practice  by  the  construction  of  a  full- 
sized  operative  machine  in  England  in  the  years  1899 
and  1900.  He  filed  his  application  on  January  17,  1901. 
The  appellee  Hanson  was  therefore  senior  and  the  appel¬ 
lant  Lotterhand  the  junior  party.  All  the  tribunals  of 
the  Patent  Office  awarded  priority  of  invention  in  favor 
of  Hanson.  The  Board  of  Examiners-in-Chief  and  the 
Commissioner  of  Patents  based  their  decisions  upon  the 
ground  that  if  Lotterhand  had  an  adequate  conception 
of  the  invention  on  or  before  March  31,  1898,  he  was  not 
diligent  in  reducing  it  to  practice  and  did  not  actually 
reduce  it  to  practice  until  long  after  the  reduction  to 
practice  by  his  rival.  This  Honorable  Court  assumed 
for  the  purpose  of  the  case  that  Lotterhand  was  the 
first  to  conceive  the  invention,  but  held  that  Lotterhand 
was  the  first  to  conceive  the  invention,  but  held  that 
Lotterhand  did  not  reduce  the  invention  to  practice  until 
long  after  the  application  of  Hanson  was  filed  in  the 
Patent  Office.  The  Court  stated  at  page  376: 

“This  necessarily  raises  the  question  of  due 
diligence  on  the  part  of  Lotterhand.  Now,  we  find 
no  sufficient  reason  on  the  part  of  Lotterhand  for 
his  delay  in  reducing  his  invention  to  practice,  or 
at  least  filing  his  application  therefor.  The  excuse 
given  by  him  or  for  him  is  that  he  desired  to  invent 
a  new  typewriter  wherein  to  introduce  his  invention 
and  thereby  to  avoid  the  necessity  of  using  any  of 
the  existing  typewriters.  In  other  words ,  having 
made  one  invention ,  complete  in  itself  and  ready  to 
be  patented,  if  he  did  actually  make  it  or  have  a 
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conception  of  it,  he  deliberately  waited  for  a  year 
or  two  years  until  he  should  have  time  to  make  an¬ 
other  invention  to  combine  with  it  and  wherein  to 
use  it  to  the  best  advantage  for  himself.  But  this 
excuse  cannot  be  accepted  under  any  of  the  author¬ 
ities  as  explaining  the  absence  of  diligence,  while 
another  man  was  actively  in  the  field  of  invention 
at  the  same  time.  To  delay  one  invention  for  the 
sake  of  another  projected  invention  to  be  used  in 
connection  with  it,  and  which  might  never  be  real¬ 
ized,  cannot  be  construed  in  the  patent  law  as  an 
exercise  of  due  diligence .”  (Italics  ours.) 

The  Lotterhand  case,  supra,  was  cited  and  followed 
by  this  Court  in  the  case  of  Clement  v.  Roberts ,  1921  C. 
D.  243,  51  App.  D.  C.  29.  In  this  case  the  following  facts 
appears : 

The  appeal  was  from  the  decision  of  the  Commis¬ 
sioner  of  Patents  awarding  priority  of  invention  to 
appellee  Roberts,  the  junior  party.  The  invention  in¬ 
volved  an  automatic  telephone  exchange  system.  Rob¬ 
erts  was  conceded  to  have  been  the  first  to  have  con¬ 
ceived  the  invention  and  therefore,  the  Court  stated, 
the  case  turned  upon  his  diligence  at  or  just  before 
Clement  came  into  the  field.  The  dates  were  not  con¬ 
troverted.  Roberts  was  awarded  January  24,  1905,  for 
disclosure  and  filed  March  10,  1906.  The  Court  agreed 
with  the  Board  of  Examiners-in-Chief  that  Clement 
constructively  reduced  the  invention  to  practice  in  an 
application  for  patent  filed  August  31,  1905.  The  de¬ 
vice  set  forth  in  Clement’s  application  required  the  in¬ 
tervention  of  an  operator  at  the  central  station  to  con¬ 
nect  the  call  with  an  automatic  first  selector  switch, 
through  which  the  call  could  be  extended  automatically 
to  the  number  desired.  Roberts  on  the  other  hand,  con¬ 
tended  that  his  system  required  a  special  form  of  inter¬ 
rupter  in  order  that  the  impulses  could  be  accurately 
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timed.  A  drawing  disclosing  the  interrupter  was  com¬ 
pleted  September  7,  1905.  It  is  upon  this  that  Roberts 
claimed  exercise  of  diligence  at  and  prior  to  Clement’s 
entrance  into  the  filed. 

With  respect  to  the  question  of  Roberts’  diligence 
at  the  time  Clement  entered  the  field  of  the  invention, 
the  Court  stated  on  page  30: 

“Roberts,  on  the  other  hand,  contends  that  his 
system  required  a  special  form  of  interrupter,  in 
order  that  the  impulses  could  be  accurately  timed. 
A  drawing  disclosing  the  interrupter  was  completed 
September  7,  1905.  It  is  upon  this  that  Roberts 
claimed  the  exercise  of  diligence  at  and  prior  to 
Clement’s  entrance  into  the  field ;  but  we  find 
nothing  in  the  claims  limiting  them  to  a  full  auto¬ 
matic  system,  or  requiring  a  direct  automatic  con¬ 
nection  between  the  calling  party  and  the  first 
selector  switch.  On  this  point  the  Board  of 
Examiners-in-Chief  said : 

“We  do  not  find  anything  in  the  issues  that 
limits  them  to  a  full  automatic  system  or  to  a  di¬ 
rect  connection  to  the  subscriber’s  line  with  the 
first  selector  switch.  The  claims  cover  only  a 
means  for  controlling  a  series  of  automatic 
switches  for  extending  a  call  over  a  metallic  or 
two-wire  circuit  from  the  calling  subscriber  to  the 
called  subscriber,  and  when  the  central  operator 
plugs  in  the  operation  of  the  switches  is  exactly  as 
specified  in  the  issues.  We  regard  the  issues  as 
covering  specific  means  of  operating  the  switches 
and  extending  the  call,  whether  it  is  used  in  a  semi¬ 
automatic  or  full  automatic  system.’ 

Roberts  had  the  invention  of  the  issue  com¬ 
plete  in  January,  1905,  and  the  time  he  consumed 
until  September  of  the  same  year  was  in  perfecting 
an  improvement  not  required  by  the  present  issue. 
This  conduct  on  the  part  of  the  inventor  does  not 
constitute  diligence.  In  Lotterhand  v.  Hanson,  23 
App.  D.  C.  372,  this  court,  considering  a  similar 
situation,  said:  (The  Court  of  Appeals  of  the  Dis- 
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trict  of  Columbia  here  quoted  from  the  Lotterhand 
case  supra,  as  hereinabove  set  forth). 

; 

It  is  thus  settled  by  the  Lotterhand  and  Clement 
cases,  supra,  that  diligence  at  and  before  the  time  a 
rival  inventor  enters  the  filed  of  invention  is  not  estab¬ 
lished  by  testimony  to  the  effect  that  before  reducing 
the  invention  in  issue  to  practice,  the  alleged  inventor 
turns  his  attention  away  from  the  invention  in  issue 
and  directs  it  to  another  invention,  not  included  within 
the  counts  of  the  invention  in  issue.  Let  us  now  apply 
this  principle  of  law  to  the  case  at  bar. 

Roos  and  the  employees  of  the  United  States  Gyp¬ 
sum  Company  testified  that  after  Roos’  activities  in 
1922  Roos  directed  his  attention,  not  toward  the  fur¬ 
ther  development  and  ultimate  reduction  to  practice  of 
the  process  in  issue,  but  directed  it  to  an  entirely  differ¬ 
ent  problem,  viz.,  the  problem  of  developing  a  machine 
for  the  purpose  of  applying  the  process  to  the  special¬ 
ized  use  of  manufacturing  wallboard  on  a  large  and 
continuous  commercial  scale.  In  other  words,  apply¬ 
ing  the  above-quoted  words  of  the  Lotterhand  case, 
supra,  Roos  having  one  invention  complete  in  itself  and 
ready  to  be  reduced  to  practice  and  patented,  if  he  did 
actually  have  it  completed  at  that  time,  “deliberately 
waited”  for  approximately  two  years,  “until  he  should 
have  time  to  make  another  invention  to  combine  with 
it  and  wherein  to  use  it  to  the  best  advantage  for  him¬ 
self”  and  the  United  States  Gypsum  Company.  As 
above-stated  in  the  Lotterhand  and  Clement  cases,  this 
excuse  can  not  be  accepted  under  any  of  the  authorities 
as  explaining  the  absence  of  diligence,  while  Rice,  an¬ 
other  man,  was  actively  in  the  filed  of  invention  at  the 
same  time. 

_  i 

“To  delay  one  invention  for  the  sake  of  another 
projected  invention  to  be  used  in  connection  with  it, 
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and  which  might  never  be  realized,  cannot  be  con¬ 
strued  in  the  patent  law  as  an  exercise  of  due  dili¬ 
gence.”  (Lotterhand  case,  supra.) 


CONCLUSION. 

In  conclusion  of  the  case  of  Roos  and  the  United 
States  Gypsum  Company,  we  respectfully  submit  that 
the  Court  below  erred  in  dismissing  the  Bill  of  Complaint 
filed  by  John  A.  Rice  and  The  Bubblestone  Company 
pursuant  to  the  provisions  of  Section  4915  of  the  Re¬ 
vised  Statutes  of  the  United  States  (35  U.  S.  C.  A.  Sec. 
63).  The  Record  which  is  now  before  this  Honorable 
Court  is  entirely  different  from  the  Record  which  formed 
the  basis  for  the  Decisions  of  the  Examiner  of  Interfer¬ 
ences  and  the  Board  of  Appeals  in  Interference  No. 
50,974  in  the  United  States  Patent  Office. 

In  the  case  of  Colman  v.  Hathaway ,  285  Fed.  602 
(1922),  Judge  Anderson  stated,  at  page  607: 

“At  the  outset  it  should  be  observed  that  a  suit 
under  R.  S.  Sec.  4915,  is  a  new  and  independent  pro¬ 
ceeding.  Sutton  v.  Wentworth,  247  Fed.  493,  500, 
160  C.  C.  A.  3;  Greenwood  v.  Dover,  194  Fed.  91, 
114  C.  C.  A.  169.  In  the  case  at  bar  this  is  no 
merely  technical  distinction;  for,  in  addition  to 
over  2,700  pages  of  evidence  in  the  record  in  the 
Patent  Office,  which  was,  apparently  by  agreement, 
put  in  before  the  master,  he  considered  some  1,300 
pages  of  additional  testimony  and  briefs  of  706 
pages.  His  findings  of  fact  are  therefore  grounded 
on  a  record  materially  different  from  that  consid¬ 
ered  by  the  Court  of  Appeals  for  the  District  of 
Columbia  and  the  other  Patent  Office  tribunals.  The 
conclusion  of  this  court  must  be  based  on  the  facts 
found  by  the  master,  which  may  be  substantially 
different  in  import  from  the  evidence  before  the 
Patent  Office  tribunals.  The  case  is  not  like  Gold 
v .  Newton,  254  Fed.  824,  827,  166  C.  C.  A.  270.” 


Volume  II  of  the  Record  in  Appeals  Nos.  6140  and 
6141  contains  all  the  evidence  relative  to  the  case  of  Rice 
and  the  case  of  Roos.  Of  the  561  pages  contained  in 
this  Volume  of  the  Record,  only  176  thereof  contain  the 
Patent  Office  Testimony.  The  remaining  385  pages  con¬ 
tain  the  testimony  which  was  taken  in  the  de  novo  pro¬ 
ceeding  in  the  Supreme  Court.  Most  of  the  exhibits 
which  are  contained  in  Volume  III  of  the  Record  were 
also  introduced  in  the  de  novo  proceeding  in  the  Su¬ 
preme  Court.  The  Record  which  is  now  before  this  Hon¬ 
orable  Court  is,  therefore,  to  use  Judge  Anderson’s 
words  supra,  not  only  “technically”  to  be  distinguished 
from  the  Patent  Office  Record.  The  present  Record  pre¬ 
sents  an  entirely  different  case  than  was  presented  be¬ 
fore  the  Patent  Office  Tribunals.  Because  of  this  fact, 
we  submit,  the  rule  in  Morgan  v.  Daniels ,  153  U.  S.  120, 
is  not  applicable.  So,  likewise,  is  the  case  at  Bar  to  be 
distinguished  from  the  case  of  Gold  v.  Newton,  supra. 

(The  Case  of  Bayer,  including  the  questions 
raised  in  Appeals  Nos.  6285  and  6286,  is  to  be  found 
in  Volume  II  of  this  Brief.) 
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VOLUME  II— THE  BAYER  CASE. 

As  set  forth  in  the  Statement  of  the  Case  at  page 
2  of  Volume  I  of  this  Brief,  Erik  Christian  j  Bayer, 
a  Subject  of  the  Kingdom  of  Denmark  filed  his  Applica¬ 
tion  for  Letters  Patent  in  the  United  States  Patent  Of¬ 
fice  on  the  invention  in  issue  on  September  8,  1923  (R., 
Vol.  IV,  p.  1145).  Bayer  assigned  all  his  right,  title 
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and  interest  in  the  said  invention  to  Christiani  &  Niel¬ 
sen,  a  partnership  of  Copenhagen,  Denmark,  in  1923  (R., 
Vol.  IV,  p.  1129 ) .  This  Bayer  Application  was  declared 
in  interference  with  the  Rice  Application  by  the  United 
States  Patent  Office  on  May  22,  1924  (R.,  Vol.  IV,  p. 
1150 ) . 

On  September  23,  1926,  the  United  States  Gypsum 
Company  and  the  said  Christiani  &  Nielsen,  Bayer's  As¬ 
signee,  entered  into  an  Agreement  under  which  their  re¬ 
spective  rights  to  Letters  Patent  of  the  United  States 
on  the  said  invention  were  in  effect  merged  (R.,  Vol.  Ill, 
p.  947 ) .  The  existence  of  this  Agreement  was  not,  how¬ 
ever,  disclosed  by  the  United  States  Gypsum  Company 
or  by  Bayer,  or  his  said  Assignee,  in  the  Record  made 
in  the  Patent  Office  Proceedings,  and  neither  the  United 
States  Gypsum  Company  nor  Bayer,  or  his  said 
Assignee,  made  any  election  to  proceed  in  the  Interfer¬ 
ence  Proceeding  under  either  the  Roos  Application  or 
the  said  Bayer  Application  pursuant  to  the  provisions 
of  Rule  No.  94  of  the  Rules  of  Practice  in  the  United 
States  Patent  Office  which  provides : 

“Parties  owning  applications  or  patents  which 
contain,  conflicting  claims  will  be  required  before 
an  interference  is  declared  to  show  cause  why  these 
claims  shall  not  be  eliminated  from  all  but  one  of 
the  applications  or  patents  of  common  ownership." 

The  Interference,  therefore,  proceeded  as  a  three 
party  interference  in  the  same  manner  as  though  Roos 
and  Bayer,  and  their  respective  Assignees,  had  not 
merged  their  claims  to  Letters  Patent  of  the  United 
States  on  the  said  invention. 

In  the  Patent  Office  Proceedings,  Bayer  elected  to 
rely,  for  his  dates  of  conception  and  reduction  to  prac¬ 
tice  upon  the  filing  date  of  an  application  on  the  process 
in  issue  which  he  filed  in  the  Patent  Office  of  Denmark 
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on  September  11,  1922  (R.,  Vol.  IV,  p.  1148).  Bayer 
claimed  the  right  to  revert  to  the  said  filing  date  of  his 
said  Danish  Application,  in  order  to  gain  priority  over 
Rice  in  the  Interference  Proceeding,  under  the  provisions 
of  §  4887  of  the  Revised  Statutes  of  the  United  States 
( 35  U.  S.  C.  A.  §  32 )  which  provides  inter  alia : 

*  *  An  application  for  patent  for  an  in¬ 

vention  or  discovery  or  for  a  design  filed  in  this 
country  by  any  person  who  has  previously  regu¬ 
larly  filed  an  application  for  a  patent  for  the  same 
invention,  discovery,  or  design  in  a  foreign  country 
which,  by  treaty,  convention,  or  law,  affords  sim¬ 
ilar  privileges  to  citizens  of  the  United  States  shall 
have  the  same  force  and  effect  as  the  same  applica¬ 
tion  would  have  if  filed  in  this  country  on  the  date 
on  which  the  application  for  patent  for  the  same 
invention ,  discovery,  or  design  was  first  filed  in  such 
foreign  country,  provided  the  application  in  this 
country  is  filed  within  twelve  months  in  cases  with¬ 
in  the  provisions  of  section  31  of  this  title,  and  with¬ 
in  four  months  in  cases  of  designs,  from  the  earliest 
date  on  which  any  such  foreign  application  was 
filed.  *  *  *” 

An  English  translation  of  the  said  Application  filed 
by  Bayer  in  the  Danish  Patent  Office  on  September  11, 
1922,  was  filed  by  Bayer  in  the  United  States  Patent 
Office  and  is  to  be  found  at  pages  1148  and  1149  of  Vol¬ 
ume  IV  of  the  Record. 

i 

In  the  Patent  Office  Proceedings  and  in  the  Court 
below,  Rice  contended  that  Bayer  is  not  entitled  to  an 
award  of  priority  over  Rice  because  his  said  Danish  Ap¬ 
plication,  as  filed  in  the  Patent  Office  of  Denmark  on 
September  11,  1922,  did  not  comply  with  the  provisions 
of  Section  4888  of  the  Revised  Statutes  of  the  United 
States  ( 35  U.  S.  C.  A.  §  33 )  in  that  the  said  Bayer  Danish 
Application  did  not  disclose  the  invention  in  issue  “in 
such  full,  clear,  concise,  and  exact  terms  as  to  enable  any 
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person  skilled  in  the  art  or  science  to  which  it  apper¬ 
tains,  or  with  which  it  is  most  nearly  connected,  to 
make,  construct,  compound  and  use  the  same”. 

Rice’s  Patent  Office  Depositions  which  pertain  to 
the  Bayer  Case  are  to  be  found  at  pages  1013  to  1066  of 
Volume  IV  of  the  Record.  Bayer’s  Patent  Office  Depo¬ 
sitions  are  to  be  found  at  pages  1066  to  1089  of  Volume 
IV  of  the  Record. 

Both  the  Examiner  of  Interferences  and  the  Board 
of  Appeals,  in  their  respective  Opinions  (R.,  Vol. 
m,  pp.  709  and  715)  stated  that  their  respective  find¬ 
ings  in  favor  of  Roos  in  the  Interference  Proceeding 
made  it  unnecessary  for  them  to  make  decisions  rela¬ 
tive  to  the  said  controversy  between  Rice  and  Bayer. 

In  the  Supreme  Court  Proceeding,  Rice  introduced 
into  the  Record  new  and  additional  evidence  concerning 
the  insufficiency  of  Bayer’s  disclosure.  In  the  Supreme 
Court  Proceeding,  Rice  called  the  following  witnesses, 
all  of  whom  testified  concerning  the  insufficiency  of  the 
disclosure  as  contained  in  Bayer’s  said  Danish  Applica¬ 
tion  of  September  11,  1922: 

Jerome  Alexander — R.,  Vol.  IV,  pp.  1089  to 

1121 

Robert  S.  Edwards — R.,  Vol.  IV,  pp.  1121  to 

1126 

Holcombe  James  Brown — R.,  Vol.  IV,  pp.  1126 

and  1127 

In  the  Supreme  Court  Proceeding,  Bayer  called  the 
following  additional  witnesses  in  support  of  his  case : 

Carl  Jacobson — R.,  Vol.  IV,  pp.  1127  to  1133 

Erik  Philipson— R.,  Vol.  IV,  pp.  1133  to  1139 

Erik  V.  Meyer — R.,  Vol.  IV,  pp.  1139  to  1145 

All  of  these  three  gentlemen  were  Subjects  of 
the  Kingdom  of  Denmark  .  Jacobson  and  Philipson  tes- 
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tified  in  the  Supreme  Court  Proceeding  that  they  had 
worked  with  Bayer  on  the  process  in  issue  in  Denmark. 
The  admissions  of  Jacobson  made  upon  cross  examina- 
tion  in  the  Supreme  Court  Proceeding  are,  we  submit, 
conclusive  and  controlling  in  the  controversy  between 
Rice  and  Bayer.  We,  therefore,  now  quote  these  admis¬ 
sions.  Carl  Jacobson  testified  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  IV,  pp.  1127  to  1130  inclusive)  that 
he  was  acquainted  with  the  Bayer  Danish  Application 
No.  31,916  applied  for  September  11,  1922;  that  he  was 
acquainted  with  Mr.  Bayer,  the  applicant,  and  knew  him 
from  the  Fall  of  the  year  1921 ;  that  Mr.  Bayer  told  him 
how  he,  Bayer,  was  making  a  porous  building  material; 
that  he  had  seen  Bayer  make  concrete;  that  in  1921  he 
was  the  Professor  of  Applied  Chemistry  at  the  Royal 
Technical  High  School  at  Copenhagen,  Denmark;  that 
Bayer’s  invention  had  been  taken  over  by  Messrs.  Chris- 
tiani  &  Nielsen  in  1923;  and,  that  the  firm  of  Christiani 
&  Nielsen  had  used  Bayer’s  said  invention  in  many  coun¬ 
tries  throughout  the  world  for  building  and  insulating 
purposes. 

Upon  cross  examination  in  the  Supreme  Court  Pro¬ 
ceeding,  Carl  Jacobson  made  the  following  fatal  admis¬ 
sions  above  referred  to  (R.,  Vol.  IV,  p.  1130) 

“Q.  The  Bayer  application  which  you  have 
just  identified  mentions  tangin  or  sea-tang?  A. 
Yes. 

“Q.  And  he  says  that  he  uses  an  inconsider¬ 
able  amount  of  that.  A.  Yes. 

“Q.  How  much  is  that?  A.  It  is  an  inconsid¬ 
erable  amount. 

“Q.  How  much  is  an  inconsiderable  amount? 
A.  It  is  difficult  to  say  in  any  other  way  than  this 
here. 

“Q.  When  you  mix  up  the  foam,  you  use  a  cer¬ 
tain  amount,  do  you  not?  A.  Of  course.  ; 
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“Q.  How  much  do  you  use?  A.  I  cannot  tell 
you  that  here. 

“Q.  How  could  you  tell  it  if  you  were  going  to 
make  it  up?  A.  I  would  make  an  experiment. 

“Q.  You  would  have  to  experiment?  A.  Yes. 
“Q.  To  find  out?  A.  Yes. 

“Q.  Now  about  gelatin;  suppose  you  wanted 
to  use  gelatin  in  making  that  foam;  how  would  you 
find  out  how  much  of  that  should  be  used?  The 
specification  says,  ‘an  inconsiderable  amount/  A. 
Yes. 

“Q.  Would  you  experiment  to  find  out  how 
much  of  that  should  be  used?  A.  Yes;  I  should 
think  so. 

“Q.  How  much  formaldehyde  would  you  use? 
The  specification  says  ‘a  small  portion/  A.  Yes. 

“Q.  Would  you  have  to  experiment  to  find  out 
how^  much  formaldehyde  should  be  used?  A.  Yes. 

“Q.  And  the  water  that  goes  into  the  com¬ 
pound;  would  you  have  to  experiment  to  find  out 

how  much  water  should  be  used?  A.  Yes. 
******* 

“I  do  not  think  I  can  say  how  much  gelatin  I 
would  use  in  trying  to  produce  a  porous  material. 

“Mr.  Newton :  Your  Honor,  I  repeat  what 
I  said  before;  these  questions  are  entirely  mis¬ 
leading.  ‘How  much  sea-tang  are  you  going 
to  use?'  What  do  you  mean  by  that? 

“The  Court :  He  has  asked  for  the  per¬ 
centage. 

“By  Mr.  Byrne : 

“Q.  Yes,  that  is  right.  What  percentage  would 
you  use  ?  A.  I  do  not  think  I  can  answer  that  ques¬ 
tion. 

“Q.  Well,  how  would  you  make  it?  You  are  a 
chemist.  A.  Yes;  I  am  a  chemist,  but  I  am  not  so 
very  skilled  in  this  thing  here.  You  see,  I  have  seen 
it  made  before  me. 

“Q.  How  would  you  make  it?  What  percent¬ 
age  of  sea-tang  or  tangin  would  you  use?  A.  I 
cannot  say  the  percentage. 
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“Q.  What  percentage  of  gelatin  would  you 
use?  A.  I  cannot  say  that. 

“I  cannot  say  exactly  how  much  sea-tang  one 
should  use  for  the  foam.  Perhaps  I  would  use  one 
per  cent. 

“Q.  You  would?  Will  one  per  cent  give  you  a 
foam?  A.  I  cannot  say  exactly. 

“Q.  Then  how  would  you  find  out?  A.  By 
very  simple  experiments. 

“Q.  That  is  all  right.  Now,  what  would  you 
do  with  gelatin?  A.  I  would  do  the  same  thing. 

“Q.  You  would  experiment,  would  you  not? 
A.  Yes. 

“Q.  And  if  you  used  formaldehyde,  you  would 
experiment  to  find  out  how  much  of  that  to  use?  Is 
that  right?  A.  Oh,  yes. 

“I  do  not  know  the  formula  which  Christiani 
and  Nielsen  used  in  1923  in  making  the  blocks  which 
I  saw.  I  do  not  know  the  proportion  of  the  elements 
which  they  used.  That  is,  the  proportions  of  the 
ingredients  in  the  foam.  I  do  not  remember  that 
Christiani  and  Nielsen  ever  gave  me  the  working 
formula  for  the  foam  compound.  I  do  not  know  it. 
I  do  not  remember  that  Christiani  and  Nielsen  ever 
wrote  out  the  working  formula  for  the  foam  com¬ 
pound  and  handed  it  to  me.  I  think  that  in  such  a 
case,  one  would  have  to  go  through  experiments  if 
one  wanted  to  produce  a  foam  with  the  four  sub¬ 
stances  named  in  Bayer's  Patent  Application.  One 
would  have  to  try  to  find  out  the  proportions. 

“When  Mr.  Bayer  showed  me  his  invention,  he 
used  tangin  but  I  cannot  say  how  much  he  used.  I 
know  that  he  used  tangin  because  he  told  me  so.” 

In  his  oath  attached  to  his  Application,  which  was 
filed  in  the  United  States  Patent  Office  on  September  8, 
1923,  Bayer  swore  that  “no  application  for  patent  on  the 
said  improvement  has  been  filed  by  himself  or  his  rep¬ 
resentatives  or  assignees  in  any  country  foreign  to  the 
United  States,  except  as  follows :  in  Denmark  the  11th 
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September  1922,  Patent  No.  31,916”  (R.,  Vol.  IV,  pp. 
1147  and  1148 ) . 

On  or  about  January  6,  1934,  after  the  Court  below 
had  rendered  its  said  Decrees  awarding  priority  to  Roos 
and  the  United  States  Gypsum  Company,  Rice  discov¬ 
ered  that  Bayer  committed  perjury  in  his  said  oath,  as 
above  set  forth,  which  is  attached  to  his  Application  for 
Letters  Patent  which  he  filed  in  the  United  States  on 
September  8,  1923  (R.,  Vol.  IV,  pp.  1147  and  1148).  At 
this  time,  Rice  discovered  that  Bayer  filed  an  Applica¬ 
tion  for  Letters  Patent  on  the  process  in  issue  in  the 
Patent  Office  of  the  Kingdom  of  Denmark  on  September 
12,  1921,  and  that  the  contents  of  said  Application  are 
identical  with  the  contents  of  the  Application  filed  by 
Bayer  in  the  Danish  Patent  Office  on  September  11, 1922. 
On  or  about  January  6,  1934,  Rice  further  discovered 
that  the  said  Bayer  Danish  Application  of  September 
12,  1921,  was  laid  open  for  public  inspection  pursuant  to 
the  provisions  of  the  Laws  of  Denmark  on  April  18, 
1922,  it  having  been  at  that  time  the  practice  of  the 
Danish  Patent  Office  to  issue  typewritten  copies  there¬ 
of  upon  request,  and  notice  of  said  public  inspection  hav¬ 
ing  been  published  in  “Dansk  Patenttidende”  Vol.  28  No. 
16.  On  said  date  of  January  6,  1934,  Rice  further  dis¬ 
covered  that  the  said  Bayer  Danish  Application  of  Sep¬ 
tember  12,  1921,  was  withdrawn  from  the  Danish  Pat¬ 
ent  Office  on  September  12,  1922.  (See  affidavits  of 
Charles  Hude,  Frank  W.  Dahn,  John  Parry,  Grant  Curry, 
Don  Rose  and  H.  H.  Byrne,  R.,  Appeals  Nos.  6285  and 
6286,  pages  7  to  20  inclusive,  also  affidavit  of  Grant 
Curry,  R.,  Appeals  Nos.  6285  and  6286,  pages  27  to  33 
inclusive)  Bayer  falsely  and  fraudulently  concealed  the 
facts  relating  to  his  said  Application  which  was  filed  in 
the  Danish  Patent  Office  on  September  12, 1921,  and  the 
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withdrawal  thereof  from  the  Danish  Patent  Office  on 
September  12, 1922. 

In  order  to  introduce  this  newly  discovered  and  rel¬ 
evant  evidence  of  importance  into  the  Record,  Rice  and 
The  Bubblestone  Company,  his  assignee,  filed  a  Peti¬ 
tion  in  the  Court  below  for  Leave  to  File  a  Bill  of  Re¬ 
view  (R.,  Appeals  Nos.  6285  and  6286,  pages  2  to  20 
inclusive )  and  a  Motion  to  Compel  Production  by 
Bayer  of  a  copy  of  his  said  Application  which  he  filed 
in  the  Danish  Patent  Office  on  September  12,  1921  (R., 
Appeals  Nos.  6285  and  6286,  pp.  20  to  33  incl. ) .  In  his 
said  Petition  and  Motion  filed  in  the  Court  below,  Rice 
contended  that  the  said  newly  discovered  evidence  has 
the  effect  in  law  of  depriving  Bayer  from  any  benefits 
whatsoever  under  the  provisions  of  Sec.  4887  of  the 
Revised  Statutes  of  the  United  States  (35  U.  S.  C.  A. 
Sec.  32)  and  so  prevents  Bayer  from  claiming  a  pri¬ 
ority  date  in  the  present  Interference  Proceeding  earlier 
than  September  8,  1923,  the  date  of  the  filing  of  his 
United  States  Application  for  Letters  Patent  on  the 
process  in  issue.  This  contention  is  founded  upon  that 
provision  of  Sec.  4887  which  provides  that  a  foreign 
applicant,  in  order  to  gain  the  benefit  of  his  foreign 
filing  date,  must  file  his  Application  in  the  United  States 
within  twelve  months  of  the  date  upon  which  his  for¬ 
eign  Application  was  “first  filed”  in  the  foreign  coun¬ 
try.  Rice’s  newly  discovered  evidence,  as  above  set 
forth,  proves  that  Bayer  “first  filed”  an  Application 
on  the  process  in  issue  in  Denmark  on  September  12, 
1921.  His  Application  on  the  process  in  issue  was  not 
filed  in  the  United  States,  however,  until  September  8, 
1923,  approximately  twenty-four  months  after  he  “first 
filed”  in  Denmark.  Rice’s  newly  discovered  evidence, 
therefore,  prevents  Bayer  from  claiming  a  priority  date 
earlier  than  September  8,  1923,  his  filing  date  in  the 


10 


I 


United  States  and,  therefore,  makes  him  subsequent  in 
point  of  time  to  Rice  who  filed  his  Application  on  the 
process  in  issue  in  the  United  States  Patent  Office  on 
December  21,  1922. 

On  May  17,  1934,  the  Court  below,  by  his  Honor  F. 
Dickinson  Letts,  Judge,  made  and  entered  its  Decree  dis¬ 
missing  the  said  Petition  for  Leave  to  File  a  Bill  of  Re¬ 
view  and  the  said  Motion  to  Compel  Production  of  a 
Document  (R.,  Appeals  Nos.  6285  and  6286,  pp.  33  and 
34),  and  on  June  9,  1934,  Rice  and  The  Bubblestone 
Company  perfected  their  Appeals  from  these  Decrees 
to  this  Honorable  Court  and  filed  the  Transcript  of  Rec¬ 
ord  herein  at  Nos.  6285  and  6286. 

As  set  forth  in  the  Statement  Of  The  Case,  supra, 
in  Volume  I  of  this  Brief,  this  Honorable  Court,  on  Sep¬ 
tember  1,  1934,  upon  Motion  of  Rice  and  The  Bubble- 
stone  Company  issued  its  Order  directing  that  the  said 
Appeals  Nos.  6140,  6141,  6285  and  6286  be  assigned  to¬ 
gether  for  Argument  and  for  filing  of  Briefs. 
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ARGUMENT. 

I.  The  newly  discovered  evidence  has  the  effect  in 
law  of  depriving  Bayer  of  any  benefits  under  Section 
4887  of  the  Revised  Statutes  of  the  United  States  (35 
U.  S.  C.  A.  Sec.  32)  and,  therefore,  restricts  Bayer  to  his 
United  States  filing  date  of  September  8,  1923. 

(This  point  of  our  Argument  covers  Errors  Relied 
Upon  Nos.  19  and  20,  see  Volume  I  of  Brief,  p.  21. ) 

i 

The  newly  discovered  evidence  includes  the  follow¬ 
ing  facts : 

( a )  Bayer  filed  an  Application  for  Letters  Patent 
upon  the  process  in  issue  in  the  Patent  Office  of  the 
Kingdom  of  Denmark  on  September  12,  1921.  [See  affi¬ 
davit  of  Charles  Hude  of  Copenhagen,  Denmark  (R., 
Appeals  Nos.  6285  and  6286,  p.  7)  and  “Dansk  Patent- 
tidende”  Volume  28  No.  16  of  date  April  18,  1922  (R., 
Appeals  Nos.  6285  and  6286,  pp.  10  and  11),  and  the 
affidavits  of  Grant  Curry  of  Pittsburgh,  Pennsylvania 
(R.,  Appeals  Nos.  6285  and  6286,  pp.  16  and  27),  all  of 
which  are  attached  to  Rice's  Petition  for  Leave  to  File 
a  Bill  of  Review  (R.,  Appeals  Nos.  6285  and  6286,  p.  2) 
and  Motion  to  Compel  Production  of  Document  (R.,  Ap¬ 
peals  Nos.  6285  and  6286,  p.  20).] 

(b)  The  contents  of  the  said  first  Application  of 
Bayer  filed  in  Denmark  on  September  12, 1921,  are  ident¬ 
ical  with  the  contents  of  the  second  Application  filed 
by  Bayer  in  the  Danish  Patent  Office  on  September  11, 
1922.  [See  affidavits  of  Charles  Hude  and  Grant  Curry, 
referred  to  supra,  and  the  letter  of  Charles  Hude  to  the 
Director  of  the  Danish  Patent  Office  of  date,  January 
9,  1934  (R.,  Appeals  Nos.  6285  and  6286,  p.  9)  and  the 
said  Director's  reply  thereto  of  date  January  10,  1934 
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(R.,  Appeals  Nos.  6285  and  6286,  p.  9) ,  all  of  which  are 
attached  to  and  made  part  of  the  said  Petition  for  leave 
to  File  a  Bill  of  Review  and  the  said  Motion  to  Compel 
Production  of  a  Document]. 

(c)  The  said  Application  filed  by  Bayer  in  the 
Patent  Office  of  Denmark  on  September  12,  1921,  was 
laid  open  for  public  inspection  pursuant  to  the  Laws  of 
Denmark  on  April  18,  1922,  it  having  been  at  that  time 
the  practice  of  the  Danish  Patent  Office  to  issue  copies 
thereof  upon  request,  and  notice  of  the  said  public  in¬ 
spection  having  been  published  in  “Dansk  Patenttid- 
ende”,  Volume  28,  No.  16.  [See  affidavits  of  Charles 
Hude  of  Copenhagen,  Denmark,  Grant  Curry  of  Pitts¬ 
burgh,  Pennsylvania,  above  referred  to,  the  affidavit  of 
John  Parry  of  New  York  City  (R.,  Appeals  Nos.  6285 
and  6286,  p.  14),  and  “Dansk  Patenttidende”,  Volume 
28,  No.  16  of  date  April  18,  1922  (R.,  Appeals  Nos.  6285 
and  6286,  pp.  10  and  11)  all  of  which  are  attached  to 
the  said  Petition  for  Leave  to  File  a  Bill  of  Review  and 
the  said  Motion  to  Compel  Production  of  a  Document.] 

( d )  The  said  first  Application  of  Bayer  which  was 
filed  in  Denmark  on  September  12,  1921  was  withdrawn 
from  the  Patent  Office  of  Denmark  by  Bayer  on  Sep¬ 
tember  12,  1922,  one  day  after  the  filing  of  Bayer’s  said 
second  Application  in  Denmark.  [See  affidavits  of 
Charles  Hude  and  Grant  Curry,  above  referred  to,  and 
“Dansk  Patenttidende”,  Volume  28,  No.  39,  of  date  Sep¬ 
tember  25, 1922  (R.,  Appeals  Nos.  6285  and  6286,  p.  12) , 
all  of  which  are  attached  to  the  said  Petition  for  Leave 
to  File  a  Bill  of  Review  and  Motion  to  Compel  Produc¬ 
tion  of  a  Document]. 

(e)  Bayer  in  his  oath,  which  is  attached  to  his 
Application  for  Letters  Patent  on  the  process  in  issue 
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which  was  filed  in  the  Patent  Office  of  the  United  States 
on  September  8,  1923,  swore,  inter  alia : 

“*  *  *  that  no  application  for  patent  on 

said  improvement  has  been  filed  by  himself  or  his 
representatives  or  assigns  in  any  country  foreign 
to  the  United  States,  except  as  follows :  in  Denmark, 
the  11th  September  1922,  Patent  No.  31916.” 

the  whole  of  which  oath  reads  as  follows  (R.,  Vol.  IV, 
pp.  1147  and  1148)  : 

j 

* ‘Kingdom  of  Denmark, 

City  of  Copenhagen 

American  Consulate  General,  ss:i 
“Erik  Christian  Bayer,  the  above  named  peti¬ 
tioner,  being  sworn  (or  affirmed)  deposes  and  says 
that  he  is  a  citizen  of  the  Kingdom  of  Denmark  and 
resident  of  No.  13  Nordre  Frihavnsgade,  Copen¬ 
hagen,  Denmark;  that  he  verily  believes  himself  to 
be  the  original,  first  and  sole  inventor  of  the  im¬ 
provement  in  method  of  manufacturing  building 
materials  described  and  claimed  in  the  annexed 
specification;  that  he  does  not  know  and  does  not 
believe  that  the  same  was  ever  known  or  used  be¬ 
fore  his  invention  or  discovery  thereof  or  patented 
or  described  in  any  printed  publication  in  g,ny  coun¬ 
try  before  his  invention  or  discovery  thereof,  or 
more  than  two  years  prior  to  this  application,  or  in 
public  use  or  on  sale  in  the  United  States  for  more 
than  two  years  prior  to  this  application;  that  said 
invention  has  not  been  patented  in  any  country  for¬ 
eign  to  the  United  States  on  an  application  filed  by 
himself  or  his  legal  representatives  or  assigns  more 
than  twelve  months  prior  to  this  application  and 
that  no  application  for  patent  on  said  improvement 
has  been  filed  by  himself  or  his  representatives  or 
assigns  in  any  country  foreign  to  the  United  States, 
except  as  follows:  in  Denmark  the  11th  September 
1922,  patent  No.  31916. 

ERIK  CHRISTIAN  BAYER 


14 


“Sworn  and  subscribed  to  before  me  this  27th 
day  of  August,  1923. 

E.  GIESSING, 

Vice-Consul  of  the  United  States 
of  America,  at  Copenhagen,  Denmark” 

(Seal)  1 

Foreign  Fee  Stamp  9784 

Section  4887  of  the  Revised  Statutes  of  the  United 
States  (35  U.  S.  C.  A.  §  32)  provides: 

“Section  32.  Inventions  Previously  Pat¬ 
ented  Abroad.  No  person  otherwise  entitled 
thereto  shall  be  debarred  from  receiving  a  patent 
for  his  invention  or  discovery,  nor  shall  any  patent 
be  declared  invalid  by  reason  of  its  having  been 
first  patented  or  caused  to  be  patented  by  the  in¬ 
ventor  or  his  legal  representatives  or  assigns  in  a 
foreign  country,  unless  the  application  for  said  for¬ 
eign  patent  was  filed  more  than  twelve  months,  in 
cases  within  the  provisions  of  section  31  of  this 
title,  and  four  months  in  cases  of  designs,  prior  to 
the  filing  of  the  application  in  this  country,  in  which 
case  no  patent  shall  he  granted  in  this  country . 

An  application  for  patent  for  an  invention  or 
discovery  or  for  a  design  filed  in  this  country  by 
any  person  who  has  previously  regularly  filed  an 
application  for  a  patent  for  the  same  invention,  dis¬ 
covery,  or  design  in  a  foreign  country  which,  by 
treaty,  convention,  or  law,  affords  similar  privileges 
to  citizens  of  the  United  States  shall  have  the  same 
force  and  effect  as  the  same  application  would  have 
if  filed  in  this  country  on  the  date  on  which  the  ap¬ 
plication  for  patent  for  the  same  invention,  discov¬ 
ery,  or  design  was  first  filed  in  such  foreign  coun¬ 
try,  provided  the  application  in  this  country  is  filed 
within  twelve  months  in  cases  within  the  provisions 
of  section  31  of  this  title,  and  within  four  months 
in  cases  of  designs,  from  the  earliest  date  on  which 
any  such  foreign  application  was  filed.  But  no 
patent  shall  be  granted  on  an  application  for  pat¬ 
ent  for  an  invention  or  discovery  or  a  design  which 
had  been  patented  or  described  in  a  printed  publi- 


cation  in  this  or  any  foreign  country  more  than  two 
years  before  the  date  of  the  actual  filing  of  the  ap¬ 
plication  in  this  country,  or  which  had  been  in  pub¬ 
lic  use  or  on  sale  in  this  country  for  more  than 
two  years  prior  to  such  filing.  (R.  S.  Sec.  4887; 
Mar.  3,  1897,  c.  391,  Sec.  3,  29  Stat.  693;  Mar.  3, 
1903,  c.  1019,  Sec.  1,  32  Stat.  1225. )  ”  ( Italics  ours ) 

The  case  of  Ahrens  v.  Gray ,  402  O.  G.  261,  1931  C. 
D.  9  is  in  point  and  confirms  Rice’s  contention  regard¬ 
ing  the  legal  effect  of  the  newly  discovered  evidence 
upon  the  case  of  Bayer. 

This  case  was  an  appeal  to  the  Board  of  Appeals 
of  the  United  States  Patent  Office  by  one  Ahrens  from 
the  decision  of  the  Examiner  of  Interferences  award¬ 
ing  priority  to  Gray.  Gray  filed  his  application  on  April 
22,  1927.  Ahrens  was  a  resident  of  Germany  and  filed 
his  application  in  the  United  States  on  July  7,  1927. 
Ahrens  also  filed  two  applications  for  Letters  Patent 
on  the  invention  in  issue  in  that  controversy  in  Ger¬ 
many,  the  first  on  May  18,  1925  and  the  second  on  April 
16,  1927.  The  first  application  which  Ahrens  filed  in 
Germany  was  more  than  twelve  months  before  the  filing 
of  his  United  States  application  but  regardless  of  this 
fact,  and  in  response  to  an  order  to  show  cause  why 
judgment  on  the  record  should  not  be  rendered  against 
him,  Ahrens  contended  that  even  though  he  could  not 
rely  upon  his  first  German  application  since  it  was  filed 
more  than  a  year  prior  to  his  filing  in  the  United  States, 
he  should  be  entitled  to  the  date  of  his  second  German 
application  under  Section  4887  of  the  Revised  Statutes 
of  the  United  States.  The  Examiner  of  Interferences 
held  that  Ahrens  was  not  so  entitled  and  the  only  ques¬ 
tion  involved  on  the  appeal  was  whether  or  not  that 
holding  was  erroneous. 
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The  Board  of  Appeals  affirmed  the  decision  of  the 
Examiner  of  Interferences  and  after  quoting  Section 
4887  of  the  Revised  Statutes  as  above  set  forth,  stated 
as  follows  on  page  10  of  the  1931  Volume  of  the  Com¬ 
missioner's  Decisions: 

“It  is  noted  that  the  Statute  (Section  4887  R. 
S. )  specifically  states  that  the  benefit  under  this 
section  is  limited  to  the — 

‘date  on  which  the  application  for  patent  for  the 
same  invention,  discovery  or  design  was  first 
filed  in  such  foreign  country,  provided  the  ap¬ 
plication  in  this  country  is  filed  within  twelve 
months  *  *  *  from  the  earliest  date  on 

which  any  such  foreign  application  was  filed.' 

The  statute  is  clearly  expressed.  Obviously  ap¬ 
pellant  is  not  entitled  to  the  date  of  his  earliest  Ger¬ 
man  application  because  it  was  filed  more  than 
twelve  months  prior  to  his  United  States  applica¬ 
tion.  Furthermore,  he  is  not  entitled  to  the  date  of 
his  second  German  application  because  it  is  not  the 
date  on  which  the  first  foreign  application  was  filed, 
nor  the  earliest  date  on  which  any  such  foreign  ap¬ 
plication  was  filed. 

Neither  party  to  the  interference  has  cited  any 
decision  directly  ruling  on  the  question  here  pre¬ 
sented,  and  we  have  been  unable  to  find  any  such 
decision.  The  statute,  however,  is  clearly  worded 
and  in  our  opinion  is  fairly  susceptible  of  only  the 
above  interpretation. 

The  decision  of  the  Examiner  of  Interferences 
is  affirmed."  (Italics  ours) 

As  stated  in  the  affidavit  of  John  Parry,  Esq.,  a 
copy  of  which  affidavit  is  attached  to  the  said  Petition 
for  Leave  to  File  a  Bill  of  Review  and  is  to  be  found  at 
pages  14  to  16  of  the  Record  in  Appeals  Nos.  6285  and 
6286,  there  appears  in  the  reports  of  the  German  Patent 
Law  Association  for  August,  1933  (No.  8,  p.  217)  a  re¬ 
port  of  a  decision  of  the  German  Supreme  Court  bear- 
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in g  upon  the  question  of  priority  under  Article  4  of  the 
International  Convention,  in  which  decision  the  Supreme 
Court  of  Germany  held  that  once  a  patent  application  is 
filed  in  “a  country  of  the  Union”  the  priority  date  is  gen¬ 
erated,  and  that  in  order  to  invoke  priority  for  the  in¬ 
vention  covered  by  such  application,  a  Convention  Ap¬ 
plication  would  have  to  be  filed  in  Germany  on  or  before 
the  anniversary  of  such  first  filing  date  so  that  the  prac¬ 
tice  of  the  German  Patent  Office  will  now  conform  with 
that  of  the  patent  offices  of  the  other  countries,  party 
to  the  International  Convention,  in  calling  for  the  pri¬ 
ority  claim  to  be  based  on  the  first  application  filed  on 
the  invention  in  a  Convention  Country.  In  this  decision 
of  the  Supreme  Court  of  Germany,  it  was  also  held  that 
abandonment  of  the  first  application  and  the  filing  of  an¬ 
other  application  would  not  generate  a  new  priority  date 
for  the  invention.  It  is  submitted  that  this  decision  of 
the  highest  court  of  Germany  is  in  conformance  with 
the  above  cited  case  of  Ahrens  v.  Gray,  supra,  and  inso¬ 
far  as  it  calls  for  the  priority  claim  to  be  based  on  the 
first  application  filed  on  an  invention,  it  will  render  the 
practice  uniform  in  all  the  “Countries  of  the  Union”, 
that  is,  all  the  countries  which  are  party  to  the  Inter¬ 
national  Convention. 

A  translation  of  the  Opinion  of  the  Supreme  Court 
of  Germany  above  referred  to,  duly  certified  by  L.  S. 
Wolfe,  a  former  Librarian  in  the  United  States  Patent 
Office,  is  attached  to  this  Brief  as  an  Appendix  thereto 
for  the  convenience  of  this  Honorable  Court.  The  Opin¬ 
ion  begins  at  page  126  of  this  Brief. 

As  above  stated,  Bayer  originally  filed  in  Denmark 
on  September  12,  1921.  He  withdrew  this  first  appli¬ 
cation  exactly  one  year  later,  to-wit,  September  12, 
1922,  and  filed  a  second  identical  application  in  Denmark 
on  September  11, 1922.  The  application  which  forms  the 
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basis  of  his  case  in  the  present  Interference  Proceeding 
was  filed  in  the  United  States  on  September  8,  1923, 
which  date  is  more  than  twelve  months  subsequent  to 
the  filing  of  his  first  application  in  Denmark.  This  newly 
discovered  fact,  it  is  submitted,  prevents  Bayer  from  es¬ 
tablishing  a  date  in  this  Interference  Proceeding  earlier 
than  September  8,  1923,  his  filing  date  in  the  United 
States,  and,  therefore,  makes  him  subsequent  in  point 
of  time  to  Rice  who  filed  his  application  on  the  process 
in  issue  in  the  United  States  Patent  Office  on  December 
21,  1922. 

Rice  is  not  guilty  of  a  lack  of  due  diligence  because 
of  his  failure  to  have  discovered  Bayer’s  perjury  soon 
enough  to  have  introduced  the  evidence  proving  it  into 
the  Record  during  the  trial  of  the  present  proceedings  in 
the  Supreme  Court  Proceeding.  In  the  Patent  Office 
Proceedings  and  in  the  Supreme  Court  Proceeding,  coun¬ 
sel  for  Rice  relied  upon  the  veracity  of  the  representa¬ 
tions  made  in  Bayer’s  Oath,  which  is  attached  to  his 
United  States  Application.  As  above  stated,  that  Oath 
states  that  the  first  application  on  the  process  in  issue 
which  Bayer  filed  in  a  foreign  country  was  filed  in 
Denmark  on  September  12,  1922.  Counsel  for  Rice  was 
justified  in  relying  upon  this  Oath  of  Bayer’s  in  the 
prior  proceedings.  Surely  counsel  for  Rice  was  not 
under  a  duty  to  have  a  search  made  in  every  country  of 
the  world  for  the  purpose  of  detecting  whether  or  not 
Bayer  committed  perjury  in  his  said  Oath.  As  stated 
in  the  affidavits  of  Grant  Curry  of  Pittsburgh,  Pennsyl¬ 
vania,  (R.,  Appeals  Nos.  6285  and  6286,  pp.  16  and  27) , 
it  was  while  in  Copenhagen,  Denmark,  that  Grant  Curry 
discovered  the  said  fraud  of  Bayer  in  January  of  1934. 
Bayer  is  certainly  not  in  a  position  to  now  contend  that 
Rice  is  guilty  of  a  lack  of  due  diligence  in  not  having 
sooner  discovered  Bayer’s  perjury.  When  Bayer’s  ap- 
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plication  was  filed  in  the  United  States  Patent  Office  on 
September  8, 1923,  Bayer  committed  perjury  therein  for 
the  specific  purpose  of  working  a  fraud  upon  the  laws  of 
this  country.  If  Bayer’s  United  States  application  was 
filed  within  one  year  of  the  filing  of  his  first  Danish  ap¬ 
plication,  he  was  entitled  under  Section  4887  of  the  Re¬ 
vised  Statutes  of  the  United  States  and  the  provisions 
of  the  International  Convention  to  revert  to  the  date  of 
his  filing  in  Denmark  for  the  purposes  of  priority.  If 
his  application  was  filed  in  the  United  States  more  than 
one  year  subsequent  to  the  filing  of  his  Danish  applica¬ 
tion,  then  he  was  prevented  under  our  laws  from  claim¬ 
ing  a  date  of  priority  earlier  than  the  date  of  his  filing 
in  the  United  States.  Bayer  evidently  knew  that  he 
needed  an  earlier  date  than  that  of  September  8,  1923, 
the  date  of  his  filing  in  the  United  States.  He  knew  that 
if  he  told  the  truth  in  his  Oath  attached  to  his  United 
States  application,  it  would  be  impossible  for  him  to 
claim  any  earlier  date.  Bayer,  therefore,  in  j  order  to 
advance  his  cause  in  this  respect,  falsely  swore  in  his 
oath  attached  to  his  United  States  application  for  Let¬ 
ters  Patent  on  the  process  in  issue  that,  “*  *  *  no 

application  for  patent  on  said  improvement  has  been 
filed  by  himself  or  his  representatives  or  assigns  in  any 
country  foreign  to  the  United  States,  except  as  follows : 
In  Denmark  the  11th  September,  1922,  Patent  No. 
31,916.”  In  this  fraudulent  manner,  he  petitioned  the 
Government  of  the  United  States  to  grant  him  a  seven¬ 
teen  year  monopoly  on  the  process  in  issue.  We  do  not 
know  who  advised  Bayer  to  commit  this  perjury  and 
proceed  in  such  a  fraudulent  manner,  neither  have  we 
any  intention  of  inferring  that  Bayer’s  present  counsel 
had  any  knowledge  thereof.  However,  we  submit  that 
Bayer  cannot  be  now  heard  to  accuse  counsel  for  Rice 
of  a  lack  of  due  diligence  in  failing  to  have  discovered 
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a  fact  which  he  so  surreptitiously  and  completely  con¬ 
cealed  in  such  a  manner  as  to  not  only  divert  honest 
examination  thereof,  but  also  to  purposely  and  fraud¬ 
ulently  prevent  a  discovery  thereof. 

This  newly  discovered  evidence  was  not  available 
to  Rice  in  the  United  States  Patent  Office.  Perhaps  it 
is  possible  to  obtain  “Dansk  Patenttidende”,  the  official 
publication  of  the  Danish  Patent  Office,  in  the  Library 
of  the  United  States  Patent  Office,  but  certainly  there 
was  no  burden  upon  Rice  to  make  a  search  of  the  offi¬ 
cial  publications  of  all  the  countries  of  the  world  which 
are  on  file  in  the  Library  of  the  United  States  Patent 
Office  in  order  to  determine  whether  or  not  Bayer  was 
telling  the  truth  in  his  oath  attached  to  this  United 
States  Application.  As  a  matter  of  fact,  it  is  to  pre¬ 
vent  the  necessity  of  such  a  search  that  the  Rules  of 
Practice  in  the  United  States  Patent  Office  provide  that 
a  foreign  applicant  who  applies  for  Letters  Patent  of 
the  United  States  must  state  in  his  Oath  attached  to  his 
United  Stated  Application  the  date  of  his  “first  filing,, 
of  an  application  on  his  invention  in  any  foreign  country 
(see  Rule  No.  94,  Rules  of  Practice  in  the  United 
States  Patent  Office).  Since  the  United  States  Patent 
Office  relies  upon  the  Oaths  of  foreign  applicants  for 
this  purpose,  surely  counsel  for  Rice  is  not  now  guilty 
of  a  lack  of  due  diligence  in  so  doing.  An  investigation 
of  the  copies  of  “Dansk  Patenttidende”  which  are  on 
file  in  the  Library  of  the  United  States  Patent  Office, 
and  which  have  not  been  translated  into  the  English 
language,  would  not  show  the  identity  of  the  first  and 
second  Bayer  applications  filed  in  Denmark.  The  fact 
of  identity  of  these  two  Bayer  applications  could  not 
have  been  ascertained  by  any  publication  or  record  on 
file  in  the  United  States  Patent  Office.  As  a  matter  of 
fact,  the  records  of  the  United  States  Patent  Office,  and 
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particularly  the  United  States  application  filed  by 
Bayer,  with  its  fraudulent  Oath  attached  thereto,  indi¬ 
cated  to  counsel  for  Rice  exactly  the  contrary.  It  was 
not  until  Mr.  Grant  Curry  of  The  Bubblestone  Company 
made  a  trip  to  Denmark  in  January  of  1934  that  it  was 
discovered  that  these  two  applications  filed  by  Bayer 
in  Denmark  upon  dates  twelve  months  apart  were  iden¬ 
tical  (see  affidavit  of  H.  H.  Byrne,  Esq.,  who  repre¬ 
sented  Rice  in  the  Patent  Office  Proceedings,  which  is 
attached  to  the  said  Petition  for  Leave  to  File  a  Bill  of 
Review  and  Motion  to  Compel  Production  of  a  Docu¬ 
ment  and  is  to  be  found  in  the  Record  in  Appeals  Nos. 
6285  and  6286  at  page  19 ) . 

i 

Roos  and  the  United  States  Gypsum  Company,  hav¬ 
ing  by  contract  succeeded  to  the  rights  of  Bayer  in  the 
process  in  issue,  are  now  in  the  same  position  as  Bayer 
in  claiming  that  Rice  and  The  Bubblestone  Company 
have  not  been  diligent  in  discovering  Bayer’s  fraud. 

Charles  Hude  of  Copenhagen,  Denmark,  states  in 
his  affidavit,  which  is  attached  to  Rice’s  Petition  for 
Leave  to  File  a  Bill  of  Review  and  Motion  to  Compel 
Production  of  a  Document,  which  is  to  be  found  at  pages 
7  and  8  of  the  Record  in  Appeals  Nos.  6285  and  6286, 
that  he  is  an  Engineer  and  Patent  Agent  of  Copenhagen 
and  a  Subject  of  the  Kingdom  of  Denmark;  that  he  is 
President  of  the  Association  of  Danish  Patent  Agents 
and  has  been  engaged  in  the  practice  of  Patent  Law  for 
over  thirty-eight  years;  that  according  to  the  Danish 
“Dansk  Patenttidende”  of  the  year  1922,  which  is  the 
official  publication  issued  by  the  Patent  Office  of  Den¬ 
mark,  it  appears  in  No.  16,  Volume  28,  issued  on  April 
18,  1922,  on  page  3  that  on  the  date  of  April  18,  1922, 
an  application  for  Patent,  (Serial  No.  54)  was  laid  open 
for  public  inspection  relating  to  a  “Process  for  the  Man- 
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ufacture  of  Porous  Building  Materials,”  applicant  Erik 
Christian  Bayer,  of  No.  110  Norrevoldgade,  which  appli¬ 
cation  was  filed  on  September  12th,  1921;  that  in  the 
same  volume  of  “Dansk  Patenttidende”  No.  39  of  date 
September  25th,  1922,  page  3,  an  official  notice  is  found 
stating  that:  “on  September  12th,  1922,  an  application, 
Serial  No.  54,  filed  by  E.  C.  Bayer  relating  to  a  process 
for  the  manufacture  of  porous  building  materials  was 
withdrawn.  The  application  was  laid  open  for  public 
inspection  on  April  18th,  1922”;  that  in  No.  48  of  the 
same  volume  of  “Dansk  Patenttidende”  issued  on  the 
27th  November,  1922,  on  page  3  is  found  a  notice  from 
the  Patent  Office  stating  that  a  Patent  Application  of 
Serial  No.  39  concerning  a  Process  for  the  Manufacture 
of  Porous  Building  Materials  was  laid  open  for  public 
inspection ;  that  this  application  was  filed  by  Erik  Chris¬ 
tian  Bayer,  of  No.  110,  Norrevoldgade,  and  the  applica¬ 
tion  was  filed  on  September  11th,  1922;  that  in  Volume 
29  of  the  same  Official  publication  No.  26  of  June  25th, 
1923,  on  page  3  the  following  Official  notice  was  stated : 
“Issued  Patent  No.  31916,  June  19th,  1923,  Process  for 
the  Manufacture  of  Porous  Building  Materials,  Erik 
Christian  Bayer  of  Copenhagen,  No.  110  Norrevoldgade, 
date  of  filing  September  11th,  1922”;  that  the  printed 
copy  of  this  patent  was  issued  on  July  2nd,  1923;  that 
printed  copies  of  the  numbers  of  “Dansk  Patenttidende” 
referred  to  aboye  and  certified  by  the  Danish  Patent  Of¬ 
fice  as  being  true  copies  are  attached  to  his  affidavit. 

In  his  said  affidavit,  Charles  Hude  further  states 
(R.,  Appeals  Nos.  6285  and  6286,  p.  8)  that  on  the  6th 
day  of  January  1934  he  applied  to  the  Danish  Patent 
Office  for  two  certified  copies  of  the  first  application  of 
Bayer’s  which  was  published  on  April  18th,  1922,  in 
“Dansk  Patenttidende”  No.  16,  Volume  28;  that  the 
head  clerk  of  the  Danish  Patent  Office  promised  to  have 
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the  copies  ready  and  certified  by  Tuesday  9th  January 
1934  in  the  afternoon  and  that  in  the  conversation  with 
the  head  clerk  of  the  Danish  Patent  Office,  Mr.  K.  Hol- 
ten,  and  the  secretary,  Mr.  Anderson,  he,  Charles  Hude, 
got  a  definite  statement  from  them  that  thisj  first  ap¬ 
plication  of  Bayer’s,  Serial  No.  54  published  April  18th, 
1922,  was  identical  with  Bayer’s  subsequent  Patent, 
No.  31916  on  which  the  application  was  filed  oh  Septem¬ 
ber  11th,  1922,  i.  e.,  one  year  later;  that  at  the  time  this 
statement  was  made  the  two  gentlemen,  Mr.  Holten  and 
Mr.  Andersen,  were  comparing  the  documents  of  the 
first  Bayer  application  of  September  12th,  1921,  with 
his  issued  Patent,  No.  31916,  and  they  were  prepared  to 
issue  the  ordered  copies;  that  in  the  afternoon  of  Tues¬ 
day  9th  January  1934,  he,  Charles  Hude,  was  informed 
by  the  Danish  Patent  Office  that  they  had  changed  their 
rules  and  that  they  would  not  issue  the  ordered  copies 
of  Bayer’s  first  patent  application;  and,  that  on  appli¬ 
cation,  the  Commissioner  of  Patents  was  prepared  to 
state  in  writing  that  they  refused  to  issue  such  copies; 
that  Hude’s  application  with  the  Commissioner’s  en¬ 
dorsement  of  the  refusal  is  attached  to  Hude’s  affidavit. 

The  said  request  of  Hude  for  two  certified  copies  of 
the  Patent  Application  No.  54  in  Class  80  filed  by  Bayer 
for  a  Process  for  the  Manufacture  of  Porous  Building 
Materials  on  September  12,  1921,  is  to  be  found  at  page 
9  of  the  Record  in  Appeals  Nos.  6285  and  6286  and 
reads  when  translated,  as  follows: 

“Directorate  for  Patent  and  Trade-mark  Matters, 

m.  v.  Copenhagen. 

I  hereby  request  permission  to  obtain  two  cer¬ 
tified  copies  of  patent  application  No.  54  in  Class  80 
filed  by  Engineer  Erik  Christian  Bayer,  for  a  Proc¬ 
ess  for  the  Manufacture  of  Porous  Building  Ma¬ 
terial,  laid  open  for  inspection  April  18, 1922,  which 


24 


application  is  identical  with  that  filed  on  September 
11, 1922,  later  issued  as  Patent  No.  31,916. 
Copenhagen,  9th  January,  1934. 

Respectfully, 

( Signed )  Hude” 


The  reply  thereto  of  the  Director  of  Patents  of  the 
Danish  Patent  Office  of  date  January  10,  1934,  is  also 
to  be  found  at  page  9  of  the  Record  in  Appeals  Nos. 
6285  and  6286  and  reads  as  follows: 


“January  10,  1934. 

In  reply  to  your  request  of  the  9th  instant  to 
obtain  copies  of  a  certain  application  laid  open  for 
public  inspection,  such  copies  being  for  use  in  a 
pending  lawsuit,  which  application  was  withdrawn 
by  the  applicant  after  having  been  so  laid  open, 
you  are  advised  that  the  Directorate  has  no  au¬ 
thorization  from  the  applicant  to  grant  your  request 
for  furnishing  such  copies. 

N.  J.  Ehrenreich-Hansen, 

M., 


Director. 


Hr.  Patentkonsulent  C.  Hude. 
K ” 


From  this  refusal  of  the  Director  of  Patents  of 
Denmark  to  issue  a  copy  of  Bayer’s  said  first  abandoned 
Application,  Rice  appealed  to  the  Ministry  for  Com¬ 
merce  and  Industry  of  the  Kingdom  of  Denmark.  This 
Danish  Tribunal  affirmed  the  said  ruling  of  the  Direc¬ 
tor  and  rendered  the  following  opinion,  (R.  Appeals 
Nos.  6285  and  6286,  p.  33)  : 

“The  Ministry  for  Commerce  and  Industry 
(The  Trade  Ministry).  No.  5045/21 

Copenhagen,  March  19th,  1934. 

“By  an  application  filed  January  24th  you  have 
requested  the  Ministry  to  instruct  the  Patent  Office 
to  issue  a  certified  copy  of  a  patent  application  filed 
by  Engineer  Erik  Bayer  of  this  city  on  September 
12th,  1921  and  published  on  April  18th,  1922  and 
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subsequently  withdrawn  on  September  11th,  1922 
relating  to  manufacture  of  porous  building  ma¬ 
terials.  : 

“It  appears  that  the  Director  of  Patent  Office 
has  informed  us  that  the  said  copy  could  only  be 
issued  with  the  consent  of  the  applicant,  and  such 
consent  has  been  refused. 

“After  having  communicated  with  the  Direc¬ 
tor  of  the  Patent  Office  the  Board  of  Trade  beg  to 
inform  you  that  it  shares  the  opinion  of  the  Direc¬ 
tor  in  refusing  to  hand  you  the  said  copy.” 

We  desire  to  call  the  attention  of  this  Honorable 
Court  to  the  fact  that,  as  shown  by  the  above  opinion 
of  the  Ministry  for  Commerce  and  Industry  of  Den¬ 
mark,  the  Danish  Patent  Office  refused  to  issue  to  Rice 
a  copy  of  Bayer’s  said  first  abandoned  application  for 
the  reason  that  Bayer  refused  to  give  his  consent  to  the 
issuance  thereof. 

In  order  to  force  Bayer  to  give  his  consent  to  the 
issuance  of  a  certified  copy  of  his  said  first  abandoned 
application  on  the  process  in  issue  which  he  filed  in 
Denmark  on  September  12,  1921,  Rice  filed  his  Motion 
in  the  Court  below  to  compel  production  thereof ;  a  copy 
of  Rice’s  said  Motion  is  to  be  found  at  page  20  of  the 
Record  in  Appeals  Nos.  6285  and  6286.  This  Motion 
prays,  (R.,  Appeals  Nos.  6285  and  6286,  p.  26)  that  the 
Court  below,  “issue  an  Order  directed  to  the  Party  Erik 
Christian  Bayer,  ordering  him  either  to  produce  in  this 
Court  a  copy  of  his  Application  for  Letters  Patent  of 
Denmark  on  a  Process  for  the  Manufacture  of  Porous 

i 

Building  Material  which  Application  was  filed  on  Sep¬ 
tember  12,  1921,  laid  open  for  public  inspection  on  April 
18,  1922  and  withdrawn  on  September  12,  1922,  duly 
certified  by  the  Danish  Patent  Office,  or  give  his  au¬ 
thorization  to  the  Director  of  Patents  of  Denmark  to 
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issue  a  certified  copy  thereof  to  your  Petitioners,  John 
A.  Rice  and  The  Bubblestone  Company.” 

The  Court  below,  by  his  Honor,  F.  Dickinson  Letts, 
Judge,  by  its  Orders  made  and  entered  on  May  17, 1934, 
(R.,  Appeals  Nos.  6285  and  6286,  pp.  33,  34)  dismissed 
Rice's  said  Petition  for  Leave  to  File  a  Bill  of  Review 
and  his  said  Motion  to  Compel  Production  of  a  Docu¬ 
ment.  At  the  argument  thereon  in  the  Court  below, 
the  Court  stated  that,  it  would  dismiss  Rice's  said  Peti¬ 
tion  and  Motion  for  the  reason  that  the  said  newly  dis¬ 
covered  evidence  set  forth  therein  was  material  only 
with  respect  to  the  case  of  Bayer,  and  that  inasmuch 
as  the  Court  below  found  in  favor  of  Roos  and  the 
United  States  Gypsum  Company  in  the  present  pro¬ 
ceedings,  there  was  no  reason  to  permit  the  filing  of  a 
Bill  of  Review  for  the  purpose  of  introducing  into  the 
Record  the  said  newly  discovered  evidence  which  af¬ 
fected  only  the  case  of  Bayer. 

On  June  9,  1934,  Rice  perfected  his  Appeals  to  this 
Honorable  Court  from  the  said  Orders  of  the  Court  be¬ 
low  dismissing  the  said  Petition  and  Motion,  and  the 
Transcript  of  Record  therein  was  filed  in  this  Honor¬ 
able  Court  at  Nos.  6285  and  6286. 

The  Affidavit  of  Mr.  Grant  Curry  of  Pittsburgh, 
Pennsylvania,  which  was  filed  in  support  of  the  said 
Motion  to  Compel  Production  of  a  Document  and  Peti¬ 
tion  for  Leave  to  File  a  Bill  of  Review,  (R.,  Appeals 
Nos.  6285  and  6286,  p.  27)  states  that  he,  Grant  Curry 
is  the  Secretary  and  Treasurer  and  a  Director  of  The 
Bubblestone  Company;  that  on  the  24th  day  of  Febru¬ 
ary,  1934,  he  made  two  affidavits  relating  to  the  said 
Petition  for  Leave  to  File  a  Bill  of  Review  and  Motion 
to  Compel  Production  of  Document,  copies  of  which  af¬ 
fidavits  are  attached  to  the  said  Petition  for  Leave  to 
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File  a  Bill  of  Review  and  made  part  thereof,  (R.,  Ap¬ 
peals  Nos.  6285  and  6286,  pp.  16,  17) ;  that  on  the  10th 
day  of  January,  1934  at  3:00  o’clock  P.  M.,  H.  Kaars- 
berg  who  is  Foreign  Manager  of  the  Cellular  Concrete 
Department  of  the  Partnership  of  Christiani  and  Niel¬ 
sen,  Bayer’s  Assignee,  and  Manager  of  their  experi¬ 
mental  laboratory  regarding  cellular  concrete  ;  Charles 
Hude,  Patent  Agent  of  Copenhagen,  Denmark;  Harry 
Hude,  Patent  Agent  of  Copenhagen,  Denmark,  and 
Grant  Curry  met  in  the  office  of  the  said  Charles  Hude 
at  Vestervold  86,  V.  Copenhagen,  Denmark ;  that  at  said 
meeting  and  in  the  presence  of  Charles  Hude,  Harry 
Hude  and  Grant  Curry,  the  said  H.  Kaarsberg  made 
the  following  statement,  which  statement  was  taken 
down  in  shorthand  and  typewritten  by  the  said  Charles 
Hude’s  stenographer  and  read  and  approved  by  the 
said  H.  Kaarsberg,  Charles  Hude,  Harry  Hude  and 
Grant  Curry  as  being  a  correct  recordation  of  the  state¬ 
ment  made  by  the  said  H.  Kaarsberg : 

“It  is  known  that  Bayer  originally  filed  a  Dan¬ 
ish  patent  application  which  he  later  on  withdrew 
and  subsequently  filed  a  new  Danish  application. 
This  fact  has  been  discussed  with  various  patent 
experts  of  which  some  hold  that  if  this  be  known  to 
the  American  Courts  Bayer  will  be  certain  to  elimi¬ 
nate  the  other  inventors  in  the  interference  case  and 
get  his  U.  S.  A.  Patent.  Other  experts  are  of  the 
opinion  that  if  this  fact  be  disclosed  Rice  will  be 
able  to  eliminate  as  well  Roos  as  Bayer  and  get  his 
patent  whereas  a  third  opinion  is  that  if  the  fact 
referred  to  be  disclosed  none  of  the  three  inventors 
will  be  able  to  get  the  patent. 

“*  *  *  in  the  present  interference  there  is 
the  possibility  as  already  mentioned  that  if  the  fact 
of  Bayer’s  two  applications  be  known  no  patent  will 
be  granted  at  all,  *  * 

that  Erik  V.  Meyer,  a  resident  of  Copenhagen,  Den¬ 
mark,  testified  in  the  Court  below,  as  a  witness  called 
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on  behalf  of  the  Party  Bayer,  inter  alia,  as  recorded  on 
page  744  of  the  lower  Court  Record  in  the  present  inter¬ 
ference  proceeding,  that  he  was  a  civil  engineer  working 
for  the  firm  of  Christiani  &  Nielsen  in  Copenhagen, 
Denmark,  whose  principal  business  was  the  making  of 
reinforced  concrete,  contracting  work  and  cell  concrete ; 
that  on  the  8th  day  of  January,  1934,  the  said  Erik  V. 
Meyer,  in  the  presence  of  Charles  Hude  and  Grant 
Curry,  in  the  City  of  Copenhagen,  Denmark,  expressed 
surprise  when  he  was  told  by  the  said  Charles  Hude  and 
Grant  Curry  that  they  had  obtained  information  re¬ 
garding  Bayer’s  first  application,  and  the  said  Erik  V. 
Meyer  admitted  in  the  presence  of  the  said  Charles 
Hude  and  Grant  Curry  that  Bayer’s  position  because 
of  the  discovery  of  the  filing  of  Bayer’s  first  applica¬ 
tion  was  greatly  endangered;  that  at  this  time  and  at 
this  meeting,  the  said  Erik  V.  Meyer  in  the  presence  of 
the  said  Charles  Hude  and  Grant  Curry  further  admit¬ 
ted  that  he  was  aware  of  the  filing  of  Bayer’s  first  Dan¬ 
ish  Application  at  the  time  of  the  taking  of  his -said 
testimony  in  this  Court;  that  on  the  8th  day  of  January, 
1934  at  about  4:00  o’clock  P.  M.,  the  said  Erik  V.  Meyer, 
the  said  H.  Kaarsberg,  the  said  Charles  Hude,  one  Mr. 
Nielsen  of  Christiani  and  Nielsen,  one  Mr.  Cohn  of  the 
firm  of  Magnus,  Jensens  Eftf.,  Patent  Agents  of  Copen¬ 
hagen,  Denmark,  who  represent  the  said  partnership 
of  Christiani  and  Nielsen  in  patent  matters,  and  the  said 
Grant  Curry  met  in  the  principal  office  of  Christiani  and 
Nielsen  in  Copenhagen,  Denmark ;  that  during  this  meet¬ 
ing,  and  in  the  presence  of  all  of  the  aforementioned 
parties,  the  said  Erik  V.  Meyer  admitted  that,  during 
the  trial  of  the  present  proceeding  in  the  Court  below, 
he  knew  that  Bayer  had  first  filed  an  Application  in  the 
Danish  Patent  Office  on  the  process  in  issue  on  the  12th 
day  of  September,  1921,  and  that  a  second  Application 
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was  filed  thereon  on  the  12th  day  of  September,  1922; 
that  the  said  Erik  V.  Meyer  further  stated  that  James 
T.  Newton  of  Washington,  D.  C.  Counsel  for  Bayer, 
knew  of  the  filing  of  Bayer's  first  Danish  Application  at 
the  time  of  the  trial  of  this  proceeding  in  this  Court 
and  that  the  said  James  T.  Newton  was  unable  to  give 
the  said  Christiani  and  Nielsen  a  positive  opinion  on  the 
question  of  whether  or  not  the  fact  of  the  filing  of 
Bayer's  first  Danish  Application  would  invalidate 
Bayer’s  subsequently  filed  United  States  Application  on 
the  process  in  issue;  that  at  the  said  meeting  in  the 
principal  office  of  Christiani  and  Nielsen  in  Copenhagen, 
Denmark,  the  said  Erik  V.  Meyer,  the  said  Hi  Kaars- 
berg,  the  said  Cohn  and  the  said  Nielsen  expressed  their 
belief  in  the  opinion  that  the  introduction  of  evidence 
regarding  the  filing  of  Bayer’s  first  Danish  Application 
on  the  process  in  issue  would  prevent  the  issuance  of 
Letters  Patent  of  the  United  States  to  the  parties  Car¬ 
lisle  K.  Roos  and  the  United  States  Gypsum  Company, 
and  further  stated  that,  because  of  the  uncertainty  re¬ 
garding  the  legal  effect  of  the  introduction  of  testimony 
regarding  the  filing  of  Bayer's  first  Danish  Application 
on  the  case  of  Bayer,  they,  therefore,  refrained  from 
disclosing  the  same  to  the  Court  below ;  that  on  the  15th 
day  of  April,  1934,  the  said  Grant  Curry,  through  Rose 
&  Eichenauer  of  Pittsburgh,  Pennsylvania,  Attorneys 
for  the  parties  John  A.  Rice  and  The  Bubblestone  Com¬ 
pany,  whose  cable  address  is  “Donrose,  Pittsburgh,  Pa.” 
received  the  following  cable  from  the  said  Charles  Hude, 
Patent  Agent  of  Copenhagen,  Denmark,  whose  cable  ad¬ 
dress  is  “Protection,  Copenhagen,  Denmark” : 

“Kaarsberg  of  Christiani  and  Nielsen  and  Of¬ 
ficials  of  Patent  Office  admitted  before  Curry  Harry 
Hude  and  me  Bayers  first  Danish  Application  dis¬ 
closed  same  invention  as  his  second  Danish  Appli¬ 
cation  of  same  title  stop  Eric  V.  Meyer  also  admit- 


30 


ted  this  stop  Am  forwarding  affidavits  of  myself 
and  Harry  Hude” 

That  a  copy  of  this  cable  is  attached  to  and  made  part 
of  the  said  affidavit  of  the  said  Grant  Curry. 

Rice  has  received  the  affidavits  of  Charles  Hude  and 
Harry  Hude  relating  to  the  said  admissions  of  Kaars- 
berg  and  the  Officials  of  the  Danish  Patent  Office,  which 
are  referred  to  in  the  above  mentioned  cable  of  Charles 
Hude  of  April  15,  1934.  These  affidavits  are  now  in  the 
possession  of  Counsel  for  Rice  and  are  not  included 
within  the  printed  Transcript  of  Record  in  Appeals  Nos. 
6285  and  6286  because  they  were  received  too  late  to  be 
included  within  the  said  Transcript  of  Record. 

The  affidavits  which  support  Rice's  said  Petition 
for  Leave  to  File  a  Bill  of  Review  and  Motion  to  Com¬ 
pel  Production  of  a  Document  are  to  be  found  as  follows 
in  the  Record  filed  in  Appeals  Nos.  6285  and  6286 : 


Charles  Hude, 
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Frank  W.  Dahn, 

8 

John  Parry, 

n 
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u 
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Grant  Curry, 
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Don  Rose, 
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H.  H.  Byrne, 
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u 
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Copy  of  Opinion  of 

Ministry  for  Commerce 

and  Industry  of 

Denmark, 

a 
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With  regard  to  the  jurisdiction  of  a  Court  of  Equity 
to  issue  an  Order  directed  to  the  Party  Bayer  either 
to  produce  a  certified  copy  of  his  Application  for  Let¬ 
ters  Patent  of  Denmark  on  a  Process  for  the  Manufac¬ 
ture  of  Porous  Building  Material,  which  Application 
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was  filed  September  12,  1921,  laid  open  for  public  in¬ 
spection  on  April  18, 1922,  and  withdrawn  on  September 
12,  1922,  or  give  his  authorization  to  the  Director  of 
Patents  of  Denmark  to  issue  a  certified  copy  thereof  to 
the  Party  Rice,  we  desire  to  call  the  attention  of  this 
Honorable  Court  to  the  following  quotation  taken  from 
“Cyclopedia  of  Federal  Procedure,”  Vol.  Ill,  Seb.  969: 

“Sec.  969.  Production  and  Inspection  of 
Documents  and  Property.  Either  party  may  file 
interrogatories  in  ^writing  for  the  discovery  by  the 
opposite  party  or  parties  of  documents  material  to 
the  support  or  defense  of  the  cause.  The  Court  or 
judge ,  upon  motion  and  reasonable  notice,  may 
make  all  such  orders  as  may  be  appropriate  to 
effect  the  inspection  or  production  of  documents  in 
the  possession  of  either  party  and  containing  evi¬ 
dence  material  to  the  cause  of  action  or  defense  of 
his  adversary.  Any  party  failing  or  refusing  to 
comply  with  such  an  order  shall  be  liable  to  attach¬ 
ment,  and  shall  also  be  liable,  if  a  plaintiff:,  to  have 
his  bill  dismissed,  and  if  a  defendant,  to  have  his 
answer  stricken  out  and  be  placed  in  the  same  sit¬ 
uation  as  if  he  had  failed  to  answer.  This  rule  pro- 
vides  the  only  procedure  by  which  the  production 
and  inspection  of  documents  can  be  required  in  the 
federal  courts  of  equity,  it  being  well  settled  that 
the  statute  regulating  production  in  the1  trial  of 
actions  at  law  has  no  application  to  suits  in  equity, 
as  has  been  pointed  out  elsewhere.  Likewise,  since 
there  is  no  conformity  in  equity,  state  practice  for 
production  will  not  be  followed  in  federal  equity 
courts  where  it  differs  from  the  established  prac¬ 
tice  prescribed  by  rule  for  those  courts,  j  Produc¬ 
tion  and  inspection  under  this  rule  is  to  be  dis¬ 
tinguished  from  that  which  a  master  may  compel 
during  the  course  of  a  reference,  which  is  discussed 
in  another  place.  ! 

“Production  will  not  be  ordered  wher6  the  bill 
therefor  shows  on  its  face  that  it  is  sought  merely 
for  ‘fishing’  purposes.  A  party  cannot  be  required 
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to  produce  all  its  books  and  papers  generally  for 
examination  by  the  moving  party,  or  to  present  its 
case  in  advance  of  trial.  The  rule  contemplates  the 
production  only  of  such  documents  as  are  material 
to  the  support  or  defense  of  the  cause,  and  admis¬ 
sible  in  evidence,  ‘material'  being  used  in  the  sense 
in  which  the  word  is  used  in  the  rules  of  evidence. 
Generally  speaking,  within  those  limitations,  pro¬ 
duction  can  be  required  of  any  document  which  is 
pertinent  to  the  issues  and  which  is  within  the 
possession  or  control  of  the  adverse  party.  In 
patent  cases,  the  judicial  policy  of  liberality  in  per¬ 
mitting  interrogatories  has  been  extended  to  pro¬ 
duction  and  inspection ;  and  production  has  been 
ordered  of  title  papers,  and  plans,  prints,  drawings 
and  models,  even  where  secret  processes  were  in¬ 
volved. 

“It  is  essential  in  every  case,  however,  to  the 
making  of  an  order  to  produce,  that  it  first  be  made 
to  appear  as  a  fact  that  the  documents  sought  are 
in  the  possession,  custody  or  control  of  the  adverse 
party,  or  that  possession  thereof  be  acknowledge  - 
by  him.  While  the  order  for  production  is  made, 
in  the  words  of  the  statute  ‘upon  motion  and  rea¬ 
sonable  notice,’  admission  by  the  adverse  party 
that  it  has  the  possession  or  control  of  documents 
or  exhibits  of  which  inspection  is  sought  cannot  be 
obtained  by  motion  for  summary  order  to  produce; 
it  can  only  be  had  on  interrogatories  filed  in  the 
manner  and  at  the  times  prescribed  by  New  Equity 
Rule  58.  The  interrogatories  may  be  framed  and 
reframed  until  such  acknowledgment  is  made.  A 
motion  to  require  production  of  documents  must 
describe  the  documents  which  it  is  sought  to  have 
produced,  must  show  that  they  contain  evidence 
material  to  the  moving  party’s  case,  and  must  be 
accompanied  by  proof  to  this  effect,  and  these  re¬ 
quirements  cannot  be  avoided  by  referring  to  the 
documents  generally  as  such  as  may  contain  the 
material  evidence  in  the  cause.  The  motion  must 
be  supported  by  sworn  affidavit  of  the  facts  upon 
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which  the  motion  is  predicated.  Defenses  which,  if 
established,  will  defeat  the  right  of  the  |  moving 
party  to  the  principal  relief  sought  may  also  defeat 
the  right  to  require  production  of  documents  re¬ 
lating  to  the  transactions  involved  therein,  and  in 
such  cases,  the  defenses  may  be  first  tried,  final 
determination  of  the  motion  to  require  production 
being  deferred  until  trial  of  the  defenses. 

“By  the  express  terms  of  the  rule  failure  or 
refusal  to  comply  with  an  order  to  produce  renders 
the  delinquent  party  liable  to  attachment,  and  also 
to  dismissal  of  his  bill,  if  he  be  the  plaintiff,  and 
if  the  defendant,  to  have  his  answer  stricken  out 
and  to  be  placed  in  the  same  situation  as  if  he  had 
failed  to  answer.  In  this  respect  the  rule  is  mor' 
drastic  than  the  provision  of  the  statute  for  pro¬ 
duction  at  the  trial  of  actions  at  law. 

“Although  New  Equity  Rule  58  is  restricted  by 
its  terms  to  the  production  and  inspection  of  docu¬ 
ments,  and  there  seems  to  be  no  provision  in  the 
general  rules  for  the  inspection  of  physical  objects 
and  properties,  the  power  of  equity  to  permit  or 
order  inspection  of  such  objects  and  properties  has 
been  recognized.  In  an  early  mining  case  in  the 
district  of  Nevada,  inspection  and  survey  of  mining 
claims  was  ordered  in  a  case  in  which  are  facts 
upon  which  determination  of  the  controversy  de¬ 
pended  could  not  otherwise  be  discovered,  the  court 
basing  its  order  on  the  inherent  power  of  equity  to 
prevent  a  denial  of  justice.  Since  the  adoption  of 
the  New  Equity  Rules,  the  power  has  been  recog¬ 
nized  and  exercised  under  Rule  58  in  patent  cases, 
in  that  inspection  of  working  models  has  been 
ordered.” 

i 

Rule  58  of  the  Equity  Rules  of  the  United  States 
Supreme  Court  provides,  inter  alia : 

“*  *  *  The  court  or  judge,  upon  motion  and 
reasonable  notice,  may  make  all  such  orders  as  may 
be  appropriate  to  enforce  answers  to  interroga¬ 
tories  or  to  effect  the  inspection  or  production  of 
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documents  in  the  possession  of  either  party  and 
containing  evidence  material  to  the  cause  of  action 
or  defense  of  his  adversary.  Any  party  failing  or 
refusing  to  comply  with  such  an  order  shall  be 
liable  to  attachment,  and  shall  also  be  liable,  if  a 
plaintiff,  to  have  his  bill  dismissed,  and,  if  a  de¬ 
fendant,  to  have  his  answer  stricken  out  and  be 
placed  in  the  same  situation  as  if  he  had  failed  to 
answer.” 

It  appears  from  an  examination  of  the  cases  cited  in 
support  of  the  above  quotation,  Section  969  of  the 
Cyclopedia  of  Federal  Procedure ,  Vol.  Ill,  that  the  pow¬ 
er  and  jurisdiction  of  a  Court  of  Equity  to  order  the 
production  by  a  party  litigant  of  certain  known  docu¬ 
ments  has  been  recognized  since  the  creation  of  Courts 
of  Chancery.  Particular  attention  is  called  to  the  above 
underlined  portion  of  Section  969  of  the  Cyclopedia  of 
Federal  Procedure  which  refers  to  the  Judicial  Policy 
of  liberality  in  ordering  the  production  and  inspection 
of  documents  in  patent  cases  even  where  secret  proc¬ 
esses  are  involved. 

See 

McLeod  Tire  Corp.  v.  B.  F.  Goodrich  Co.,  268 
Fed.  205; 

Paraffine  Cos.,  Inc.  v.  Wieland,  17  F.  (2d)  992; 

Clairemont  Sterilized  Egg  Co.  v.  Kasser  Egg 
Process  Co.,  14  F.  (2d)  143. 

The  said  first  Danish  Application  of  Bayer  is  a  doc¬ 
ument  whicl}  is  known  to  exist  in  the  files  of  the  Patent 
Office  of  Denmark  (see  “Dansk  Patenttidende”  and  af¬ 
fidavits  attached  to  Petition  for  Leave  to  File  a  Bill  of 
Review  and  Motion  to  Compel  Production  of  a  Docu¬ 
ment).  The  Director  of  Patents  of  the  Danish  Patent 
Office,  as  above  stated,  has  refused  to  issue  a  certified 
copy  of  the  said  first  Danish  Application  of  Bayer  be¬ 
cause  Bayer  has  refused  to  give  his  consent  to  the  issu- 
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ance  thereof,  ( see  the  letter  of  the  Director  of  Patents 
of  Denmark,  dated  January  10,  1934,  to  Charles  Hude, 
in  which  the  Director  states,  “In  reply  to  your  request 
of  the  9th  inst.  to  obtain  copies  of  a  certain  Application 
laid  open  for  public  inspection,  such  copies  being  for 
use  in  a  pending  law  suit,  which  Application  was  with¬ 
drawn  by  the  Applicant  after  having  been  so  laid  open, 
you  are  advised  that  the  Directorate  has  no  authoriza¬ 
tion  from  the  Applicant  to  grant  your  request  for  fur¬ 
nishing  such  copies ”  (Italics  ours),  which  letter,  to¬ 
gether  with  the  letter  of  Charles  Hude  to  the  Director 
of  date  January  9,  1934  in  which  the  request  is  made 
for  the  said  Bayer  Application,  is  attached  to  the  said 
Petition  for  Leave  to  File  a  Bill  of  Review.  Both  of 
these  letters  above  referred  to  are  to  be  found  at  page 
9  of  the  Record  in  Appeals  Nos.  6285  and  6286.  The 
opinion  of  the  Ministry  for  Commerce  and  Industry, 
also  above  referred  to,  is  to  be  found  at  page  33  of  the 
Record,  Appeals  Nos.  6285  and  6286. 

It  is  respectfully  submitted,  that  all  this  Honor¬ 
able  Court  need  do  in  order  to  protect  the  public  of  the 
United  States  from  the  perpetration  of  a  fraud  com¬ 
mitted  by  a  foreigner  seeking  the  grant  of  a  seventeen 
year  monopoly  by  the  United  States  Government,  is  to 
order  that  foreigner,  who  is  now  before  this  Court  seek¬ 
ing  the  benefits  of  the  International  Convention,  to 
either  produce  a  copy  of  his  first  Application  to  this 
Court  or  to  give  his  consent  to  the  Director  of  Patents 
of  the  Kingdom  of  Denmark  to  the  issuance  of  a  certi¬ 
fied  copy  thereof. 

As  further  authority  on  this  point,  we  desire  also 
to  call  the  attention  of  this  Honorable  Court  to  the  case 
of  Preston  v.  Equity  Savings  Bank ,  et  al v  287  Fed.  1003 
(1923) ,  in  which  His  Honor,  J.  A.  Van  Orsdel,  Associate 
Justice  of  the  Court  of  Appeals  of  the  District  of  Colum- 
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bia  stated  with  reference  to  the  general  equitable  pow¬ 
ers  of  a  Court  of  Equity  to  grant  Discovery : 

“Nor  is  the  contention  sound  that  discovery 
can  only  be  had  in  aid  of  a  suit  pending  or  to  be 
brought.  It  may  be  invoked  for  that  purpose  in 
aid  of  an  action  at  law;  but,  being  an  original  and 
inherent  power  of  a  court  of  equity,  it  may  be  en¬ 
forced  directly  and  as  a  part  of  an  action  for  equi¬ 
table  relief.  ‘In  Fact ,  every  bill  for  equitable  re¬ 
lief  is,  in  a  measure,  a  bill  for  discovery  and  relief, 
or  it  can  be  made  such  if  the  plaintiff  chooses,  as  it 
is  a  general  principle  that  a  party  having  an 
equitable  claim  has  a  right  to  a  discovery  under 
oath  from  the  adverse  party ,  and  to  have  all  the 
proofs  on  which  his  claim  depends  taken  in  due 
form,  and  submitted  to  the  decision  of  a  court  of 
equity /  9  R.  C.  L.  164.  See  Hardy  v.  hummers,  10 
Gill  &  J.  (Md. )  316,  32  Am.  Dec.  167.  Discovery, 
incident  to  a  bill  for  equitable  relief,  is  distinguish¬ 
able  from  a  bill  to  obtain  evidence  to  be  used  in 
another  suit.  The  distinction  is  elementary,  and 
not  affected  by  rule  58,  U.  S.  Equity  Rules  1913  (33 
Sup.  Ct.  xxxiv).” 

The  filing  of  Interrogatories  directed  to  the  Party 
Erik  Christian  Bayer,  as  provided  for  by  Rule  58  of  the 
Equity  Rules  of  the  United  States  Supreme  Court, 
for  the  purpose  of  securing  an  admission  from  the  said 
Party  Bayer  that  the  contents  of  the  said  Application 
for  Letters  Patent  of  Denmark  are  in  his  possession, 
custody  and  control,  is  made  wholly  unnecessary  by  the 
certified  copies  of  “Dansk  Patenttidende”,  the  official 
publication  of  the  Danish  Patent  Office,  the  letter  of 
Mr.  Charles  Hude  addressed  to  the  Director  of  Patents 
at  Copenhagen,  Denmark,  of  date  January  9,  1934,  and 
the  said  Director  of  Patents  reply  thereto  of  January 
10,  1934,  and  the  accompanying  Affidavits  of  Mr. 
Charles  Hude  of  Copenhagen,  Denmark,  and  Mr.  Grant 
Curry  of  Pittsburgh,  Pennsylvania,  all  of  which  have 
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been  attached  to  the  said  Petition  filed  in  the  Court  be¬ 
low  by  John  A.  Rice  and  The  Bubblestone  Company  for 
Leave  to  File  their  Bill  of  Review.  The  April  18,  1922 
Issue  of  “Dansk  Patenttidende”,  Vol.  28,  No.  16,  records 
the  fact  that  the  said  Erik  Christian  Bayer  filed  an  Ap¬ 
plication  for  Letters  Patent  in  the  Patent  Office  of  Den¬ 
mark,  Serial  No.  54,  Class  80,  on  the  12th  day  of  Sep¬ 
tember,  1921,  and  that  this  Application  was  laid  open 
for  public  inspection  on  the  18th  day  of  April,  1922. 
The  September  25, 1922  Issue  of  “Dansk  Patenttidende”, 
Vol.  28,  No.  39,  records  the  fact  that  the  said  Appli¬ 
cation,  Serial  No.  54,  was  withdrawn  from  the  Patent 
Office  of  Denmark  on  the  12th  day  of  September,  1922. 
The  letter  of  Mr.  Charles  Hude  to  the  Director  of  Pat¬ 


ents  of  Denmark  of  date  January  9,  1934  shows  on  its 
face  that  upon  that  date  the  said  Charles  Hude  re¬ 
quested  permission  to  obtain  two  certified  copies  of  the 
said  Patent  Application  No.  54  in  Class  80  led  by  Engi¬ 
neer  Erik  Christian  Bayer  for  a  Process  for  the  Manu¬ 
facture  of  Porous  Building  Material  laid  open  for  pub¬ 
lic  inspection  April  18,  1922,  “which  Application  is  iden¬ 
tical  with  that  filed  on  September  11,  1922  later  issued 
as  Patent  No.  31,916”.  The  answer  of  the  said  Direc¬ 


tor  of  Patents  of  date  January  10,  1934  to  the  said  let¬ 
ter  of  Mr.  Charles  Hude  states:  “In  reply  to  your  re¬ 
quest  of  the  9th  inst.  to  obtain  copies  of  a  certain  Ap¬ 
plication  laid  open  for  public  inspection,  such  copies 
being  for  use  in  a  pending  lawsuit,  which  Application 
was  withdrawn  by  the  Applicant  after  having  been  so 
laid  open,  you  are  advised  that  the  Directorate:  has  no 
authorization  from  the  Applicant  to  grant  your  request 
for  furnishing  said  copies.”  The  Affidavits  of  the  said 
Mr.  Charles  Hude  and  Mr.  Grant  Curry  further  sub¬ 
stantiate  the  existence  of  the  said  Application  of  Bayer 
which  was  filed  in  the  Danish  Patent  Office  on  Septem¬ 
ber  12,  1921. 
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The  said  first  Danish  Application  of  Bayer  is,  there¬ 
fore,  a  document  which  is  known  to  exist.  Proof  of  its 
existence  has  conclusively  been  made.  Interrogatories 
directed  to  the  question  of  existence  are  therefore  un¬ 
necessary.  The  Director  of  Patents  of  Denmark  has 
stated,  as  above  set  forth,  his  refusal  to  issue  a  cer¬ 
tified  copy  of  the  said  Bayer  Application  without  au¬ 
thorization  from  the  said  Bayer  who  is  now  a  party 
litigant  before  this  Court.  This  fact  places  the  re¬ 
quested  document  within  the  control  of  the  said  Bayer, 
the  party  litigant  now  before  this  Court.  Interroga¬ 
tories  directed  to  the  question  of  control  of  the  re¬ 
quested  document  are  therefore  unnecessary.  The 
above  mentioned  certified  copies  of  “Dansk  Patent- 
tidende”  together  with  the  supporting  Affidavits  con¬ 
clusively  prove  that  the  contents  of  the  said  requested 
document  are  within  the  possession  and  custody  of  the 
said  Bayer  a  party  litigant  before  this  Court.  Inter¬ 
rogatories  directed  to  the  question  of  possession  and 
custody  are  therefore  unnecessary. 

In  conclusion  on  this  point  of  our  argument,  we 
submit  that  the  Court  below  erred  in  refusing  to  issue 
its  said  Order  directing  the  Party  Bayer  to  either  pro¬ 
duce  a  copy  of  his  said  first  Danish  Application  for 
Letters  Patent  of  Denmark  on  a  Process  for  the  Manu¬ 
facture  of  Porous  Building  Material,  which  Application 
was  filed  September  12,  1921,  laid  open  for  public  in¬ 
spection  on  April  18,  1922  and  withdrawn  on  Septem¬ 
ber  12,  1922,  certified  by  the  Danish  Patent  Office,  or 
give  his  authorization  to  the  Director  of  Patents  of 
Denmark  to  issue  a  certified  copy  thereof  to  the  Parties 
John  A.  Rice  and  The  Bubblestone  Company,  and  also 
in  dismissing  Rice’s  said  Petition  for  Leave  to  File  a 
Bill  of  Review  which  Rice  filed  in  the  Court  below  in 
order  to  introduce  the  said  newly  discovered  evidence 
into  the  Record  now  before  this  Honorable  Court. 
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n.  Bayer’s  Disclosure  Is  Insufficient  in  Law. 

j 

( Note :  This  point  of  our  Argument  covers  Errors 
Relied  Upon  Nos.  14  and  15.  See  Brief,  Vol.  I,  p.  17.) 

j 

Bayer,  being  a  Junior  Party  in  the  present  inter¬ 
ference  proceedings,  has  the  burden  of  proving  that  his 
application  for  Letters  Patent  on  the  process  in  issue 
which  he  filed  in  Denmark  on  September  11,  1922,  suf¬ 
ficiently  discloses  his  invention. 

The  case  of  Dreyfus  v.  Lilienfeld,  49  F.  (2d)  1055 
( Court  of  Customs  and  Patent  Appeals ) ,  so  held  and  in 
this  case  the  court  stated  on  page  1058 : 

'‘This  question  of  disclosure  is,  of  course,  one 
of  fact.  The  burden  rested  upon  Lilienfeld,  as  the 
junior  party  in  the  United  States  Patent  Office ,  to 
demonstrate  that  his  August  1,  1919 ,  Austrian  ap¬ 
plication  constituted  a  sufficient  disclosure  to  sup¬ 
port  the  counts ”  (Italics  ours) 

The  Court  stated  further  on  page  1062: 

“The  burden  rests  upon  Lilienfeld  as  the  junior 
party  to  show  that,  in  his  application,  taken  in  con¬ 
nection  with  the  prior  art,  these  limitations  are  dis¬ 
closed.  This  he  has  failed  to  show.” 

In  the  United  States  Patent  Office,  Bayer  filed  a 
certified  English  Translation  of  his  Danish  Application 
of  September  11, 1922  and  a  copy  of  this  translation  was 
introduced  into  the  Patent  Office  Proceedings  as  Rice's 
Exhibit  R-la.  A  copy  of  this  translation  is  to  be  found 
at  pages  1148  and  1149  of  Vol.  IV  of  the  Record.  The 
translation  states  at  the  beginning  thereof,  (R.,  Vol.  IV, 
p.  1148)  : 

“The  annexed  description  is  an  exact  and  lit¬ 
eral  copy  of  the  one  filed  by  Mr.  Erik  Christian 
Bayer,  Civil  Engineer,  Copenhagen,  on  September 
11,  1922,  together  with  his  application  for  a  patent 


40 


for  a  method  of  manufacturing  porous  building  ma¬ 
terials. 

“The  Patent  and  Trade-Mark  Office. 

“The  Patent  Department,  Copenhagen,  the  19th 
October,  1925. 

“Holten-Nielson, 

Director ” 

Bayer  has  rested  his  case  entirely  upon  this  Danish 
Application.  Rice  contends  that  this  Danish  specifica¬ 
tion  is  inherently  insufficient,  and  the  fact  that  it  con¬ 
stitutes  a  basis  for  an  application  in  Denmark  does  not 
place  it  upon  any  higher  plane  than  if  it  had  been  filed 
as  an  application  in  the  United  States.  The  question 
to  be  determined,  therefore,  is  the  sufficiency  of  this 
Danish  Application. 

The  complete  Bayer  Danish  specification  is  here 
reproduced,  certain  words  being  emphasized  for  future 
reference : 

The  invention  concerns  a  method  of  manu¬ 
facturing  POROUS  MATERIALS  FOR  BUILDING  PURPOSES, 
ETC.,  FROM  SUBSTANCES  WHICH  SET  WHEN  MIXED 
WITH  WATER  OR  OTHER  FLUIDS,  FOR  INSTANCE  CEMENT 
AND  GYPSUM,  AND  THE  PROCESS  CONSISTS  OF  ADDING 

frothy  substances  in  an  indifferent  manner  dur¬ 
ing  THE  TREATMENT  OF  THE  SUBSTANCE  WITH  THE 
MIXING  FLUID. 

It  has  turned  out  that  a  suitable  choice  of 

SUCH  SUBSTANCES  MAKE  IT  POSSIBLE  TO  PRODUCE  A 
FOAM  WHICH,  DURING  THE  ENSUING  SHAPING  OF  THE 
MATERIAL,  IS  OF  SUCH  A  DURABILITY  THAT  A  GREAT 
NUMBER  OF  AIR-BUBBLES  ARE  LEFT  IN  THE  MASS. 

The  production  may  take  place  by  adding  the 

FOAM-DEVELOPING  SUBSTANCE  TO  THE  SETTING  FLUID 
OR  TO  A  MIXTURE  OF  SAME  AND  THE  MATERIAL  WHICH 
IS  TO  BE  MIXED  WITH  THE  FLUID;  THEREAFTER  THE 
FOAM  IS  DEVELOPED  EITHER  BY  STIRRING  UP  THE  MASS 
VIGOROUSLY  OR  BY  INTRODUCING  COMPRESSED  AIR,  POS¬ 
SIBLY  CARBONIC  ACID.  IN  MOST  CASES  IT  WILL,  HOW- 
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EVER,  BE  SIMPLEST  TO  ADD  FOAM  ALREADY  DEVELOPED 
TO  THE  MIXING  FLUID  OR  TO  THE  MIXTURE  OF  SAME 
AND  THE  SETTLING  SUBSTANCE.  By  PRODUCTION  ON  A 
LARGE  SCALE  THE  FOAM  MAY  BE  PREPARED  IN  A  SPE¬ 
CIAL  MACHINE,  FROM  WHICH  IT  IS  CARRIED  TO  A  MIX¬ 
ING  MACHINE  OF  THE  USUAL  CONSTRUCTION  SO  THAT 
THE  FOAM  IS  INTRODUCED  INTO  THE  MIXTURE  IN¬ 
STEAD  OF  OR  SIMULTANEOUSLY  WITH  THE  SAND  OR 

other  expletives. 

As  FOAMY  SUBSTANCE  DIFFERENT  KINDS  OF  MUCI¬ 
LAGE,  FOR  INSTANCE  THE  MUCILAGE  OBTAINED  FROM 
SEA-TANG,  THE  SO-CALLED  tangin,  MAY  BE  USED. 

The  durability  of  the  foam  obtained  from  such 

SUBSTANCES  MAY  BE  INCREASED  BY  ADDING  gelatine. 

The  quantities  required  of  these  substances  are 
inconsiderable,  and  consequently  the  manufac¬ 
turing  process  is  very  cheap. 

In  certain  cases  it  has  been  observed  that 
the  durability  of  the  foam  is  further  increased 
by  adding  small  portions  of  formaldehyde. 

On  account  of  its  structure  the  material 
produced  will  be  light  and  heat-proof,  and  it 

MAY  AT  PLEASURE  BE  MANUFACTURED  IN  SHAPED 
SLABS,  WHICH  ARE  FASTENED  ON  WITH  CEMENT  OR 
NAILS,  OR  WHICH  ARE  CAST  ON  THE  PREMISES  *. 

Claims : 

Method  of  manufacturing  porous  building 

MATERIALS  FROM  SUBSTANCES,  WHICH  ARE  SETTING 
WHEN  MIXED  WITH  WATER  OR  OTHER  FLUIDS,  CHARAC¬ 
TERIZED  BY  THE  FACT  THAT  FOAMY  SUBSTANCES,  FROM 
WHICH  FOAM  IS  PRODUCED  BEFORE  THE  SETTING,  FOR 

instance  by  the  introduction  of  compressed  air 
OR  FOAM  ALREADY  DEVELOPED  FROM  SUCH  SUBSTANCE, 
ARE  ADDED  TO  THE  MIXING  FLUID  OR  TO  A  MIXTURE  OF 
SAME  AND  THE  SETTING  SUBSTANCE. 

2.  Method  as  stated  in  claim  1,  character¬ 
ized  BY  THE  FACT  THAT  THE  FOAMY  SUBSTANCE  CON¬ 
SISTS  OF  A  MUCILAGE,  FOR  INSTANCE  tangin. 

3.  Method  as  stated  in  claims  1  and  2,  char¬ 
acterized  by  adding  gelatine  TO  THE  FOAMY  sub¬ 
stance. 
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4.  Method  as  stated  in  claims  1-3,  charac- 
acterized  by  adding  formaldehyde  to  the  foamy 
substance  or  to  the  foam. 

The  formula  of  foam  compound  as  thus  disclosed 
by  Bayer  is: 

Mucilage 

Sea-tang  (tangin)  . Inconsiderable 

Gelatine . .  .Inconsiderable 

Formaldehyde  . Small  portion 

Water . No  amount  indicated 

It  has  already  been  emphasized  that  the  making  of 
a  stable  or  tenacious  foam  is  of  the  essence  of  the  in¬ 
vention  here  in  issue. 


In  striking  contrast  to  the  vagueness  and  incom¬ 
pleteness  of  this  alleged  disclosure  by  Bayer  for  pro¬ 
ducing  this  foam  are  the  complete  and  fully  adequate 
disclosures  given  by  the  parties  Rice  and  Roos,  to  wit: 


RICE 

Glue  . 1% 

Water  . 98-4/5 7c 

Formulin  (containing 
40  °/c  f ormaledhyde ) 

1/5  of  1% 


ROOS 

Soap  Bark .  1  part 

Water  . 160  parts 

Calcined  Gypsum, 

200  parts 


It  is  to  be  noted  that  Bayer's  specification  as  above 
set  forth  states  as  follows  concerning  the  making  of 
his  foam: 

“As  foamy  substance  different  kinds  of  muci¬ 
lage ,  for  instance,  the  mucilage  obtained  from  sea- 
tang,  the  so-called  tangin,  may  be  used.  The  dur¬ 
ability  of  the  foam  obtained  from  such  substances 
may  be  increased  by  adding  gelatine.  The  quan¬ 
tities  required  of  these  substances  are  inconsider¬ 
able,  and  consequently  the  manufacturing  process 
is  very  cheap."  (Italics  ours) 

It  is  to  be  noted  from  the  above  specification  that 
Bayer  first  states  that  as  foamy  substance  different 
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kinds  of  mucilage  may  be  used,  he  does  not  state  which 
kinds  of  mucilage  can  be  used  and  which  kinds  cannot 
be  used. 

Jerome  Alexander,  the  foremost  authority  in  this 
country  on  mucilages,  testified  in  the  Supreme  Court 
Proceeding,  (R.,  Vol.  IV,  p.  1100)  that  there  were  at 
least  100  kinds  of  mucilages  and  that  all  by  no  means 
could  be  used  to  make  any  kind  of  foam  let  alone  a 
tenacious  foam.  Bayer  introduced  no  evidence  whatso¬ 
ever  tending  to  prove  that  all  mucilages  as  a  class  could 
be  used  as  “foamy  substance.”  It  therefore  appears  at 
the  outset  of  a  consideration  of  Bayer’s  specification 
that  his  reference  to  “different  kinds  of  mucilage”  is  in¬ 
definite  in  that  it  refers  to  a  portion  of  the  class  of  muci¬ 
lages  without  stating  which  portion  and  the  limits  of 
that  portion. 

Let  us  now  consider  Bayer’s  specific  example.  He 
states  “as  foamy  substance  different  kinds  of  mu¬ 
cilage,  for  instance,  the  mucilage  obtained  from  sea- 
tang,  the  so-called  tangin  may  be  used.  Here  Bayer 
directs  one  to  the  use  of  “the  so-called  tangin”  which 
he  described  as  being  “the  mucilage  obtained  from  sea- 
tang.”  The  word  “tangin”  is  nowhere  defined  in  this 
case.  Witness  Alexander,  testified  that  the  word  “tan¬ 
gin”  is  nowhere  to  be  found  in  the  English  dictionaries. 
(R.,  Vol.  IV,  p.  1100).  He  also  testified  that  he  had 
made  a  search  for  it  in  the  scientific  literature  relating 
to  mucilages  and  that  he  was  unable  to  find  any  men¬ 
tion  or  reference  thereto.  He  further  testified  that  it 
was  nowhere  to  be  obtained  on  the  American  market. 
No  testimony  has  been  offered  in  rebuttal  of  this  testi¬ 
mony.  In  fact,  Bayer’s  own  witnesses,  Huntly,  Miner, 
and  MacBride  all  admitted  that  they  were  unable 
to  define  the  word  “tangin.”  Witness  Huntly  testified 
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(R.,  Vol.  IV,  pp.  1088)  that  he  judged  from  the  context 
of  the  application  that  “tangin”  was  a  trade  name  and 
that  other  than  that  he  knew  nothing  about  it.  We 
therefore  submit  that  the  use  of  the  word  “tangin”  is  in 
itself  fatal  to  the  Bayer  disclosure.  However,  let  us  con¬ 
sider  Bayer’s  own  description  of  the  word  as  contained 
in  his  specification. 

As  above  pointed  out,  Bayer  states  “for  instance, 
the  mucilage  obtained  from  sea-tang,  the  so-called  tan¬ 
gin.”  In  other  words,  as  above  stated,  he  describes 
“tangin”  as  being  the  mucilage  obtained  from  sea-tang. 
“Sea-tang,”  however,  is  a  generic  word  referring  gen¬ 
erally  to  the  whole  class  of  seaweeds.  No  specific  sea¬ 
weed  is  mentioned  in  the  specification.  Having  so  speci¬ 
fied  the  whole  class,  the  burden  was  on  Bayer  to  prove 
that  seaweeds  as  a  class  would  satisfy  his  purpose,  or, 
at  least,  to  name  one  seaweed  from  which  such  a  muci¬ 
lage,  “the  so-called  tangin,”  as  would  produce  a  tena¬ 
cious  foam  could  be  made.  He  has  done  neither.  Neith¬ 
er  does  he  specify  the  means  for  obtaining  mucilage 
from  “sea-tang.”  His  specification  is  totally  silent  as 
to  this.  We  therefore  submit  that  in  this  respect  also 
Bayer’s  specification  is  fatally  defective. 

The  testimony  in  this  case  proves  that  the  addition 
of  caustic  soda  or  some  other  alkali  to  the  solution  of  a 
seaweed  and  water  is  necessary  in  order  to  obtain  such 
a  mucilage  as  will  produce  a  tenacious  foam.  Witness 
Alexander  testified  (R.,  Vol.  IV,  p.  1097)  that  the  appli¬ 
cation  of  caustic  soda  or  any  alkali  to  a  solution  of  sea¬ 
weed  and  water  converted  the  nitrogenous  material  of 
the  seaweed  into  a  foam-producing  substance.  Witness 
Jacobsen,  called  on  behalf  of  Bayer,  testified  (R.,  Vol. 
IV,  p.  1132)  that  caustic  soda  “would  draw  out  some 
substance  of  it”  (the  seaweed).  The  solution  which 
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Phillipson,  Jacobsen,  and  Meyer  used  in  open  court  with 
which  to  make  their  foam  contained  caustic  soda.  Rice's 


exhibits  A-3  and  A-4  very  clearly  show  the 
caustic  soda  upon  seaweed. 


effect  of 


We  desire  to  impress  upon  the  Court  the  fact  that 
a  mucilage  may  be  obtained  from  seaweeds  without  the 
use  of  caustic  soda,  and  is  just  as  much  a  mucilage  as 
though  caustic  soda  or  any  other  alkali  had  been  em¬ 
ployed  in  its  making.  Therefore,  the  words  in  the  dis¬ 
closure,  “the  mucilage  obtained  from  sea-tang,  the  so- 
called  tangin,”  gives  no  teaching  whatever  of  the  use 
of  caustic  soda,  because,  as  before  stated,  a  mucilage 
can  be  made  from  seaweed  without  it,  from  which,  how¬ 
ever,  a  tenacious  foam  can  not  be  made. 


In  other  words  a  mucilage  is  just  as  much  a  muci¬ 
lage,  regardless  of  whether  or  not  the  use  of  caustic 
soda  or  any  alkali  has  been  employed  in  its  making. 

Rice’s  exhibits  Z-l,  the  Pharmacopoeia  of  the 
United  States  of  America;  Z-2,  the  National  Formulary, 
5th  edition;  and  Z-3,  the  National  Formulary;  3d  edi¬ 
tion,  were  introduced  in  evidence  to  prove  that  these 
nationally  recognized  formularies  nowhere  mention  the 
necessity  for  or  practice  of  using  caustic  soda  in  mak¬ 
ing  mucilage  from  seaweeds.  Formulae  for  making  the 
following  mucilages  are  contained  in  these  exhibits: 

“The  Pharmacopoeia  of  the  United  States  of 
America”,  (R.,  Vol.  IV,  p.  1152) 

page  243 — Mucilage  of  Gum  Arabic.  (R.,  Vol. 
IV,  p.  1153 ) 

page  243 — Mucilage  of  Tragacanth.  (  R.,  Vol. 
IV,  p.  1153) 

“The  National  Formulary,  5th  Edition”,  (R., 
Vol.  IV,  p.  1155) 

page  163 — Mucilage  of  Chondrus  ( Irish  moss ) , 
(R.,  Vol.  IV,  p.  1156) 
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page  164 — Mucilage  of  Sassafras  Pith.  (R.. 

Vol.  IV,  p.  1157) 

“The  National  Formulary,  3rd  Edition”,  (R.. 

Vol.  IV,  p.  1158 ) 

page  113 — Mucilage  of  Irish  moss.  (R.,  Vol. 

IV,  p.  1159 ) 

page  114 — Mucilage  of  dextrine.  (R.,  Vol.  IV, 

p.  1160 ) 

page  115 — Mucilage  of  salep.  (R.,  Vol.  IV,  p. 

1161 ) 

Although  it  appears  in  this  case  that  caustic  soda 
or  some  other  alkali  is  a  necessary  ingredient  of  a  mu¬ 
cilage  made  from  seaweed  from  which  a  tenacious  foam 
can  be  produced,  its  use  is  nowhere  specified  in  the  Bay¬ 
er  specification. 

As  before  stated,  and  as  shown  by  the  Pharmaco¬ 
poeia  of  the  United  States,  The  National  Formulary, 
and  other  evidence  in  this  case,  caustic  soda  or  any 
other  alkali  is  not  ordinarily  used  in  producing  a  muci¬ 
lage  from  seaweed.  Bayer's  disclosure  is  therefore  in¬ 
sufficient  because  all  that  he  discloses  as  a  “foaming 
substance”,  is  the  use  of  a  “mucilage  obtained  from  sea¬ 
weed”.  A  mucilage  obtained  from  seaweed  without  the 
use  of  caustic  soda  or  any  alkali,  however,  as  before 
stated,  will  not  produce  a  tenacious  foam,  as  the  evi¬ 
dence  in  this  case  conclusively  proves,  and  therefore, 
we  submit  Bayer's  disclosure  is  insufficient  because  it 
does  not  disclose  the  use  of  this  material  ingredient. 

As  above  set  forth,  Bayer  next  states  “the  dura¬ 
bility  of  the  foam  obtained  from  such  substances  may 
be  increased  by  adding  gelatine.  The  quantities  re¬ 
quired  of  these  substances  are  inconsiderable,  and  con¬ 
sequently  the  manufacturing  process  is  very  cheap.” 

“In  certain  cases  it  may  be  observed  that  the  dur¬ 
ability  of  the  foam  is  further  increased  by  adding  small 
'portions  of  formaldehyde.” 
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The  proportions  of  gelatine  and  formaldehyde  are 
thus  described  by  Bayer  as  “inconsiderable”  and  “small 
portions”.  The  words  “inconsiderable”  and  “small  por¬ 
tions”  we  submit  are  comparative  words.  They  ap¬ 
proach  a  slight  degree  of  definiteness  only  when  used 
in  conjunction  with  the  stating  of  other  proportions 
with  which  they  are  to  be  compared.  However,  Bayer 
states  no  other  proportions  whatsoever,  and  therefore 
fails  to  attach  even  the  slightest  degree  of  definiteness 
to  his  words  “inconsiderable”  and  “small  portions.” 

We  therefore  submit  that  the  disclosure  of  Bayer’s 
Danish  patent  application  is  insufficient  because  (a)  he 
has  failed  to  specify  the  necessary  ingredients  and  (b) 
he  has  failed  to  state  proportions. 

In  the  Patent  Office  Proceeding,  Rice  called  Arthur 
Reilly  as  a  witness.  Mr.  Reilly  testified,  (R.,  Vol.  4,  p. 
1013  )  that  he  is  a  Chemist  and  a  graduate  in  chemical 
engineering  at  the  Catholic  University  of  America ;  that 
for  the  last  seven  years  since  leaving  College  and  after 
Service,  he  has  been  retained  as  a  Chemist  by  the  Insti¬ 
tute  of  Industrial  Research  of  Washington,  D.  ;C.;  that 
during  the  last  four  years  of  that  period  he  was  the 
Chief  Chemist  of  the  Industrial  Research  Laboratories; 
that  as  such  he  was  engaged  in  research  work  on  a 
variety  of  problems  such  as  would  come  into  a  general 
industrial  laboratory,  and  that  he  was  in  charge  of  such 
work. 

Mr.  Reilly’s  complete  Patent  Office  testimony  is  to 
be  found  at  pages  1013  to  1024  of  Volume  IV  of  the  Rec¬ 
ord.  It  shows  that  he  conducted  no  less  than  53  tests 
in  his  ex  parte  work  in  an  endeavor  to  produce  the  cellu¬ 
lar  substances  called  for  by  Bayer’s  Danish  specifica¬ 
tion,  Rice’s  Exhibit  R-la,  but  that  he  did  not  succeed. 
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All  of  the  specimens  made  in  his  work  have  been  put 
in  evidence  as  Rice’s  Exhibits  R-l  to  R-40  inclusive, 
and  in  a  proper  scientific  manner,  all  data  concerning 
the  ingredients,  their  relative  proportions  and  the  tests 
applied  to  the  finished  product  were  kept  in  note  books. 
These  have  been  placed  in  evidence  as  Rice’s  Exhibit 
R-2a. 

Reilly’s  testimony  further  shows  that  this  work 
was  repeated  upon  the  granting  of  additional  time  to 
take  testimony,  and,  in  view  of  the  request  of  Attor¬ 
neys  for  both  Bayer  and  Roos,  and  their  objection  that 
they  had  not  been  privileged  to  witness  the  tests  above 
referred  to,  all  of  these  repeated  tests  by  expert  Reilly 
were  performed  in  the  immediate  presence  of  Attorneys 
for  both  Bayer  and  Roos  and  their  experts  who  were 
likewise  present. 

Reilly’s  testimony  further  shows  that  every  rea¬ 
sonable  compounding  of  the  ingredients  set  forth  in 
Bayer’s  specification  was  tried  and  this  was  done  with¬ 
in  an  appreciable  wide  range  of  quantities  ranging 
from: 

Sea-tang  0.0625  to  0.825% 

Gelatine  0.005  to  0.20  % 

Formaldehyde  0.0037  to  0.148% 

(Rice  Ex.  R.  74,  p.  16) 

The  specimens  produced  constitute  Rice’s  Exhibits 
R41  to  R73  and  R41b  to  R73b,  inclusive.  The  materials 
used  were  Portland  cement,  gypsum  plaster,  sand,  sea- 
tang,  mucilage,  gelatine  and  formaldehyde  (R.,  Vol.  IV, 
p.  1014).  Compressed  air  and  also  carbonic  acid  gas 
were  used  to  produce  the  foam  as  suggested  in  the 
Bayer  paper,  but  the  results  obtained  showed  no  ap¬ 
preciable  improvement  over  those  otherwise  made. 

The  mucilage  content  employed  was  obtained  from 
the  commercial  form  of  sea-tang  known  as  fucus  vesic- 
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ulosus  (R.,  Vol.  IV,  p.  1021),  and  in  this  work  the  sea- 
tang  was  finely  ground,  boiled  in  water  and  strained 
(Exhibit  R74,  R.,  Vol.  IV,  p.  1018) . 

i 

This  witness  was  subjected  to  a  rigorous  cross- 
examination  by  counsel  for  Roos,  but  in  no  instance  was 
his  testimony  in  the  least  shaken. 

The  witness  testified  under  cross-examination  that 
all  of  his  experiments  were  conscientiously!  carried 
through  and  only  successful  in  part.  It  may  be  stated 
here  that  a  valid  reason  for  this  is  because  none  of  the 
proportions  of  ingredients  used  in  the  compound  made 
a  foam  stable  enough  to  stand  up  when  mixed  in  with 
the  plastic  mass.  This  explanation  is  quite  plausible, 
since  Rice  himself  was  obliged  to  carry  on  a  large  num¬ 
ber  of  experiments  before  solving  the  right  proportion 
of  ingredients  in  the  compound.  Having  solved  this 
problem  ( i.  e the  necessary  proportions ) ,  the  same 
were  accurately  set  forth  in  his  patent  application  and 
can  be  found  there.  However,  there  is  nothing  in  the 
Bayer  paper  even  hinting  at  what  the  different  amount 
of  ingredients  should  be  in  forming  the  foam  compound, 
and  Reilly  was  groping  in  the  dark,  perhaps  as  much 
as  Bayer’s  own  experts  experienced  in  their  forty  or 
fifty  ex  parte  or  trial  experiments  made  prior  to  the 
taking  of  Bayer’s  rebuttal  testimony. 


Rice  also  called  Solomon  F.  Acree  in  the  Patent 
Office  Proceedings,  who  testified  (R.,  Vol.  IV,  p.  1024) 
that  he  is  a  Chemist,  having  received  his  Bachelor  of 
Science  Degree  at  the  University  of  Texas  in  1896  and 
his  Master  Degree  in  Chemistry  in  the  same  Institution 
in  1897 ;  that  he  did  post  graduate  work  at  the  Univer¬ 
sity  of  Chicago  for  his  Degree  of  Doctor  of  Philosophy 
in  Chemistry  up  to  1902 ;  that  he  did  post  graduate  work 
at  the  University  of  Berlin  in  1903  and  1904;  that  he 


has  filed  about  fifteen  patents  in  this  Country  and 
abroad,  most  of  them  dealing  either  in  subjects  of  chem¬ 
istry  such  as  the  utilization  of  wood  for  the  production 
of  chemicals  and  also  some  in  the  electrical  chemical 
lines  involving  colloids;  that  he  was  connected  with  the 
United  States  Government’s  prosecution  in  the  so-called 
‘‘Bleached  Flour”  trials  in  Kansas  City  in  1909 ;  that  he 
was  connected  with  the  so-called  Whiskey  and  Alcohol 
Cases  in  about  1910;  that  he  was  connected  with  other 
Government  prosecutions  as  set  forth  at  R.,  Vol.  IV,  p. 
1024;  and  that  he  read  Bayer’s  Danish  Patent  Applica* 
tion,  Rice’s  Exhibit  R-la. 

Dr.  Acree’s  complete  Patent  Office  Testimony  is  to 
be  found  at  pages  1024  to  1044  of  Volume  IV  of  the 
Record.  It  shows  that  he  conducted  several  ex  parte 
tests  and  testified  respecting  them.  All  of  his  work 
notes  were  carefully  kept  and ,  together  with  the  speci¬ 
mens,  have  been  placed  in  this  Record  as  Rice’s  Exhibits 
A1  to  A9,  (R.,  Vol.  IV,  p.  1026). 

In  his  inter  partes  experiments  counsel  for  Roos 
and  Bayer,  together  with  their  experts,  Dr.  Marks  and 
Mr.  Roos,  were  present.  All  tests  and  material  made 
were  under  their  immediate  observation,  and  the  forty 
specimens  made  were  put  in  evidence  as  Rice’s  Exhibits 
A50  to  A92,  inclusive  (R.,  Vol.  IV,  p.  1030).  All  data 
pertaining  to  the  materials  used,  their  relative  propor¬ 
tions,  and  manner  of  compounding  were  set  forth  in 
detail  and  by  resume  ( Rice’s  Exhibit  A93 ) .  The  speci¬ 
mens  were  tested  and  the  results  recorded  (R.,  Vol.  IV, 
p.  1031 ) . 

The  foam  used  in  making  the  articles  was  produced 
after  the  same  manner  followed  by  witness  Reilly,  and 
the  sea-tang  material  was  a  part  of  the  commercial 
kind  produced  by  him  ( Reilly )  in  the  open  market.  An 
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appreciably  wide  range  of  different  compounds  were 
made  up,  and  also  many  different  concentrations  of 
mucilage  were  used. 

i 

In  particular  Acree  used  a  mucilage  made  from  10 
parts  of  sea-tang  and  100  parts  of  water  (Rice  Ex.  93), 
which  was  four  times  as  concentrated  as  Reilly’s  25 
per  cent  sea-tang  mucilage  ( Rice  Ex.  R74 ) .  This  there¬ 
fore  made  Rice’s  demonstrations  cover  a  very  wide 
range  to  give  every  chance  for  successfully  carrying 
out  the  Bayer  disclosure.  The  final  results  of  Acree’s 
work  were  but  slightly  better,  if  at  all,  than  the  results 
of  Reilly,  the  sole  exception  perhaps  being  Rice’s  Ex¬ 
hibits  A80-A86,  which  have  been  seized  upon  with 
avidity  by  counsel  for  Bayer. 

Photomicrographs  of  these  two  specimens  have 
been  entered  as  Exhibits  Nos.  4  and  5  on  behalf  of 
Bayer.  They  have  been  discussed  elsewhere  in  the 
Record,  and  need  not  be  further  referred  to  here,  other 
than  by  the  suggestion  that  if  they  do  in  truth  dis¬ 
close  the  cellular  material  then  the  proportions  of  the 
ingredients  used  in  the  material  for  their  making 
should  have  been  set  forth  in  the  Bayer  paper ,  and  not 
left  to  be  determined  by  a  long  series  of  experiments, 
such  as  was  necessary  in  their  production. 

j 

The  results  of  none  of  Acree’s  experiments  pro¬ 
duced  a  specimen  of  cellular  material  such  as  is  implied 
can  be  produced  by  following  the  disclosure  of  Bayer’s 
said  Application  (R.,  Vol.  IV,  p.  1040). 

j 

In  the  Patent  Office  Proceedings,  Rice  also  called 
Joseph  W.  Harris  who  testified  (R.,  Vol.  IV,  pp.  1044, 
1045 )  that  he  is  a  Patent  Attorney  specializing  ih  chem¬ 
ical  cases  and  allied  subject  matter  with  offices  at  the 
Washington  Loan  &  Trust  Bldg.,  Washington,  D. 
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that  he  studied  chemistry  and  metallurgy  and  allied 
subject  matter  at  the  University  of  Pennsylvania;  that 
he  was  engaged  as  an  assistant  experimenter  in  elec¬ 
tro-chemistry  and  metallurgy  in  a  private  laboratory 
of  Mr.  T.  A.  Edison,  at  Orange,  N.  J.,  for  several  years. 
Mr.  Harris  further  testified  at  page  1045  of  Vol.  IV  of 
the  Record,  concerning  his  own  experience  as  a  chem¬ 
ist  and  also  that  he  has  had  over  nine  years  experi¬ 
ence  in  the  United  States  Patent  Office  as  an  examiner 
in  the  art  of  chemistry.  Mr.  Harris’  complete  Patent 
Office  testimony  is  to  be  found  at  pages  1044  to  1053 
of  Vol.  IV  of  the  Record.  In  it,  Mr.  Harris  testifies 
that  in  his  opinion  the  Bayer  disclosure  is  decidedly 
insufficient  to  support  a  valid  patent.  Mr.  Harris  tes¬ 
tified  (R.,  Vol.  IV,  p.  1052)  : 

“My  conclusions  are  that  since  the  Danish  ap¬ 
plication  *  *  *  does  not  give  the  information 

as  required  by  said  section,  and  does  not  comply 
with  the  Statute,  it  is  impossible  for  a  patent  to 
be  based  thereon.  *  *  *  Bayer  being  a  for¬ 

eigner,  it  is  required  under  said  Section  4888,  and 
also  under  Section  4887,  that  any  foreign  applica¬ 
tion  on  which  he  desires  to  use  as  the  date  of  his 
United’  States  application,  shall  comply  with  the 
United  States  statutes  as  they  are  enforced  against 
all  other  applicants  for  United  States  patents.” 

Frank  W.  Dahn  was  also  called  as  a  witness  on  be¬ 
half  of  Rice  in  the  Patent  Office  Proceedings.  Mr.  Dahn’s 
complete  testimony  is  to  be  found  on  pages  1053  and 
1054  of  Vol.  IV  of  the  Record.  Mr.  Dahn  therein  quali¬ 
fies  as  one  familiar  with  the  Danish  language  and  testi¬ 
fied  that  Rice’s  Exhibit  R-la  is  a  correct  translation  of 
Bayer’s  Danish  Application  which  was  filed  in  the  Dan¬ 
ish  Patent  Office  on  September  11,  1922. 

Rice  also  called  Karl  P.  McElroy  as  a  witness  in 
the  Patent  Office  Proceedings.  Mr.  McElroy’s  complete 
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testimony  is  to  be  found  at  page  1054  of  Volume  IV  of 
the  Record.  Mr.  McElroy  testified  that  he  is  a  Chemist 
and  Patent  Solicitor  by  occupation;  that  he  has  had 
experience  as  a  patent  expert  in  chemical  cases  before 
the  Courts;  that  he  has  testified  in  many  cases  before 
the  Courts  involving  chemical  matters ;  that  he  has  seen 
Bayer’s  Danish  Application,  Rice’s  Exhibit  R-la,  which 
was  furnished  to  Rice  by  Counsel  for  Bayer  as  a  copy 
of  an  English  Translation  of  Bayer’s  Danish  Applica¬ 
tion  of  September  11,  1922.  Mr.  McElroy  further  testi¬ 
fied,  (R.,  Vol.  IV,  p.  1054)  that:  j 

“I  regard  this  disclosure  as  turbid  and  scanty. 
There  is  no  particular  direction  as  to  what  is  to  be 
done  with  what,  and  for  what  purpose.  There  is 
no  specific  example  on  which  the  language  of  the 
application  can  be  read.  I  consider  the  absence  of 
this  information  to  be  a  vital  defect  in  so  far  that 
it  would  require  experimentation  to  successfully 
practice  the  invention.  A  patent  is  directed  to  those 
skilled  in  the  art  and  is  supposed  to  tell  directly 
what  is  to  be  done,  sufficient  for  those  skilled  in 
the  art  to  practice  it.  As  regards  this  particular 
art,  it  is  a  new  one  to  me,  and  I  do  not  know  of  any¬ 
body  skilled  in  the  art.  As  this  .application  stands 
it  would  not  comply  with  Section  4888  of  the  Re¬ 
vised  Statutes.  There  is  no  sufficient  disclosure 
of  anything  operative.” 

Karl  Fenning  also  testified  in  the  Patent  Office  Pro¬ 
ceedings.  Mr.  Fenning’s  complete  Patent  Office  testi¬ 
mony  is  to  be  found  at  pages  1054  to  1058,  incl.  of  Vol. 
IV  of  the  Record.  Mr.  Fenning  testified,  (R.,  Vol.  IV, 
p.  1056 )  that  he  is  unable  to  find  in  Bayer’s  Danish  Ap¬ 
plication  of  September  11,  1922  any  disclosure  in  exact 
terms  or  in  clear  terms  or  in  full  terms,  consequently 
not  in  concise  terms,  which  would  enable  one  to  com¬ 
pound  the  composition  of  matter  which  is  discussed  in 
this  Application.  Mr.  Fenning  further  states,  (R.,  Vol. 
IV,  p.  1056)  : 
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“To  be  sure  the  description  does  not  set  out 
a  desire  and  purpose  and  end  to  be  obtained;  it 
suggests  a  theory  which  may  guide  one  in  conduct¬ 
ing  experiments  to  reach  this  desired  end.” 

In  the  Patent  Office  Proceedings,  Bayer  attempted 
to  justify  his  disclosure.  He  called  four  expert  wit¬ 
nesses  in  rebuttal.  They  were  J.  Francis  McBride, 
whose  complete  testimony  is  to  be  found  at  page  1066 
of  Vol.  IV  of  the  Record;  Carl  S.  Miner,  whose  testi¬ 
mony  is  to  be  found  at  pages  1066  to  1076  of  Vol.  IV 
of  the  Record ;  Arthur  H.  Carpenter,  whose  testimony  is 
to  be  found  at  pages  1076  to  1079  of  Vol.  IV  of  the  Rec¬ 
ord,  and  Phillip  C.  Huntley,  whose  testimony  is  to  be 
found  at  pages  1079  to  1089  of  Vol.  IV  of  the  Record. 
All  of  these  witnesses  testified  a  considerable  time  after 
Rice’s  experts  had  testified  and  they  therefore  had  the 
full  benefit  of  the  latter’s  work.  We  shall  very  briefly 
comment  upon  their  testimony. 

MacBride  upon  direct  examination  testified  that 
he  was  familiar  with  the  plant  to  which  the  name 
“tangin”  applies,  but  upon  cross-examination  he  ad¬ 
mitted  (R.  Vol.  IV,  p.  1078)  that  he  did  not  know 
what  “tangin”  was  chemically;  that  while  he  read  of  it 
before,  he  could  not  refer  to  any  authority  concerning 
it  because  he  had  forgotten  the  authority;  that  if  given 
a  reasonable  amount  of  time,  two  or  three  days,  he 
thought  he  could  find  some  authority  referring  to  the 
word  “tangin”.  Such  an  authority  was  never  produced, 
however,  by  MacBride  or  any  other  witness  who  testi¬ 
fied  on  behalf  of  Bayer.  MacBride  further  testified 
upon  cross-examination  in  the  Supreme  Court  Proceed¬ 
ing  that  “laminaria”  cannot  be  correctly  spoken  of  as 
either  an  “algin”  or  a  “tangin”;  that  he  would  not  define 
“algin”  and  that  he  would  not  define  “tangin.” 
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The  above  referred  to  testimony  of  MacBride, 
Bayer’s  biological  expert,  shows  that  MacBride  was  de¬ 
cidedly  uncertain  respecting  the  existence  or:  identity 
of  any  material  known  under  the  name  “tangin”.  We 
again  desire  to  call  the  attention  of  this  Honorable 
Court  to  the  fact  that  no  witness  called  by  any  party, 
experts  or  otherwise,  was  able  to  identify  the  mys¬ 
terious  substance  which  Bayer  calls  “tangin”. 

MacBride  further  testified  (R.,  Vol.  IV,  p.  1077), 
that  the  seaweed  used  by  Bayer’s  said  experts  at  Chi¬ 
cago  is  a  particular  species  designated  “laminaria.” 
Bayer’s  Patent  Office  testimony  further  discloses  that 
this  rare  substance  was  furnished  by  one  of  Bayer’s 
experts,  Dr.  Carl  Marks,  but  who,  strangely  enough, 
was  never  called  as  a  witness.  Concerning  this  “lam¬ 
inaria”,  MacBride  testified  (R.,  Vol.  IV,  p.  1Q77)  that 
“laminaria”  is  “a  sort  of  seaweed”,  and  that  all  of  the 
experiments  made  by  Bayer’s  experts  in  Chicago  were 
made  with  “laminaria”. 

Bayer’s  witnesses  do  not  tell  us  where  this  par¬ 
ticular  species  of  “laminaria”  might  be  obtained.  The 
Record  discloses  that  the  “laminaria”  which  they  used 
was  procured  by  Marks,  delivered  by  him  to  witness 
MacBride  and  in  turn  was  delivered  by  MacBride  to 
witnesses  Miner  and  Huntley.  The  source  of  its  origin 
is  not  disclosed  in  the  Record  though  it  could  easily 
have  been  given  by  Bayer  calling  the  said  Mr.  Marks 
as  a  witness.  Mr.  Marks  was  present  during  all  the  ex¬ 
periments  which  were  made  by  Rice’s  experts.  He  was 
also  present  during  all  the  experiments  which  were  made 
by  Bayer’s  witnesses  and  during  the  taking  of  their  tes¬ 
timony.  The  reason  of  this  mystery  and  silence  by 
Marks  is  left  wholly  to  conjecture.  However,  referring 
to  this  mysterious  “laminaria”,  MacBride  testified  (R., 
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Vol.  IV,  p.  1078)  that  the  sample  of  “laminaria”  which 
he  handed  to  Mr.  Miner  had  been  packed  in  ice.  Mac- 
Bride  further  testified  (R.,  Vol.  IV,  p.  1078)  that  while 
he  has  no  doubt  that  “laminaria”  can  be  purchased 
fresh  if  one  desires  it  that  way,  he  recollects  having 
seen  it  in  the  dried  form  upon  the  market. 

The  Record  further  discloses  that  in  all  of  the  ex¬ 
periments  made  by  Bayer’s  witnesses,  Miner  and  Hunt- 
ley,  both  ex  parte  and  inter  partes,  the  “Laminaria” 
employed  therein  was  kept  packed  on  ice  in  an  ice  cream 
freezer.  It  seems  to  have  been  advisable  to  keep  it  in 
this  condition  as  a  matter  of  precaution.  Concerning 
the  same,  Miner  testified  (R.,  Vol.  IV,  p.  1076)  that  he 
kept  the  said  “Laminaria”  iced  “as  a  matter  of  precau¬ 
tion.” 

Miner  further  testified  (R.,  Vol.  IV,  p.  1068)  that 
he  tried  more  than  one  proportion  of  mucilage  and 
water;  that  all  of  these  proportions  were  not  equally 
satisfactory;  that  his  best  proportions  were  probably 
in  the  vicinity  of  2%  of  Laminaria  to  98%  of  wrater, 
though  proportions  above  and  below  that  worked  sat¬ 
isfactorily  and  that  he  did  not  make  a  large  number 
of  experiments  so  that  he  did  not  want  to  be  under¬ 
stood  as  saying  that  he  knew  what  the  best  proportion 
is,  but  that  2%  of  Laminaria  to  98%  of  water  is  a  good 
proportion  among  the  few  that  he  worked  with. 

Miner  further  testified  (R.,  Vol.  IV,  p.  1071)  that 
“inconsiderable  quantities”  as  used  in  the  Bayer  speci¬ 
fication  means  “small  quantities,”  whatever  that  may 
signify  in  the  present  case.  He  testified  (R.,  Vol.  IV, 
p.  1071 )  that  he  understands  the  words  “inconsiderable 
quantities”  as  used  in  the  Bayer  specification  to  mean 
that  the  quantities  required  are  small;  that  he  would 
say  that  the  range  of  these  small  quantities  that  he  used 


in  these  experiments  was  approximately  from  *4  to 
Vs  of  1%  in  the  solution. 

The  Record  further  discloses  that  Bayer’s  witness, 
Miner,  conducted  quite  a  few  ex  parte  experiments  and 
that  the  material  “Laminaria”  then  used  was  obtained 
from  the  said  Doctor  Marks.  Miner  testified  (R.,  Vol. 
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IV,  p.  1071 )  that  his  first  ex  parte  experiment  was  con¬ 
ducted  soon  after  his  first  talk  with  Mr.  Newton,  coun¬ 
sel  for  Bayer,  which  was  early  in  December,  1926;  that 
this  experiment  was  conducted  in  his  laboratory  and 
he  is  not  sure  that  any  one  else  was  present;  that  he 
obtained  the  Laminaria  for  this  experiment  from  Mr. 
Marks;  that  when  he  received  this  Laminaria,  it  was 
immersed  in  water;  and  that  he  had  never  seen  this 
particular  kind  of  Laminaria  before. 


The  Record  further  discloses  that  no  notes  were 
taken  respecting  this  ex  parte  or  trial  experiments  of 
Miner’s  and  that  the  results  of  these  trial  experiments 
have  not  been  introduced  in  evidence.  This  fact  leads 
to  but  one  natural  inference.  The  results  of  these  trial 
experiments  of  Miner’s  were  not  successful  for  cer¬ 


tainly,  if  they  had  been,  they  would  have  been 
in  evidence. 
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Mr.  Miner  is  able  to  give  us  absolutely  no  enlight¬ 
enment  on  the  mysterious  “Laminaria”  which  was  used 
by  Bayer’s  expert  witnesses  in  Chicago  and  the  same  is 
true  concerning  “tangin”  (see  R.,  Vol.  IV,  p.  1072) . 

Miner  further  testified  that  his  specimen  marked 
Ex.  8  is  the  one  that  he  considers  the  best  product  (R., 
Vol.  IV,  p.  1073).  His  testimony  concerning  what  the 
proportions  which  he  used  in  this  experiment  w^ere  is 
very  significant.  He  testified  (R.,  Vol.  IV,  p.  1073)  that 
his  specimen  marked  Ex.  8  contained  approximately 


58 


15%  of  solids  of  the  seaweed  in  the  solution  which  he 
used  and  that  he  used  twenty-five  spoonfuls  of  foam  but 
he  would  not  be  able  to  say  exactly  how  much  mucilage 
this  foam  contained. 

We  again  desire  to  call  the  attention  of  this  Hon¬ 
orable  Court  to  the  fact  that  Bayer  in  his  said  Danish 
Application  specifies  no  proportions  whatsoever. 

Miner  further  testified  (R.,  Vol.  IV,  p.  1073)  that 
of  the  tests  that  he  made,  15%  of  mucilage  gave  him  the 
best  result  and  that  he  is  of  the  opinion  that  there  are 
certain  proportions  which  could  be  used  that  would  not 
give  a  satisfactory  result.  Miner  then  made  the  very 
important  admission  (R.,  Vol.  IV,  p.  1073)  that  a  chem¬ 
ist  having  the  mucilage  to  start  with  would  have  to  de¬ 
termine  for  himself  the  best  proportions  to  give  the  best 
results  “by  his  own  work  and  judgment.” 

This  testimony  of  Miner’s  shows  clearly  that 
Bayer’s  foam  compound  can  be  produced,  if  at  all,  only 
within  certain  limited  and  known  proportions  which  are 
not  disclosed,  and  that  his  compound  is  clearly  not  work¬ 
able  when  beyond  that  range.  To  repeat,  Bayer’s  own 
witness  Miner  admitted  that  “he  would  have  to  deter¬ 
mine  the  best  proportions  to  give  the  best  results  by 
his  own  work  and  judgment”  (R.  Vol.  IV,  p.  1073). 

Miner’s  complete  testimony  is  replete  with  state¬ 
ments  clearly  showing  his  uncertainty  as  to  what 
amounts  of  materials  would  or  would  not  work  to  pro¬ 
duce  Bayer’s  foam  compound.  He  testified  (R.,  Vol.  IV, 
p.  1073)  that  he  does  not  know  positively  about  any 
percentages  other  than  those  which  he  tried. 

Concerning  the  “Laminaria”  which  all  of  Bayer’s 
witnesses  used  in  their  experiments,  Miner  testified 
(R.,  Vol.  IV,  p.  1074)  that  the  material  was  packed  in 
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ice  when  he  received  it  and  that  it  had  been  shipped  by 
one  Conroy  of  Massachusetts  upon  the  instruction  of  the 
said  Mr.  Marks;  that  Mr.  Marks  had  arranged  with  the 
said  Conroy  to  send  that  material  to  him. 

So  far  as  the  disclosures  of  the  Record  are  con¬ 
cerned,  the  mysterious  “Laminaria”  used  by  j  Bayer's 
experts  in  Chicago  might  have  come  from  the  sea  beds 
of  Denmark.  The  Record  does  not  disclose  its  source. 
The  one  person  who  knows  where  it  came  from,  that  is 
Mr.  Marks,  might  easily  have  told,  but  for  some  un¬ 
known  reason  he  was  not  called  to  testify.  Marks  was 
present  at  all  the  experiments  and  testimony  by  Bayer's 
experts,  and  also  during  the  experiments  and  testimony 
of  Rice's  experts.  Why  was  not  Marks  called  to  iden¬ 
tify  this  material  and  tell  from  whence  it  came? 

Miner’s  notes  which  recorded  his  experiments,  and 
which  he  referred  to  while  testifying,  were  inot  in¬ 
troduced  in  evidence  by  Bayer. 

i 

Bayer's  witness,  Carpenter,  testified  in  the  Patent 
Office  Proceedings  concerning  two  specimens  made 
by  Dr.  Acree  (Rice's  Exhibits  A-80  andlA-86). 
Carpenter’s  complete  Patent  Office  testimony  is  to  be 
found  at  pages  1076  and  1077  of  Volume  IV  of  the 
Record.  His  testimony  shows  that  he  made  photo¬ 
micrographs  of  cross-sections  of  Rice’s  Exhibits 
A-80  and  A-86  and  these  photomicrographs  have 
been  entered  in  evidence  as  Bayer's  Exhibit  Nos. 
4  and  5.  The  cross-section  of  each  of  these  Exhibits 
was  magnified  four  diameters  resulting,  of  course,  in 
the  material  being  magnified  sixteen  times.  |  Under 
these  conditions,  the  material  shows  voids,  but  this  is 
unimportant.  Any  cementitious  material  magnified  six¬ 
teen  times  in  cross-section  would  show  voids.  Bayer's 
witness  Miner  testified  (R.,  Vol.  IV,  p.  1070)  that  it  is 
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true  that  all  cementitious  bodies  with  which  he  is 
familiar  have  some  porosity  so  that  it  would  be  incor¬ 
rect  to  say  that  an  ordinary  cementitious  material  has 
no  pores  in  it. 

However,  assuming,  but  not  conceding,  that  Dr. 
Acree’s  specimens  are  cellular  products  of  the  kind  Bayer 
speaks  of  in  his  Danish  Application,  these  specimens 
were  produced  only  after  much  experiment,  and,  there¬ 
fore,  emphasized  the  insufficiency  of  Bayer's  disclosure. 
Bayer,  in  his  said  Danish  Application,  gives  no  formula 
or  proportions  by  which  such  samples  could  be  produced 
and  indicates  no  workable  way  to  make  such  products. 

Bayer  also  called  Huntley  as  a  witness  in  the  Pat¬ 
ent  Office  Proceedings.  Bayer  called  Huntley  in  order 
to  supplement  the  work  and  experiments  conducted  by 
Miner,  but  the  result  of  Huntley’s  tests  threw  even 
greater  doubt  on  the  sufficiency  of  Bayer’s  disclosure. 

Huntley  first  began  his  experiments  in  the  mid¬ 
dle  of  December,  1926  (R.,  Vol.  IV,  p.  1080)  and 
evidently  from  that  time  until  just  previous  to  giving 
his  testimony,  he  had  made  many  ex  parte  or  trial  ex¬ 
periments.  It  appears  from  his  testimony  that  90%  of 
his  work  was  on  these  trial  or  ex  parte  experiments  (R., 
Vol.  IV,  p.  1081 ) . 

The  Bayer  specification  states  that  the  mucilage 
may  be  obtained  from  “sea-tang,  the  so-called  tangin”. 
As  heretofore  observed,  the  name  “tangin”  does  not 
appear  in  the  English  language.  Huntley  testified  (R., 
Vol.  TV,  p.  1087)  that  he  did  not  select  the  particular 
seaweed  which  he  used  in  his  experiments;  that  Mr. 
MacBride  furnished  him  the  material  for  the  inter 
partes  test,  and  that  Mr.  Marks  furnished  him  the  ma¬ 
terial  for  the  ex  parte  test. 
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Huntley  further  testified  upon  cross  examination 
(R.,  Vol.  IV,  p.  1083)  that  his  first  experiment  was  con¬ 
ducted  shortly  after  he  was  asked  to  conduct  the  ex¬ 
periments  ;  that  no  one  except  himself  was  present  when 
he  made  his  first  experiment ;  and,  that  part  of  the  speci¬ 
mens  which  he  made  in  his  first  experiment  are  in  his 
laboratory  and  part  of  them  have  been  thrown  out. 

The  Record  thus  discloses  that  Huntley’s  first  ex¬ 
periments  were  conducted  in  the  middle  of  December, 
1926,  a  little  over  a  full  month  prior  to  his  inter  partes 
tests. 

Regarding  his  inter  partes  tests,  Huntley  testified 
(R.,  Vol.  IV,  p.  1080)  that  he  made  four  samples  of  this 
building  material.  The  Record  further  discloses  that 
these  four  specimens  were  only  a  very  small  part  of 
all  those  made  by  Huntley.  Huntley  testified  (R.,  Vol. 
IV,  p.  1081)  that  he  made  forty  or  fifty  specimens  in 
his  ex  parte  tests;  that  some  of  these  specimens  are  in 
his  laboratory  and  others  have  been  thrown  in  the 
scrap  heap;  that  in  both  his  ex  parte  and  inter  partes 
tests  he  made  somewhere  between  forty  and  fifty  speci¬ 
mens  and  of  this  entire  amount  he  submitted  only  four 
inter  partes  blocks  and  the  one  made  without  boiling 
the  Laminaria;  that  between  forty  and  forty-five  of  his 
specimens  were  not  produced  for  examination. 

Huntley  further  testified  that  “tangin”  is  merely  a 
trade-name  and  that  beyond  that  it  has  no  significance. 
He  testified  (R.,  Vol.  IV,  p.  1088)  : 

“RXQ248.  What  is  that  substance  called 
‘tangin’  referred  to  in  the  Bayer  application?  You 
will  find  that  down  near  the  end  of  the  first  page. 
A.  The  so-called  tangin? 

“RXQ249.  Yes?  A.  I  would  judge,  from  the 
context  of  the  application,  that  was  a  trade-name. 

“RXQ250.  Beyond  that,  you  don’t  know  any¬ 
thing  about  it?  A.  Nothing.” 
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Huntley  further  testified  (R.,  Vol.  IV,  p.  1083)  that 
he  defines  an  “inconsiderable  quantity”  as  a  “very  small 
amount”;  that  some  would  say  that  a  “very  small 
amount”  would  be  1%  and  some  would  say  that  a  “very 
small  amount”  would  be  Yi  of  1%,  and  some  would  say 
less  than  that  would  be  a  “very  small  amount”. 

Huntley  further  testified  (R.,  Vol.  IV,  p.  1084) 
that  as  he  understood  Bayer’s  Danish  Application,  “in¬ 
considerable”  as  therein  used,  referred  to  “cheapness  of 
manufacture”;  that  50%  would  not  be  “inconsiderable” 
(R.,  Vol.  IV,  p.  1085) ;  that  95  c.c.  of  water  and  5  c.c.  of 
the  mucilage  would  be  high  (R.,  Vol.  IV,  p.  1085) ;  that 
he  did  not  try  lower  than  2% ;  that  he  did  not  think  % 
of  1%  would  be  tenacious  enough  to  hold  the  gypsum, 
but  that  he  did  not  know,  however,  because  that  was 
getting  “too  inconsiderable.” 

Huntley  further  testified  (R.,  Vol.  IV,  p.  1084)  that 
in  his  inter  partes  experiments  on  January  21st  he 
heated  50  grams  of  Laminaria  and  approximately  300 
c.c.  of  water  together  to  form  his  original  mucilage 
solution. 

Huntley  further  testified  (R.,  Vol.  IV,  p.  1083)  that 
the  best  specimen  which  he  produced,  that  is  the  most 
porous,  he  threw  away.  He  stated  that  of  all  the  speci¬ 
mens  he  made  he  thought  the  lightest  one  gave  a  reduc¬ 
tion  of  about  74%,  but  that  he  threw  this  specimen 
away.  It  is  interesting,  to  say  the  least,  that  this  wit¬ 
ness  threw  away  the  best  specimen  he  produced  during 
his  long  series  of  ex  parte  tests.  Why  he  did  this  is  not 
explained. 

Huntley  further  testified  (R.,  Vol.  IV,  p.  1084)  that 
he  added  5  c.c.  of  a  1  *4%  gelatin  solution  to  200  c.c.  of 
water  and  5  c.c.  of  mucilage  in  one  of  his  ex  parte  tests. 
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He  further  testified  (R.,  Vol.  IV,  p.  1088)  that  in  order 
to  make  his  foam  he  used  about  2 y2%  of  a  1*4%  solu¬ 
tion  of  gelatin  with  water  and  the  mucilage  to  make 
the  foam;  that  he  obtained  his  formaldehyde  from  his 
chemical  laboratory  but  did  not  know  the  concentration 
thereof;  that  he  used  1%  of  this  formaldehyde  solution 
with  the  liquids  to  make  the  foam,  that  is,  he  used  1% 
of  formaldehyde  with  his  mucilage,  water  and  gelatin; 
that  these  proportions  were  used  in  making  his  ex  parte 
tests  which  he  conducted  prior  to  the  making  of  his 
inter  partes  tests. 

Since  Huntley  made  no  attempt  to  use  gelatin  or 
formaldehyde  in  his  inter  partes  tests,  it  is  fair  to  as¬ 
sume  that  the  absence  of  specified  proportions  of  those 
materials  in  the  Bayer  specification  was  fatal  in  his  ex 
parte  work  and,  therefore,  could  not  be  repeated  in  his 
inter  partes  tests.  Both  gelatin  and  formaldehyde  are 
emphasized  and  claimed  by  Bayer  in  his  Danish  dis¬ 
closure.  Bayer’s  specification  specifically  states  that  the 
durability  of  the  foam  is  obtained  by  the  elements 
gelatin  and  formaldehyde  of  the  compound.  'This  re¬ 
quisite  that  the  foam  must  be  durable,  stiff  or  tenacious 
so  as  to  stand  up  has  many  times  been  referred  to  in 
the  discussion  of  the  case  of  Roos,  and  bearing  in  mind 
that  Roos  spent  most  of  his  time  during  June,  July, 
August,  September  and  October  of  1922,  actually  five 
months  in  all,  in  an  endeavor  to  obtain  a  foam  that 
would  stand  up,  what  must  naturally  be  expected  from 
a  disclosure  that  does  not  give  even  the  slightest  hint 
of  the  amounts  of  materials  to  be  used  for  making  the 
foam  sufficiently  durable  to  stand  up. 

Huntley  further  testified  (R.,  Vol.  IV,  p.  10$4)  that 
he  kept  some  of  the  notes  of  his  experiments  and  others 
he  did  not  keep.  Nevertheless,  whatever  notes  may 
have  been  made  by  Huntley  which  related  to  either  his 
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ex  parte  tests  or  his  inter  partes  tests  have  not  been  put 
in  evidence  and  as  a  matter  of  fact  were  not  even  sub¬ 
mitted  to  inspection  by  opposing  counsel  during  the 
taking  of  Bayer’s  depositions  in  Chicago. 

In  the  Supreme  Court  Proceeding,  Jerome  Alex¬ 
ander  testified  concerning  the  sufficiency  of  Bayer’s  dis¬ 
closure.  Mr.  Alexander’s  complete  Supreme  Court  tes¬ 
timony  is  to  be  found  at  pages  1089  to  1121  of  Volume 
IV  of  the  Record.  Mr.  Alexander  testified  (R.,  Vol.  IV, 
pp.  1189,  1190)  that  he  is  a  Consulting  Chemist  and 
Chemical  Engineer,  Chief  Chemist  for  a  number  of 
manufacturing  companies,  a  Fellow  of  the  American 
Association  for  the  Advancement  of  Science,  a  member 
of  the  American  Institute  of  Mining  and  Metallurgical 
Engineers,  and  a  member  and  counsellor  of  the  Amer¬ 
ican  Chemical  Society  and  one  of  its  Abstractors;  that 
he  is  well  acquainted  with  adhesive  materials,  sizings, 
glues,  mucilages,  gums,  and  at  one  time  was  a  manufac¬ 
turer  of  glues  and  gelatins;  that  he  is  an  authority  on 
colloidal  chemistry,  having  written  numerous  books  on 
that  subject;  and,  that  mucilages,  glues  and  gelatins 
are  his  specialties  in  this  field.  Dr.  Alexander  testified 
(R.,  Vol.  IV,  p.  1091)  that  one  would  have  to  find  out  by 
conducting  an  experiment  just  how  much  sea-tang  he 
would  use  in  an  attempt  to  follow  Bayer’s  disclosure; 
that  sea-tang  is  a  general  term  and  means  any  one  of 
a  large  number  of  seaweeds;  that  the  expression  “sea- 
tang”  is  highly  indefinite  in  itself;  that  the  dictionary 
defines  “sea-tang”  as  “any  one  of  a  number  of  different 
kinds  of  seaweed” ;  that  the  term  “sea-tang”  is  a  generic 
term  and  as  such  would  cover  any  one  of  a  number  of 
seaweeds. 

Alexander  further  testified  in  the  Supreme  Court 
Proceeding  (R.,  Vol.  IV,  p.  1091)  that  Bayer’s  disclosure 
says  nothing  concerning  the  necessary  proportion  of 
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gelatin  required  in  order  to  make  the  product  ;  that  the 
only  hint  given  by  Bayer’s  specification  in  this  respect 
is  that  "the  quantities  required  of  these  substances  are 
inconsiderable”;  that  "inconsiderable”  would  mean  that 
it  was  not  very  large,  but  it  would  not  tell  precisely 
what  to  do;  that  in  his  opinion  one  would  have  to  find 
out  by  making  experiments  just  what  one  would  have  to 
do  in  trying  to  make  the  product  under  Bayer’s  dis¬ 
closure. 


Mr.  Alexander  testified  (R.,  Vol.  IV,  p.  1091)  that 
in  attempting  to  follow  the  disclosure  of  the  Bayer  ap¬ 
plication  in  the  making  of  a  porous  building  material 
by  following  of  the  Bayer  application  he  chose  Irish 
moss  rather  than  agar-agar  because  the  latter  worked 
up  into  a  more  or  less  stiff  and  brittle  jelly,  not  natur¬ 
ally  adapted  to  the  making  of  a  foamy  mucilage.  At 
first  he  made  his  solution  5  parts  to  the  hundred  by 
weight,  warming  the  moss  in  water  and  afterwards 
reduced  it,  because  of  too  great  thickness,  to  a  solution 
of  2l/>  per  cent  bxr  weight.  He  then  made  a  so-called 
blank  by  a  slurry  of  3%  ounces  of  plaster  of  paris  and 
70  c.c.  of  water,  a  slurry  of  approximately  normal  con¬ 
sistency  (Alexander’s  Exhibit  1).  He  then  took  (R., 
Vol.  IV,  p.  1092  of  the  per  cent  solution  of  mucilage 
of  Irish  moss  the  same  amount,  namely,  70  c.c.,  and  beat 
it  to  a  froth  and  added  to  it  3  Vo  ounces  of  plaster  of 
paris,  mixing  it  carefully  and  pouring  it  out  into  glass 
No.  2  (Alexander  Exhibit  No.  2) .  For  his  third  experi¬ 
ment  he  used  35  c.c.  of  2V2  per  cent  solution  of  mucilage 
of  Irish  moss  and  35  c.c.  of  water,  beating  it  to  a  foam 
and  adding  3  V2  ounces  of  plaster  of  paris.  For  his 
fourth  experiment  he  used  17  c.c.  of  the  2*4  per  cent 
solution  of  mucilage  of  Irish  Moss  and  53  c.c.  of  water, 
beating  it  to  a  froth  and  stirring  in  3]/2  ounces  of  plaster 
of  paris.  For  his  fifth  experiment  he  procured  a  num- 
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ber  of  other  seaweeds  from  the  Mellon  Institute, 
amongst  them  gigantina  stellata,  fucus  serratus,  and 
dissolved  them  in  water,  choosing  gigantina  stellata  for 
his  fifth  experiment,  which  was  performed  in  like  man¬ 
ner.  None  of  these  experiments  was  successful,  in  that 
the  volume  of  the  material  when  set  was  not  appreciably 
increased.  He  then  tried  Rice's  formula  set  forth  in 
his  application,  namely,  1  per  cent  of  glue,  98-4/5  per 
cent  of  water,  1.51  per  cent  of  40  per  cent  formaldehyde 
solution,  and  having  beaten  this  into  a  foam,  added  it  to 
a  normal  slurry  of  gypsum  and  water.  This  produced 
a  material  of  very  much  greater  volume. 

He  also  experimented  (R.,  Vol.  IV,  p.  1095)  with 
Portland  cement,  making  a  blank,  Alexander’s  Exhibit 
No.  7,  of  3 Vo  ounces  of  Portland  cement  and  50  c.c.  of 
water.  No.  8  of  the  same  proportions,  using  the  21//> 
per  cent  solution  of  mucilage  of  Irish  moss,  No.  9,  with 
like  proportions  of  mucilage  of  Laminaria  saccharina, 
and  No.  10  with  like  proportions  of  gelatin  solution  de¬ 
scribed  by  Rice,  which  last  experiment  showed  an  in¬ 
crease  in  volume  exceeding  the  increase  shown  by  the 
experiment  made  under  Rice’s  disclosure  with  plaster 
of  paris.  The  other  experiments  however,  were,  as 
shown  by  the  exhibits  unsuccessful.  His  exhibits  were 
offered  in  evidence  as  Exhibits  Nos.  1  to  10  inclusive 
(R.,  Vol.  IV,  p.  1096)  together  with  his  notes  of  the 
experiments  as  Alexander’s  Exhibits  16  and  17.  Alex¬ 
ander’s  Exhibits  11,  12,  13,  14  and  15,  being  certain 
samples  of  seaweed  and  mucilage  made  therefrom,  were 
offered  in  evidence. 

After  having  testified  concerning  these  experi¬ 
ments  Mr.  Alexander  was  asked  the  following  question 
(R.,  Vol.  IV,  pp.  1096  and  1097)  : 

“Q.  Mr.  Alexander,  having  studied  the  speci¬ 
fications  of  the  Bayer  disclosure  and  made  these 
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experiments,  I  ask  you  whether  or  not  in  your 
opinion  the  disclosure  is  such  a  full,  clear,  concise 
and  exact  disclosure  as  a  person  skilled  in  the  art 
or  science  would  be  able  to  compound  and  use  the 
same? 

“A.  Decidedly  not.  It  strikes  me  as  a  sort  of 
invitation  to  experimentation.  I  took  Rice's 
specifications  just  as  he  gave  them  and  I  got  per¬ 
fect  results  the  first  crack  out  of  the  box,  even 
without  aging  as  long  as  he  said." 

Concerning  the  testimony  of  Bayer’s  witness 
Miner,  Mr.  Alexander  testified  as  follows  in  the  Su¬ 
preme  Court  Proceeding  (R.,  Vol.  IV,  pp.  1097  and 
1098 )  :  I 

“I  have  read,  in  Bayer’s  Patent  Office  Record, 
the  record  of  the  experiments  made  by  Bayer’s  wit¬ 
ness,  Carl  S.  Miner,  including  the  descriptions  of 
Miner’s  experiment  on  page  48  thereof.  In  my 
opinion,  the  Bayer  disclosure  does  not  suggest  any 
such  an  experiment  as  was  carried  out  by  the  said 
Carl  S.  Miner.  The  difficulty  is  that  the  Bayer 
specification  is  tremendously  indefinite  and  broad, 
and  whereas,  what  Miner  did  would  be  one  of  the 
innumerable  possibilities  under  the  indefinite  and 
broad  Bayer  disclosure,  there  is  no  suggestion  in 
the  Bayer  disclosure  that  you  should  go  about  it  in 
that  particular  kind  of  way.  The  method  used  by 
Mr.  Miner  is  not  specifically  prescribed  in  the  Bayer 
disclosure.  Miner  took  seaweed  and  heated  it  in  an 
autoclave  with  sodium  bicarbonate  for  forty-five 
minutes  under  pressure  of  4^4  to  5  pounds.;  That 
temperature  would  probably  be  way  above  the 
boiling  point  of  water  because  the  temperature 
rises  as  soon  as  pressure  is  added.  The  Bayer  dis¬ 
closure  did  not  indicate  that  this  should  be  done 
under  pressure  nor  does  it  say  how  it  shall  be  done. 
I  would  regard  this  experiment  of  Mr.  Miner’s,  not 
as  an  application  of  the  process  set  out  in  the  Bayer 
specification,  but  rather  as  an  experiment  for  the 
reason  that  there  are  any  number  of  different  kinds 
of  seaweeds  which  one  might  use.  You  would  have 
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to  treat  each  seaweed  perhaps  in  a  different  way. 
If  they  did  not  dissolve  without  pressure,  you  would 
try  pressure.  You  might  boil  them  in  the  presence 
of  an  acid.  You  could  try  alkali.  There  are  an 
indefinite  number  of  things  that  one  might  try.  It 
makes  a  difference  whether  pressure  is  used  in 
making  the  foam  mixture.  Seaweeds  contain,  in 
addition  to  the  carbohydrate  material  in  them,  a 
certain  amount  of  nitrogenous  material.  If  you 
boil  this  nitrogenous  material  under  pressure  in 
the  presence  of  an  alkali,  like  Miner  did,  you  con¬ 
vert  this  nitrogenous  substance  into  a  material 
which  is  apt  to  foam.  For  example,  in  the  manu¬ 
facture  of  glue,  where  you  take  limed  hide  to  make 
glue,  you  wash  out  all  the  lime  and  neutralize  any 
residue  of  lime  with  acid  because  if  you  boil  that 
glue  in  a  little  alkali  it  degenerates  the  glue  into  a 
nasty  substance.  It  may  be  possible  that  that 
would  account  for  the  fact  that  Mr.  Miner  got  any 
results  at  all.” 

Alexander  further  testified  upon  cross  examina¬ 
tion  in  the  Supreme  Court  Proceeding  (R.,  Vol.  IV,  p. 
1098)  that  the  Bayer  disclosure  does  not  tell  precisely 
what  to  do  and  that  Rice’s  disclosure  does  because  he 
followed  Rice’s  precisely  and  got  results  every  time; 
that  Messrs.  Huntley  and  Miner  say  in  their  Patent 
Office  testimony  that  they  followed  the  Bayer  dis¬ 
closure  but  they  took  a  certain  kind  of  seaweed  that 
was  not  a  commercial  article;  that  it  does  not  appear 
in  the  Record  whence  it  came  or  who  really  took  it  out 
of  the  ocean;  that  it  was  shipped  by  somebody  named 
Conroy  from  Scituate,  Massachusetts ;  that  they  got  the 
Curator  of  the  Field  Museum  in  Chicago  to  identify  the 
seaweed  as  “Laminaria”  and  that  in  making  up  this 
particular  seaweed,  they  followed  the  specifications  of 
the  Stanford  Patent  which  called  for  beating  under 
pressure  in  the  presence  of  an  alkali;  that  Stanford 
dealt  with  the  seaweed  obtainable  in  England;  that 
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Miner  and  Huntley  followed  Stanford's  specification; 
that  it  may  be  that  this  is  one  of  the  ways  in  which 
this  Bayer  specification  will  work,  but  that  it  will  not 
work  by  the  use  of  ordinary  commercial  seaweed;  that 
he  tried  it  time  and  again  but  it  would  not  work;  that 
he  used  Irish  moss  which  he  obtained  from  one  of  the 
regular  dealers  which  he  has  commercially  used  tons 
of;  that  Irish  moss  is  a  seaweed;  that  Bayer  does  not 
mean  any  particular  seaweed;  that  Bayer  mentioned 
“tangin”  but  defines  that  as  a  mucilage;  that  “tangin” 
does  not  appear  in  the  dictionary. 

i 

Alexander  further  testified  upon  cross  examina¬ 
tion  in  the  Supreme  Court  Proceeding  (R.,  Vol.  IV,  pp. 
1099  and  1100)  : 

“Bayer  states  in  the  specification  of  his  pat¬ 
ent  application:  ‘As  foam  substance,  different 
kinds  of  mucilage  *  *  *  may  be  used.' 

“If  I  had  wanted  to  be  very  broad,  I  would  have 
used  gum  arabic  or  gum  tragacanth,  because  the 
language  says  ‘different  kinds  of  mucilage.'  But 
I  took  the  preferred  kind.  Bayer  further  states 
in  his  specification:  ‘For  instance,  the  mucilage 
obtained  from  sea-tang,  the  so-called  tangin,  may 
be  used.'  This  says,  that  mucilage  obtained  from 
sea-tang,  which  the  dictionary  defines  as  any  one 
of  a  number  of  seaweeds.  The  specification  then 
says  that  that  mucilage  obtained  from  any  one  of 
a  number  of  seaweeds  is  the  so-called  ‘tangin.' 
This  is  the  only  definition  of  ‘tangin.’  Bayer’s 
witness,  Miner,  testified  that  the  word  ‘tangin'  is 
only  defined  in  Bayer's  application  and  nowhere 
else.  ‘Tangin'  is  not  in  the  English  dictionaries. 
Bayer’s  application  defines  it  as  a  mucilage  ob¬ 
tained  from  sea-tang,  and  ‘sea-tang’  is  defined  in 
the  English  Dictionaries  as  anyone  of  a  number  of 
seaweeds.  I  naturally  used  in  my  experiments, 
that  seaweed  which  my  past  experience  lead  me  to 
believe  might  give  a  successful  result.  I  was  not 
trying  to  ‘trick’  this  specification.  I  was  honestly 
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trying  to  get  a  result  out  of  it.  As  I  said  before, 
Irish  Moss  is  what  we  term  ‘long/  Japanese  gela¬ 
tin,  commonly  known  as  Agar-Agar,  which  is  used 
in  making  culture  tubes  for  bacteria,  one  could 
easily  determine,  would  not  be  apt  to  make  a  foam 
unless  it  was  beaten  when  hot.  I  did  not  think 
Agar-Agar  was  the  kind  of  seaweed  to  use  al¬ 
though  one  might  use  it  under  the  specification.  1 
did  not  use  it  because  I  did  not  think  it  would  be 
giving  the  specification  a  square  deal,  so  I  chose 
what  I  thought  was  most  likely  to  produce  a  foam. 
Irish  moss  is  the  commercial  seaweed  product. 
Later  on,  I  sent  to  the  Mellon  Institute  for  a  num¬ 
ber  of  other  seaweeds,  and  received  from  them  a 
lot  of  the  European  curiosities.  I  tried  a  number 
of  those  and  they  also  would  not  work.  In  good 
faith,  I  tried  to  carry  out  Bayer’s  specification  but 
could  not  do  it.  Bayer  specified  the  mucilage  ob¬ 
tained  from  sea-tang.  I  could  have  tried  100  dif¬ 
ferent  kinds  of  mucilages.  Gum  Arabic  and  gum 
tragacanth  are  not  seaweed  mucilages  so  I  did  not 
use  them.  Irish  moss  mucilage  and  mucilage  of 
tragacanth  are  well  known  and  are  used  by  phar¬ 
macists.  I  thought  that  Irish  moss  would  be  better 
than  tragacanth  and  I  chose  it  because  Bayer  speci¬ 
fied  a  mucilage  from  seaweed.” 

It  is  apparent  from  a  reading  of  Alexander’s  Su¬ 
preme  Court  testimony  that  in  following  the  disclosure 
of  Bayer’s  Danish  Application,  he  was  unable  to  get  a 
mucilage  from  any  of  the  sea-tangs  which  he  tried  that 
would  yield  a  tenacious  foam;  he  would  get  a  foam  but 
when  he  mixed  it  with  cement,  he  could  not  get  in¬ 
creased  volume  over  blank.  The  foam  apparently  broke 
down  in  the  process.  Caustic  soda  or  any  other  alkali 
was  not  used  by  Alexander  because  it  is  not  specified 
in  Bayer’s  said  application.  Bayer’s  Patent  Office  wit¬ 
nesses,  Miner  and  Huntley,  both  used  caustic  soda  in 
the  preparation  of  their  mucilage  from  seaweed  and 
did  so  because  Counsel  for  Bayer  handed  them  the  so- 


71 


i 


called  Stanford  Patent  which  suggested  the  use  of 
caustic  soda  in  connection  with  obtaining  “certain  sub¬ 
stances”  from  seaweed. 

Neither  Miner  nor  Huntley  knew  anything  about 
the  Stanford  Patent  until  it  was  disclosed  to  them  by 
counsel  for  Bayer.  Rice’s  Exhibits  Z-l,  the  Pharma¬ 
copoeia  of  the  United  States  (R.,  Vol.  IV,  pp.  1152  to 
1154  incl.) ,  Rice’s  Exhibit  Z-2,  the  National  Formulary, 
5th  Edition,  (R.,  Vol.  IV,  pp.  1155  to  1157  incl.),  and 
Rice’s  Exhibit  Z-3,  the  National  Formulary,  3rd  Edi¬ 
tion,  (R.,  Vol.  IV,  pp.  1158  to  1161  incl.),  prove  that 
the  foremost  formularies  of  this  country  do  not  specify 
the  use  of  caustic  soda  or  any  other  alkali  in  the  making 
of  mucilage  from  seaweed  so  that  the  use  of  caustic 
soda  or  any  other  alkali  in  making  a  mucilage  from 
seaweed  was  not  a  necessary  part  of  that  art.  One 
could  make  a  mucilage  without  caustic  soda*  but  to 
make  a  tenacious  foam,  it  was  necessary  to  use  caustic 
soda  in  order  to  obtain  the  foam  producing  substance 
out  of  the  seaweed.  The  Danes,  Jacobsen,  Philipson 
and  Meyer,  who  testified  in  the  Supreme  Court  Proceed¬ 
ing,  used  caustic  soda  in  their  mucilage  solution  in  the 
experiment  which  they  performed  in  open  Court  and 
this  experiment  was  objected  to  by  counsel  for  Rice 
on  the  ground,  inter  alia ,  that  the  use  of  caustic  soda 
was  not  disclosed  by  Bayer’s  Danish  Application. 

j 

In  the  Supreme  Court  Proceeding,  Rice  also  called 
Robert  S.  Edwards  as  a  witness.  Mr.  Edwards’  com¬ 
plete  testimony  relative  to  the  Bayer  Case  is  to  be  found 
at  pages  1121  to  1125  inclusive  of  Volume  IV  of  the 
Record.  This  testimony  of  Edwards’  is  of  extreme 
significance  and  importance  because  it  is  to  just  such  a 
person  as  Edwards  that  Bayer’s  specification  is  ad¬ 
dressed.  In  other  words,  Bayer’s  specification  is  ad¬ 
dressed  to  those  who  are  skilled  in  the  art  of  making 
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lightweight  or  porous  building  materials.  Edwards 
qualified  as  that  kind  of  an  expert.  Edwards  testified 
(R.,  Vol.  IV,  p.  1121)  that  in  his  testimony  relative  to 
the  Rice-Roos  Case  (R.,  Vol.  n,  p.  434),  he  qualified 
not  only  as  a  man  experienced  in  the  mixing  of  cementi¬ 
tious  materials,  but  also  as  a  Chemical  Engineer  spe¬ 
cializing  particularly  in  gypsum,  Portland  cement,  mag¬ 
nesium  oxychloride  and  other  cements. 

At  the  request  of  counsel  for  Rice,  Edwards  testi¬ 
fied  (R.,  Vol.  IV,  p.  1121)  that  he  made  an  examination 
of  the  teachings  of  Bayer’s  Patent  Application  and,  as 
an  ordinary  cement  man,  he  tried  to  make  a  tenacious 
foam  and  a  cementitious  material  by  following  the 
teachings  of  Bayer’s  Patent  Application;  that  he  tried 
to  produce  the  material  as  stated  therein;  that  he  went 
to  a  chemical  supply  house  in  Washington  and  stated 
that  he  wanted  to  buy  some  “tangin”  or  a  substance 
known  as  sea-tang  and  he  was  told  by  the  said  chem¬ 
ical  supply  house  that  the  only  material  that  they  had 
under  that  description  was  “Irish  moss”;  that  he  pur¬ 
chased  some  Irish  moss  and  some  Plaster  of  Paris  or 
gypsum;  that  he  then  proceeded  to  a  chemical  labora¬ 
tory  in  Washington  and  spread  the  teachings  of  Bayer’s 
Patent  Application  before  him  and  proceeded  in  his  at¬ 
tempt  to  make  porous  building  materials,  that  he  fol¬ 
lowed  honestly  and  to  the  best  of  his  ability  the  method 
of  treating  or  of  securing  a  mucilage  from  Irish  moss; 
that  he  took  approximately  a  handful  of  Irish  moss, 
put  it  into  a  pan  of  water,  heated  the  mixture  and  very 
soon  he  secured  a  viscous  heavy  fluid  which  was  almost 
as  thick  as  molasses;  that  he  then  made  careful  deter¬ 
minations  of  the  Plaster  of  Paris  which  he  used,  deter¬ 
mining  the  necessary  amount  of  water  to  make  it  work¬ 
able;  that  he  poured  this  mixture  of  Plaster  of  Paris 
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and  water  into  a  measuring  vessel  and  numbered  it  test 
No.  1  and  called  this  his  “Blank.” 

Edwards  further  testified  (R.,  Vol.  IV,  p.  1122) 
that  he  next  took  the  viscous  suspension  solution  of 
Irish  moss  and  placed  it  into  a  vessel  and  beat  it  until 
it  formed  a  foam  and  then  proceeded  to  make  three 
tests  or  experiments,  none  of  which  was  successful. 
Edwards’  testimony  concerning  his  said  tests  or  experi¬ 
ments  is  to  be  found  at  pages  1122  to  1124  inclusive  of 
Volume  IV  of  the  Record.  Therein  Edwards  explains 
exactly  what  he  did  in  making  Rice’s  Exhibits  Y-l,  Y-2, 
Y-3  and  Y-4.  Edwards  testified  (R.,  Vol.  IV,  p.  1124) 
that  the  results  of  his  said  experiments  did  not;  consti¬ 
tute  a  lightweight  porous  or  cellular  cementitious  build¬ 
ing  material.  j 

In  the  Supreme  Court  Proceeding,  Bayer  called 
Carl  Jacobsen  as  a  witness.  Jacobsen’s  complete  Su¬ 
preme  Court  testimony  is  to  be  found  at  pages  1127  to 
1133  of  Volume  IV  of  the  Record.  He  testified  (R., 
Vol.  IV,  p.  1127 )  that  he  was  acquainted  with  Bayer’s 
Application  which  was  filed  in  the  United  States  on 
September  8,  1923;  that  it  was  the  same  as  Bayer’s 
Danish  Application  which  was  filed  in  Denmark  on  Sep¬ 
tember  11, 1922;  that  he  knew  Bayer  in  the  fall  of  1921; 
that  Bayer  had  told  him  how  he  was  making  a  porous 
building  material  (R.,  Vol.  IV,  p.  1128) ;  that  Bayer’s 
rights  in  the  invention  in  issue  were  assigned  to  the 
firm  of  Christiani  &  Nielsen,  a  partnership  doing  busi¬ 
ness  in  Copenhagen  in  1923. 

Concerning  Bayer’s  Danish  Application,  Jacobsen 
testified  (R.,  Vol.  TV,  pp.  1130  to  1132  incl.)  : 

“Bayer  used  ‘tangin’  for  making  his  foam.  He 
used  the  amount  of  tangin  that  was  necessary  to 
make  the  amount  of  foam  which  he  needed  for  mak- 
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ments  if  one  wanted  to  produce  a  foam  with  the 
four  substances  named  in  Bayer’s  Patent  Applica¬ 
tion.  One  would  have  to  try  to  find  out  the  propor¬ 
tions.  • 

“When  Mr.  Bayer  showed  me  his  invention,  he 
used  tangin  but  I  cannot  say  how  much  he  used. 
I  know  that  he  used  tangin  because  he  told  me  so.” 

Concerning  “tangin,”  Jacobson  testified  in  the 
Supreme  Court  Proceeding  (R.,  Vol.  IV,  pp.  1132  and 
1133 )  : 

“Tangin  is  a  material  made  from  seaweed. 
The  word  ‘tang’  in  the  Danish  Language  means 
‘seaweed’  and  tangin  is  a  material  derived  or  pro¬ 
duced  from  tang.  Tangin  can  be  purchased  and  it 
comes  from  Norway.  Tangin  is  something  made 
from  seaweed  and  it  comes  from  Norway.  I  cannot 
say  exactly  how  it  is  made,  but  I  think  that  it  is 
made  by  boiling  seaweed  with  water  and  probably 
adding  some  soda.  I  do  not  know  whether  it  is 
boiled  under  pressure  or  not.  Irish  moss  might 
also  be  used,  but  I  cannot  say  whether  the  Irish 
moss  would  have  to  be  boiled  under  pressure  and  in 
the  presence  of  an  alkali  because  I  am  not  connected 
with  this  industry.  If  you  asked  me  as  a  chemist 
what  the  effect  of  alkali  is  upon  seawreed,  I  should 
think  it  would  draw  out  some  substance  from  it. 

“I  do  not  remember  that  Mr.  Bayer  ever  told 
me  the  percentages  of  material  which  he  used  in 
making  his  foam  compound.  I  do  not  remember 
"whether  he  ever  told  me  the  formula  or  not.” 

It  is  apparent  from  the  foregoing  testimony  of 
Jacobsen,  who  is  a  chemist,  that  the  disclosure  of 
Bayer’s  Application  is  wholly  insufficient  to  enable  one 
skilled  in  the  art  to  practice  Bayer’s  process  without 
experimentation  to  determine  the  quantity  of  the  sea¬ 
weed  which  is  necessary,  the  quantity  of  gelatin  which 
is  necessary,  and  the  quantity  of  formaldehyde  as  well 
as  the  amount  of  water  needed. 
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In  the  Supreme  Court  Proceeding,  Bayer  also  called 
as  a  witness  Erik  Philipson.  Mr.  Philipson’s  complete 
Supreme  Court  testimony  is  to  be  found  at  pages  1133 
to  1139  of  Volume  IV  of  the  Record.  He  testified  (R., 
Vol.  IV,  p.  1133)  that  he  is  a  Civil  Engineer  and  a  citi¬ 
zen  of  Denmark  and  that  he  knew  and  worked  with 
Bayer  and  had  seen  him  make  the  concrete  which  is  de¬ 
scribed  in  Bayer’s  Danish  Application;  that  he  made 
some  of  this  cellular  concrete  himself.  Philipson  further 
testified  (R.,  Vol.  IV,  p.  1133)  that  he  had  with  him  in 
Court  a  solution  of  “tangin”  of  which  he  did  not  know 
the  proportions.  With  this  solution  and  the  assistance 
of  Erik  V.  Meyer,  Philipson  performed  an  experiment 
before  the  Court  below  and  in  explanation  thereof  furth¬ 
er  testified  (R.,  Vol.  IV,  p.  1134)  that  “tangin’ ’  is  a  gen¬ 
eral  name  of  mucilaginous  materials  derived  from  dif¬ 
ferent  kinds  of  seaweed  and  that  one  can  get  “different 
kinds  of  material  from  tangin”;  that  in  Norway  there  is 
some  factory  which  makes  tangin  and  that  you  can  get 
different  kinds  of  tangin  from  this  factory;  that  some 
of  these  tangins  have  an  alkaline  reaction  and  some  have 
an  acid  reaction.  Philipson  further  testified  in  the  Su¬ 
preme  Court  Proceeding  (R.,  Vol.  IV,  p.  1134)  that  their 
seaweed  solution  which  they  used  in  their  Court  experi¬ 
ment  was  made  by  cooking  the  seaweed  with  a  little 
soda.  Concerning  his  use  of  caustic  soda  in  making  his 
mucilage  from  seaweed,  Philipson  testified  (RJ,  Vol.  IV, 
p.  1137) : 

“I  used  the  caustic  soda  for  two  reasons,  one, 
as  I  said  before,  because  the  solution  will  keep  fresh 
when  it  has  a  little  alkali  in  it  and,  for  the  other 
reason,  one  gets  the  tangin  out  of  the  Irish  moss 
better  by  cooking  it  with  alkali  water.” 

In  the  Supreme  Court  Proceeding,  Bayer  also  called 
Erik  V.  Meyer  as  a  witness.  Mr.  Meyer’s  complete  Su¬ 
preme  Court  testimony  is  to  be  found  at  pages  1139  to 
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1145  of  Volume  IV  of  the  Record.  He  testified  (R.,  Vol, 
IV,  p.  1139 )  that  he  is  a  Civil  Engineer  and  a  citizen  of 
Denmark  and  an  employe  of  the  firm  of  Christiani  & 
Nielsen. 

Upon  cross  examination,  Meyer  testified  (R.,  Vol. 
IV,  pp.  1141  to  1143  incl.)  : 

“The  firm  of  Christiani  and  Nielsen  own 
around  twenty-five  factories*  in  the  different  coun¬ 
tries  where  they  do  work.  These  various  factories 
all  procure  their  foaming  solution  from  Copen¬ 
hagen  where  it  is  all  made  under  a  uniform  formula, 
with  the  exception  of  one  place  where  we  tell  them 
how  to  make  it. 

“Q.  What  is  that  formula?  A.  That  we  use 
now? 

“Q.  Yes.  A.  I  will  tell  you  in  general — 

“Q.  Let  us  get  it  specifically.  A.  I  do  not 
know  whether  that  would  be  right  for  me  to  tell 
just  exactly  the  formula  we  are  using  today.  I 
think  I  could  say  generally — 

“Q.  We  do  not  want  it  generally:  we  want  a 
specific  formula  to  make  this  material.  A.  You 
want  to  know  whether  I  know’  it  or  not? 

“Q.  I  want  it  for  this  record.  I  want  you  to 
tell  us  how  much  sea-tang  you  use.  A.  We  do  not 
use  any  sea-tang  at  this  moment. 

“Q.  How  much  soap,  or  whatever  you  use? 
A.  We  use  1.25  kilo  of  resin  soap,  and  0.5  kilo  of 
gelatin. 

“Q.  How  much  formaldehyde?  A.  Nothing. 
“Q.  No  formaldehyde?  A.  No.  And  then, 
of  course,  we  use  some  water. 

“Q.  How  much  water?  A.  I  do  not  think  I 
care  to  give  the  exact  proportions. 

“Mr.  Byrne :  Your  Honor,  this  is  the  gist 
of  the  whole  story. 

“The  Witness:  You  can  have  it  if  you 
wrant  it.  I  can  give  the  formula  to  the  Court. 

“Mr.  Byrne :  That  is  what  we  want. 

“The  Witness:  But  openly,  you  mean? 


By  Mr.  Byrne : 

“Q.  Right  here,  yes,  if  counsel  does  not  ob¬ 
ject.  A.  That  would  be  diluted  up  to  a  hundred 
kilos  altogether. 

“Q.  You  use  formaldehyde  sometimes,  do  you 
not?  A.  Yes,  sometimes. 

“Q.  When  do  you  use  it?  A.  We  use  it  when 
it  is  cold  in  the  weather,  and  we  use  it  when  we 
work  with  Portland  cement,  on  account  of  not  hav¬ 
ing  any  retarding  of  the  setting. 

“Q.  How  much  do  you  use?  A.  I  see  that 
you  would  like  to  know  how  to  make  cell  concrete. 

“Q.  We  would.  A.  Yes,  you  would  like  to 
know.  I  haven’t  it  here.  I  think  it  is  something 
like  400  grams  of  a  40  per  cent,  solution  for  one 
cubic  meter  of  cell  concrete. 

“Mr.  Byrne :  For  ease  in  reading  this  rec¬ 
ord,  I  am  going  to  ask  that  the  reporter  note 
these  four  substances  that  you  have  indicated, 
and  put  opposite  each  the  proportion  you  have 
stated.  That  will  make  it  easy  reading. 

“ The  Witness :  I  think  I  gave  it  to  you 
very  clearly. 

“Mr.  Byrne:  It  saves  reading  through  to 
find  those  proportions. 

“The  formula  stated  was  as  follows: 

Resin  soap .  1.25  kilo  j 

Gelatin  .  0.5  kilo  | 

Diluted  in  water  up  to  100  kilos. 

400  grams  of  a  40  per  cent,  solution  of  for¬ 
maldehyde  (formalin)  for  one  cubic  meter  of 
cell  concrete. 

By  Mr.  Byrne: 

“Q.  What  percentage  of  formaldehyde  do  you 
use  in  the  foam  solution?  A.  As  I  said,  we  do  not 
put  any  formaldehyde  in  the  foam  solution. 

“Q.  You  said  you  did  on  certain  occasions. 
A.  No,  we  do  not  put  it  in  the  foam  solution.  We 
use  it  so  much,  as  I  said,  in  one  cubic  meter  of  cell 
concrete. 

“Q.  How  do  you  use  it  when  you  use  formal¬ 
dehyde?  A.  We  put  it  in  the  mixing  machines. 
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“Q.  You  do  not  put  the  formaldehyde,  then, 
in  the  foaming  solution?  A.  No. 

“Mr.  Bayer  showed  us  how  to  operate  under 
this  patent  in  1923.  Mr.  Bayer  showed  us  how  he 
made  the  foam,  and  how  he  mixes  that  with  the 
mortar. 

“Q.  Did  he  show  you  the  proportions  he  used? 
A.  He  took  a  little  tangin — or  I  do  not  remember 
what  he  took  at  that  time,  but  he  took  a  foaming 
agent  and  some  water  and  mixed  them  together, 
and  made  a  foam,  and  mixed  the  foam  and  the  mor¬ 
tar. 

“Q.  He  used  some  measure,  did  he  not,  to  take 
those  substances,  the  same  as  you  did  here  ?  A.  He 
might  have  done  that.” 

It  is  apparent  from  Meyer’s  testimony,  as  above  set 
forth,  that  there  was  a  desire  on  his  part  to  conceal 
and  suppress  the  formula  of  Bayer’s  process  by  the  con¬ 
cealment  of  the  formula  by  which  alone  the  disclosure 
of  Bayer’s  Application  was  rendered  operative.  His 
testimony  conclusively  shows  that  not  only  did  the 
Bayer  disclosure  require  the  knowledge  of  that  for¬ 
mula  in  order  to  practice  it,  but  that  his  secret  formula, 
which  was  not  set  forth  in  Bayer’s  disclosure,  was 
known  and  used  by  Bayer  and  his  assignees  in  the  prac¬ 
tice  of  Bayer’s  invention.  This  is  shown  also  by  the 
testimony  of  Jacobsen,  above  set  forth,  to  the  effect 
that  Jacobsen  was  shown  and  knew  the  secret  formula 
for  making  porous  foam.  Philipson  also  testified  that 
Bayer  had  shown  him  how  to  use  his  secret  formula 

i 

and  that  the  formula  used  by  Bayer  in  practicing  his 
process  had  been  passed  along  to  his  assignee,  Chris- 
tiani  &  Nielsen. 

Concerning  the  disclosure  of  this  secret  formula  in 
the  Canadian  Proceeding,  Meyer  testified  (R.,  Vol.  IV, 
p.  1144)  : 
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“In  the  Canadian  proceeding,  the  witness 
Thompson,  who  testified  therein  on  behalf  of  the 
assignees  of  Bayer,  was  asked  what  the  ingredients 
of  the  foam  compound,  which  they  used,  were.  As 
stated  on  the  bottom  of  page  69  of  the  printed  rec¬ 
ord  in  that  proceeding,  which  has  been  introduced 
in  this  proceeding  as  Rice’s  Exhibit  N,  Mr.  Thomp¬ 
son  replied:  ‘A  disclosure  of  the  necessary  tables 
used  in  two  or  three  of  those  time  factors  might 
give  information  to  our  competitors  which  we  did 
not  feel  willing  to  disclose  unless  compelled  to  do 
so.’  It  is  true  that  Mr.  Thompson  could  not,  on  his 
own  responsibility,  disclose  our  formulas,  but  when 
I  did  so  I  stood  for  it.  In  other  words,  he  could  not 
disclose  the  formula  in  Canada,  but  I  have  made 
the  decision  to  do  so  and  I  have  so  done.  In  so 
doing,  I  disclosed  a  trade  secret  to  this  Court.” 


RESUME  OF  BAYER’S  EXHIBIT  NO.  17. 

I 

Bayer’s  Exhibit  No.  17  was  introduced  in  the  Patent 
Office  Proceeding  for  the  purpose  of  establishing  that 
the  use  of  caustic  soda  was  well  known  in  the  art  of 
making  musilages  from  seaweeds.  In  commenting  upon 

i 

this  exhibit,  we  do  not  wish  to  be  understood  as  submit¬ 
ting  to  the  proposition  that  Bayer’s  specification  as  con¬ 
tained  in  his  Danish  application  for  letters  patent,  is 
directed  to  those  skilled  in  the  mucilage  art.  Our  posi¬ 
tion  is  quite  to  the  contrary.  We  contend  that  Bayer’s 
specification  is  directed  to  those  skilled  in  the  art  of 
making  light  weight  building  materials.  However,  for 
the  purpose  of  commenting  upon  Bayer’s  Exhibit  No.  17, 
we  shall  attack  it  upon  the  very  ground  upon  which  it 
was  offered,  viz.,  to  prove  that  the  use  of  caustic  soda  or 
any  other  alkali  in  making  mucilages  from  seaweeds 
was  well  known  in  the  mucilage  art. 

The  first  patent  included  therein  was  issued  to  Stan¬ 
ford  and  bears  the  number  341,072,  and  date  May  4, 
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1886.  The  subject  of  this  patent  relates  to  “Manufac¬ 
ture  of  useful  'products  from  seaweed.”  The  patent 
states,  beginning  with  line  14  of  its  first  page : 

“My  said  invention  has  for  its  object  the  man¬ 
ufacture  or  treatment  of  seaweeds  in  a  new  and  im¬ 
proved  manner,  whereby,  in  addition  to  the  products 
ordinarily  prepared  from  such  materials,  there  are 
also  obtained  certain  new  products  which  are  sus¬ 
ceptible  of  important  applications  in  various  arts 
or  manufactures.” 

And  further,  beginning  with  page  79 : 

“The  solution  in  its  more  or  less  concentrated 
form,  or  completely  dried,  may  be  appropriately 
named  ‘algin’,  and  is  probably  a  new  compound  con¬ 
sisting  of  an  acid  which  may  be  called  ‘algic’  acid, 
combined  with  the  soda  or  other  akali  employed,  in 
which  case  algin  may  be  regarded  as  an  algate  of 
the  alkali.  The  alkali  may  be  separated  from  the 
algin  by  means  of  a  suitable  acid  or  salt,  which  pre¬ 
cipitates  the  algic  acid  as  a  jelly  and  this  jelly  may 
be  used  as  a  nitrogenous  food  or  as  an  ingredient 
of  food  *  *  *.  Among  their  various  possible 

applications,  the  following  may  be  mentioned  now : 
The  dressing  and  stiffening  of  textile  materials  and 
fabrics,  the  thickening  of  coloring  and  other  mat¬ 
ters  used  in  calico-printing,  and  the  mordanting  of 
textile  materials  and  fabric,”  etc. 

And  further,  beginning  with  line  30  of  the  second  page 
of  the  patent: 

“Having  thus  practically  described  my  said 
invention  and  the  manner  of  performing  the  same, 
I  have  to  state  that  I  do  not  restrict  myself  to  the 
precise  details  herein  before  described,  but  that 
what  I  believe  to  be  novel  and  original  and  claim 
as  my  invention,  is — 

(1)  The  process  herein  described  of  treating  sea¬ 
weed,  which  consists  in  first  extracting  the 
salts  from  the  seaweed,  by  washing,  in  then 
mixing  about  100  parts  of  the  washed  seaweed 
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with  about  five  parts  of  an  alkali,  producing 
thereby  a  glutinous  solution,  and  in  finally  sep¬ 
arating  this  solution  by  filtering  from  the  un¬ 
dissolved  ingredients  of  the  seaweed,  as  speci¬ 
fied. 

(2)  As  a  new  product  of  manufacture,  the  algic 
acid  produced  from  seaweed  by  an  admixture 
of  alkali  with  seaweed  from  which  the  salts 
have  first  been  extracted,  as  specified. 

“The  foregoing  specification  of  my  improve¬ 
ments  in  the  manufacture  of  useful  products  from 
seaweeds,  signed  by  me  this  15th  day  of  December, 
1885,  Edward  Charles  Cortis  Stanford.” 

We  search  the  Stanford  patent  in  vain  for  a  single 
reference  contained  therein,  which  would  form  the  basis 
of  a  contention  that  this  patent  is  directed  to  the  art  of 
making  mucilages  from  seaweeds.  Neither  the  claims 
nor  anything  contained  in  Stanford’s  patent  has  the  ef¬ 
fect  of  making  his  teaching  as  contained  in  his  patent, 
a  part  of  the  art  of  making  mucilage  from  seaweed.  Its 
subject  directs  it  to  the  “manufacture  of  useful  products 
from  seaweed”  and  mentions  as  those  substances  cer¬ 
tain  food  stuffs,  etc.  We,  therefore,  submit  that  the 
Stanford  patent  has  no  place  in  the  Case  of  Bayer. 

Patent  No.  612,999,  issued  to  Axel  Krefting  of 
Christiania,  Norway,  dated  February  8,  1898,  has  for 
its  subject  “Process  of  treating  seaweed  ”  The  contents 
of  this  patent  show  conclusively  that  the  intent  of  the 
inventor  was  merely  to  patent  a  new  method  of  attaining 
the  same  materials  obtained  by  Stanford  in  this  pat¬ 
ented  process.  The  patent  states,  beginning  with  the 
102nd  line  of  the  first  page,  and  continuing  on  to  the 
second  page: 

“The  great  advantage  which  this  method  has 
over  Stanford’s  process  consists  in  the  rapidity  with 
which  the  reactions  take  place  and  in  fact  that  no 
warming  is  necessary.” 
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It  is  therefore  apparent  that  this  patent  likewise  is  of  no 
use  to  Bayer  as  substantiating  his  contention  that  the 
use  of  caustic  soda  was  well  known  in  the  art  of  making 
mucilage.  Mucilage  is  nowhere  mentioned  in  this  pat¬ 
ent. 


The  next  patent  in  this  exhibit  bears  the  number 
737,421,  and  is  dated  August  25,  1903,  being  also  issued 
to  Axel  Krefting  of  Christiania,  Norway.  The  subject 
of  this  patent  is  “Process  of  extracting  glutinous  sub¬ 
stances  from  seaweed.”  A  careful  reading  of  this  patent 
discloses  nothing  contained  therein  which  makes  it  a 
part  of  the  art  of  making  mucilages. 

The  next  patent  contained  in  this  exhibit  is  a  Brit¬ 
ish  patent  dated  January  12,  1889,  and  numbered  142, 
issued  to  Edward  Charles  Cortis  Stanford,  having  for 
its  subject,  “Improvements  in  the  manufacture  of  useful 
products  from  seaweeds  ”  It  is  apparent  from  the  read¬ 
ing  of  this  patent  that  it  represents  Stanford’s  British 
protection  for  the  same  invention  upon  which  he  filed 
his  application  in  this  country  and  which  has  hereto¬ 
fore  been  commented  upon.  This  application  likewise 
provides,  beginning  with  the  9th  line  on  page  2 : 

“Amongst  its  various  possible  applications,  the 
following  may  be  mentioned,  namely,  the  dressing 
and  stiffening  of  textiles  and  fabrics,  the  thicken¬ 
ing  of  coloring  and  other  matters  used  in  calico- 
printing,  the  mordanting  of  textile  materials  and 
fabrics  *  *  etc. 

We  submit  that  such  a  disclosure  is  not  sufficient  to 
make  the  teaching  contained  in  this  British  patent  a 
part  of  the  art  of  making  mucilages  and  further,  that 
this  British  patent  contains  nothing  which  justifies 
Bayer  in  presenting  it  for  the  purpose  of  establishing  the 
necessity  of  using  caustic  soda  in  the  making  of  muci¬ 
lages  from  seaweeds. 
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The  next  item  of  Bayer’s  Exhibit  17  is  an  article 
contained  in  the  Journal  of  the  Society  of  Chemical  In¬ 
dustry,  page  297,  of  the  issue  of  May  29,  1884;  printed 
in  Manchester,  England;  the  article  is  written  by  the 
said  Stanford  and  relates  to  his  process  of  manufacture 
of  useful  products  from  seaweed.  We  quote  from  this 
article  by  Stanford,  beginning  with  the  12th  line  from 
the  bottom  of  the  first  page  of  this  article : 

“ There  is  no  doubt  that  we  largely  neglect  the 
algae  as  we  do  the  fungi,  as  sources  of  food  in  this 
country.” 

This  article  likewise  contains  no  mention  of  the  art  of 
making  mucilages  from  seaweeds. 

In  his  Exhibit  17,  Bayer  next  refers  to  an  article 
of  the  Journal  of  the  Society  of  Chemical  Industry,  pub¬ 
lished  in  Manchester,  England,  in  1884,  which  is  another 
article  apparently  written  by  Stanford  on  the  various 
substances  obtained  from  seaweed.  The  article  reviews 
the  various  properties  of  the  many  kinds  of  seaweeds 
and  the  commercial  application  of  algin,  but  is  totally 
silent  concerning  the  application  of  anything  contained 
therein  to  the  art  of  making  mucilages  from  seaweeds. 
It  is  stated  on  page  301  of  this  article : 

i 

“Algin  is  a  valuable  food  material  and  in  its 
pure  state  has  a  pleasant  marine  flavor.  It  will 
make  excellent  thickening  for  soups.  For  jellies 
it  requires  the  addition  of  a  little  gelatin  i  or  isin¬ 
glass.  I  suggest  it  particularly  for  the  making  of 
jujubes /  i 

The  next  item  is  another  British  patent  issued  to 
Edward  Charles  Cortis  Stanford,  numbered  13433,  dated 
October  11, 1884,  for  “improvements  in  the  manufacture 
of  algin  and  other  useful  products  from  seaweed A 
reading  of  this  application  likewise  discloses  nothing 
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contained  therein  which  classifies  it  as  belonging  to  the 
art  of  making  mucilages  from  seaweeds. 

The  exhibit  next  refers  to  another  article  of  the 
Journal  of  the  Society  of  Chemical  Industry,  published 
at  Manchester,  England,  in  1885,  as  appears  on  pages 
518,  519,  and  520  of  the  issue  of  September  9  1885,  which 
appears  to  be  an  article  on  Stanford’s  new  methods  of 
treating  seaweed  in  obtaining  algin  therefrom.  Here 
again,  one  is  unable  to  find  any  mention  of  the  applica¬ 
tion  of  his  process  to  the  art  of  making  mucilages  from 
seaweeds.  The  article  on  page  519,  under  the  heading 
“Commercial  Applications  of  Algin  or  Sodium  Alginate ”, 
contains  the  following  classifications : 

For  sizing  fabrics  as  a  mordant  and  drug  sub¬ 
stitute  in  dyeing  and  printing. 

As  an  article  of  food. 

In  pharmacy. 

For  boiler  incrustations. 

The  next  reference  is  likewise  to  the  Journal  of 
Chemical  Industry,  being  an  article  published  in  1886 
in  the  issue  of  April  29,  1886.  This  article  is  also  writ¬ 
ten  by  Stanford  and  nowhere  contains  therein  mention 
of  the  application  of  Stanford’s  teaching,  concerning  the 
obtaining  of  substances  from  seaweed,  to  the  art  of  mak¬ 
ing  mucilages  therefrom. 

The  next  reference  is  that  of  a  British  patent  issued 
to  Axel  Krefting,  being  numbered  11,538  and  dated  May 
27,  1896,  for  “An  improved  method  of  treating  seaweed 
to  obtain  valuable  products  therefrom.”  This  patent 
likewise  mentions  nothing  which  in  any  way  relates  to 
the  art  of  making  mucilages  from  seaweeds.  It  is  a 
patent  merely  for  a  new  method  of  obtaining  the  prod¬ 
ucts  which  Stanford  originally  obtained  from  seaweed. 
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The  next  reference  is  a  copy  of  German  letters  pat¬ 
ent,  issued  to  Axel  Krefting,  numbered  95,185,  and  bear¬ 
ing  date  July  4,  1896,  for  “Verhofren  zur  Herstellung, 
der  technisch  wichtigen  organischen  stroffe  der  tangar- 
ten”,  being  translated,  “Method  for  the  preparation  of 
technically  important  organic  substances  from  tangles” 
Here  again,  no  mention  is  to  be  found  of  anything  per¬ 
taining  to  the  art  of  making  mucilages  from  seaweeds. 

The  next  reference  is  to  an  article  which  appeared 
in  the  publication  entitled  “Die  Khemische  Industrie” 
of  the  issue  of  October  15,  1897,  written  by  Axel  Kreft¬ 
ing  of  Christiania  and  entitled,  “Method  of  obtaining 
important  organic  products  from  tangle  ”  Here  again, 
nothing  is  disclosed  which  applies  this  teaching  of  Kreft¬ 
ing  to  the  art  of  making  mucilages  from  seaweeds. 

The  next  reference  is  to  a  certain  German  patent  is¬ 
sued  to  Axel  Krefting,  being  numbered  101,503,  bearing 
date  June  14, 1898,  for  “A  method  of  obtaining  the  proc¬ 
ess  for  the  product  of  technically  important  organic 
substances  from  tangles,  as  protected  by  patent  No. 
95,185”.  This  patent  likewise  is  devoid  of  anything  per¬ 
taining  to  the  art  of  making  mucilages  from  seaweed. 

The  next  item  contianed  in  Bayer's  Exhibit  17  is  a 
copy  of  a  German  patent  issued  to  “Societe  Francaise, 
la  Norgine  of  Paris”,  being  numbered  182,827,  bearing 
date  April  21,  1926,  for  “Method  for  preparing  a  dry, 
neutral,  water  soluble  adhesive  from  tangic  acid”  The 
claim  of  this  patent  as  appears  in  the  last  paragraph  of 
the  English  translation  thereof  is : 

“Claim:  Method  of  preparing  a  dry,  neutral, 
water  soluble  adhesive  from  tangic  acid ,  character¬ 
ized  by  subjecting  the  tangic  acid  in  the  usual  way 
to  warm  pressing  and  subjecting  the  same  in  the 
comminuted  form  to  the  action  of  ammonia  vapors 
so  that  tangic  acid  is  converted  into  ammonia  tan- 
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gate;  whereupon  the  latter  is  dried  to  remove  the 

excess  of  ammonia.” 

We  submit  that  this  patent  does  not  relate  to  any  sub¬ 
stance  whatsoever  obtained  from  seaweed ;  the  process 
set  forth  therein  starts  with  tangle  acid  and,  therefore, 
has  nothing  whatsoever  to  do  with  the  art  of  making 
mucilages  from  seaweeds. 

The  next  and  last  reference  contained  in  Bayer's 
Exhibit  17  is  another  British  patent  issued  to  “The 
Firm  Norsk  Tangsyndikat”,  being  numbered  5146  and 
dated  February  27,  1914,  for  “Improved  manufacture  of 
seaweed  products”.  This  patent,  as  its  subject  denotes, 
pertains  to  an  improved  manufacture  of  seaweed  prod¬ 
ucts,  which  as  above  indicated  are  primarily  and  princi¬ 
pally  other  than  mucilage.  It  is  not  addressed  to  the 
art  of  manufacture  of  mucilages  and  it  is  difficult  for 
us  to  appreciate  the  contention  of  Bayer  that  such  a 
British  patent  made  the  use  of  caustic  soda,  in  the  pro¬ 
duction  of  mucilages  from  seaweeds,  so  well  known  to 
those  skilled  in  that  art  in  the  United  States  as  to  have 
it  unnecessary  for  Bayer  to  specify  the  necessity  of  its 
use. 


In  conclusion,  we  again  submit  that  Bayer,  being  a 
Junior  Party  in  this  inteference,  because  of  his  filing 
date  in  this  country  being  subsequent  to  that  of  Rice, 
has  failed  to  satisfy  the  burden  of  proving  that  his  for¬ 
eign  application  sufficiently  disclosed  the  process  in  is¬ 
sue.  The  case  of  Dreyfus  v.  Lilienfeld ,  49  F.  (2d)  1055 
(C.  C.  P.  A.)  held  that  the  burden  rested  upon  a  Junior 
Party  in  the  United  State s  Patent  Office  to  demonstrate 
that  his  foreign  application  constituted  a  sufficient  dis¬ 
closure  to  support  the  interference  counts.  Bayer , 
therefore ,  being  a  Junior  Party  in  the  United  States 
Patent  Office,  had  the  burden  of  proving  that  the  use  of 
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caustic  soda ,  or  any  other  alkali,  a  material  ingredient 
of  Bayer’s  process,  was  adequately  disclosed  by  Bayer’s 
Danish  application.  Bayer  attempted  to  satisfy  this 
burden  by  introducing  in  evidence  his  Exhibit  17.  We 
submit,  however,  that  this  exhibit,  for  the  reasons  above 
set  forth,  is  wholly  inadequate  to  establish  that  the  use 
of  caustic  soda  or  any  other  alkali  was  so  well  known  to 
those  skilled  in  the  art  of  making  mucilages  from  sea¬ 
weed  that  it  was  unnecessary  for  Bayer  in  his  Danish 
application,  to  disclose  the  necessity  of  its  use.  I 

Section  4888  of  the  Revised  Statutes  of  the  United 


States,  35  U.  S.  C.  A.  §  33,  provides: 

“Before  any  inventor  or  discoverer  shall  receive  a 
patent  for  his  invention  or  discovery  he  shall  make 
application  therefor,  in  writing,  to  the  Commis¬ 
sioner  of  Patents,  and  shall  file  in  the  Patent  Office 
a  written  description  of  the  same,  and  of  the  man¬ 
ner  and  process  of  making,  constructing,  com¬ 
pounding,  and  using  it  in  such  full,  clear,  concise, 
and  exact  terms  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains,  or  with 
which  it  is  most  nearly  connected,  to  make,  con¬ 
struct,  compound,  and  use  the  same;  and  in  case 
of  a  machine,  he  shall  explain  the  principle  thereof, 
and  the  best  mode  in  which  he  has  contemplated 
applying  that  principle,  so  as  to  distinguish  it  from 
other  inventions;  and  he  shall  particularly  point 
out  and  distinctly  claim  the  part,  improvement,  or 
combination  which  he  claims  as  his  invention  or 
discovery.  The  specification  and  claim  shall  be 
signed  by  the  inventor.”  (Italics  ours.) 


The  leading  authority  on  the  question  of  sufficiency 
of  disclosure  is  probably  the  decision  of  the  Supreme 
Court  of  the  United  States  in  the  Incandescent  Lamp 
Patent  case ;  159  U.  S.  465, 16  S.  Ct.  75,  which  was  a  pat¬ 
ent  infringement  case.  The  sole  question  was  whether 

i 

or  not  Mr.  Edison’s  invention  infringed  the  patent  of 
Sawyer  and  Man.  In  the  Sawyer  and  Man  patent,  which 
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was  issued  prior  to  Mr.  Edison’s  application,  Sawyer 
and  Man  claimed  a  monopoly  of  all  the  fibrous  and  tex¬ 
tile  materials  for  incandescent  conductors,  and  speci¬ 
fically  specified  the  use  of  carbonized  paper  in  an  incan¬ 
descent  lamp.  Mr.  Edison’s  specification  referred  to 
the  use  of  a  certain  bamboo,  which  was  one  of  the  fibrous 
and  textile  materials.  The  court,  therefore,  had  before 
it  the  question  of  whether  or  not  Sawyer  and  Man  were 
entitled  to  a  monopoly  of  all  fibrous  and  textile  ma¬ 
terials.  The  Supreme  Court  of  the  United  States  held 
that  the  Edison  invention  did  not  infringe  upon  the  in¬ 
vention  of  Sawyer  and  Man,  because  the  latter  had  not 
discovered  a  quality  common  to  all  fibrous  and  textile 
substances,  and  that  therefore  they  were  not  permitted 
to  monopolize  this  entire  field  merely  by  specifying  the 
entire  claims.  The  Court  quoted  from  Section  4888,  Re¬ 
vised  Statutes,  as  above  set  forth,  and  stated  that  the 
object  of  this  statute  is  to  apprise  the  public  of  what 
the  patentee  claims  as  his  own,  the  courts  of  what  they 
are  called  upon  to  construe,  and  competing  manufactur¬ 
ers  and  dealers  of  exactly  what  they  are  bound  to  avoid. 

The  court  stated,  page  474 : 

“If  the  description  be  so  vague  and  uncertain 
that  no  one  can  tell,  except  by  independent  experi¬ 
ments,  how  to  construct  the  patented  device,  the 
patent  is  void.” 

and  further  quoted  as  follows  from  Mr.  Justice  Taney 
in  Wood  v.  Underhill,  5  How.  1,  12  L.  Ed.  23,  at  pages  4 
and  5,  with  respect  to  a  patented  compound  for  the 
purpose  of  making  brick  or  tile  which  did  not  give  the 
relative  proportions  of  the  ingredients: 

“But  when  the  specification  of  a  new  composi¬ 
tion  of  matter  gives  only  the  names  of  the  sub¬ 
stances  which  are  to  be  mixed  together,  without 
stating  any  relative  proportion,  undoubtedly  it 
would  be  the  duty  of  the  court  to  declare  the  patent 
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to  be  void.  And  the  same  rule  would  prevail  where 
it  was  apparent  that  the  proportions  were  stated 
ambiguously  and  vaguely .  For  in  such  cases  it 
would  be  evident,  on  the  face  of  the  specification, 
that  no  one  could  use  the  invention  without  first 
ascertaining  by  experiment  the  exact  proportion  of 
the  different  ingredients  required  to  produce  the 
result  intended  to  be  obtained.  *  *  *  A nd  if, 

from  the  nature  and  character  of  the  ingredients  to 
be  used,  they  are  not  susceptible  of  such  exact  de¬ 


scription,  the  inventor  is  not  entitled  to  a 
(Italics  ours.) 


patent. 


The  Supreme  Court  also  followed  and  quoted  the 
following  from  the  case  of  Tyler  v.  Boston,  7  Wall.  327, 
330:  | 

“Where  a  patent  is  claimed  for  such  a  discov¬ 
ery,  it  should  state  the  component  parts  of  the 
new  manufacture  claimed  with  clearness  and  pre¬ 
cision,  and  not  leave  the  person  attempting  to  use 
the  discovery  to  find  it  out  ‘by  experiment /  See 
also  Benne  v.  Jeantet,  129  U.  S.  683;  Howard  v. 
Detroit  Stove  Works,  150  U.  S.  164,  167 ;  Schneider 
v.  Lovell,  10  Fed.  666;  Welling  v.  Crane,  14  Fed. 
571.”  (Italics  ours.) 

In  the  case  of  Wood  v.  Underhill,  5  How.  1,  12  L. 
Ed.  23,  the  Supreme  Court  had  before  it  the  following 
facts : 


In  the  year  1836  Wood  took  out  letters  patent  for 
“a  new  and  useful  improvement  in  the  mode  of  making 
brick,  tile  and  other  clay  ware,”  and  filed  the  following 
specification  of  his  invention: 

“Be  it  known  that  I,  the  said  James  Wood, 
have  invented  a  new  and  useful  improvement  in  the 
art  of  manufacturing  bricks  and  tiles.  The  process 
is  as  follows:  Take  of  common  anthracite  coal,  un¬ 
burnt,  such  quantity  as  will  best  suit  the  kind  of 
clay  to  be  made  into  brick  or  tile,  and  mix  the  same, 
when  well  pulverized,  with  the  clay  before  [it]  is 
moulded;  that  clay  which  requires  the  most  burn- 
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ing  will  require  the  greatest  proportion  of  coal- 
dust;  the  exact  proportion,  therefore,  can  not  be 
specified;  but,  in  general,  three-fourths  of  a  bushel 
of  coal-dust  to  one  thousand  brick  will  be  correct. 
Some  clay  may  require  one-eigth  more,  and  some 
not  exceedinging  a  half -bushel.  The  benefits  re¬ 
sulting  from  this  composition  are  the  saving  of 
fuel,  and  the  more  general  diffusion  of  heat  through 
the  kiln,  by  which  the  whole  contents  are  more 
equally  burned.  If  the  heat  is  raised  too  high,  the 
brick  will  swell,  and  be  injured  in  their  form.  If 
the  heat  is  too  moderate,  the  coal-dust  will  be  con¬ 
sumed  before  the  desired  effect  is  produced.  Ex¬ 
tremes  are  therefore  to  be  avoided.  I  claim  as  my 
invention  the  using  of  fine  anthracite  coal,  or  coal- 
dust,  with  clay,  for  the  purpose  of  making  brick 
and  tile  as  aforesaid,  and  for  that  only  claim  letters 
patent  from  the  United  States.  James  Wood.” 

In  1842  Wood  brought  a  suit  against  the  defend¬ 
ants  in  error,  Underhill,  et  al.,  for  violation  of  this  patent. 
At  the  trial  the  defendant  objected  to  the  sufficiency  of 
the  above  specification,  which  objection  was  sustained 
by  the  court,  the  plaintiff  excepting.  The  case  was 
taken  to  the  Supreme  Court  of  the  United  States  on 
this  exception.  Mr.  Chief  Justice  Taney  delivered  the 
opinion  of  the  court,  and  stated  on  page  4  of  5  How. : 

‘‘And  the  only  question  presented  by  the  record 
is,  whether  his  description  of  the  relative  propor¬ 
tions  of  coal-dust  and  clay,  as  given  in  his  specifica¬ 
tion,  is  upon  the  face  of  it  too  vague  and  uncertain 
to  support  a  patent. 

“The  degree  of  certainty  which  the  law  requires 
is  set  forth  in  the  act  of  Congress.  The  specifica¬ 
tion  must  be  in  such  full,  clear,  and  exact  terms  as 
to  enable  any  one  skilled  in  the  art  to  which  it  ap¬ 
pertains  to  compound  and  use  the  invention ;  that  is 
to  say,  to  compound  and  use  it  without  making 
any  experiments  of  his  own.  In  patents  for  ma¬ 
chines  the  sufficiency  of  the  description  must,  in 
general,  be  a  question  of  fact  to  be  determined  by 


93 


the  jury.  And  this  must  also  be  the  case  in  com¬ 
positions  of  matter,  where  any  of  the  ingredients 
mentioned  in  the  specification  do  not  always  pos¬ 
sess  exactly  the  same  properties  in  the  same  degree. 

“But  when  the  specification  of  a  new  composi¬ 
tion  of  matter  gives  only  the  names  of  the  sub¬ 
stances  which  are  to  be  mixed  together,  without 
stating  any  relative  proportion,  undoubtedly  it  would 
be  the  duty  of  the  court  to  declare  the  patent  to  be 
void .  And  the  same  rule  would  prevail  where  it 
was  apparent  that  the  proportions  were  stated  am¬ 
biguously  and  vaguely.  For  in  such  cases  it  would 
be  evident,  on  the  face  of  the  specification  that  no 
one  could  use  the  invention  without  first  ascertain¬ 
ing  by  experiment  the  exact  proportion  of  the  dif¬ 
ferent  ingredients  required  to  produce  the  result 
intended  to  be  obtained.  And  if  the  specification 
before  us  was  liable  to  either  of  these  objections 
the  patent  would  be  void  and  the  instruction  given 
by  the  Circuit  Court  undoubtedly  right.”  (Italics 
ours ) 

The  court  in  this  case,  however,  reversed  the  judgment 
below  on  the  ground  that  the  Circuit  Court  erred  in 
instructing  the  jury  that  the  specification  was  too  vague 
and  uncertain  to  support  a  patent  instead  of  leaving 
that  question  to  them  for  their  decision  as  a  question 
of  fact,  stating  on  page  4  of  5  How. : 

“The  patentee  gives  a  certain  proportion  as  a 
general  rule;  that  is,  three-fourths  of  a  bushel  of 
coal-dust  to  one  thousand  brick.  *  *  *  In  this 

case,  however,  the  general  rule  is  given  with  entire 
exactness  in  its  terms;  and  the  notice  of  the  varia¬ 
tions,  mentioned  in  the  specification,  would  seem  to 
be  designed  to  guard  the  brick-maker  against  mis¬ 
takes,  into  which  he  might  fall  if  his  clay  was  more 
or  less  hard  to  burn  than  the  kind  ordinarily  em¬ 
ployed  in  the  manufacture.” 

We  submit  that  Bayer  in  the  specification  con¬ 
tained  in  his  Danist  patent  application  did  not,  to  use 
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the  words  of  Mr.  Chief  Justice  Taney,  “give  the  gen¬ 
eral  rule  with  entire  exactness  in  its  terms.” 

As  heretofore  pointed  out,  Bayer  does  not  tell  what 
mucilage  to  use,  what  seaweed  to  use,  what  quantity  of 
water  should  be  mixed  with  it  to  make  the  so-called 
“tangin”.  He  does  not  tell  us  how  much  of  the  muci¬ 
lage  solution  to  use  in  making  the  foam.  He  uses  the 
word  “tangin”  that  has  no  meaning  in  the  English  lan¬ 
guage  and  which  cannot  be  found  on  the  market,  and 
specifies  no  method  by  which  this  substance  can  be  ob¬ 
tained.  He  does  not  disclose  the  necessity  of  the  use 
of  caustic  soda.  He  states  no  proportions  of  gelatine 
or  formaldehyde  for  increasing  the  durability  of  the 
foam,  and  as  already  pointed  out,  the  words  “inconsid¬ 
erable”  and  “small  portions,”  not  being  used  in  relation 
to  any  definite  quantities,  mean  nothing. 

We  have  searched  the  entire  specification  in  vain 
for  the  expression  of  a  single,  definite  quantity  of  any 
material  to  be  used  in  carrying  out  the  process.  We 
therefore  submit  that  Bayer  has  stated  his  proportions 
ambiguously  and  vaguely,  if  at  all,  and  his  specification 
must  be  ruled  by  the  words  of  Mr.  Chief  Justice  Taney, 
above-quoted,  and  which  we  now  repeat  for  the  purpose 
of  emphasis: 

“But  when  the  specification  of  a  new  composi¬ 
tion  of  matter  gives  only  the  names  of  the  sub¬ 
stances  which  are  to  be  mixed  together,  without 
stating  any  relative  proportion,  undoubtedly  it 
would  be  the  duty  of  the  court  to  declare  the  pat¬ 
ent  to  be  void.  And  the  same  rule  would  prevail 
where  it  was  apparent  that  the  proportions  were 
stated  ambiguously  and  vaguely  ”  (Italics  ours.) 

In  the  case  of  Ex  parte  Smith ,  399  O.  G.  209,  de¬ 
cided  by  the  Board  of  Appeals  of  the  Patent  Office  on 
April  26,  1930,  the  application  attempted  to  disclose  a 
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steel  rail  formed  from  solid  produced  iron  together  with 
desired  percentages  of  carbon  and  manganese. 

The  ground  on  which  the  Patent  Office  rejected  the 
application  for  patent  applied  to  certain  of  the  claims 
on  the  ground  that  they  failed  to  comply  with  Section 
4888  of  the  Revised  Statutes,  because  of  the  use  of  ex¬ 
pressions  such  as  “usual  percentages”,  “materially 
greater”,  “approximately  the  same  strength”,  and 
“standard  percentages.”  The  applicant  set  forth  in  his 
specification  certain  ranges  of  percentages  of  carbon 

i 

and  manganese  as  being  what  he  designates  usual  or 
standard  proportions  of  these  constituents  in  steel  for 
this  purpose.  He  states,  for  example,  that  for  100- 
pound  rails  the  specification  usually  calls  for  .62  to 
.75%  carbon  and  from  .70  to  1.00%  of  manganese.  He 
states  further  that  the  relative  percentages  of  these  two 
may  be  varied,  and  that  such  is  common  practice.  All 
of  this  is  designated  as  being  standard  practice  in  mak¬ 
ing  steel  rails.  The  Board  of  Appeals  affirmed  the  de¬ 
cision  of  the  Examiner  in  rejecting  the  claims  and 
stated  on  page  209: 

“The  ground  of  rejection  applied  to  claims  1, 
2,  3,  7  and  8  is  that  they  fail  to  comply  with  Sec¬ 
tion  4888  of  the  Revised  Statutes  because  of  ex¬ 
pressions  such  as  ‘usual  percentages’,  ‘materially 
greater’,  ‘approximately  the  same  strength’,  and 
‘standard  percentages.’  It  is  found  that  appli¬ 
cant’s  specification  is  even  indefinite  in  referring  to 
these  so-called  standards  and  usual  percentages. 
In  connection  with  the  above-cited  examples  of  per¬ 
centages  applicant  states  that  they  are  usually  em¬ 
ployed  and  it  constitutes  common  practice.  This 
in  itself  indicates  that  the  range  of  percentages 
and  the  practice  is  variable  and  may  extend  beyond 
the  limits  set  forth.  It  is  not  possible  to  deter - 
mine  from  this  description  what  the  limits  would 
be.  (Italics  ours.)  After  careful  consideration 
we  are  convinced  that  the  Examiner’s  conclusions 
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as  to  these  terms  are  correct  and  that  the  rule 
set  forth  in  ex  parte  Naugle,  380  O.  G.  751,  is  ap¬ 
plicable.” 

Zenitherm  v.  Art  Marble  Company  of  America ,  et 
al.,  45  Fed.  (2d)  208  (Dist.  Ct.,  So.  Dist.,  Miss.),  de¬ 
cided  November  29,  1930,  is  a  case  very  much  in  point. 
In  that  case  the  Court  had  before  it  the  following  facts. 
The  case  was  a  proceeding  in  Equity,  alleging  infringe¬ 
ment  of  claims  1  and  4  of  Sutter  patent  No.  1,183,694. 
This  patent  related  to  a  process  of  manufacturing  fire¬ 
proof  insulating  building  material.  The  finished  prod¬ 
uct  is  not  a  stone,  but  is  essentially  a  wood  product, 
though  it  may  be  made  more  nearly  a  stone  product  by 
varying  the  proportions  of  materials  used.  One  of  the 
defenses  to  the  patent  was  invalidity  for  lack  of  suf¬ 
ficient  disclosure  due  to  vagueness  in  the  specification 
and  claims.  The  court  entered  a  decree  dismissing  the 
bill  on  the  ground  that  the  patent  was  invalid,  because 
of  the  failure  to  state  therein  exact  proportions  to  be 
used  in  carrying  out  the  process.  The  court  stated  on 
page  209: 

“Out  of  the  facts  the  law  arises,  but  a  brief 
preliminary  statement  of  the  law  is  often  helpful 
in  analyzing  facts.  There  is  a  remarkably  succinct 
one  in  Tilghman  v.  Proctor ,  102  U.  S.  707,  727,  26 
L.  Ed.  279.  It  is  the  following  quotation  from  a 
former  opinion  by  the  Chief  Justice  which  the  Court 
says  will  afford  the  key  to  almost  every  case  that 
can  arise: 

“Whoever  discovers  that  a  certain  useful  re¬ 
sult  will  be  produced,  in  any  art,  machine,  manu¬ 
facture,  or  composition  of  matter,  by  the  use  of 
certain  means,  is  entitled  to  a  patent  for  it;  pro¬ 
vided  he  specifies  the  means  he  uses  in  a  manner 
so  full  and  exact  that  anyone  skilled  in  the  science 
to  which  it  appertains  can,  by  using  the  means  he 
specifies,  without  any  addition  to  or  subtraction 
from  them,  produce  precisely  the  result  he  de- 
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scribes.  And  if  this  can  not  be  done  by  the  means 
he  describes,  the  patent  is  void.  And  if  it  can  be 
done,  then  the  patent  confers  on  him  the  exclusive 
right  to  use  the  means  he  specified  to  produce  the 
result  or  effect  he  describes,  and  nothing  more. 
And  it  makes  no  difference,  in  this  respect,  whether 
the  effect  is  produced  by  chemical  agency  or  com¬ 
bination;  or  by  the  application  of  discoveries  or 
principles  in  natural  philosophy,  known  or  un¬ 
known  before  his  invention;  or  by  machinery  act¬ 
ing  all  together  upon  mechanical  principles.  In 
either  case,  he  must  describe  the  manner  or  process 
as  above-mentioned,  and  the  end  it  accomplishes. 
Anyone  may  lawfully  accomplish  the  same  end 
without  infringing  the  patent,  if  he  uses  means 
substantially  different  from  those  described.” 

i 

And  further,  on  the  same  page,  the  court  states: 

“The  process,  it  is  said,  has  three  essential 
steps:  first,  the  coating  of  every  particle  of  the 
cork,  wood  chips,  or  shavings  with  magnesia;  sec¬ 
ond,  wetting  the  mixture  with  a  liquid  binder  such 
as  a  magnesium  chloride  solution;  and,  third,  com¬ 
pressing  these  mixed  materials  into  a  homogeneous 
mass. 

“In  the  first  step,  no  quantities  or  proportions 
for  the  mixture  are  given  in  the  specification  or 
claims  except  ‘sufficient  powdered  oxid  of  magnesia 
*  *  *  to  completely  cover  or  coat  each  particle 

of  cork.’  In  practicing  the  process  plaintiff  claims 
to  use  a  minimum  amount  of  cement,  but  this  is  de¬ 
nied;  testimony  for  the  defendant  being  to  the  ef¬ 
fect  that  twenty  times  the  minimum  amount  is  used 
in  what  is  known  as  Zenitherm’s  typical  mix  and  ten 
times  the  minimum  amount  in  the  production  of 
X-ite.  j 

“In  the  second  step,  no  quantities  or  propor¬ 
tions  are  given  for  the  binder  to  be  used.  The  illus¬ 
tration  in  the  specification  simply  says :  ‘and  then 
add  a  solution  of  acetyl  cellulose  as  a  binder.’  This 
solution  admittedly  is  not  used  by  either  plaintiff 
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or  defendant.  The  claim  in  suit  only  provides  for 
‘mixing  the  product  with  a  binder  in  fluid  condition'. 

“With  reference  to  the  third  step,  the  most 
definite  provision  in  either  specification  or  claims  is 
to  subject  the  mixture  ‘to  sufficient  pressure  to 
form  one  homogeneous  mass.'  The  plaintiff  prac¬ 
tices  this  step  by  using  hydraulic  pressure  of  about 
2500  to  3000  pounds  per  square  inch,  but  is  seek¬ 
ing  to  restrain  the  defendant  from  the  use  of  any 
pressure,  mechanical  or  otherwise,  even  such  slight 
pressure  as  is  involved  in  packing  the  material 
into  a  mold  by  hand. 

“After  hearing  the  witnesses  orally,  and  read¬ 
ing  the  transcribed  testimony,  I  have  reexamined 
the  nearly  100  exhibits  and  am  convinced  that  the 
products  to  be  obtained  by  operating  under  the 
vague  terms  of  the  plaintiff's  patent  may  differ 
widely  in  outward  appearance,  material  ingredi¬ 
ents,  and  commercial  utility,  so  widely  as  to  dupli¬ 
cate  many  articles  well  known  in  the  prior  art,  and 
that  regardless  of  how  skilled  one  might  be  in  the 
art  he  could  not  learn  to  manufacture  the  plains 
tiff’s  product  from  the  specification  and  claims  of 
the  patent  in  suit  without  experimenting  under  it. 
In  fact,  the  inference  is  strong  from  the  testimony 
that  the  plaintiff  itself  experimented  for  several 
years  after  the  issuance  of  the  Sutter  patent  be¬ 
fore  evolving  its  present  product. 

“To  put  forth  a  problem  for  experiment  to  solve 
defeats  the  purpose  of  Congress  in  authorizing  the 
grant  of  patents  which  was  to  stimulate  inventions 
and  encourage  their  disclosure  to  the  public. 

“The  falure  to  give  the  relative  proportions  of 
the  different  ingredients  renders  the  patent  void. 
The  Incandescent  Lamp  Patent,  159  U.  S.  465,  475, 
16  S.  Ct.  75,  40  L.  Ed.  221. 

“In  Wood  v.  Underhill,  5  How.  1,  5,  12  L.  Ed. 
23,  with  respect  to  a  patented  compound  for  the 
purpose  of  making  brick  or  tile,  which  did  not  give 
the  relative  proportions  of  the  different  ingredients 
the  court  said:  (The  court  here  quoted  from  Wood 
v.  Underhill,  supra  as  above  set  forth) 
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“So  in  Tyler  v.  Boston,  7  Wall.  327,  330,  19  L. 
Ed.  93,  where  the  plaintiff  professed  to  have  dis¬ 
covered  a  combination  of  fusel  oil  with  the  mineral 
and  earth  oils,  constituting  a  burning  fluid,  the 
court  said: 

‘Where  a  patent  is  claimed  for  such  a  dis¬ 
covery,  it  should  state  the  component  parts  of 
the  new  manufacture  claimed  with  clearness 
and  precision,  and  not  leave  the  person  at¬ 
tempting  to  use  the  discovery  to  find  it  out 
‘by  experiment’.  ! 

i 

“Neither  is  the  amount  of  pressure  indicated 
except  by  the  single  use  of  the  word  homogeneous. 
The  necessity  for  any  pressure  at  all  admittedly  de¬ 
pends  upon  relative  proportions  of  the  ingredients 
of  the  mixture  producing  a  loose,  friable  mass  in¬ 
stead  of  a  pasty  confluent  substance,  which  can  be 
poured  into  a  cast  or  pressed  into  a  mold.  Having 
given  no  proportions  of  the  ingredients,  the  paten¬ 
tee  for  the  final  step  merely  specifies  ‘sufficient 
pressure  to  form  one  homogeneous  mass.’  But  the 
point  at  which,  under  pressure,  a  heterogeneous 
mass  of  mineral  and  vegetable  matter  would  be¬ 
come  homogeneous,  that  is,  of  the  same  material, 
organic  or  inorganic,  is  not  stated  and  might  be 
prolific  of  much  litigation  and  the  source  of  pro¬ 
found  philosophical  discussion. 

“If  Dr.  Sutter  intended  to  provide  for  suffi¬ 
ciently  heavy  pressure  to  form  a  solid  mass  by  com¬ 
pression  instead  of  by  mixing,  this  uncertain 
specification  might  not  be  objectionable  provided 
he  had  given  the  relative  proportions  of  the  in¬ 
gredients  which  would  not  become  solid  (or  homo¬ 
geneous  )  by  mixing  but  would  remain,  notwithstand¬ 
ing  the  mixing,  a  loose,  friable  mass  until  the  pres¬ 
sure  was  applied.  But  the  failure  to  give  any 
relative  proportions,  coupled  with  the  failure  to 
specify  the  amount  or  kind  or  pressure,  puts  even 
those  skilled  in  the  art  to  the  necessity  of  finding 
out  the  gist  of  the  invention  by  experiment.  This 
is  fatal  and  renders  the  patent  void  for  two  reasons: 
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(1)  Because  it  does  not  disclose  to  the 
public  how  the  discovery,  if  there  be  one,  can 
be  made  useful  and 

(2)  How  its  infringement  may  be  avoided. 
Eibel  Bros.  Co.  v.  Paper  Company,  261  U.  S.  45, 
43  Sup.  Ct.  322,  67  L.  Ed.  523.  See  also  Bullock 
Electric  Mfg.  Co.  v.  General  Electric  Co.  (C.  C. 
A.)  149  Fed.  409. 

The  case  of  Bene  v.  Jeantet,  129  U.  S.  683,  32  L.  Ed. 
803,  ( 1889 ) ,  was  a  bill  in  Equity  to  restrain  an  alleged 
infringement  of  letters  patent  for  improvement  in  the 
process  of  refining  and  bleaching  hair.  On  the  question 
of  the  sufficiency  of  the  disclosure,  the  Supreme  Court 
of  the  United  States  stated  on  page  684: 

“Under  Section  4888  Rev.  Stat.  a  specification 
must  describe  the  invention  and  the  manner  and 
process  of  ‘making,  constructing,  compounding  and 
using  it  in  such  full,  clear,  concise  and  exact  terms 
as  to  enable  any  person  skilled  in  the  art  or  sci¬ 
ence  to  which  it  appertains  *  *  *  to  make,  con¬ 

struct,  compound  and  use  the  same.’ 

“Tested  by  this  requirement,  the  patent  in  suit 
can  not  receive  the  broad  construction  for  which 
complainants  contend.  Except  as  applicable  to  the 
second  claim,  the  specification  is  not  full  and  clear 
enough  to  give  one  skilled  in  chemistry  such  an 
idea  of  the  particular  kinds  and  character  of  the 
chemicals ,  or  combination  of  chemicals ,  with  the 
relative  proportions  of  each ,  as  would  enable  him 
to  use  the  invention  without  having  to  resort  to 
experiments  of  his  own  to  discover  those  ingredi¬ 
ents”  ( Italics  ours ) 

On  this  ground  the  court  affirmed  the  decision  be¬ 
low  dismissing  the  Bill. 

In  the  case  of  Tyler  v.  Boston ,  7  Wall.  327,  19  L. 
Ed.  93,  (1868)  the  Supreme  Court  of  the  United  States 
had  before  it  the  following  facts: 
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The  suit  was  brought  by  Tyler  against  Boston  for 
infringement  of  a  patent.  The  plaintiff  proposed  to 
have  discovered  a  new  compound  substance,  being  a 
combination  of  fusel  oil  with  the  mineral  and  earthy 
oils,  which  compound  constituted  a  burning  fluid  “by 
which  terms”  he  says,  “I  mean  a  fluid  which  will  burn 
for  the  purpose  of  illumination  without  material  smoke, 
in  a  lamp  with  a  small  solid  wick  and  without  a  chim¬ 
ney.”  The  claim  of  his  patent  which  the  defendant  was 
charged  with  infringing  was  “the  compound  produced 
by  the  combination  of  the  mineral  or  earthy  oils  or  fusel 
oil,  in  the  manner  and  for  the  purpose  substantially  as 
herein  set  forth ;  said  compound  consisting  a  new  manu¬ 
facture.”  The  component  parts  of  this  new  manufac¬ 
ture  were  described  as  “by  measure,  crude  fusel  oil  one 
part,  kerosene  one  part  ” 

This  combination,  the  patent  stated,  might  be  varied 
by  the  substitution  of  naphtha  or  crude  petroleum  in 
place  of  kerosene  or  a  part  of  the  kerosene  by  an  equal 
quantity  of  naphtha  or  crude  petroleum;  “the  exact 
quantity  of  fusel  oil  which  is  necessary  to  produce  the 
most  desirable  compound  must  be  determined  by  experi¬ 
ment. ” 

The  Supreme  Court  of  the  United  States  affirmed 
the  findings  in  favor  of  defendant  below  and  stated  on 
page  330 : 

“The  patent  states  that  4 the  exact  quantity  of 
fusel  oil  which  is  necessary  to  produce  the  most  de¬ 
sirable  compound  must  be  determined  by  experi¬ 
ment.’ 

“Now  a  machine  which  consists  of  a  combina¬ 
tion  of  devices  is  the  subject  of  invention,  and  its  ef¬ 
fects  may  be  calculated  a  priori,  while  a  discovery 
of  a  new  substance  by  means  of  chemical  combina¬ 
tions  of  known  materials  is  empirical  and  discovered 
by  experiment.  Where  a  patent  is  claimed  for  such 
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a  discovery ,  it  should  state  the  component  parts  of 
the  new  manufacture  claimed  with  clearness  and 
precision ,  and  not  leave  the  person  attempting  to 
use  the  discovery  to  find  it  out  cby  experiment ’  The 
law  requires  the  applicant  for  a  patent-right  to  de¬ 
liver  a  written  description  of  the  manner  and  proc¬ 
ess  of  making  and  compounding  his  new-discovered 
compound.  The  art  is  new;  and  therefore  persons 
can  not  be  presumed  to  be  skilled  in  it,  or  to  antici¬ 
pate  the  result  of  chemical  combinations  of  elements 
not  in  daily  use” 

We  have  already  referred  to  the  testimony  given  by 
Jacobson  and  Philipson,  who  testified  on  behalf  of  Bayer 
as  to  the  experimentation  necessary  in  order  to  carry 
out  the  Bayer  disclosure.  Jacobson  said  that  he  would 
have  to  experiment,  in  brief  ( a )  to  determine  the  proper 
proportions  of  Irish  moss  and  water  to  make  the  mu¬ 
cilaginous  substance ;  ( b )  the  proper  proportions  of  the 
mucilaginous  substance  with  water  to  make  the  floamy 
fluid ;  ( c )  to  determine  the  amount  of  gelatine  or  formal¬ 
dehyde  that  might  be  necessary  to  be  added  to  the  foam 
solution  to  increase  the  durability  of  the  foam.  He  in¬ 
dicated  clearly  that  all  solutions  would  not  produce  a 
foam;  that  if  too  much  of  the  mucilaginous  substance 
was  added  it  would  form  gelatine  and  therefore  would 
not  work.  The  testimony  clearly  indicates  that  if  in 
making  the  foamy  solution  an  excess  quantity  of  the  so- 
called  mucilage  is  added,  the  foamy  solution  will  be  too 
thick  to  make  a  proper  foam,  and  Bayer’s  witness  Miner 
testified  that  high  proportions  of  the  mucilaginous  solu¬ 
tion  slowed  up  the  setting  of  the  product.  In  brief,  the 
entire  effect  of  Jacobsen’s  testimony  was  that  experi¬ 
mentation  would  be  required  in  carrying  out  the  various 
steps  of  the  process.  The  testimony  of  Philipson  was  to 
the  same  general  effect. 
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In  the  case  of  Howard  v.  Detroit  Stove  Works ,  150 
U.  S.  164, 14  S.  Ct.  68,  ( 1893 ) ,  the  Supreme  Court  of  the 
United  States  stated  on  page  167 : 

“If  there  is  any  material  difference  between  the 
patent  under  consideration  and  those  just  discussed, 
it  is  found  in  the  width  of  the  flange.  The  appel¬ 
lants  lay  particular  stress  upon  the  fact  that  the 
width  of  the  flange  in  the  Beckwith  patent — which 
was  to  serve  the  primary  purpose  of  permitting  a 
bank  of  ashes  to  form  upon  it  which  would  have  the 
effect  of  preventing  the  lower  part  of  the  fire-box 
from  becoming  unduly  heated — is  greater  than 
shown  in  the  previous  patents;  but  neither  in  the 
specification  nor  claim  of  the  patent  does  the  paten¬ 
tee  indicate  what  shall  be  the  width  of  thi$  flange. 
(Italics  ours)  The  description  of  the  invention  is 
vague  and  indefinite,  and  is  not  sufficient  to  enable 
those  skilled  in  the  art  to  consruct  it  without  experi¬ 
ment  so  as  to  attain  the  desired  result.  Tfie  width 
of  the  flange  is  a  mere  matter  of  degree,  and  if  at 
the  time  of  the  invention  the  proper  width  of  the 
flange  to  accomplish  the  purpose  desired  was  known, 
then  the  patentee  made  no  invention.  If  the  proper 
width  was  not  known  at  that  time,  it  should  have 
been  described  in  the  patent;  but  as  the  patent  is 
silent  on  this  point,  except  that  the  drawings  indi¬ 
cate  that  the  width  of  the  outside  of  the  grate  is  the 
proper  width  for  the  flange,  it  can  hardly  be  said 
under  such  circumstances  that  the  vague  and  in¬ 
definite  description  of  the  width  of  the  flange  ele¬ 
vates  it  to  the  dignity  of  invention,  for  it  has  been 
shown  that  the  stoves  covered  by  the  patents  just 
discussed  also  had  each  a  flange  which  performed 
the  same  function,  although  not  specifically  claimed 
in  the  patents.  (See  also  Schneider  v.  LoveTt,  10 
Fed.  666  and  WeTling  v.  Crane,  14  Fed.  571)  . 

In  the  case  of  Badische  Anilin  and  Soda  Fabrik  v. 
Kalle  et  at.,  94  Fed.  163  ( 1899 ) ,  the  Circuit  Court  for  the 
Southern  District  of  New  York  had  before  it  an  Equity 
Proceeding  for  the  infringement  of  certain  letters  patent 


104 


granted  in  1894  to  the  complainant  as  assignee  of  Paul 
Julius  of  Germany,  for  improvements  in  the  manufac¬ 
ture  of  blue  coloring  matter.  The  defenses  were  that  the 
patent  was  void  for  lack  of  invention,  that  it  was  antici¬ 
pated  by  the  prior  art  and  that  properly  construed  the 
defendants  did  not  infringe.  With  respect  to  the  second 
of  these  defenses,  the  court  stated  on  page  166 : 

“Is  the  patent  anticipated  ?  *  *  *  The  defense  of 
anticipation,  therefore,  rests  upon  foreign  patents 
and  publications  prior  to  January  2, 1892.  Publica¬ 
tions  appearing  since  that  time  cannot  be  considered 
by  the  court.” 

And  further  the  court  states  on  page  167 : 

“A  description  which  is  insufficient  to  support 
a  patent  can  hardly  be  relied  on  as  an  anticipation. 
In  each  instance  the  same  'precision  is  required.  If 
the  alleged  anticipating  matter  leaves  the  descrip¬ 
tion  incomplete  requiring  extrinsic  investigation  to 
make  it  complete  it  fails  as  an  anticipation”  ( Italics 
ours) 

The  anticipation  which  provoked  the  widest  discus¬ 
sion  was  found  in  an  article  which  appeared  in  a  French 
publication,  in  fact  a  reproduction  of  the  application  for 
a  German  patent  of  Beyer  &  Kegal  for  the  “process  for 
the  preparation  of  blue  coloring  matters  by  the  combina¬ 
tion  of  diazo  safranines  with  the  phenols”.  Concerning 
the  publication  of  this  German  application  for  patent 
with  respect  to  whether  or  not  it  amounted  to  an  antici¬ 
pation,  the  Court  stated  on  page  168 : 

“It  is  now  asserted  by  the  defendants  that  this  pub¬ 
lished  statement  voids  the  complainant’s  patent; 
that  one  skilled  in  the  art,  seeking  in  1886  to  pro¬ 
duce  a  soluble  product,  would  have  learned  how  to 
do  this  from  a  recipe  which  states  on  its  face  that 
it  produced  an  insoluble  product.  But  this  is  not 
the  only  vulnerable  feature  of  the  Beyer  and  Kegel 
specification”  ( Italics  ours. ) 
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It  says  the  diazo-compound  of  pheno-safranine 

“is  made  to  run  into  a  liquor  containing  22  kilograms 
of  beta-naphthoL 

“The  specification  is  silent  as  to  how  this  liquor 
is  prepared  and  what  are  its  ingredients.  It  is  a 
liquor  and  it  contains  the  beta-naphthol.  This  is 
all;  nothing  else  is  told.  Caustic  soda  is  not  men¬ 
tioned,  and  yet,  it  is  substantially  conceded  that 
solubility  or  insolubility  will  result,  depending  upon 
the  proportion  of  caustic  soda  employed,  and  that 
this  fact  was  unknown  at  the  time  ”  ( Italics  ours. ) 

“We  have  then  a  prior  publication  which  pur¬ 
ports  to  give  a  formula  for  producing  an  insoluble 
compound  and  which  omits  one  of  the  most  impor¬ 
tant  steps,  leaving  a  blank  where  proportions  should 
be  stated  with  accuracy  ”  ( Italics  ours. ) 

“Can  it  be  that  such  a  publication  anticipates  a 
patent  for  a  soluble  product  which  gives  with  minute 
detail  all  the  steps  necessary  to  accomplish  that  re¬ 
sult?  Is  this  Moniteur  publication  the  concise  and 
accurate  statement  which  the  law  requires?  Can 
it  be  said  that  it  gives  to  the  skilled  chemist  that 
precise  information  which  will  enable  him,  without 
experiment,  to  produce  the  dye  stuff  of  the  Julius 
patent?”  (Italics  ours.)  Would  a  chemist  today, 
who  knows  nothing  of  the  art  accept  the  Moniteur 
article  and  the  publications  which  preceded  it,  pro¬ 
duce  a  product  which  infringes  the  claims  of  the 
Julius  patent?  To  ask  these  questions  is  to  answer 
them.  The  court  is  familiar  with  no  authority  de¬ 
ciding  that  a  patent  can  be  overthrown  by  a  docu¬ 
ment,  which,  if  its  statements  be  true,  is, ;  conced- 
edly,  not  an  anticipation;  and  which  becomes  val¬ 
uable  as  a  defense  only  after  its  falsity  is  estab¬ 
lished.” 

In  our  case  Bayer  made  the  same  mistake  that 
Beyer  and  Kegel  made  in  the  above-quoted  case.  He 
failed  to  disclose  caustic  soda,  an  essential  element,  in 
order  to  get  a  mucilage  that  would  produce  a  tenacious, 
durable  foam.  Caustic  soda  was  necessary  to  do  this. 
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Why?  The  Danes,  Jacobsen,  Philipson,  and  Meyer,  in 
their  experiments  used  it.  Miner  used  it.  Huntly  used 
it  in  his  inter  partes  tests.  The  weight  of  the  evidence 
in  the  case  shows  its  use  was  essential.  Only  Huntly 
undertook  to  say  that  in  certain  ex  parte  experiments  he 
had  successfully  gotten  along  without  its  use,  but  he  did 
not  offer  his  products  nor  the  data  covering  his  experi¬ 
ments  in  evidence,  and  his  statement  that  he  had  suc¬ 
cessfully  carried  out  the  process  without  the  use  of 
caustic  soda  was  a  pure  matter  of  opinion  and  is  incredi¬ 
ble  and  unbelievable.  He  used  caustic  soda  in  his  inter 
partes  tests,  and  is  bound  by  that  use.  Alexander  testi¬ 
fied,  as  before  pointed  out,  that  the  addition  of  caustic 
soda  or  any  other  alkali  to  the  solution  of  seaweed  and 
water  converted  the  nitrogenous  substance  in  the  sea¬ 
weed  into  a  foam  producing  substance  and  Jacobsen, 
the  Dane,  corroborated  this,  in  effect,  by  stating  that 
caustic  soda  would  “draw  out  some  substance  from 
the  seaweed.”  Rice’s  exhibits  A-3  and  A-4  show  con¬ 
clusively  the  effect  of  the  use  of  caustic  soda  upon  sea¬ 
weed. 

In  the  case  of  Jenkins  v.  Walker 13  Fed.  Cases,  page 
533,  the  Circuit  Court  of  the  District  of  Columbia  had 
before  it  the  following  facts :  The  suit  was  one  in  equity 
alleging  an  infringement  of  a  certain  patent  granted  to 
the  complainant  in  May,  1866.  One  of  the  defenses  set 
up  to  this  bill  was  that  the  complainant’s  patent  was 
void  because  of  anticipation  by  a  patent  issued  to  one 
C.  L.  Frink.  The  question  before  the  court  was  whether 
or  not  the  disclosure  in  the  application  and  patent  of 
Frink  was  sufficient  under  Section  4888  of  the  Revised 
Statutes.  With  respect  to  this  point  the  court  stated 
on  page  534  : 

“Letters-patent,  on  the  8th  day  of  May,  1866, 

being  the  day  of  the  date  of  the  complainant’s  pat- 
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ent,  issued  to  C.  L.  Frink  for  a  new  and  improved 
rubber-composition.  He  describes  his  invention  as 
consisting  in  a  compound  made  of  india-rubber,  sul¬ 
phur,  black-lead,  or  other  suitable  material,  gener¬ 
ally  mixed  with  rubber,  to  give  it  consistency  and 
to  increase  its  weight,  and  metal  filings  (brass  fil¬ 
ings  being  used  in  preference),  in  such  a  manner 
that  a  compound  is  obtained  which  is  not  liable  to 
stick  when  exposed  to  a  great  heat  or  steam  and 
which  is  particularly  fit  for  packing  safety-valves, 
globe-valves,  or  other  parts  which  are  exposed. to 
the  action  of  steam,  and  which,  when  packed  with 
ordinary  rubber,  require  constant  repairs.  The  only 
description  which  he  gives  of  the  manner  of  mak¬ 
ing  his  compounds  is  as  follows : 

T  mix  the  filings  with  the  mass,  simultan¬ 
eously  with  the  sulphur  and  black-lead,  or  clay, 
or  other  ingredients  which  are  usually  mixed 
with  the  crude  rubber;  and,  when  the  composi¬ 
tion  is  made,  I  vulcanize  or  cure  the  same  in  the 
ordinary  manner.  The  quantity  or  proportion 
of  filings  to  be  mixed  with  the  rubber  is  vari¬ 
able,  according  to  the  nature  of  the  work  for 
which  the  rubber  is  to  be  used.  For  packing 
small  valves,  about  one  part  by  weight  of  fil¬ 
ings  is  sufficient.' 

“It  is  obvious,  from  an  inspection  of  this  specifica¬ 
tion,  that  as  the  relative  proportions  of  the  rubber, 
sulphur  and  plumbago  are  not  given  or  indicated  in 
any  way,  the  description  is  not  sufficiently  clear  and 
exact  to  enable  others  skilled  in  the  art  to  make  a 
rubber-compound  of  the  ingredients  therein  speci¬ 
fied,  adapted  for  use  as  an  elastic  packing  for  joints 
and  valves,  and  sufficiently  indestructible  to  resist 
the  solvent  action  of  steam  or  heated  and  corrosive 
fluids.  And  this  want  of  such  full,  clear,  and  exact 
description,  which  will  enable  others  skilled  in  the 
art  to  make  and  use  the  same,  is  abundantly  proved 
by  the  testimony  of  persons  skilled  in  the  art." 
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And  further  on  page  535  the  court  asserts: 

“It  is  evident  that  the  success  of  the  process, 
and  the  value  of  the  product  for  the  desired  pur¬ 
pose,  are  entirely  dependent  upon  proportions  and 
temperatures:  and  proportions  and  temperatures 
are  not  even  indicated  in  the  Frink  specification. 

When  the  specification  of  a  new  composition  of 
matter  gives  only  the  names  of  the  substances 
which  are  to  be  mixed  together ,  without  stating  any 
relative  proportion ,  undoubtedly  it  would  be  the 
duty  of  the  court  to  declare  the  patent  to  be  void; 
and  the  same  rule  would  prevail  when  it  was  appar¬ 
ent  that  the  proportions  were  stated  ambiguously 
or  vaguely;  for  in  such  cases  it  would  be  evident  on 
the  face  of  the  specification  that  no  one  could  use 
the  invention  without  first  ascertaining  by  experi¬ 
ment  the  exact  proportions  of  the  different  ingredi¬ 
ents  required  to  produce  the  result  intended  to  be 
obtained.  Wood  v.  Underhill ,  5  How.”  (Italics 
ours.) 

In  the  case  of  In  re:  Blackmore,  32  App.  D.  C.  338, 
(1909)  stated  on  page  341: 

“In  claiming  a  patent  for  the  discovery  of  a 
useful  result  in  any  art,  machine,  manufacture,  or 
composition  of  matter  by  the  use  of  certain  means, 
the  applicant  must  specify  'the  means  he  uses  in  a 
manner  so  full  and  exact  that  anyone  skilled  in  the 
science  to  which  it  appertains  can,  by  using  the 
means  he  specifies,  without  any  addition  to,  or  sub¬ 
traction  from,  them,  produce  precisely  the  result 
he  describes.’  O'Reilly  v.  Morse ,  15  How.  62,  119, 
14  L.  Ed.  601,  626.  'The  object  of  this  is  to  apprise 
the  public  of  what  the  patentee  claims  as  his  own, 
the  courts  of  what  they  are  called  upon  to  construe, 
and  competing  manufacturers  and  dealers  of  ex¬ 
actly  what  they  are  bound  to  avoid.’  Re  Incandes¬ 
cent  Lamp  Patent ,  159  U.  S.  465,  474,  40  L.  Ed.  221, 
224,  16  Sup.  Ct.  Rep.  75.” 


109 


The  following  additional  authorities  sustain  our 
position  relative  to  the  insufficiency  of  Bayer’s  dis¬ 
closure  : 

Bates  v.  Coe ,  98  U.  S.  31; 

Beidler  v.  U.  S .,  253  U.  S.  447,  1920  C.  D.  483; 
Donner  v.  American  Sheet  and  Tin  Plate  Co., 
165  Fed.  199  ( 1908 ) ; 

Fried  Krupp  Atkien-GeseUschaft  v.  Midvale 
Steel  Co.,  191  Fed.  588  (C.  C.  A.,  3rd  Cir¬ 
cuit  (1911) ; 

Manhattan  Book  Co.  v.  Fuller,  274  Fed.  964; 
Rohm  v.  Dennis,  263  Fed.  388. 

In  the  case  of  Germer  Stove  Company  v.  Art  Stove 
Company,  150  Fed.  141  ( 1907 ) ,  the  Circuit  Court  of  Ap¬ 
peals,  6th  Circuit,  had  occasion  to  pass  upon  the  use  of 
the  words  “a  small  proportion”  as  they  were  contained 
in  a  patent  specification.  The  Court  held  the  patent 
void  for  indefiniteness  stating  at  page  145 : 

“If  the  description  is  so  vague  and  uncertain 
that  no  one  can  tell,  except  by  independent  experi¬ 
ments,  how  to  construct  the  patent  device,  the  pat¬ 
ent  is  void.” 

United  States  patents  are  addressed  to  citizens  of 
this  country  since  it  is  that  government  which  grants 
the  monopoly.  Therefore  the  disclosure  must  be  in 
form  sufficient  to  disclose  the  invention  to  Americans 

i 

skilled  in  the  art  and  is  not  sufficient  in  the  law  if  it 
merely  discloses  the  invention  in  terms  which  are  only 
understandable  by  foreigners.  In  the  case  of  Matheson 
v.  Campbell,  78  Fed.  910,  the  Circut  Court  of  Appeals  of 
the  Second  Circuit  stated  at  page  914: 

“The  pertinent  rule  of  law  is  correctly  stated 
in  appellant’s  brief : 

'Patents  (such  as  this)  should  be  so  plain 
under  the  statute  so  that  an  ordinary  manu¬ 
facturer  of  aniline  colors,  having  such  ordi¬ 
nary  knowledge  as  would  exist  in  this  country 
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at  the  date  of  the  patent,  should  be  enabled  by 
the  instructions  of  that  patent  to  carry  out 
successfully  its  processes.’  ”  (Italics  ours.) 

Bayer’s  disclosure,  we  submit,  does  not  comply  with 
the  rule  of  law  which  requires  specifications  contained 
in  United  States  patent  applications  to  be  understand¬ 
able  by  citizens  of  this  country.  Bayer,  having  filed 
an  application  in  this  country,  seeks  the  granting  of 
a  monopoly  from  our  Government.  His  disclosure, 
therefore,  must  be  in  form  sufficient  to  disclose  the  in¬ 
vention  to  Americans  skilled  in  the  art  and  is  not  suffi¬ 
cient  in  law  if  it  merely  discloses  the  invention  in  terms 
which  are  only  understandable  by  foreigners.  With 
this  rule  in  mind,  we  desire  to  call  the  attention  of  the 
Court  to  Bayer’s  use  of  the  word  “tangin”.  As  before 
stated  in  this  argument,  the  word  “tangin”  nowhere 
appears  in  the  English  dictionaries,  and  witness  Alex¬ 
ander,  the  foremost  authority  on  mucilages  in  this  coun¬ 
try,  testified  that  he  has  never  observed  the  word  “tan¬ 
gin”  or  any  reference  thereto,  in  any  of  the  literature, 
foreign  or  otherwise,  written  on  the  mucilage  art.  Bay¬ 
er’s  witness  Huntly,  on  cross-examination  when  asked 
to  define  the  word  “tangin”,  admitted  that  he  was  un¬ 
able  to  do  so,  and  that  the  only  significance  that  he 
could  attach  to  it,  from  its  use  in  the  Bayer  specifica¬ 
tion,  was  that  it  referred  to  a  “trade  name”.  It  also 
appears  from  the  testimony,  however,  that  “tangin”  is 
nowhere  to  be  obtained  on  the  American  market.  Phil- 

i 

ipson  testified  that  “tangin”  was  a  substance  made 
from  seaweed  by  a  factory  located  in  Norway  and  that 
in  that  section  of  the  world,  it  was  readily  obtainable 
under  that  name.  Jacobsen  testified  that  “it  comes 
from  Norway”.  This  evidence  of  Philipson  and  Jacob¬ 
sen  is  the  only  evidence  in  the  case  which  attaches  any 
significance  to  the  word  “tangin”.  The  fact,  however, 
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if  it  be  a  fact,  that  “tangin”  is  obtainable  on  the  mar¬ 
ket  in  Norway,  is  not  sufficient  to  save  Bayer’s  dis¬ 
closure.  As  above  stated,  United  States  patents  and 
applications  therefor  are  addressed  to  citizens  of  this 
country,  and  therefore,  we  submit,  it  was  necessary  for 
Bayer  to  use  such  terms  in  his  specification  as  would 
enable  a  United  States  citizen  to  carry  out  his  process. 
The  word  “tangin”,  means  nothing  to  a  citizen  of  this 
country,  and  the  fact  that  such  a  word  is  understand¬ 
able  to  a  citizen  of  Norway  does  not  render  the  Bayer 
disclosure  sufficient  under  Section  4888  of  the  Revised 
Statutes  of  the  United  States. 

The  case  of  Claude  Neon  Electric  Products ,  Inc.  v. 
Brilliant  Tube  Sign  Co.  et  al,  40  F.  2d  207  (District 
Court,  W.  D.  Washington,  N.  D. )  (1930)  was  a  suit  in 
Equity  for  infringement  of  two  patents.  The  Court 
dismissed  the  bill  on  the  ground  that  plaintiff’s  patent 
was  invalid  for  lack  of  sufficient  disclosure.  The  court 
stated  on  page  723: 

“The  phrase  eany  person  skilled  in  the  art  of 
science’  is  not  confined  to  the  most  eminent  scient- 
istSy  nor  the  most  able  experts  in  that  science  or 
art;  but  it  also  indicates  persons  whose  skill  may 
stop  short  of  the  highest  excellence .’  Tannage  Pat¬ 
ent  Co.  v.  Zahn  (C.  C. )  66  F.  986;  Section  217, 

Walker  on  Patents  (6th  Ed),  p.  288.” 

*  *  *  *  *-  *•  * 

“The  gap  that  separates  arts  such  as  are  con¬ 
sidered  in  those  cases  from  the  neon  discharge  tube 
is  realized  when  it  is  considered  that  prior  to  the 
patent  application  there  was  no  neon  discharge  tube 
lamp  arid  no  other  discharge  neon  tube  than  a  spec¬ 
tral  tube  in  which ,  because  of  the  capillary  phe¬ 
nomena  and  the  absence  of  a  necessity  for  a  lamp 
of  long  life ,  therefore  there  is  little  or  nothing  to 
teach  the  solution  of  the  problem  of  long  life  in  such 
a  tube.  (Italics  ours) 
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“The  fault  with  the  specification  in  the  instant 
case  is  not  that  it  is  obscure  to  the  uninitiated,  but 
that  it  fails  in  any  way  to  indicate  the  pressure  nec¬ 
essary  to  success.” 

And  further  on  page  726  the  Court  stated : 

“In  the  instant  case  no  one  could  construct  a 
successful  neon  tube  lamp  without  independent  ex¬ 
periments  as  to  gas  pressure.”  (Italics  ours) 

In  applying  the  law  as  stated  in  the  Claude  Neon 
Case,  supra,  to  the  facts  now  before  this  Court,  we  de¬ 
sire  to  advance  two  propositions.  First,  the  making  of 
a  tenacious  foam  from  a  mucilaginous  substance,  or  a 
seaweed,  so  tenacious  in  quality  that  it  will  not  only 
stand  mixing  with  a  cementitious  material  but  will  re¬ 
sult  in  a  porous  product,  is  a  new  art.  Mucilaginous 
materials  have  never  before  been  used  to  make  a  foam, 
tenacious  or  otherwise.  Mucilaginous  materials  are 
used  principally  for  their  adhesive  qualities  and  it  no¬ 
where  appears  in  the  entire  record  now  before  this  Court 
that  mucilages  of  any  form  or  kind  were  ever  before 
used,  in  any  art,  as  foam  producing  substances.  Such 
being  true,  the  case  now  before  the  Court  is,  we  sub¬ 
mit,  easily  to  be  distinguished  from  the  cases  of  Loom 
Company  v.  Higgins,  105  N.  S.  580;  A.  B.  Dick  Co.  v. 
Barnett,  288  Fed.  799,  and  Remington  Cash  Register 
Co.  v.  National  Cash  Register  Co.,  6  F.  (2d)  585,  all 
mentioned  and  discussed  in  the  Claude  Neon  Case, 
supra. 

In  the  Neon  case,  supra,  the  Loom  Co.  case,  the  Dick 
case,  and  the  Remington  Cash  Register  case  were  cited 
to  support  the  proposition  that  the  disclosure  in  the 
Neon  case  was  a  sufficient  disclosure.  The  Court  distin¬ 
guished  those  cases  from  the  Neon  case,  however,  by 
saying  that  the  disclosure  at  issue  in  those  cases  was 
sufficient  because  of  the  old  existing  prior  ai£;  that  the 
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old  art,  by  the  knowledge  well  known  therein,  clarified 
the  specifications  therein  involved  and  thereby  saved 
them  from  being  declared  insufficient.  In  the  Neon  case 
however,  the  Court  pointed  out  the  fact  that  there  was 
no  such  old  art  to  fall  back  upon  in  that  case,  and  there¬ 
fore  held  the  disclosure  was  insufficient. 

As  pointed  out  by  the  Court  in  the  Neon  case  de¬ 
cision,  there  is  a  great  difference  between  the  require¬ 
ments  of  the  specifications  of  an  application  for  a  pat¬ 
ent  in  an  old  and  developed  art  and  those  of  an  appli¬ 
cation  for  a  patent  in  an  art  which  is  more  or  less  new 
and  undeveloped.  In  the  former,  there  is  the  prior  art 
which  will  supply,  to  a  large  extent,  the  information 
that  would  otherwise  be  necessary  to  be  particularly 
specified  in  the  application,  whereas,  in  a  new  or  more 
or  less  undeveloped  art,  the  application  must  specify 
sufficiently  in  itself,  to  enable  one  to  practice  it.  j  In  the 
Neon  case,  the  Court  held  that  the  art  was  new  and  that 
the  specification  of  the  application  was  not  aided  by 
any  prior  art.  To  apply  the  words  of  the  Court  in  the 
Claude  Neon  Case,  supra,  to  the  facts  in  the  case  now 
before  the  Court,  the  gap  that  separated  the  prior  de¬ 
veloped  art  from  the  new  art  of  the  invention  such  as 
was  considered  in  the  cases  just  referred  to,  as  com¬ 
pared  with  the  status  of  the  art  of  making  a  tenacious 
foam  that  would  stand  mixing  with  a  cementitious  ma¬ 
terial,  is  realized  when  it  is  considered  that  prior  to 
the  patent  application  of  Bayer  as  filed  in  Denmark, 
there  was  no  art  of  making  such  a  tenacious  foam  as 
would  stand  mixing  with  a  cementitious  material  and 
no  art  of  making  any  foam  whatever  from  mucilage 
from  seaweed,  either  in  the  lightweight  building  ma¬ 
terial  art  or  in  any  other  art  and  that,  therefore*  there 
is  little  or  nothing  to  teach  the  solution  of  the  problem 
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of  producing  a  tenacious  foanl,  and  Bayer's  specifica¬ 
tion  is  not  aided  by  knowledge  obtained  from  prior  arts. 

Further,  the  case  now  before  the  Court  is  easily 
distinguishable  from  such  cases  as  Abrahms  v.  Uni¬ 
versal  Wire  Co.  (D.  C.)  10  F.  [2d]  838,  and  Karesh  v. 
Shell-On  Sol-Ted  Peanut  Company ,  (D.  C.)  17  F.  [2d] 
496,  General  Electric  Co.  v.  Nitro-Tungsten  Lamp  (C. 
C.  A.)  266  F.  994,  Diamond  Rubber  Co.  v.  Consl.  Tire 
Co.,  220  U.  S.  428,  31  Sup.  Ct.  444,  55  L.  Ed.  527,  and 
Schumacher  v.  Buttonlath  Manufacturing  Co.,  292  F. 
522,  which  were  distinguished  and  commented  upon  by 
the  Court  in  the  Claude  Neon  Case,  supra. 

In  the  Neon  case,  supra,  these  cases  were  cited  in 
support  of  the  proposition  that  definite  proportions  or 
certain  specific  particularities  need  not  be  disclosed  in 
the  specifications  of  a  patent  application.  The  Court  held 
as  to  this  line  of  cases  that  if  the  specification  of  pro¬ 
portions  or  the  specification  of  some  definite  particu¬ 
larity  was  not  necessary  to  the  working  of  the  process, 
or  the  teaching  of  the  patent,  that  then  those  things, 
since  they  were  not  necessary,  need  not  be  specifically 
stated.  But,  where  they  wrere  necessary  to  carry  out 
the  invention,  they  must  be  definitely  stated.  Apply¬ 
ing  these  principles  to  the  facts  in  the  Bayer  case,  it 
becomes  immediately  obvious  that  the  Bayer  case  is  of 
that  class  in  which  the  necessary  ingredients,  and  pro¬ 
portions,  and  manner  of  carrying  out  the  process,  must 
be  disclosed  with  such  adequacy  and  precision  that  one 
may  carry  out  the  process  without  independent  experi¬ 
ment.  The  statement  of  definite  proportions  and  ma¬ 
terial  ingredients  is  necessary  in  the  Bayer  specifica¬ 
tion  in  order  to  work  the  process. 

In  the  Bayer  case,  as  already  pointed  out,  a  tena¬ 
cious  foam  such  as  would  stand  mixing  with  a  cementi- 
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tious  material,  thereby  resulting  in  a  porous  product, 
could  only  be  obtained:  (a)  by  adding  the  material  in¬ 
gredient,  caustic  soda  or  any  other  alkali  which  is  no¬ 
where  mentioned  in  the  patent  application,  and  (b)  by 
obtaining  the  proper  viscosity  of  mucilaginous  substance 
and  adding  thereto  the  proper  amounts  of  formaldehyde 
and  gelatin. 

It  can  not  be  controverted  that  as  Bayer  has  proven 
his  case,  and  the  burden  is  on  him,  caustic  soda  or  any 
other  alkali  is  a  material  ingredient  of  Bayer’s  process, 
and  having  failed  to  disclose  the  necessity  of  its  use 
in  his  specification  as  contained  in  his  Danish  applica¬ 
tion  for  patent,  he  is  not  entitled  as  a  Junior  Party  to 
an  award  of  priority  over  Rice.  Then  again,  under  his 
process,  having  produced  his  so-called  “tangin”,  the 
mucilage  from  seaweed,  it  was  necessary  then,  in  the 
practice  of  the  process,  to  make  a  certain  foam  solution 
out  of  this  mucilage  and  water.  There  is  nothing  in 
the  Bayer  aplication  that  teaches  how  that  shall  be  done 
nor  is  there  any  prior  art  to  supply  this  knowledge.  No 
proportions  are  given  and  the  testimony  in  the  case 
proves,  as  pointed  out  by  Huntley  and  the  Danes,  that 
unless  these  proportions  of  the  mucilage  and  the  water 
were  properly  mixed,  one  could  not  make  the  light  weight 
cementitious  material.  To  apply  the  words  of  the  Court 
in  the  Neon  Case,  Supra,  to  the  instant  case — no  one 
could  make  such  a  tenacious  foam  as  would  stand  mix¬ 
ing  with  the  cementitious  material  and  result  in  a  por¬ 
ous  product  without  independent  experiments  as  to  the 
necessity  of  adding  caustic  soda  and  to  ascertain  the 
proportions  of  the  ingredients  required. 

We  submit  that  it  has  been  conclusively  proven  that 
caustic  soda  or  some  other  alkali  is  a  material  ingredi¬ 
ent  of  Bayer’s  process  and  Bayer,  having  failed  to  dis- 
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close  the  necessity  of  using  it  in  his  specification  as  con¬ 
tained  in  his  Danish  application  for  patent,  is  not  en¬ 
titled  to  an  award  of  priority  over  the  party  Rice. 

Let  us  now  consider  the  art  to  which  Bayer’s  ap¬ 
plication  is  directed. 

Section  4888  provides,  as  hereinbefore  stated,  that 
“Before  any  inventor  *  *  *  shall  receive 
a  patent  for  his  invention  *  *  *  he  shall 

make  application  therefor,  *  *  *  and  shall  file 
in  the  Patent  Office  a  written  description  of  the 
same,  and  of  the  manner  and  process  of  making, 
*  *  *  and  using  it,  in  such  full,  clear,  concise, 

and  exact  terms  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains ,  or  with 
winch  it  is  most  nearly  connected,  to  make,  con¬ 
struct,  compound,  and  use  the  same.” 

To  which  art  or  science  does  the  process  in  issue 
“appertain”  or  with  which  is  it  most  nearly  “con¬ 
nected”?  We  respectfully  submit  that  the  process  in 
issue,  for  which  the  contestants  are  requesting  a  pat¬ 
ent,  appertains  to  and  is  most  closely  connected  with 
the  art  of  making  light  weight  building  materials .  It 
is  the  man  who  is  skilled  in  the  art.  of  cementitious 
building  materials  to  whom  this  invention  is  directed. 
He  is  the  man  wTho  is  meant  to  use  it.  Can  it  be  suc¬ 
cessfully  contended  that  the  invention  is  directed  to 
those  skilled  in  the  art  of  making  mucilages  from  sea¬ 
weed?  Even  the  most  skilled  of  chemists  are  not  fa¬ 
miliar  with  the  manner  and  process  of  making  “foamy 
substances”  from  seawreeds,  and  furthermore,  as  before 
stated,  the  foremost  of  our  mucilage  experts  and  chem¬ 
ists  have  never  before  thought  of  using  a  mucilage  to 
make  such  a  tenacious  foam  as  would  stand  mixing  with 
a  cementitious  material  and  result  in  a  porous  product. 
In  other  words,  in  view  of  the  fact  that  Bayer’s  applica- 
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tion  specifies  a  use  of  mucilage  obtained  from  seaweed 
which  had  never  before  been  employed  by  the  most  emi¬ 
nent  of  our  scientists,  it  cannot  be  successfully  con¬ 
tended  that  the  specification  of  Bayer’s  application  ap¬ 
pertained  to  any  of  the  arts  existing  before  the  date 
of  his  Danish  application.  In  this  respect,  the  situation 
now  before  the  Court  is  very  similar  to  that  which  con¬ 
fronted  the  Court  in  the  Claude  Neon  Case ,  Supra.  As 
above  set  forth,  that  Court  held  that  the  Neon  tube  art 
was  a  new  art,  even  though  Neon  gasses  had  been  han¬ 
dled  by  chemists  prior  to  the  date  of  the  application 
there  in  controversy.  Such  being  the  case,  we  submit 
that  in  order  for  Bayer  to  comply  with  our  Section  4888 
of  the  Revised  Statutes,  and  since  he  was  specifying 
a  process  directed  not  to  the  most  eminent  of  scientists, 
but  to  those  skilled  in  the  art  of  making  light  weight 
building  materials,  he  had  to  sufficiently  disclose  that 
process  so  that  one  skilled  in  the  art  of  making  light 
weight  building  materials  could,  without  experiment, 
successfully  employ  it  in  the  making  of  light  weight 
building  materials.  Can  it  be  successfully  contended 
that  gypsum  and  cement  experts  would,  without  clear, 
concise,  and  definite  instructions,  know  how  to  make 
such  a  tenacious  foam  out  of  mucilage  obtained  from 
seaweed  as  would  stand  mixing  with  a  cementitious  ma¬ 
terial  and  result  in  a  porous  product?  We  respectfully 
submit  that  men  skilled  in  the  art  of  making  light 
weight  building  materials  would  know  nothing  of  the 
arts  of  making  foam  from  mucilages  and  mucilages  from 
seaweeds.  The  witness  Edwards,  the  inventor  of  syn¬ 
thetic  gypsum,  called  on  behalf  of  Rice  as  against  the 
party  Bayer,  testified  that  he  attempted  to  work  the 
process  by  following  Bayer’s  disclosure  but  was  unable 
to  do  so.  His  experiments  were  presented  in  evidence 
as  Rice’s  exhibits  Y-l,  Y-2,  Y-3,  and  Y-4.  We  contend 
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that  Bayer’s  application  is  directed  to  such  men  as  wit¬ 
nesses  Edwards,  Brown,  Birdsey  and  Brookby  who  are 
men  skilled  in  the  art  of  making  light  weight  gypsum 
products.  Can  it  be  successfully  contended  that  those 
skilled  in  the  art  of  making  light  weight  cementitious 
materials  would  know  even  after  experiment,  that  caus¬ 
tic  soda  or  any  other  alkali  must  be  added  to  the  sea¬ 
weed  in  order  to  extract  and  convert  certain  substances 
from  the  seaweed,  which  are  necessary  in  making  a 
tenacious  foam  therefrom?  Counsel  for  Bayer  has  in¬ 
troduced  in  evidence  (Bayer’s  Exhibit  17)  numerous 
patents  for  obtaining  various  and  widely  differing  sub¬ 
stances  from  seaweed,  and  he  has  taken  the  position 
that  since  these  patents  mention  the  subjection  of  sea¬ 
weed  to  an  alkali  such  as  caustic  soda,  that  therefore, 
it  was  unnecessary  for  Bayer,  in  his  specification  of  his 
Danish  patent  application,  to  disclose  the  necessity  of 
using  caustic  soda  or  any  other  alkali  in  extracting  or 
converting  the  necessary  substances  from  seaweed  for 
the  making  of  a  tenacious  foam.  An  examination  of 
these  patents,  however,  shows  that  they  are  not  di¬ 
rected  to  the  art  of  making  mucilage  from  seaweed.  ( We 
refer  the  Court  to  the  Resume  of  Bayer’s  Exhibit  17 
to  be  found  on  page  81  of  this  Brief.)  Is  it  not  going 
too  far  to  ask  this  Court  to  hold  that  persons  skilled  in 
the  art  of  making  light  weight  building  materials,  to 
whom  Bayer’s  specification  is  directed,  are  to  be  as¬ 
sumed  to  have  a  knowledge  that  the  use  of  caustic 
soda  or  any  other  alkali  is  necessary  in  making  such  a 
tenacious  foam  as  will  stand  up  when  mixed  with  a  ce¬ 
mentitious  material  and  result  in  a  porous  product  ?  We 
submit  that  even  those  experts  skilled  in  the  art  of  mak¬ 
ing  mucilages  from  seaweeds  can  not  be  charged  with 
such  knowledge  since  the  patents  introduced  by  Coun¬ 
sel  for  Bayer,  and  marked  Bayer’s  Exhibit  17,  are  not 
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directed  to  the  mucilage  art.  A  fortiori ,  gypsum  and 
cement  men  can  not  be  charged  with  such  a  knowledge. 

The  case  of  Health  Products  Corporation  v.  Ex-Lax 
Manufacturing  Company,  Inc.,  22  F.  [2d]  286  (1927)  is 
pertinent  on  the  question  of  which  art  the  process  in 
issue  is  directed  to,  as  well  as  to  sufficiency  of  disclos¬ 
ure.  In  that  case,  the  Circuit  Court  of  Appeals,  2nd  Cir¬ 
cuit,  had  before  it  the  following  facts: 

The  case  was  an  appeal  from  the  District  Court  of 
the  United  States  for  the  Eastern  District  of  New  York, 
being  a  patent  infringement  suit  by  the  Health  Products 
Corporation  against  the  Ex-Lax  Manufacturing  Com¬ 
pany.  The  District  Court  dismissed  the  bill.  The  sin¬ 
gle  claim  in  suit  was  for  “a  chewing  gum  containing 
phenolphthalein”.  The  specifications  stated  that  the 
applicants  had  found  “that  by  employing,  mixing,  etc.” 
(Sic)  “pharmaceutical  preparations  for  internal  use  in 
a  gum,  chewing  gum,”  he  overcomes  the  disadvantages 
of  administering  drugs  in  tablet  form.  “When  such 
preparations  are  embodied,  mixed  in,  or  dissolved  into 
a  chewing  gum,  these  preparations  are,  when  such  gum 
is  chewed,  by  the  process  of  mastication,  more  or  less 
rapidly  extracted  or  separated  from  the  gummy  sub¬ 
stances  in  which  they  are  imbedded.  *  *  *  ;  in  some 

instances  it  will  be  preferable  to  employ  the  substance 
in  to  such  gums  directly;  in  other  cases,  such  active 
substances  will  best  be  first  dissolved  or  embodied  in 
the  form  of  an  emulsion.”  As  an  illustration  the  appli¬ 
cant  suggested  phenolphthalein,  although  other  laxa¬ 
tives  such  as  aloe,  cascara,  or  podo  phyllin  might  be 
used.  Medical  agents  generally  “may  also  be  embodied 
in  such  gum,  etc.”  The  defense  to  the  infringement 
suit  was  invalidity  of  patent  because  of  insufficient 
disclosure  therein.  The  Circuit  Court  of  Appeals  af- 
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firmed  the  decree  below,  dismissing  the  Bill  and  stated 
the  evidence  in  the  case  was  to  the  effect  that 
phenolphthalein  would  free  itself  when  the  gum  was 
chewed  when  having  been  mixed  with  certain  chew¬ 
ing  gums ,  but  when  mixed  with  other  chewing  gums , 
would  not  free  itself  from  the  gum  and  pass  into  the 
body  of  the  person  chewing  it  and  that  therefore  the 
disclosure  in  the  patent  was  insufficient  since  it  did 
not  specify  which  chewing  gums  could  be  successfully 
used  and  which  ones  could  not  be  so  used.  On  page  288, 
with  respect  to  the  question :  to  whom  were  the  specifi¬ 
cations  addressed,  the  court  stated: 

"Putt,  it  is  true,  says  that  any  one  could  have 
corrected  all  difficulties  by  two  days  of  experiment, 
if  he  had  had  adequate  facilities,  and  upon  this  we 
are  urged  to  apply  what  we  said  in  Dick  v.  Barnett , 
288  F.  799.  We  agree  that  a  patentee  is  entitled  to 
expect  those  who  follow  his  teaching  honestly  to 
try  to  reach  his  result.  Certainly  they  may  not 
blind  their  eyes  to  his  obvious  omissions  or  errors. 
Nevertheless  the  law  demands  of  them  little  imag¬ 
ination,  and  a  patentee  may  not  ground  his  monop¬ 
oly  upon  mere  cues  for  promising  experiment.  This 
consideration  is  especially  important  in  the  case 
at  bar. 

“These  specifications  are  not  addressed  to 
pharmacists,  but  to  gum  makers,  men  charged  with 
knowledge  of  that  art,  but  not  with  the  chemical 
affinities  of  phenolphthalein.  In  the  laboratories 
of  great  manufacturers,  indeed,  there  may  be  men 
versed  in  both  arts,  but  the  specifications  must  be 
enough  for  lesser  folk  as  well.  It  appears  to  us 
quite  unwarranted  to  assume  that  every  one,  though 
a  competent  gum  maker,  would  by  simple  trials 
learn  the  cause  of  his  failure  and  the  means  of  its 
correction,  Rather,  it  is  extremely  probable  that 
Sulzberger  himself  had  no  notion  that  there  were 
any  difficulties  at  all.  His  grouping  of  all  laxa¬ 
tives  generally  in  one  class,  and  his  addition  of  any 
other  drugs  one  chose,  strongly  suggest  that  he 
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ignored  the  chance  of  chemical  affinities  which 
would  tie  up  the  active  agents.  It  seems  to  us  in¬ 
credible,  if  he  had,  that  he  should  have  given  no 
clue,  to  so  essential  a  part  of  his  practice.  We  agree 
with  Judge  Moscowitz  that  the  disclosure  of  a  gum 
and  drug  mix  was  insufficient.” 

And  with  respect  to  the  disclosure  generally, 
Learned  Hand,  Judge,  stated  on  page  287: 

“Given  an  adequate  disclosure  of  one  way  to 
practice  the  invention,  perhaps  the  underlying  no¬ 
tion  might  be  generalized  so  far.  Granting  to  the 
appellant  favorable  answers  to  both  questions,  we 
think,  not  that  the  invention  is  inoperative  in  the 
sense  that  it  can  not  be  practiced  at  all,!  for  the 
plaintiff  has  proved  that  it  can,  but  that  the  speci¬ 
fications  do  not  disclose  how  the  drug  can  be  mixed 
so  as  to  insure  its  release.  It  is  scarcely  necessary 
to  labor  the  principle  that  the  specification  must  be 
more  than  a  suggestion  for  promising  experiment, 
hit  or  miss.  They  must  contain  complete  direc 
Hons,  leading  with  certainty  to  the  result.  Mathe- 
son  v.  Campbell ,  78  Fed.  910,  916  (C.  C.  A.  2) ; 
Hemming  Mfr.  Co.  v.  Cutler-Hammer  Mfr.  Co.,  243 
F.  595  (C.  C.  A.  7) ;  Leonard  v.  Maxwell,  252  F. 
584,  590  ( C.  C.  A.  2 )  ;  Electro-Dynamic  Co.  v.  United 
States  L.  &  H.  Corp .,  278  F.  80,  84  (C.  C.  A.  2).” 

The  Court  thus  held  in  the  Health  Products  Cor¬ 
poration  case,  supra,  that  the  patent  therein  involved 
was  addressed  to  chewing  gum  manufacturers  rather 
than  to  pharmacists,  even  though  the  patent  involved 
the  use  of  such  complicated  chemical  substances  as 
phenolphthalein,  aloe,  cascara,  or  podo  phyllin,!  for  the 
reason  that  it  was  the  chewing  gum  manufacturers  who 
were  intended  to  use  the  invention  rather  than  the  phar¬ 
macists.  Such  a  holding,  we  submit,  is  particularly 
pertinent  to  the  case  now  before  this  Court.  The  manu¬ 
facturers  of  light  weight  building  materials  are  the  ones 
to  whom  the  Bayer  specification  is  addressed.  They  are 
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the  persons  who  are  meant  to  use  it  rather  than  the 
experts  who  are  skilled  in  the  art  of  making  mucilages 
from  seaweeds.  Just  as  the  Court  in  the  Health  Prod¬ 
ucts  Corporation  case ,  supra ,  held  that  the  patent 
therein  involved  was  addressed  to  the  manufacturers  of 
chewing  gum  rather  than  to  pharmacists,  so  we  sub¬ 
mit  this  Court  should  hold  that  Bayer's  Danish  appli¬ 
cation  is  addressed  to  those  skilled  in  the  art  of  mak¬ 
ing  light  weight  building  materials  rather  than  to  those 
skilled  in  the  art  of  making  mucilages  from  seaweed. 

Counsel  for  Bayer,  as  heretofore  stated  directed 
the  attention  of  Bayer's  experts,  before  they  made  their 
said  experiments,  to  the*  so-called  Stanford  Patent  (R., 
Vol.  IV,  p.  1162 ) ,  entitled  “Manufacture  of  Useful  Prod¬ 
ucts  from  Seaweed".  Bayer’s  Counsel  did  this  in  order 
to  teach  Bayer’s  experts  how  to  obtain  a  tenacious  foam 
producing  substance  from  seaweed,  which  substance,  as 
Dr.  Alexander  testified,  was  converted  from  the  nitro¬ 
genous  material  of  the  seaweed  by  the  use  of  caustic 
soda  or  any  other  alkali.  This  act  of  Counsel  for  Bayer, 
it  is  submitted,  amounts  to  an  admission  of  insufficient 
disclosure.  As  heretofore  pointed  out,  'the  Stanford 
Patent  w’as  not  directed  to  the  act  of  making  mucilage 
or  to  the  act  of  making  tenacious  foam.  So  far  as  Stan¬ 
ford’s  Patent  is  concerned,  there  is  nothing  therein  con¬ 
tained  that  indicates  that  the  idea  of  tenacious  foam 
ever  occurred  to  him.  This  was  a  far  cry  on  the  part 
of  astute  Counsel  to  fix  up,  by  extraneous  matter,  an  in¬ 
sufficient  and  inadequate  disclosure. 

Before  concluding  our  argument  on  the  case  of 
Bayer,  we  desire  to  call  the  attention  of  this  Honorable 
Court  to  what  we  deem  to  be  a  material  departure  of 
Bayer’s  United  States  Application  from  the  certified 
English  Translation  of  his  Danish  Application. 
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The  sworn  English  translation  of  the  certified  copy 
of  the  Bayer  Danish  application  (R.,  Vol.  IV,  p.  1148), 
as  filed  with  the  Examiner  of  Interferences  as  prescribed 
by  law,  shows  that  Bayer’s  application  filed  in  the  United 
States  Patent  Office  on  September  8,  1923,  is  not  in  con¬ 
formity  with  the  disclosure  of  Bayer’s  Danish  applica¬ 
tion. 

The  fourth  paragraph  of  the  said  English  transla¬ 
tion  of  the  Danish  application  is  as  follows: 

“As  foamy  substances,  different  kinds  of  muci¬ 
lage,  for  inst.  the  mucilage  obtained  from  sea  tang, 
the  so-called  'tangin’  may  be  used  *  *  |  *” 

The  fourth  paragraph  of  his  application,  filed  in  the 
United  States  on  September  8,  1923,  is  as  follows : 

“As  foam  developing  substances  may  be  used 

different  sorts  of  mucilage,  for  inst.  a  syibstance 

produced  from  sea  tang,  the  so-called  ‘tangin’ 
*  * 

The  specification  in  the  American  application  of  the 
special  instance  “for  inst.  a  substance  produced  from 
sea  tang,  the  so-called  ‘tangin’  ”  constitutes  a  material 
change,  alteration  in,  or  difference  from  the  specifica¬ 
tion  in  the  Danish  application  of  the  special  instance, 
“for  instance  the  mucilage  obtained  from  sea  tang,  the 
so-called  ‘tangin.’  ”  For  this  reason  the  invention  dis¬ 
closed  in  the  American  application  is  not  the  same  as 
that  disclosed  in  the  Danish  application  nor  is  the  lan¬ 
guage  of  the  two  documents  substantially  the  same  or 
the  substance  of  their  subject  matter  identical. 

! 

In  conclusion  of  this  Point  of  our  Argument,  we  re¬ 
spectfully  submit  that  Bayer,  in  the  specification  of  his 
Danish  Application  for  Letters  Patent,  did  not  dis¬ 
close — 
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1.  Necessary  proportions,  and 

2.  Necessary  ingredients, 

and,  therefore,  failed  to  disclose  his  invention  in  such 
full,  clear,  concise,  and  exact  terms  as  are  required  by 
Section  4888  of  the  Revised  Statutes  of  the  United  States 
and  is  not,  therefore,  entitled,  under  the  International 
Convention  and  the  provisions  of  Section  4887  of  the 
Revised  Statutes  of  the  United  States,  to  priority  over 
Rice. 


CONCLUSION. 

In  conclusion  of  the  Case  of  Bayer,  we  respectfully 
submit  that: 

I.  The  newly  discovered  evidence  has  the  effect  in 
law  of  depriving  Bayer  of  any  benefits  under  Section 
4887  of  the  Revised  Statutes  of  the  United  States  (35 
U.  S.  C.  A.  32)  and,  therefore,  restricts  Bayer  to  his 
United  States  filing  date  of  September  8,  1923;  and  that 

n.  Bayer's  disclosure  is  insufficient  in  law. 

Therefore,  Rice,  the  Senior  Party,  who  filed  his  Ap¬ 
plication  for  Letters  Patent  on  the  process  in  issue  in 
the  United  States  Patent  Office  on  December  21, 1922,  is 
entitled,  we  submit,  to  an  award  of  priority  over  Bayer, 
a  Junior  Party. 

For  the  reasons  set  forth  in  Volume  I  of  this  Brief, 
Rice,  we  submit,  is  likewise  entitled  to  an  award  of  pri¬ 
ority  over  Roos,  a  Junior  Party. 
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We,  therefore,  pray  that  this  Honorable  Court  issue 
its  Decree  ordering  the  Commissioner  of  Patents  of  the 
United  States  to  issue  Letters  Patent  of  the  United 
States  to  John  A.  Rice  and  The  Bubblestone  Company, 
his  Assignee. 


Respectfully  submitted, 

Don  Rose,  j 

Edward  E.  Reinhold, 

Attorneys  for  John  A.  Rice  and 
The  Bubblestone  Company , 
Appellants. 

Of  counsel: 

Rose  &  Eichenauer, 

707  Oliver  Building, 

Pittsburgh,  Pa. 

H.  H.  Byrne, 

Washington  Loan  &  Trust  Building, 
Washington,  D.  C. 
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APPENDIX. 


To  ATI  Whom  It  May  Concern : 

Be  it  known  that  I,  the  undersigned,  L.  S.  Wolfe, 
am  the  former  Librarian  of  the  United  States  Patent 
Office ;  that  I  am  familiar  with  the  German  language  and 
with  legal  and  technical  terminology;  that  for  more 
than  twenty  years  past  I  have  been  occupied  chiefly  in 
translating  foreign  language,  and  particularly  German, 
subject  matter  into  English,  and  that  the  document 
hereto  attached  is  a  correct  idiomatic  translation  of  a 
decision  of  the  German  Supreme  Court,  of  July  1,  1933, 
in  the  matter  of  an  action  instituted  for  the  nullifica¬ 
tion  of  German  Patent  No.  530,187,  of  May  15,  1930,  as 
published  in  the  Mitteilungen  vom  Verband  Deutscher 
Patentanwalte,  of  August,  1933,  pages  217,  218,  219  and 
220. 

L.  S.  Wolfe. 

Subscribed  and  sworn  to  before  me,  a  Notary  Pub¬ 
lic,  this  8  day  of  March,  1934. 

,  M.  E.  Smoot, 

[seal]  Notary  Public .  D.  C. 

No.  8,  Vol.  33.  Pp.  217  et  seq. 

1.  Priority  in  accordance  with  Art.  4  UV.  begins  once 
for  all  with  the  first  application  filed  in  a  country 
subscribing  to  the  International  Convention,  even 
though  immediately  thereafter  withdrawn. 

2.  The  Convention  date  can  be  claimed  only  for  subse¬ 
quent  applications  which  are  identical  with  the  orig¬ 
inal  application,  thus  not  if  the  essential  inventive 
concept  of  the  subsequent  application  is  not  disclosed 
in  the  original  application. 
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Decision  of  the  Supreme  Court.  Civil  Session 

of  July  1,  1933. 

(I.  187/32.) 


Respondent  is  the  owner  of  German  Patent  No. 
530,187  dated  May  15,  1930,  and  the  claim  of  wThich 
reads : 


Process  for  the  production  of  chocolate  and 
chocolate  wares,  characterized  in  that,  in  addition 
to  0.25  to  1  per  cent  of  lecithin,  less  cocoa  butter 
is  added  to  the  chocolate  than  is  necessary  without 
the  lecithin  addition. 


For  this  application,  filed  in  Germany  May  14,  1930, 
respondent  claims  priority  of  the  application  filed  in 
France  July  20,  1929.  For  this  application  he  was 
granted  French  Patent  No.  678,792,  the  claim  of  which 

w  i 

reads : 


Process  for  improving  the  stability  of  choco¬ 
late  and  chocolate  bon-bons,  characterized  in  that 
small  quantities  of  lecithin  are  admixed  with  the 
chocolate. 


Prior  to  the  French  application  respondent  filed 
Application  B  144  in  the  German  Patent  Office  on  July 
8,  1929,  with  the  following  claim : 

Process  for  increasing  the  stability  of  choco¬ 
late  and  pralines,  characterized  in  that  the  choco¬ 
late  is  provided  with  a  small  addition  of  lecithin. 

This  German  application  was,  however,  withdrawn 
on  November  22,  1929. 

The  present  nullification  action  instituted  on  No¬ 
vember  2,  1931  was  based  on  the  following  grounds : 

The  invention  covered  by  German  Patent  No. 
530,187  is  alleged  to  consist  in  that,  as  a  result  of  a  cer¬ 
tain  addition  of  lecithin,  not  only  is  the  flavor  and  sta¬ 
bility  improved  but  the  addition  of  cocoa  butter  is  less 
than  otherwise  required. 
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In  the  French  Patent  No.  678,792  the  quantity  of 
lecithin  to  be  added  is  given  as  0.1  to  0.5  per  cent,  in 
German  Patent  No.  530,187,  on  the  other  hand,  as  0.25 
to  0.1  per  cent.  Nor  is  it  stated  in  the  French  patent 
that  as  a  result  of  the  lecithin  addition  less  cocoa  butter 
is  necessary  than  without  it.  Substantial  identity, 
which  is  necessary  in  order  to  claim  priority  of  the 
French  application,  is  thus  held  to  be  lacking. 

Moreover,  the  French  application  was  not  the  first 
to  be  filed  in  a  country  subscribing  to  the  International 
Convention  relative  to  the  subject  involved.  Prior 
thereto  was  German  application  B  144,  which  likewise 
contained  no  statement  to  the  effect  that  less  cocoa  but¬ 
ter  could  be  used  when  a  small  quantity  of  lecithin  was 
added.  For  this  reason  it  is  believed  that  German  Pat¬ 
ent  No.  530,187  is  not  entitled  to  the  priority  of  the 
French  application.  Accordingly,  May  14, 1930,  the  date 
of  filing  in  Germany,  is  decisive  as  to  patentability. 

Even  at  this  date,  however,  the  subject  of  German 
Patent  No.  530,187  was  not  novel  in  view  of  what  was 
old  in  the  art,  although  not  considered  invention.  Small 
quantities  of  lecithin  were  used  as  additions  to  chocolate 
even  then.  According  to  Hagar,  Handbuch  der  phar- 
maceutischen  Praxis  Erganzungsband  (Hand  Book  of 
Pharmaceutical  Practice,  Supplement  !  1908,  for  exam¬ 
ple  0.96  or  0.25  per  cent  in  Lezithogen  ( Jaffe’s  lecithin- 
cocoa)  and  Ovomaltine — chocolate.  Moreover,  the  addi¬ 
tion  of  small  quantities  of  lecithin  was  known  even 
earlier  for  the  purpose  of  improving  the  stability  of  the 
chocolate  and  the  good  appearance  thereof.  The  pre¬ 
viously  mentioned  French  Patent  No.  678,792  shows 
this.  British  Patent  No.  262,329  of  1926  and  the  jour¬ 
nal,  The  Manufacturing  Confectioner,  of  June  and  July 
1929,  also  show  that  the  addition  of  lecithin  to  cocoa 
powder  retards  the  separation  of  the  oil  from  the  cocoa 
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suspension  (to  which  the  deterioration  of  chocolate 
during  storage  is  ascribed ) ;  the  chocolate  is  given  a  bet¬ 
ter,  more  lustrous  appearance  by  the  addition  of  an 
<  emulsifying  agent.  A  decrease  in  the  addition  of  cocoa 
butter  to  the  chocolate  when  lecithin  is  added  is  dis¬ 
closed  in  the  periodical  The  Manufacturing  Confectioner 
(article  by  Sherman  Woodrow,  number  of  November  15, 
1929,  pages  52,  63  and  of  A.  G.  Avent  in  the  number 
of  February  1930) ;  the  periodical,  Food  Manufacture, 
of  March  1930,  pages  75  and  76  refers  thereto,  and  page 
XII  of  the  advertising  portion  of  this  number  shows 
that  less  cocoa  butter  may  be  used  with  an  addition  of 
lecithin. 

Respondent  asks  that  the  nullification  proceeding 
be  dismissed  and  answers: 

The  essential  feature  of  German  Patent  No. 
530,187  consists  in  the  addition  of  small  quantities  of 
lecithin,  these  only  having  previously  unknown  proper¬ 
ties  for  improving  chocolate.  The  direct  result  of  add¬ 
ing  small  quantities  of  lecithin  to  the  chocolate  is  that 
less  cocoa  butter  is  required  and  that  the  chocolate  is 
given  a  better  appearance.  Whether  or  not  applicant 
was  fully  cognizant  of  these  necessarily  occurring  re¬ 
sults  at  the  time  on  which  the  application  was  filed  is 
alleged  to  be  immaterial. 

It  is  claimed  that  the  subject  of  Patent  No.  530,187 
is  the  same  as  that  of  French  Patent  No.  678,792,  and 
only  the  latter  may  be  considered  relative  to  Conven¬ 
tion  priority  because  German  Application  B  144  had 
already  been  withdrawn  before  the  date  on  which  the 
application  of  Patent  530,187  was  filed. 

It  is  contended  that  publications  issued  subsequent 
to  July  20, 1929  are  not  pertinent;  nor  do  they  show  that 
only  certain  small  additions  of  lecithin  produce  the  re¬ 
sult  obtained  by  the  process  of  Patent  No.  530,187. 
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In  a  decision  of  March  17,  1932  the  German  Pat¬ 
ent  Office  held  German  Patent  No.  530,187  void. 

Respondent’s  appeal  was  unsuccessful. 

Reasons: 

I.  The  German  Patent  Office  properly  holds  that 
German  Patent  No.  530,187  is  not  entitled  to  the  Con¬ 
vention  date  of  the  French  application  of  July  20,  1929, 
as  claimed  by  respondent,  but  only  to  the  filing  date  of 
May  14,  1930. 

1.  The  date  of  filing  in  France  of  July  20,  1929 
can  not  apply  because  it  was  not  the  first  to  be  filed  in 
a  country  subscribing  to  the  International  Convention. 
An  application  for  the  same  invention  in  Germany  on 
July  8, 1929  (B  144)  preceded  it.  There  can  be  no  doubt 
that  both  applications  relate  to  the  same  invention;  nor 
is  it  contested.  The  German  application  of  July  8,  1929 
throughout  is  substantially  the  same  in  content  and 
scope  as  French  Patent  No.  678,792.  One  may  virtually 
be  considered  as  a  translation  of  the  other. 

a )  The  Paris  agreement  of  March  20,  1883  for  the 
protection  of  industrial  property,  revised  at  Brussels  on 
December  14,  1900,  at  Washington  June  2,  1911,  at  The 
Hague  on  November  6,  1925  (German  Act  of  March  31, 
1928,  RGB1.  (German  Court  Reports)  1928,  II,  page 
187 ) ,  is  conclusive  on  the  point  of  priority.  The  Hague 
draft,  after  ratification  on  May  27,  1928  (RGB1,  II,  p. 
489)  went  into  effect  in  Germany  on  June  1,  1928.  The 
Convention  holds  it  fundamental  that  the  application 
filed  in  a  country  subscribing  thereto  is,  under  certain 
detailed  presumptions,  the  basis  for  the  filing  date  ( Con¬ 
vention  priority)  in  any  other  country  subscribing  to 
the  Convention.  ( Art.  4 ) . 

A  former  point  of  issue  consisted  in  the  question  of 
rights  ensuing  when  the  same  invention  was  applied  for 
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in  more  than  one  country  subscribing  to  the  convention; 
as  to  whether,  in  such  case,  only  the  priority  of  the 
first  of  these  several  applications  could  be  claimed  or 
also  that  of  a  subsequent  (second,  third,  etc.)  applica¬ 
tion.  The  question  was  not  unanimously  answered  in 
Germany.  In  the  literature  the  opinion  predominated 
that  not  only  the  first,  but  any  application  filed  in  a 
country  subscribing  to  the  Convention  formed  the  basis 
for  an  independent  right  of  priority,  thus  not  the  filing 
date  of  the  first,  but  also  of  any  subsequent  applica¬ 
tion  could  be  claimed.  The  German  Patent  Office — dif¬ 
fering  from  its  previous  opinion  in  agreement  with  that 
of  foreign  authorities — subsequently  concurred  there¬ 
with.  (Pat  A.  (Patent  Act)  of  June  27,  1913)  (Zeit- 
schrift  f.  Industrierecht,  vol.  8,  1913,  p.  183),  of  Jan¬ 
uary  10,  1914  (PMZB1.,  1914,  p.  10). 

The  Hague  draft  of  the  Paris  agreement  is  such 
as  to  leave  no  room  for  this  aspect  of  priority  claims 
of  subsequent  applications  (Pietzcker,  Patent  Law.  I, 
page  215,  note  4  supplement  to  Sec.  3.).  The  priority 
of  twelve  months,  within  which  the  filing  date  of  previ¬ 
ous  applications  filed  in  countries  subscribing ;  to  the 
Convention  can  be  claimed,  according  to  terms  ex¬ 
pressly  set  forth,  extends  from  the  date  on  which  the 
first  application  was  filed  in  a  country  subscribing  to 
the  Convention.  ( Art.  4c,  par.  2 ) .  Whoever  desires  to 
claim  the  priority  of  a  previous  application  must  state 
the  time  and  country  in  which  the  application  was  filed. 
Each  country  determines  the  latest  date  on  which  the 
statement  must  be  given.  (Art.  4d,  par.  1.)  The 

statements  are  to  be  .  included  in  the  patent 

application  ( Art.  4d,  par.  2. ) . 

b)  If  an  applicant  has  an  invention  for  which  he 
desires  to  file  application  in  Germany  and  has  previ¬ 
ously  filed  application  therefor  in  another  country  sub¬ 
scribing  to  the  Convention,  he  can,  assuming  that  the 
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term  allowed  for  filing  is  observed,  claim  the  priority 
of  the  first  application  for  the  German  application  also. 
And  if  he  has  filed  several  previous  applications  in 
countries  subscribing  to  the  Convention,  he  can  claim 
priority  only  of  the  first  and  not  that  of  any  subse¬ 
quent  applications.  (Art.  4c,  par.  2.)  It  is  thus  im¬ 
possible  for  him  to  extend  the  term  beyond  the  legal 
twelve  month  period  by  claiming  the  priority  of  a  later 
instead  of  the  earliest  application.  The  purpose  of  the 
newly  drafted  regulation  is  to  assure  a  uniform  right 
of  priority  for  a  certain  invention  in  countries  subscrib¬ 
ing  to  the  Convention,  which,  however,  precludes  the 
possibility  of  claiming  several  different  dates  of  prior¬ 
ity  for  the  same  patented  invention.  In  this  connection 
it  makes  no  difference  whether  the  first  application 
filed  in  a  Convention  state  has  or  has  not  matured  into 
a  patent.  Likewise,  it  is  immaterial  whether  or  not  it 
is  subsequently  withdrawn.  It  is  also  unimportant  that 
such  withdrawal  (as  in  the  present  case)  follows  or 
precedes  the  filing  of  an  application  in  another  Conven¬ 
tion  country.  The  oldest  filed  application  is  and  re¬ 
mains  the  first,  without  regard  to  its  further  legal  des¬ 
tiny.  ( Likewise :  Pinzger,  Geschmacksmusterrect, 
Note  1  to  Art.  4  UV.  p.  160 ) . 

Inasmuch  as  respondent  filed  the  German  applica¬ 
tion  B  144  twelve  days  before  filing  an  application  for 
the  same  invention  in  France  and  maturing  into  French 
Patent  No.  678,792,  this  German  application  of  July  8, 
1929  was  the  first  to  be  filed  in  a  country  subscribing 
to  the  Convention.  (Art.  4,  VU.  c.  Par.  2.)  The  fact 
that  he  can  rely  on  this  first  application  only  for  claim¬ 
ing  priority  from  July  8,  1929  for  subsequent  applica¬ 
tions  in  other  Convention  states  and  not  for  a  subse¬ 
quent  application  in  Germany  ( see  Art.  4  UV.  a. )  is  not 
material  to  the  present  litigation;  it  can  not  serve  as 
the  basis  for  an  exception  from  the  legal  principle  of 
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the  Convention.  (Patent  Act  of  January  10,;  1914  in 
the  PMZB1,  vol.  20,  1914,  page  10.). 

Inasmuch  as  the  French  application  of  July  20, 
1929  was  not  the  first  to  be  filed  in  a  Convention  State, 
and  thus  substantial  presumption  of  Convention  prior¬ 
ity  is  lacking,  German  Patent  No.  530,187  is  entitled 
only  to  its  own  filing  date,  that  is,  May  14,  1930.  Con¬ 
ditions  are  in  no  wise  changed  by  the  fact  that  on  May 
14,  1930  twelve  months  had  not  elapsed  since  July  8, 
1929;  because  a  prior  application  filed  in  Germany  can 
not  form  a  basis  for  a  later  one  filed  in  the  same  coun¬ 
try,  even  if  claimed  by  applicant. 

2.  Moreover,  German  Patent  No.  520,187  is  not 
entitled  to  the  priority  of  the  French  application  of  July 
20,  1929  by  reason  of  the  fact  that  it  is  not  based  on 
the  same  invention,  thus  lacking  further  substantial 
presumption  of  Convention  priority. 

a)  The  process  covered  in  German  Patent  No. 
530,187  for  the  production  of  chocolate  wares  is  char¬ 
acterized  in  that  there  is  added  to  the  chocolate  (1)  in 
addition  to  0.25  to  1  per  cent  of  lecithin,  ( 2 )  less  cocoa 
butter  than  is  required  without  the  addition  of  lecithin. 
In  addition  to  economy  in  the  use  of  cocoa  butter  a 
further  advantage  provided  by  the  addition  of  the 
lecithin  consists  in  improving  the  flavor  of  the  choco¬ 
late,  also  that  the  chocolate  does  not  become  dull,  gray 
and  unsightly  and  does  not  “bloom”,  the  stability 
thereof  thus  being  increased  by  the  absence  of  these 
detrimental  phenomena. 

French  Patent  No.  678,792  likewise  prescribes  the 
admixture  of  small  quantities  of  lecithin  with  the 
chocolate  mass.  The  fact  that  the  minimum  and  maxi¬ 
mum  limits  given  therein  differ  from  those  of  the  Ger¬ 
man  Patent  (namely,  0.1  to  0.5  per  cent)  is  at  most 
unessential,  particularly  in  consideration  of  the  fact 
that  any  one  skilled  in  the  art  is  at  liberty  to  make  use 
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of  the  quantity  best  suited  to  his  specific  purpose,  with¬ 
in  the  practical  scope  of  the  patent  disclosure.  How¬ 
ever,  nothing  is  stated  in  the  French  patent  to  the  effect 
that  through  the  addition  of  small  quantities  of  leci¬ 
thin  to  the  chocolate  less  cocoa  butter  need  be  added 
than  without  this  lecithin  addition.  Such  teaching  ap¬ 
pears  neither  in  the  claim  nor  in  the  specification. 
Cocoa  butter  is  mentioned,  but  in  an  entirely  different 
connection,  and  not  with  the  meaning  that  less  thereof 
can  be  used  by  adding  small  quantities  of  lecithin. 

b)  The  expert,  Professor  H.,  contends  that  French 
Patent  No.  678,792  discloses  the  inventive  concept  of 
German  Patent  No.  530,187  to  those  skilled  in  the  art. 
The  course  of  reasoning  which  leads  to  such  conclusion 
is,  however,  not  legally  tenable.  He  argues:  Any  one 
skilled  in  the  chocolate  manufacturing  art  who  tries  the 
lecithin  addition  according  to  the  French  patent  for  the 
first  time  will  at  once  recognize  that  it  results  in 
economy  in  the  use  of  cocoa  butter.  For  he  will  imme¬ 
diately  observe  to  his  surprise  that  after  small  additions 
of  lecithin  the  chocolate  mass  will  attain  a  degree  of 
fluidity  such  as  previously  imparted  thereto  by  the  addi¬ 
tion  of  cocoa  butter,  in  order,  for  example,  to  make 
suitable  for  molding  in  cakes.  Thus,  experiment  would 
at  once  demonstrate  '‘positively”  to  the  manufacturer  or 
food  chemist  the  possibility  of  the  saving  in  the  use  of 
cocoa  butter..  And  such  observation  would  be  im¬ 
perative  because  cocoa  butter  as  compared  with  cocoa 
beans — the  shelled  kernels  of  the  cocoa  bean  roasted  for 
further  preparation — and  sugar  form  the  most  ex¬ 
pensive  constituent  of  the  chocolate.  The  assumption 
of  the  expert  opinion  to  the  effect  that  the  expert,  after 
reading  the  patent,  makes  experiments  can  not  be  con¬ 
curred  in.  The  inventive  concept  must  be  thoroughly 
disclosed  in  the  patent,  without  supplementary  experi¬ 
ment.  As  testified  by  the  expert,  it  is  impossible  for 
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one  skilled  in  the  art  to  ascertain  without  experiment 
that  a  slight  addition  of  lecithin  results  in  a  saving  of 
cocoa  butter;  he  can  attain  this  knowledge  only  through 
tests.  It  is  also  to  be  noted  that  respondent,  only  after 
a  number  of  months  after  having  recommended  the  ad¬ 
dition  of  lecithin  as  a  means  for  improving  the  stability 
of  chocolate,  proposed  it  in  the  other  patent  application 
as  a  means  for  economizing  in  the  use  of  cocoa  butter,  a 
result  not  previously  mentioned.  This  ( as  Professor  H. 
also  has  not  recognized)  is  substantiated  by  the  fact 
that  respondent  himself  appears  to  have  recognized  the 
advantage  of  such  economy  as  a  result  of  the  lecithin  ad¬ 
dition  only  at  a  later  date.  If  this  is  the  case  a  person 
skilled  in  the  art,  and  having  only  read  French  Patent 
No.  678,792,  could  not  rely  on  its  contents  to  learn  that 
the  addition  of  cocoa  butter  is  reduced  by  that  of  small 
quantities  of  lecithin. 

c)  Respondent  of  course  argues  an  interpretation 
of  patent  No.  530,187  such  that  its  content  would  be  sub¬ 
stantially  the  same  as  that  of  French  Patent  No.  678,792. 
He  contends:  The  result,  that  of  saving  in  the  use  of 
cocoa  butter  by  adding  small  quantities  of  lecithin,  is 
provided  by  the  French  patent.  This,  however,  is  and 
should  be  limited  practically  to  the  prescribed  addition 
of  lecithin.  The  use  of  the  lecithin,  in  addition  to  in¬ 
creasing  the  fluidity,  is  alleged  to  provide  the  further 
advantage  of  economy  in  the  use  of  cocoa  butter;  and  to 
emphasize  this  result  would  be  superfluous,  as  reference 
thereto  forms  no  part  of  the  technical  teaching.  The 
claim  of  German  Patent  No.  530,187  contains  a  super¬ 
fluity  in  that  it  includes  the  result  of  the  technical  teach¬ 


ing.  In  order  to  compare  the  two  patents  to  ascertain 
what  invention  is  disclosed,  all  superfluities  must  be 
eliminated  and  only  the  technical  teaching  considered, 
timely  observation  of  which,  the  use  of  small  quanties 
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of  lecithin,  provides  an  immediate  result  consisting  in 
economy  of  cocoa  butter  and  a  remote  one  consisting  in 
improved  stability. — Respondent’s  interpretation  is  not 
acceptable  because  it  is  inconsistent  with  the  contents 
of  Patent  No.  530,187.  This  definitely  answers  the  ques¬ 
tion  at  two  points  as  to  what  invention  is  disclosed. 
Referring  to  the  state  of  the  art  it  reads:  “It  has  now 
been  found  that  with  an  addition  of  lecithin  in  the 
production  of  chocolate  wares,  such  as  pralines,  coat¬ 
ings,  etc.,  less  cocoa  butter  is  required  than  without  the 
addition  of  lecithin.”  And  at  the  end  of  the  specification 
it  is  again  expressly  stated:  “The  invention  resides  in 
reducing  the  necessary  addition  of  cocoa  butter  by  the 
addition  of  lecithin,  whereby  the  flavor  and  stability  are 
at  the  same  time  improved.”  As  distinguished  there¬ 
from  the  invention  disclosed  in  French  Patent  No. 
678,792  is  stated  as :  a  process  for  improving  the  stabil¬ 
ity  of  chocolate  and  pralines  (title,  concept  of  the  claim; 
original  text).  The  specification  is  more  detailed,  but 
states  only  that  blooming  of  the  chocolate  and  the  re¬ 
sulting  disagreeable  appearance  is  avoided  by  a  small 
addition  of  lecithin. 

Comparison  of  the  essential  points  of  both  patents 
thus  shows  that  the  problem  and  the  solution  of  German 
Patent  No.  530,187  and  of  French  Patent  No.  678,792  do 
not  correspond.  German  Patent  No.  530,187  therefore 
does  not  relate  to  the  same  invention  as  the  French 
Patent. 

II.  Hence,  if  German  Patent  No.  530,187  is  not  en¬ 
titled  to  the  Convention  date  of  July  20, 1929,  all  printed 
publication  (from  the  last  hundred  years)  which  pre¬ 
ceded  its  filing  date,  May  14,  1930,  may  be  cited  as  an¬ 
ticipatory  ( Patent  Act.  Sec.  2,  par.  1. ) 

1.  Some  of  the  publication  relied  on  by  complainant 
may  be  eliminated  as  not  disclosing  the  invention  recited 
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in  German  Patent  No.  530,187  so  that  it  can  be  practiced 
by  one  skilled  in  the  art. 

This  applies  to  British  Patent  No.  262,239  (of 
1926)  for  a  process  for  increasing  the  solubility  of 
cocoa  powder .  (is  in  operation). 

Nor,  according  to  Professor  H’s.  opinion,  is  the  in¬ 
ventive  concept  disclosed  in  the  Questions  and  Answers 
contained  in  the  Manufacturing  Confectioner  of  1929 
(June/ July) .  (is  in  operation.) 

2.  The  publications  cited  in  the  decision  of  the 
German  Patent  Office  do,  however,  anticipate  the  in¬ 
vention  disclosed  in  Patent  No.  530,187. 

French  Patent  No.  678,792 — published  April  4, 
1930 — merely  disclosed  the  addition  of  small  quantities 
of  lecithin,  for  example  up  to  0.5  per  cent,  in  the  pro¬ 
duction  of  chocolate  or  chocolate  wares,  for  tbe  reten¬ 


tion  of  the  color,  lustre,  etc.  of  the  chocolate,!  thus  to 
improve  its  stability. 

Articles  in  two  English  trade  journals,  published 
before  May  14,  1930,  and  already  referred  to  in  the 
present  action,  show  that  when  lecithin  is  added  to 


chocolate  less  cocoa  butter  can  be  used  than  is  other¬ 


wise  necessary. 

An  article  by  Sherman  Woodrow  in  “The  Manu¬ 
facturing  Confectioner”,  of  November  15,  1929,  states: 
An  admixture  of  lecithin  with  the  chocolate  increases 


the  fluidity  of  the  mass,  provides,  however,  a  smooth 
surface  and  excellent  appearance  of  the  product.  The 
article  of  A.  G.  Avent  in  the  February  number  of  the 
year  1930  states  that  considerable  economy  in  the  use 
of  cocoa  butter  is  effected  by  adding  lecithin  to  the 
chocolate.  A  curve  diagram  accompanying  the  text 
shows  the  advantage  connected  with  the  admixture  of 
lecithin.  Communications  of  the  same  tenor  appear  in 
the  article  of  R.  Harald  Morgan  in  the  periodical  “Food 
Manufacture”,  of  March  1930,  pp.  75-76.  Therein  also 
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it  is  stated  that  the  quantity  of  cocoa  butter  may  be 
reduced  by  an  addition  of  lecithin.  An  advertisement 
on  page  XU  of  the  same  number  (Emulgo,  Hansa — 
Lecithin)  also  refers  to  cocoa  butter — economy  by  leci¬ 
thin  additions.  All  these  publications  show,  before  May 
14,  1930,  that  the  quantity  of  cocoa  butter  ordinarily 
added  in  the  manufacture  of  chocolate  may  be  reduced 
by  the  addition  of  small  quantities  of  lecithin. 

Accordingly,  if  the  essential  inventive  idea  of  Ger¬ 
man  Patent  No.  530,187  was  old  prior  to  the  date  of  its 
application  ( May  14,  1930 ) ,  the  decision  of  the  German 
Patent  Office  is  affirmed:  In  view  of  the  state  of  the 
prior  art  the  process  of  the  patent  contains  no  features 
attended  with  any  special  result;  the  subject  thereof 
was  not  patentable  at  the  time  it  was  filed. 

Communicated  by 

Supreme  Court  Councillor  Prof.  Dr.  Pinzger. 
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Carlisle  K.  Rods  and  United 
States  Gypsum  Company  and 
Erik  Christian  Bayer. 


BRIEF  FOR  BAYER 


MAY  IT  PLEASE  YOUR  HONORS:— 


This  is  an  appeal  from  a  decision  of  Justice  Letts  of  the 
Supreme  Court  of  the  District  of  Columbia  in  an;  interfer¬ 
ence  proceeding  under  R.  S.  4915  as  amended  bv  the  Act 

*  1  f- 


of  March  3,  1927,  44  Stat.  S.  1394:  (U.  S.  C.  Title  35,  sec. 


72a.) 

Unfortunately  the  court  below  has  i^iven  no  reasons  for 
its  decision  and  our  brief  must  be  mainly  a  repetition  of 
what  it  was  before  the  Court  below. 


o. 


The*  decisions  of  all  the  lower  tribunals  have  been  in 

favor  of  Roos.  We  contend  tliev  should  have  been  in  favor 

of  Haver.  Roos  and  Haver  are  cross  licensees.  Rice’s 
•  • 

preliminary  statement  shows  he  did  not  rmteeirr  the  inven¬ 
tion  in  controversy  until  after  Haver  had  tiled  in  Denmark. 

•  • 

Rice  realizing  he  could  not  prevail  until  he  eliminated 
Haver,  has,  we  contend,  improperly  raised  the  question  of 
the  inoperativeness  of  Haver’s  disclosure. 

The  interference  was  vigorously  fought  in  the  Patent 
Office.  Indeed,  while  Justice  Letts  was  gracious  in  giv¬ 
ing  all  parties,  ample  time,  few,  if  any,  facts  have  been  de¬ 
veloped  regarding  the  disclosure  in  Haver’s  case  different 
from  the  facts  developed  before  the  Patent  Office  Tribu¬ 
nals.  However,  Haver,  by  witnesses  brought  over  from 
Denmark,  has  established  an  earlier  date  for  his  invention 
in  Denmark  and  by  a  witness,  Phillipson,  (('ourt  Record 
Vol.  IV.  p.  11. *>.'»).  skilled  in  this  art  performed  in  the  pres¬ 
ence  of  tin*  Court  the  entire  process  involved  in  this  inter¬ 
ference. 

The  invention  is  very  simple.  It  is  a  pioneer  in  this  art. 
It  is  not  confined  to  any  specific  details.  There  are  no 
critical  points  between  success  and  failure.  It  is  practiced 
commercially  in  this  country  largely  by  Roos’  assignees 
and  in  Europe  by  Haver's  assignees.  Rice  has  done  prac¬ 
tically  nothing  to  commercialize  the  invention.  There  is 
no  evidence*  whatever  that  any  assignee  has  had  any  diffi¬ 
culty  whatever  in  practicing  the  invention.  On  the  con¬ 
trary  all  of  Roos*  and  Payer’s  assignees  state  in  effect, 
that  they  are  practicing  the  invention  on  large  scales  and 
have  never  had  any  difficulty  in  making  this  porous  cement. 

It  is  the  old  storv  of  nobodv  having  anv  difficult v  in 

•  *  »  «  • 

making  the  cellular  cement  except  Rice’s  so-called  experts 
who  evidently  tried  not  to  make  it. 

It  is  important  that  this  (’ourt  keep  in  mind  the  breadth 
of  the  invention.  The  issue  between  the  parties  is  as  fol¬ 
lows  : — 


‘‘The  process  of  forming  a  cellular  cement  which 
comprises  forming  a  tenacious  foam  and  mixing  the 
foam  with  a  cement.” 


_ o _ 


Only  two  steps  are  involved:  First,  making  a! tenacious 
foam.  That  is,  a  foam  with  tough  bubbles.  Children  make 
soap  lather  or  bubbles.  They  don't  have  to  be  told  what 
proportions  of  water  and  soap  it  takes  to  make  the  bubbles. 
Second,  mixing  the  foam  with  t lie  cement.  Much  has  been 
said  about  the  different  proportions  of  the  foam  stiffening 
material,  water  and  cement.  Xo  proportions  arc  called  for 
in  the  issue.  None  are  necessary.  (Bayer  Bee.  pi  1140). 

The  practice  of  the  invention  is  exceedingly  simple. 

Anvone  can  make  a  stiff  foam.  Water  bv  itself  will  not 
•  • 

retain  the  foam.  Soap  or  glue  or  mucilage  or  any  of  a 
large  class  of  materials  will  make  the  bubbles  tenacious, 
and  all  that  one  has  to  do  in  taking  the  first  step  of  the 
process  is  to  follow  an  everyday  practice  of  making  lather 
or  foam  by  agitating  water  containing  the  stiffening  ma¬ 
terial  which  may  be  cheap,  mucilaginous  material.; 

The  second  step  is  as  simple.  The  tenacious  fpam  must 
be  mixed  with  a  cement  which  when  wet  with  the  foam  will 
harden  or  set  before  the  bubbles  break.  Xo  mysterious 
step.  Xo  critical  point  between  failure  and  success.  Being 
given  the  idea  of  mixing  a  tenacious  foam  with  a  cement, 
anybody  can  practice  the  process.  The  point  we  are  mak¬ 
ing  is  that  Rice’s  attorneys  have  cited  a  large  number  of 
decisions  regarding  incomplete  disclosure,  but  in  all  those 
cited  cases,  either  accuracy  of  proportions  or  the  omission 
of  some  obscure  feature  ruined  the  invention,  or  else  the 
complainant’s  patent  covered  a  useless  or  impractical  in¬ 
vention  that  had  never  gone  into  commercial  use,  but  a  tyro 
may  practice  the  present,  broad,  simple  and  pioneer  inven¬ 
tion  and  use  various  proportions  of  material.  Tile  court 
below  saw  the  invention  practiced  by  Phillipson-  Bayers 
witness,  and  must  have  noticed  its  simplicity  and  a  lack  of 
any  nice  proportions  of  ingredients,  or  mystery  in  follow¬ 
ing  the  steps,  and  the  testimony  shows  that  the  invention 
has  gone  into  large  commercial  use  in  both  thq  United 
States  and  Europe.  Xot  a  word  of  testimony  shjows  any 
one  ever  had  the  slightest  trouble  in  making  the;  process 
operate  commercially. 


4 


ROOS  AND  BAYER’S  CROSS  LICENSES 

After  Rook  , had  taken  his  testimonv-in-chief,  Roos'  and 

Baver ’s  attornevs  advised  that  Roos  and  Baver  make  a 
•  •  • 

cross  license  agreement  since  the  invention  clearlv  be- 

lomred  to  one  or  the  other  of  them.  Tliis  agreement  was 

put  of  record  in  this  case  by  Roos  and  from  the  terms  of 

the  agreement  it  can  be  seen  that  Raver  is  financially  and 

otherwise  verv  much  interested  in  winning  this  case  as 

against  both  Rice  and  Roos.  This  statement  is  made  to 

clear  up  the  record  since  it  shows  that  at  the  taking  of 

Roos’  testimonv.  Raver's  attornev  cross-examined  Roos 

•  •  • 

extensively  in  the  Patent  Office  proceedings  but  since  that 

time  the  attornevs  for  Roos  have  looked  after  Roos’  in- 

terests  while  Bayer’s  attorney  has  represented  Raver's 

interests.  Bayer's  brief,  therefore,  will  be  confined  to  the 

controversv  between  Baver  and  Rice  relative  to  Raver’s 
•  •  • 

disclosure. 

BAYER  THE  FIRST  INVENTOR 

Baver  admittedly  first  made  the  invention  in  Denmark 
•  • 

in  1921  (Jacobsen  and  Phillipson  testimony.  Court  Record, 
pages  1127  to  1133).  Bayer  made  no  publication  of  his 
invention  prior  to  filing  his  Danish  patent  application 
September  11,  1922.  Bayer  filed  in  tin*  I'niled  States  Sep¬ 
tember  8.  1923.  within  the  year  from  the  time  he  filed  in 

Denmark.  Admittedlv,  under  the  Convention  or  Treat v  be- 

•  • 

tween  the  United  States  and  Denmark  (Bayer  Exhibit  20) 

Bayer  is  entitled  to  his  filing  date,  September  11.  1922.  for 

reduction  to  practice.  Rice  did  not  ronrrirr  until  October 

22,  1922.  So  Rice  cannot  possibly  win  in  this  case  unless  he 

can  convince  vour  Honors  that  Raver's  disclosure  is  insuf- 

•  • 

ficient  under  Section  4888  reading  as  follows: — 


‘‘Before  any  inventor  or  discoverer  shall  receive  a 
patent  fori  his  invention  or  discovery,  he  shall  make 
application  therefor,  in  writing,  to  the  Commissioner 
of  Patents;  and  shall  file  in  the  Patent  Office  a  written 
description  of  the  same,  and  of  the  manner  and  pro- 


cess  of  making,  constructing,  compounding  and  using 
it  in  such  full,  clear,  concise,  and  exact  terms  as  to 
enable  any  person  skilled  in  the  art  or  science;  to  which 
it  appertains,  or  with  which  it  is  most  nearly;  connect¬ 
ed,  to  make,  construct,  compound,  and  use  the  same, 
etc.1' 

After  Rice  had  discovered  he  did  not  “conceive"  until 
after  Bayer  had  filed  he  knew  Rice  could  not  possibly  win 
out  unless  lie  could  raise  some  such  grounds  as  I  Baver ’s 
inoperativeness.  Rice  made  no  motion  to  dissolve  on  that 
ground.  Hence  he  really  had  no  right  to  raise  this  point 
first  at  the  taking  of  Rice’s  testimony.  (See  Patent  Office 
Rule  lot)  and  Schweyer  v.  Thomas,  44)>  ( ).  (1.  298).  Espe¬ 
cially  since  the  primary  examiner,  an  expert  in  this  art  had 
held  Bayer's  disclosure  sufficient  and  not  one  of  Rices 
witnesses  who  had  raised  this  point  were  experts  in  this 
art.  Not  one  of  them  had  ever  worked  with  porous  cement. 

“It  is  the  duty  of  the  Patent  Office  experts  to  de¬ 
termine  if  a  specification  is  a  sufficient  disclosure. 
Hooper  v.  Downing,  Court  of  Appeals  I).  C.  2$0  O.  G. 
009.  Tests  of  inoperativeness  by  an  opponent  looked 
upon  with  suspicion.  Ct.  Ap.  1).  C.  Wright  v.  Halle, 

*)7*>  L1  *>V7 

mm  ( r  •  *)»)»), 


BAYER’S  DISCLOSURE  AS  DEFINITE  AS  RICE’S 


In  order  that  vour  Honors  mav  have  before  von  for  com- 

•  «  • 

parison  Rice's  and  Bayer's  disclosure,  wo  summarize  them 
as  follows: — 

Baver  states  in  effect  that  he  adds  foam  already  devel- 
•  * 

oped  to  a  setting  substance,  as  cement  or  gypsum.  He  says 

he  mav  use  as  a  foamv  substance  “different  kinds  of  muci- 
•  • 

lage,  for  instance  the  mucilage  obtained  from  sea-tang’*. 

Bayer  did  not  tell  how  he  made  his  mucilage  or  glue  from 

sea-tang  or  seaweed.  He  did  not  have  to  tell  since  that  was 

already  well  known  a<  shown  by  Bayers  exhibit  17  Sanford 

Patent,  Baver's  Rec.  P.P.  1162  and  1162,  as  will  be  more 
« 

fullv  discussed  hereafter.  Baver  further  states  that  the 


durabilitv  of  tin*  foam  mav  be  increased  bv  adding  gelatin 

•  i  •  •  * 

and  the  quantities  required  of  these  substances  are  “in¬ 
considerable.  ’ *  lie  also  states  that  the  durability  of  the 
foam  may  be  increased  by  adding  small  portions  of  formal- 

dehvde  and  last  I  v,  that  the  durabilitv  of  the  foam  must  be 
•  •  7  • 

such  that  a  great  number  of  air  bubbles  are  left  in  the  mass. 

Rice,  for  a  corresponding  disclosure,  specifies: —  “The 
gas  bubbles  are  preferably  produced  by  whipping  a  gelatin 
mixture  of  preferably  the  following  proportions: — 

V/t  glue 

i)8  4  Wf  water 

1  oof  \rr  formalin  (containing  40';  formaldehvde).’’ 


Rice  doesn't  state  how  he  makes  his  glue  and  it  is  of 
record,  and.  furthermore,  apparent  that  the  “Formalin’’ 
of  Rice  or  “  Formaldehyde"  of  Bayer  is  only  used  to  keep 
the  mucilage  nr  glue  from  souring  or  spoiling  when  kept 
a  long  time.  Xone  need  lx*  used  when  tin*  material  is  uti- 
lized  right  away.  Rice  further  says  the  “Foam  is  mixed 
in  suitable  proportions  with  the  cement  mixture."  He 
doesn’t  specify  what  proportions,  and,  lastly,  he  says  “I 
have  discovered  that  glue  or  gelatin,  a  solution  of  Irish 
moss,  silicic  acid  gel.  and  many  other  kinds  of  gel  may  be 
used  to  make  the  foam  or  lather.** 

A  careful  comparison  of  these  disclosures  will  show  that 
while  Bayer  only  specifies  that  “inconsiderable”  amounts 
of  mucilage,  gelatin  and  formaldehyde*  are  used.  Rice  speci¬ 
fies  “  1 ' 4  of  glue”. 

It  is  submitted  this  specification  of  Rice  is  about  as  in¬ 
definite  as  “  inconsiderable”.  The  Vi  of  glue,  if  it  is  verv 

J  4  • 

thick,  is  entirely  different  from  \f  f  of  glue  if  tin*  glue  is 
very  thin.  Rice  does  not  state*  how  he*  makes  his  glue,  lie* 
mentions  a  solution  of  Irish  mass  and  in  his  amendment  to 
his  application  of  April  >.  1(J24,  Rice  state*el  that  the*  method 
or  manner  of  proelucing  tin*  foam  and  ilie*  material  formed 
in  tin*  foam  \ve*iv  not  involve*d  or  concerne*d  with  the*  pro¬ 
cess  of  the*  pre*se*nt  invention. 

Rice*  doe*s  not  give  any  proportions  of  cement  that  is 
mixed  with  the  water  and  glue*  a>  eloes  Roos,  and  probable 


that  is  more  important  than  specifying  tin*  amount  of  glue 
that  is  used,  especially  in  view  of  the  vague  statement  that 
he  used  \(<  of  glue  when  that  reallv  means  nothing,  since 
to  be  definite  lie  should  have*  stated  tin*  consistency  of  the 
glue.  | 

Furthermore,  Rice  lias  never  objected  to  Rons';  propor¬ 
tions.  Roos  gives  his  proportions:  soap  bark,  |1  part; 
water.  IfiO  parts;  calcined  gypsum,  1200  parts.  If  Roos’ 
proportions  are  correct  then  Rice’s  proportions  are  wrong. 
Meyer  (Court  Record  page  IK >9)  testifies  that  Rice’s  pro¬ 
portions  that  lie  gives  are  not  the  best. 


(<).  Von  are  well  acquainted  with  the  Rice  specifi¬ 
cation  l 

l 

A.  1  am. 

(t).  He  gives  some  definite  proportions. 

A.  11c*  does. 

(c>.  Are  they  good  proportions? 

A.  Thev  can  be  used  but  tliev  are  not  at  all  the  best. 
•  • 

Q.  Have  you  tried  it  out ! 

A.  Yes,  I  have  tried  it  out  verv  thoroughly 


Mever  is  an  expert  in  cell  concrete.  (Court  Record  p. 

1 1:»9) .  j 

It  would  ap])ear  from  the  general  tenor  of  all  the  tests 

and  testimonv  in  this  case*  that  it  would  be  useless!  to  give 

the  exact  proportions  because  di liferent  proportions  are 

used  in  making  different  kinds  of  cell  concrete.  In  verv 

light  concrete1  the*  bubbles  must  be  very  fine*  and  numerous. 

In  heavier  concrete  not  so  manv  bubbles  would  be  incor- 

« 

porated  and  different  proportions  of  water  and  glue  or 
mucilage  might  be  used. 

Mr.  Jacobsen,  another  witness  for  Raver,  who  has 
worked  with  Bayer  for  a  long  time  in  making  cell  concrete, 
savs:  ; 


(.).  Is  it  necessarv  to  mix  this  mucilage  and  cell  con- 
crete  in  water  in  any  definite*  proportions? 

A.  It  is  not  necessarv  to  mix  the  tang  in  some 
special  proportions  in  water  but  if  you  want  to  make  a 


concrete  of  a  specific  weight  it  is,  of  course,  necessary 
to  know  how  much  foam  you  have,  how  much  mortar, 
etc. 

Rice  does  not  jjfive  the  proportions  of  tin*  mortar  or  solid 
material  he  uses  and  if  either  were  important,  it  is  probable 
that  Rice  has  (  left  out  his  most  important  proportions, 
namely,  that  of  the  proportions  of  water  containing  the 
fflue  on  one  hand  and  the  solid  material  on  the  other. 

As  a  matter  of  fact,  all  this  talk  about  Bayer's  lack  of 
definite  proportions,  when  viewed  from  a  common-sense 
standpoint,  is  strained  and  is  evidently  an  after  thought  on 
the  part  of  Rice's  attorneys  when  thee  saw  Rice  was  de- 
feated  unless  they  could  net  up  some  ground  of  attack  on 
Bayer. 

When  anvone  shaves  tliev  make  a  lather  and  cover  the 
•  • 

face.  They  do  not  know  what  proportion  of  soap  and 
water  makes  the  lather.  One  knows  that  water  alone  will 
not  make  it  and  that  a  little  soap  added  to  the  water  makes 
a  satisfactory  lather.  It  is  not  necessary  to  i»*ive  the  pro¬ 
portion  of  soap  in  the  lather,  and  this  illustration  is  exactly 
similar  to  Bayer's  method  of  making  his  lather  which  he 
mixes  with  his  cement.  To  say  that  one  could  not  lather  his 
face  without  knowing  the  proportion  of  soap  that  was  used 
to  make  the  lather  is  absurd  on  its  face,  and  the  same  is 

true  in  contending  that  since  Haver  onlv  said  the  amount 

«  •  • 

of  mucilaiio  was  “inconsiderable"  that  his  disclosure  is 
insufficient. 

TESTIMONY  OF  RICE’S  SO  CALLED  EXPERTS 


Rice  called  several  witnesses,  Harris,  McKlrov,  Kenning 
and  Foster,  during  the  Patent  ( >ffice  proceedings,  who  testi¬ 
fied  in  effect  that  they  had  read  over  the  Bayer  specifi¬ 
cation  and  it  was;  an  insufficient  disclosure.  They  had  never 
tried  to  make  cell  concrete.  They  did  not  know  whether 
the  different  proportions  of  materials  miirlit  be  used  and 
tliev  did  not  know  anvthinir  about  making  mucilage  from 
sea-weed.  That  testimony  is  entirely  incompetent.  The 
Primary  Kxaminer  in  the  Patent  Office  had.  in  effect,  held 
that  the  disclosure  was  sufficient.  Also  the  Kxaminer  of 
Interferences. 


— a— 


Bayer’s  attorney  was  aware  of  l he  fact  that  the  Patent 
Office  decisions  were  all  against  sncii  t(»stiniony  and; refused 
to  cross-examine  the  witnesses  (Pice’s  Patent  Office  Pec- 
ord  41")  et  seq. ) 

What  can  you  say  as  t«»  the  disclosure  of  this 


papei 


. ) 


A.  i  regard  the  disclosure*  as  turbid  andiscantv. 
There  is  no  particular  direction  as  to  what  ijs  to  he 
done  with  what  and  for  what  purpose.  There  is  no 
specific  example  on  which  tile  language  of  the  applica¬ 
tion  can  he  read.  I 


Bv  Mr.  Xewton: — This  line  of  testimony  is  further 
•  • 

objectionable  because  it  only  sets  up  the  opinion  of  the 
export  in  contradistinction  with  the  opinion  of  the 
experts  in  the  Patent  Office  who  have  examined  this 
case  and  held  it  a  sufficient  disclosure.  These  experts 
in  tin*  Patent  Office  are  familiar  with  the  state;  of  the 
art,  presumably,  more  so  than  Pice's  experts,  jand  to 
take  this  testimony  and  put  up  the  men*  opinion  of  the 
expert  as  against  tin*  opinion  of  tin*  Patent  Office  ex¬ 
perts  is  objectionable. 

i 

This  objection  was  based  on  the  decision  in  Oooper  vs. 
Downing,  2f>0  O.  (I.  909,  in  which  the  Oommissioner  of  Pat¬ 
ent  s  held : 


“It  is  believed  the  officials  of  the  Patent  Office  who 
are  required  by  law  to  determine  whether  an  applica¬ 
tion  conforms  to  the  provisions  of  the  section!  above 
quoted  (Section  4888  P.  S.)  are  sufficiently  expert  in 
the  art  to  which  an  application  relates  to  determine 
whether  a  certain  invention  or  structure  is  or  is  not  a 
disclosure.  It  is  not  believed  a  wise  or  safe  proceed¬ 
ing  to  permit  others  outside  of  the  Patent  Office: to  ex¬ 
plain,  by  way  of  testimony  or  deposition,  whether  an 
application  comes  within  the  provision  of  the  statute* 
as  to  clearness  of  disclosure.*’ 


—10— 


The  Court  of  Appeals  of  the  District  affirmed  the  Com¬ 
missioner  in  this  opinion,  holding  that: — 


“The  Commissioner  of  Patents  properly  refused  to 
hear  evidence  as  to  what  was  intended  by  Downing's 
original  application  and  disclosure,  holding  that  it  is 
the  duty  of  the  Tribunals  of  the  Patent  Office  composed 
of  men  presumed  to  be*  sufficiently  export  in  under¬ 
standing  technical  terms  and  the  state  of  the  art,  to 
determine  for  themselves  what  an  application  dis¬ 
closes. 


At  this  point  it  may  be  observed  that  if  the  Patent  Office 
Examiner  had  thought  it  necessary  to  this  invention  to  dis¬ 
close  the  proportions,  all  he  would  have  done  was  to  have 
Bayer  so  disclose  some  specific  proportions.  But  this  in¬ 
vention  is  not  in  the  specific  proportions.  The  invention  is 
broad.  These  people  are  the  lirst  to  beat  up  a  soapy  water 
into  suds  and  mix  the  suds  with  a  cement  that  hardens  on 
drying.  If  Bayer  should  put  into  his  case,  when  it  is  re¬ 
turned  to  the  Patent  Office,  the  specific  proportions,  while 
he  would  not  be,  allowed  to  claim  them  because  he  did  not 
disclose  them  originally,  there  would  be  no  objection  by  the 
Patent  Office  examiner  and  all  of  Rice's  criticism  of 

Baver’s  case  would  fall.  Baver  does  not  wish  to  include 
•  • 

any  specific  proportions  or  claim  them.  Tin*  invention  be¬ 
ing  broad  is  not  in  the  specific  proportions  and  that  seems 
to  be  the  stumbling  block  in  Rice’s  contentions.  Rice  does 
not  seem  to  realize  that  the  invention  is  broad  and  not  in 
the  specific  proportions  of  the  materials.  To  repeat  the 
claim  in  controversv,  it  is: 


“The  process  of  forming  a  cellular  cement  which 
comprises  forming  a  tenacious  foam  and  mixing  the 
foam  with  a  cement." 


To  state  the  count  in  homely  language  it  means:  Make 
up  some  suds  and  mix  the  suds  with  cement. 

Rice  also  called  two  witnesses.  Reilly  and  Ac  roe,  during 
the  Patent  Office,  proceedings.  Reilly  and  Acree  went  off 
to  themselves  and  made  some  experiments  and  came  in  to 
testify  as  to  the  results  of  those  experiments..  Neither 


—11— 


Roos'  nor  Bayer’s  attorneys  had  seen  the  experiments. 
Such  testimony,  of  course,  lias  no  probative  force.  Bayer 
did  not  know  what  they  had  done  or  how  they  had  pro¬ 
ceeded  and  the  Examiner  of  Interferences  called  attention 
to  the  case  of  Bemis  et  al  vs.  Stevens  &  Bros.  177  Fed.  Rep. 
717.  The  Examiner  stated  that  other  decisions  plainly  in¬ 
dicated  that  ex  parte  tests  were  entitled  to  little,  if  any, 
weight,  citing  Carnegie  Steel  Co.  vs.  The  Cambria  Iron  Co. 
99  ().  G.  1866,  185  U.  S.  403.  Bethlehem  Steel  Co.  vs.  Xiles- 
Bement-Pond  Co.,  166  Fed.  Rep.  880.  Kuelmisted  vs.  Far- 
benfabriken  179  Fed.  Rep.  701  and  Wright  vs.  Halle  etc. 
273  Fed.  355.  .Thereupon  Rice’s  witnesses,  Reilly  and 
Acree,  performed  the  experiments  in  the  presence  of  Roos’ 

and  Baver’s  attornevs. 

•  • 

REILLY’S  TESTIMONY 


When  Reilly  was  produced  after  these  experiments,  his 
testimony  related  to  the  inter  partes  experiments.  The 
specimens  made  by  Reilly  during  the  inter  partes  experi¬ 
ments  are  in  evidence  as  Rice’s  Exhibits  Xos.  R-41  to  R-73, 
inclusive,  and  R-41b  to  R-73b,  inclusive.  In  Reilly’s  direct 
examination  he  testified  that  in  pursuing  his  inter  partes 
experiments,  resulting  in  Rice's  Exhibits  R-41  to;  R-73,  in¬ 
clusive,  he  tried  sea  tang  mucilage  alone,  sea  tang  muci¬ 
lage  plus  gelatin  solution,  sea  tang  mucilage  plus  gelatin 
plus  formaldehyde,  and  sea  tang  plus  formaldehyde  (Q.  20, 
p.  477).  The  proportions  of  the  materials  used  in  making 
the  foaming  solutions  were  12  concentrations  of  sea  tang 
carving  from  .065  to  .825 C ,  8  concentrations  of  gelatin 
varying  from  .005  to  '1(;<  and  6  concentrations  of  formalde¬ 
hyde  varying  from  . — 37  to  .148',v .  It  thus  appears  from 
Reillv's  testimonv,  given  on  his  direct  examination,  that 
the  quantities  of  materials  employed  by  him  in  making  the 
foam  wore  “inconsiderable’'  within  the  meaning  of  the  dis¬ 
closure.  Reilly  also  testified  that  he  followed  all  the  meth¬ 
ods  disclosed  in  the  Bayer  application  in  making  Rice’s 
Exhibits  R-41  to  R-73,  inclusive. 

I 

On  cross-examination,  Reillv  stated  that  lie  was  testifv- 

•  i  •> 

ing  as  an  expert  chemist  but  that,  except  for  the  experi¬ 
ments  which  he  performed  in  accordance  with  the  Bayer 


disclosure,  he  never  had  any  experience  in  manufacturing 
porous  materials  for  building  purposes.  It  is  quite  obvi¬ 
ous  from  a  study  of  Reilly's  testimony  that  lie  is  not  a  man 

•  •  • 

skilled  in  the  art  to  which  the  disclosure  in  the  Bayer  appli¬ 
cation  pertains.  Reilly  also  testified  that  he  found  no  liter¬ 
ature  on  the  preparation  of  a  mucilage  from  sea  tail".  In 
spite  of  Reilly's  testimony  that  he  was  not  able  to  find  any 
literature  to  advise  him  how  to  make  a  mucilage  from  sea 

tang.  Baver  has  introduced  in  evidence  as  Bavor  Exhibit 
•  • 

Xo.  17  a  multitude  of  references,  each  and  every  one  of 
which  gives  full  and  complete  information  as  to  how  a  muci¬ 
lage  may  be  manufactured  from  seaweed  and  particularly 
from  laminaria  digit  at  a.  the  specific  kind  of  seaweed  which 
the  ( Vnturv  Dictionary  defines  as  being  sea  tang  (See  Stan- 
ford  patent  Xo.  .*141.07-).  Bayers  Record  p.  1U>2.  Reilly 
was  asked  to  define  mucilage  in  order  that  information 
might  be  gleaned  from  him  as  to  whether  or  not  he  em¬ 
ployed  a  mucilage  in  following  the  Bayer  process,  but 
Reilly  testified  that  lie  thought  the  word  “mucilage’'  was 
too  indefinite,  for  him  to  define.  This  from  an  expert 
chemist  ! 

He  also  stated  that  In*  did  not  distinguish  a  water  solu¬ 
tion  of  a  substance  from  a  mucilage  and  if  he  intended  to 
use  mucilage  in  following  tin*  process  described  by  Bayer 
he  would  emnlov  a  water  solution  of  sea  tang.  Further, 

Reillv  testified  that  he  did  not  make  anv  tests  to  determine 
•  • 

whether  the  water  solution  lie  employed  in  his  experiments 
possessed  any  adhesive  properties.  Reilly  then  stated  that 
he  did  not  make  any  tests  on  his  sea  tang  solution,  either 
qualitative  or  quantitative,  except  foaming  tests.  Again 
Reilly  in  response  to  a  question  in  which  he  was  asked 
(X-ij.  n<>)— ‘ 

“X-O.  lit).  And  when  vou  got  this  water  solution 

W  •  l 

and  beat*  it.  and  got  this  foam  that  is  equivalent  to  the 
foam  that  you  get  by  boating  water,  you  were  using 
and  exercising  your  skill  as  a  chemist — is  that  cor- 

4  )  •  * 

root  ; 


he  answered — 

“A.  1  was  following  the  Bayer  application.’' 
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These  evasive  and  indefinite  answers  from  an  expert 
chemist,  such  as  Keillv  testified  he  was,  clearlv  show  that 
he  was  making  no  honest  effort  to  procure  a  cellular  cement 
by  following  the  process  described  in  Bayer’s  application 
notwithstanding,  Keilly  made  some  quite  porous  cement  by 
following  Bayer’s  application. 

In  Reilly's  testimony  with  respect  to  the  Rice  exhibits  in 
evidence  as  exemplifications  of  Reilly’s  success  in  produc¬ 
ing  a  cellular  cement  by  following  Bayer’s  disclosure,  we 
have  Rice’s  Exhibit  R-41b  in  which  Reilly  secured  a  weight 
reduction  of  1 8.1  ^  (X-Q.  160,  p.  501).  In  Rice  Exhibit 
R-44b  Reilly  secured  a  weight  reduction  of  17.6  7  (X-Q. 
161,  p.  502) ;  Rice  Exhibit  R-45b  showed  a  weight  reduction 
of  15.4$,  and  Rice  Exhibit  R-45  showed  a  weight  reduc¬ 
tion  of  17$  (X-Q.  163, p.  502).  The  tensile  strength  of  Rice 
Exhibit  R-41b  was  62$  of  the  corresponding  control  Rice 
Exhibit  R-46;  Rice  Exhibit  K-441)  had  a  tensile;  strength 
of  68$  of  the  corresponding  control  Rice  Exhibit  R-44b, 
and  Rice  Exhibit  R-451)  had  a  tensile  strength  of  88.5$  of 
its  corresponding  control  Rice  Exhibit  R-46  (p.  502).  More¬ 
over,  in  Rice  Exhibit  R-451),  Reilly  testified  that  I  he  got  a 
weight  reduction  of  15.3$  and  a  reduction  in  tensile 
strength  of  only  11.5$  (p.  502).  Reilly  testified  that  in 
making  his  specimens  of  Rice's  Exhibits  R-411),  :44b,  and 
45b  he  was  following  along  the  lines  indicated  in  the  Bayer 
application  (X-Q.  178,  p.  504). 

When  Reilly  was  making  the  experiments  that!  resulted 
in  Rice's  Exhibits  Xos.  61  to  63,  lu*  employed!  gypsum 
plaster  and  was  following  the  Bayer  disclosure  (X-Q.  105, 
]).  506).  In  Rice  Exhibit  R-61b,  Reilly  procured  ja  weight 
reduction  of  14.0$  (X-Q.  202,  p.  506),  and  this  exhibit  had 
a  tensile  strength  of  63.7$  of  its  corresponding  control 
specimen  Exhibit  R-63  (X-Q.  203,  p.  507).  Rice  Exhibit 
R-611)  was  made  in  accordance  with  the  Bayer  application 
(X-Q.  206,  p.  507).  ’  ! 

It  is  believed  that  the  foregoing  testimonv  of  Keillv  is 

representative  of  all  of  the  evidence  adduced  by  him. 

Reiliv's  own  efforts,  as  evidenced  bv  the  foregoing  digest 

of  his  testimonv,  clearlv  demonstrate  that  Keillv  was  sue- 

•  •  • 

cessful  in  securing  a  light  weight  cement  product  by  fol¬ 
lowing  the  disclosure  in  the  Bayer  application.  Ik*  was  a 
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very  evasive  witness,  as  the  reading  of  his  testiinonv  will 
•  *  ’  * 

show,  and  the  only  inference  that  can  be  drawn  from  it  is 
that  Reilly  proceeded  to  experiment  with  the  avowed 
intention  of  not  makimr  the  Baver  disclosure  work. 

Jlouecer.  nothing  can  be  more  conclusi  re  of  the  fact  that 
Reillff  did,  in  fact .  succeed  in  producing  a  cellular  cement 
product  in  accordance  with  the  process  disclosed  in  Hager's 
domestic  application .  as  /cell  as  in  the  sworn  English  trans¬ 
lation  than  Reilli/’s  own  testimony  which  is  here  beiiij? 
quoted  verbatim  (Rice's  Re<\,  X-Qs.  278  to  283,  p.  519)  : 


“X-Q.  278.  Mr.  Reilly,  did  you  i»et  any  porous  or 
cellular  structures  in  the  specimens  R41  to  R72  inclu¬ 
sive  l 

A.  Yes.  sir;  some  porositg  was  obtained  in  the  speci¬ 
men. 

X-Q.  279.  Did  you  make  any  test  to  determine  the 
porosity  of  them — in  any ? 

A.  1  used  tin*  weight  reduction  fissures  as  an  approx¬ 
imate*  idea,  indicating  the*  porosities. 

X-Q.  280.  And  did  you  i*‘et  any  cellular  structure  in 
any  of  these  experiments,  41  to  73,  inclusive? 

A.  /  got  some  degree  of  cell  id  a  r  sf  met  urc. 

X-Q.  2811.  Xow.  do  you  make  any  distinction  between 
a  porous  structure*  and  a  cellular  struct  tire* 

A.  Xof  in  connect  inn  with  the  Hager  application. 
The  Hauer  application  docs  not  mention  cellular  struc¬ 
ture;  if  mentions  porous  materials.  In  order  for  a 
mater  ad  to  be  porous,  if  must  be  cellular. 

X-Q.  282.  Well,  then,  as  far  as  the  Baver  disclosure 
i*oes  and  your  opinion  of  it,  Mr.  Bayer  did  not  attempt 
to  distinguish  between  a  cellular  structure  and  a  por¬ 
ous  structure:  is  that  correct  ! 

A.  He  did  not  attempt:  yes,  sir. 

X-Q.  283.  1  in'u.  if  is  gour  opinion  that  lor  the  pur¬ 

poses  of  flic  Hager  disclosn re.  cellular  and  porous  are 
snbsf a nt iail a  sguou unions ;  is  that  correct ? 

A.  Yes,  sir." 


Xothinir  >] >eaks  like-  Reillv's  success, 
vor  to  siiow  that  Haver's  disclosure  wa» 


I >espitc  his  endea- 
inoperative  he  sue- 
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ceeded  in  producing  a  cellular  cement  product  by  following 
Bayer's  disclosure  and  the  process  defined  in  the  issue 
count.  It  was  stated  by  the  Supreme  Court  in  the  Tele¬ 
phone  Case,  8  Supreme  Court  78*2: 

i 

••Tf  one  succeeds,  that  is  enough,  no  matter  how 
many  others  fail." 

See  also  Mediae  v.  Gordon,  Court  of  Appeals,  I).  C.,  4  F. 
(2nd)  945.  ! 

Barer  submits  that  Heillv,  although  an  antagonistic  wit- 

ness,  did  succeed  and  this  should  be  conclusive  of  the  fact 

that  Bayer's  disclosure  is  usefully  operative  and  that 

the  invention  is  so  clearlv  described  as  to  enable!  anvone  to 

•  * 

practice  it. 

ACREE’S  TESTIMONY 

The  testimonv  of  Acree  was  so  manifest  Iv  overdrawn, 
inaccurate  and  one-sided  that  a  very  amusing,  although 
serious,  event  occurred.  In  order  to  show  the  one-sided 
character  of  Acree ’s  testimony,  a  question  was  framed  in 
a  way  to  involve  Rice’s  disclosure.  Indeed,  Rice’s  disclos¬ 
ure  was  quoted  exactly  in  the  question  and  Acree,  without 
realizing  that  it  was  Rice's  disclosure,  said,  in  effect,  that 
that  would  not  work  either. 

“X-Q.  4(i.  Xow,  assuming  as  a  hypothetical  experi¬ 
ment  for  the  making  of  foam,  you  employed!  a  solution 
of  the  following  ingredients:  1  per  cent  glu0,  and  that 
being  a  mucilaginous  glue  or  gelatine,  98-4/5  per  cent 
of  water  and  a  1/5  of  1  percent  of  formalin  solution 
and  beat  this  mixture  into  a  foam  and  then  add  thereto 
gypsum  in  a  dry  state,  what  would  be  your  conclusion 
as  to  the  nature  of  the  porous  product  thus  produced?” 

Your  Honors  will  notice  that  these  are  the  proportions 
given  by  Rice.  Acree *s  answer  to  this  question  was  as  fol¬ 
lows  : 

“A.  Assuming  that  counsel  means  the  usual  gela¬ 
tine  in  1  per  cent  concentration  and  1/5  of  1  per  cent 
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of  formalin  and  that  a  foam  were*  made  from  such  solu¬ 
tion,  I  do  not  believe  that  an  appreciably  different  tex¬ 
ture  would  be  obtained  than  the  one  here  shown." 
(Reference  is  here  made  to  Acree ’s  specimens  which 
he  saiii  on  his  direct  examination  were  not  porous  cel¬ 
lular  cement  products.) 


Your  Honors’  attention  is  particularly  directed  to  this 
answer  as  indicating  the  insincerity  of  Acree  who,  without 
realizing  he  was  discussing  Rice's  formula,  said  in  his  an¬ 
swer,  in  effect,  that  the  Rice  disclosure  would  not  operate. 

Acree 's  testimony  as  to  the  sea  tang  he  employed  in  his 
experiments  is  as  follows  (Rice's  Rec.,  X-Qs.  115  to  127, 
pp.  558  and  559) : 


“X-Q.  115.  Xow,  you  have  not  produced  any  sea 

tang  extract  in  evidence  that  is  a  jelly-like  mass,  have 

you ? 

% 

A.  Xo,  1  have  not  produced  any  sea  tang  extracts 
in  evidence. 


X-Q.  116.  Xow,  this  sea  tang  you  got — where  did 
you  procure  that  ? 

A.  I  got  that  from  Mr.  Reillv. 

o  * 


X-Q.  117. 
termination 


And  did  you  make  any  independent  de- 
to  ascertain  what  kind  of  material  that 


was  ? 

A.  Xo. 

X-Q.  118.  Did  you  make  any  search  through  the  lit¬ 
erature  to  learn  how  to  obtain  a  mucilage  from  sea 
tang? 

A.  The  pharmacopoeias  state  that  sea  tang  is  a 
mucilaginous  material  when  extracted  with  water. 

X-Q.  119.  And  you  searched  in  the  pharmacopoeias? 

A.  Yes,  sir. 

X-Q.  120.  And  where  else  did  you  search  ? 

A.  I  forget  the  exact  journals,  but  1  found  refer¬ 
ences,  I  believe,  in  the  Berichte  der  Deutschen  Chemi- 
schen  Gesellschaft,  describing  a  mucilaginous  sub¬ 
stance  from  sea  tang.  I  forget  the  exact  volume,  but  I 
can  look  it  up  for  counsel  if  he  so  desires. 

X-Q.  121.  Did  you  read  the  reference? 
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A.  Yes,  I  read  the  abstract  or  the  original  article; 
I  forget  which. 

X-Q.  1 22.  l)o  you  recall  what  the  material  was 
called  in  the  article? 

A.  Sea-tang. 

X-Q.  123.  It  called  it  ‘seetang’? 

A.  Yes, ‘see-tang’. 

X-Q.  124.  What  else  did  the  article  say?  . 

A.  I  forget  the  details,  other  than  I  remember  now 
something  about  iodine  also  being  present  in  the  sea 


tang. 

X-Q.  125.  What  other  articles  did  you  see  or  find? 

A.  I  forgot  any  except  references. 

X-Q.  126.  How  much  time  did  you  spend  looking  up 
these  references,  actually  working  on  the  references, 
I  mean? 

A.  Perhaps  one  or  two  hours. 

X-Q.  127.  And  you  have  no  recollection  what  the 
substance  was  in  the  article  in  the  German  publication 
that  vou  referred  to? 

*  i 

A.  No,  I  do  not  remember  all  of  the  details  of  the 
article,  as  I  was  not  interested  in  the  other  constitu¬ 
ents.”  ! 


The  foregoing  testimony  of  Acree  clearly  shows  that  he 
made  no  sincere  effort  to  make  a  mucilage  from  sea  tang. 
The  sea  tang  which  Acree  used  was  gotten  from  Mr.  Reilly 
and  Acree  made  no  independent  determination  to  ascertain 
what  kind  of  material  it  was.  Acree,  alleged  to  be  an  ex¬ 
pert  chemist,  went  to  the  pharmacopoeia  in  order  to  ascer¬ 
tain  how  to  make  mucilage  from  sea  tang!  He  may  have 
found  other  references  but  if  he  did  he  had  forgotten 
whether  he  read  the  abstracts  or  the  original  articles,  and 
he  forgot  the  details  as  to  what  was  contained  in  the 
article.  His  search  through  the  prior  art, — he  is  now  testi¬ 
fying  as  an  expert  chemist  skilled  in  the  art, — required 
perhaps  one  or  two  hours !  The  inference  from  the  above- 
quoted  testimony  is  that  Acree  was  neither  a  skilled  chem¬ 
ist  nor  a  man  skilled  in  the  art  to  which  Bayer’s  disclosure 
pertains,  nor  was  he  a  skilled  searcher. 


Mucilage  made  from  son  tang  is  a  well  known  commodity, 

as  shown  bv  Haver  ?s  cxliil)it  17.  and  as  Acroo  should  have* 
•  • 

known  or  could  have  ascertained  had  lie  made  any  investi- 
gat  ion. 

Acree  testified  as  follows  ceme-erning  the  method  he  em¬ 
ployed  in  making  Rice's  Kxhihit  A -So  (X-tJs.  10O  and  101, 
p.  5()8 )  : 

101).  And  in  ASO.  you  treated  your  foaming 
solution  for  two  minutes,  then  separated  tin*  free  liquid 
from  the  foam,  took  100  grams  of  dry  gypsum,  mixed 
it  with  7)0  cc's  of  tin*  foaming  solution  in  tin*  wet  state*, 
mixed  this  gypsum  and  solution  together  and  then  ad- 
ded  the  foam  to  the  same;  is  that  correct.  hoe-tor.' 

A.  It  is.  with  the  possible  exception  of  my  niisun- 
eierstaneling  your  question  involving  this  point:  The 
gypsum  was  mixed  with  50  cc's  of  solution,  which  had 
not  b(»en  foamed  prior  tlu*reto.  and  the  foam  after¬ 
wards  added  was  produced  from  another  bo  ee  portion 
of  t lie  solution. 

X-Q.  101.  Xow.  after  you  added  the  foam  to  the 
mixture,  you  then  stirred  it  for  two  minutes  with  a 
spoon  ! 

A.  Yes.*’ 


In  making  Rice's  Kxhibit  A -SO,  it  is  apparent  that  Acree 
in  this  instance*  followed  the  process  described  in  the  count 
in  issue*.  Acree  lirst  made*  a  foam,  mixed  gypsum  and  a 
water  solution  together,  and  then  added  the  foam  to  the* 
gypsum,  mixing  both  together.  Acree  handed  e*ounsel  for 
Rice  a  section  of  his  Kxhibit  A -80,  after  Acre*e*  initialed  it 
with  the*  initials  S.  F.  A.  (X-Q.  210,  p.  571 ). 

In  making  Rice's  Exhibit  A  -SO,  A  cm*  te*stifie*d  that  he 
beat  the  foaming  solution  for  a  minute,  added  gypsum  to 
it  anel  mixed  the*  gypsum  with  tlu*  foam.  The  proce*ss  Acree 
followed  is  described  as  follows  by  him  ( X-Q.  100,  p.  500: 


“X-Q.  190.  In  ASO,  you  he*al  the*  foaming  solution 
for  one  minute,  and  aeleleel  the*  dry  gypsum  spoonful  by 
spoonful  to  this  mixture*,  continuing  the*  heating  t lieu-o¬ 
of  for  two  minutes;  is  that  correct.  Doctor? 
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A.  Yes,  with  the  addition,  in  order  to  leave  the  rec¬ 
ord  clear,  that  the  last  portions  of  the  last  gypsum  were 
added  directly  from  the  paper  on  which  they  were 
weighed,  and  were  added  in  somewhat  larger  quanti¬ 
ties  than  a  spoonful/'  I 


Here  again,  Acree  followed  the  process  described  in  the 
count  in  issue.  A  section  of  K ice’s  Exhibit  A -86  was  ini¬ 
tialed  hr  Acree  with  his  initials  “X.  F.  A."  Rice's  exhibit 
A-80  and  A -8b  were  then  given  to  counsel  for  Boos;  (]).  572). 
As  mav  he  seen,  it  is  a  fair  cell  concrete. 

Counsel  for  Bayer  in  his  rebuttal  then  produced  A.  II. 
Carpenter,  a  professor  of  metallurgy,  who  testified  that 
Rice's  Kxhibit  A-80  with  the  initials  S.  F.  A.  thereon  was 
handed  to  him  by  counsel  for  Bayer  for  the  purpose  of 
making  a  photomicrograph.  Carpenter  made  such:  a  photo¬ 
graph  and  produced  it,  whereupon  it  was  introduced  in  evi¬ 
dence  as  Bayer’s  Kxhibit  Xo.  4  (Bayer's  Ree.,  p.  27).  The 
photomicrograph  of  the  sample  of  Rice’s  Exhibit  A-80 
shows  the  sample  magnified  4  diameters,  the  reproduction 
being  otherwise  perfect  in  every  detail  (Q.  G,  p.  2(h  Bayer's 
Record).  Photomicrographs  were  also  made  by  Mr.  Car¬ 
penter  of  Rice’s  Kxhibit  A-86  and  the  photomicrograph  of 
this  exhibit  is  in  evidence  as  Bayer's  Exhibit  Xo.  f>.  Bayer 
also  offered  in  evidence  Rice's  Kxhibit  A-80  and  identified 
the  same  as  Bayer’s  Kxhibit  Xo.  4,  Sample  Block  A-80. 
Rice's  Kxhibit  A-86  was  also  offered  in  evidence  as:  Bayer’s 
Kxhibit  Xo.  5,  Sample  Block  A-86. 

Referring  to  the  two  photomicrographs,  Bayer’s  Exhib¬ 
its  Xos.  4  and  5,  which  Bayer’s  witness  Carpenter: testified 
were  photomicrographs  made  by  him  of  Rice's  Exhibits 
A-80  and  A-86,  respectively,  it  will  bo  noted  that  each  pho¬ 
tograph  shows  the  product  to  be  a  cellular  cement  land,  ac¬ 
cording  to  Acree's  testimony,  these  specimens  were  made 
by  him  when  practicing  tin*  process  described  in  the  Bayer 
Danish  application  which  is  tin*  same  as  Bayer's  United 
States  application.  What  evidence  could  he  more  convinc¬ 
ing  of  the  success  of  Acree's  experiments  in  following  the 
Bayer  process  than  these  two  exhibits?  These  two  (exhibits 
conclusively  demonstrate  that  Acree  was  successful  in  pro¬ 
ducing  a  cellular  cement  by  following  the  Bayer  disclosure, 
notwithstanding  all  of  Acree's  testimonv  to  the  contrary. 


i 
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The  fact  is  Acree  did  succeed  in  producing  a  cellular 
cement  product  from  the  Bayer  disclosure.  That  Acre  did 
do  so  is  enough,  no  matter  how  manv  others  failed  to  do  so. 

The  photomicrographs  of  Bayer’s  Kxhibits  Xos.  4  and  5 
are  not  needed  as  proof  of  the  fact  that  Acree  was  success¬ 
ful  because  any  one  can  see  by  inspecting  Rice’s  Kxhibits 
A-SO  and  A-8(j  that  these  products  are  cellular  in  structure. 
Acree  testified  that  these  products  were  the  result  of  fol¬ 
lowing  the  Bayer  disclosure  and,  moreover,  that  the  pro¬ 
cess  in  making  them  corresponds  identically  to  that  de¬ 
fined  in  the  count  in  issue.  Anv  one  with  a  magnifying 
glass  can  determine  that  the  products  of  Rice’s  Kxhibits 
A-80  and  A-8(j  are  cellular  and  filled  with  voids.  It  has 
been  held  that  where  exhibits  are  introduced  in  evidence 
and  where  everything  on  those  exhibits  is  not  discernible 

to  the  naked  eve.  an  examination  of  such  exhibits  bv  the  aid 

•  • 

of  a  microscope  is  admissible.  This  is  the*  holding  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  Flora  v. 
Powrie,  109  <>.  (i.  24411 

In  view  of  the  testimony  of  Rice's  alleged  experts.  Reilly 
and  Acree,  Baver  submits  that  these  two  witnesses  of  Rice* 
were  successful  in  producing  a  cellular  cement  product  by 
the  process  described  in  tin*  count  in  issue  and  by  following 
the  disclosure  appearing  in  Bayer’s  application.  This  has 
been  held  repeatedly  as  sufficient  to  establish  the  operative¬ 
ness  of  a  disclosure.  The  Supreme  Court  is  authority  for 
this  proposition  of  law:  “If  one  succeeds,  that  is  enough, 
no  matter  how  many  others  fail.”  (Telephone  case,  supra.) 
See  also  Melline  v.  (Jordon,  4  F.  (*2nd)  94f).  App.  I).  C.  19*25. 

The  foregoing  are  all  the  material  witnesses  called  by 
Rice  during  the  patent  office*  proceedings,  to  prove  that  the 
disclosure  in  the  Bayer  application  or  the  Bayer  Danish 
patent  was  insufficient  to  instruct  one  how  to  practice  the 
invention.  We  believe  these  witnesses  have*  utterly  failed 
to  prove*  that  the  Bayer  disclosure  is  insufficient.  A  casual 
reading  of  their  testimony  shows  how  biased  they  were  in 
trying  to  prove  Bayer  insufficient.  It  is  characteristic  ex¬ 
pert  testimony  and  we  believe*  its  probative  force  will  be 
as  little  with  your  Honor  as  it  apparently  was  with  the 
Patent  Office  officials.  We  know  that  the*  Bayer  disclosure 
could  be  practiced  without  difficulty  but  out  of  abundant 
caution  we*  took  testimony  to  show  it. 
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BAYER’S  WITNESSES  WERE  ABLE  TO  FOLLOW 
BAYER’S  DISCLOSURE  WITHOUT  ANY  DIFFI¬ 
CULTY  AND  PRODUCE  A  CELLULAR  CEMENT 


Although  as  before  stated  Rice  had  not  moved  to  dissolve 
and  therefore  has  no  rigid  to  raise  the  matter  of  Bavcrs 
inoperativeness  in  order  to  completely  refute  any  possi¬ 
bility  of  conclusion  that  the  process  set  forth  in  the  Bayer 
disclosure  is  inoperative  and  insufficient  or  that  the  instruc¬ 
tions  therein  are  insufficient.  Baver  called  as  witnesses  in 
his  behalf  in  the  Patent  Office  proceedings  the  following: 

J.  Francis  Maehride,  a  botanist,  who  for  the  j  last  five 
vears  has  been  assistant  curator  at  the  Field  Museum,  at 
Chicago,  Illinois,  in  the  department  of  botany; 

Carl  S.  Miner,  who  for  the  past  twenty  years  I  has  con¬ 
ducted  a  laboratory  in  Chicago,  and  has  practiced  as  a  con¬ 
sulting  chemist  in  connection  with  industrial  research  work. 
Analytical  consulting  research  work,  and  research; have  be¬ 
come  the  principal  part  of  his  business; 

Arthur  II.  Carpenter ,  a  professor  of  metallurgy  and  also 
an  instructor  in  chemistry,  living  in  LaGrange, !  Illinois; 
and  ! 

Philip  ('.  II untie //,  an  associate  professor  of  experiment¬ 
al  engineering,  who  has  for  the  past  twelve  years  taught 
experimental  engineering  at  Armour  Institute  of  Tech¬ 
nology,  at  Chicago,  Illinois,  and  has  done  consulting  work 
on  cement  and  gypsum  products,  including  testing  land  try¬ 
ing  out  of  patents,  for  a  number  of  manufacturing  con¬ 
cerns. 

Macbride  stated  that  he  was  familiar  with  the  jplant  to 
which  the  name  tangin,  being  a  species  of  seaweed  known 
as  sea  tang,  applies  ( \V.  3,  p.  1(>).  lie  saw  and: handled 
some  at  the  Miner  Laboratories  and  recognized  it  jas  being 
the  tangin  or  seaweed  referred  to  in  the  Bayer  application 
— as  the  particular  sea  tang  known  as  Laminaria  (Qs.  4  to 
7,  p.  16).  | 

Macbride  met  with  counsel  for  Rice,  Roos  and  Bayer  at 
the  laboratories  of  Mr.  Miner  and  in  their  presence  fur¬ 
nished  him  with  Laminaria,  sea  tang,  to  tost  out  the  suffi¬ 
ciency  of  the  Bayer  disclosure  ((,).  Ilk  p.  36).  This  sea¬ 
weed  is  common  in  large  quantities  in  northern  latitudes 
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in  both  the  Atlantic  and  Pacific  oceans  (Q.  13-14).  He 
identified  it  as  being  the  seaweed  referred  to  in  the  Haver 
application  (Q.  15)  and  stated  that  all  the  tests  were  con¬ 
ducted  with  Laminaria  (Q.  16). 

Tangin,  biologically,  is  a  substance  that  is  derived  from 
one  or  more  species  of  the  plants  ordinarily  known  as  sea¬ 
weed  of  which  Laminaria  is  one  (X-Q.  *25,  p.  38).  It  is  a 
derivative  of  plants  frequently  referred  to  as  sea  tang, 
from  which  the  word  tangin  comes  (X-Q.  35).  The  first 
Laminaria  that  lie  saw  was  at  the  Field  Museum  (X-Q.  3d). 
The  species  which  he  identified  for  the  parties  was  almost 
entirely,  if  not  entirely,  Laminaria  digitata  (X-Q.  41). 
Laminaria  is  a  very  common  form  of  sea  tang  (X-Q.  71). 

He  examined  verv  carefullv  the  seaweed  which  he  handed 

•  • 

to  Mr.  Miner  and  Mr.  Hunt  lev  for  use  in  their  tests  before 
pronouncing  it  Laminaria. 

MINER’S  TESTIMONY 


Miner,  called  to  testify  as  to  the  tests  conducted  bv  him 

•  • 

ill  the  presence  of  Rice's  counsel  and  in  the  presence  of 
Bayer's  attorney,  testified  (Record,  p.  1067)  that  he  had 
read  and  understood  the  Bayer  application  involved  in  in¬ 
terference  and  had  performed  the  process  as  outlined 
therein.  The  solid  cementitious  material  that  he  used  was 
gypsum  molding  plaster.  Referring  to  that  part  of  the 
specification  which  states  “as  foamy  substance  different 
kinds  of  mucilage,  for  instance  the  mucilage  obtained  from 
sea-tang,  the  so-called  tangin,  may  be  used,"  Miner  said 
that  he  had  made  such  a  mucilage  without  anv  difficulty  bv 
heating  the  material  identified  by  Mr.  Macbride  as  “ Lami¬ 
naria,  '’  with  water  and  sodium  carbonate.  Miner  obtained 
his  information  as  to  how  to  make  this  mucilage  from  sea 
tang  from  L.  S.j  patent  to  Stanford,  Xo.  341,072.  (Set* 
Bayer's  Fxhibit  17,  Record,  p.  1162)  lie  followed  the  pat¬ 
ent  as  written  and  experienced  no  difficulty.  There  are  a 
good  many  references  to  the  production  of  mucilaginous 
solutions  and  mucilages  from  seaweed.  Miner  knew  that 
Stanford  had  done  a  lot  of  work  along  this  line  and  had  re- 

V 

ported  the  same  in  at  least  one  article  of  the  Journal  of  the 
Society  of  Chemical  Industry. 


After  making  the  mucilage.  Miner  made  a  foam  from  it 
and  introduced  that  foa)u  into  a  mixture  of  plaster  ai/d 
water,  poured  it  into  molds  and  allowed  it  to  set  thereby 
obtaining,  the  first  time  he  tried ,  a  porous  !  building 
material. 

Tlu*  ordinarv  chemist,  if  lu*  had  not  already  known, 
would  try  to  get  information  as  to  how  to  make  this  muci- 
lage  from  the  literature.  Miner  was  merely  instructed  to 
follow  the  instructions  in  Bayer’s  Kxliibii  : 2  *  *  C  \>]  >y  of 
Bayer's  Application  for  patent"  and  nothing  else.!  lie  was 
successful  in  his  lirst  attempt  and  neyer  failed  on  any.  lie 
neyer  ex])erimeuted  in  any  way  hut  merely  strictly  fol¬ 
lowed  the  teaching’s  of  Bayer,  the  Stanford  patent!,  and  the 
literature.  We  will  show  later  he  had  a  perfect  right  to  do 
this.  ] 

Miner  had  no  difficulty  in  getting  the  proper  proportions 
of  mucilage  and  gypsum  or  the  proper  proportions!  of  muci¬ 
lage  and  water  to  form  his  foam.  The  Bayer  application 
says  to  use  an  inconsiderable  quantity  and  Milner  was 
guided  by  such  statement.  There  is  a  considerable  range  of 
proportions  that  is  thoroughly  satisfactory.  Record,  p. 
1068.  Miner  tried  more  than  one  proportion  of  mucilage 
and  water  and  found  that  approximately  2  per  cent,  of  the 
Laminaria  and  98  per  cent,  of  wafer  was  his  best,  although 
proportions  above  and  below  trorked  satisfactorily, 

lie  did  not  fail  to  get  a  porous  material  with  any  of  the 
proportions,  but  with  a  very  high  proportion ,  the  getting  is 
slowed  up,  as  one  familiar  with  the  plaster  art  n:ould  ex¬ 
pect.  since  such  material  can  be  used  in  such  pro  port  ions  as 
to  act  as  a  retarder.  No  chemist  would  go  to  such  extremes 
where  it  would  destroy  the  effect  of  the  mueUage'f o  make 
porous  material.  By  straining  through  a  cloth  Miner  got 
what  solid  material  as  remained,  out  of  the  solution  (Q.  41 ) 

Miner  stated  that  he  would  not  have  expected  absolution 
— tangin  treated  with  water  and  producing  a  colored  water, 
without  a)tg  properties  of  mucilage — to  produce! a  foam. 

In  other  words,  to  produce  a  foam  one  must  have  a  solu¬ 
tion  with  some  characteristics  of  mucilage.  Miner  always 
obtained  such  a  solution.  Miner,  as  a  chemist,  had  some 
knowledge  of  seaweed  before  he  started  the  tests  jand  had 
had  information  thereabout  from  sources  other  than  the 
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literature.  Hut  it  was  not  extraordinary  and  his  informa¬ 
tion  from  the  literature  enabled  him  to  make  this  mucilage, 
hi  all  his  work  Miner  followed  and  received  all  his  informa¬ 
tion  from  Eager's  Exhibit.  Record,  p.  1070. 

Miner  conducted  inter  partes  tests  with  all  the  parties 
represented.  In  these  tests  Miner  used,  as  the  solid  ma¬ 
terial,  molding  plaster  or  gypsum  and  mucilage  prepared 
from  the  seaweed  handed  to  him  bv  Macbride. 

Miner  weighed  out  1(H)  grams  of  the  seaweed,  dissolved 
5  grams  of  anhydrous  sodium  carbonate  in  a  thousand  c.c. 
of  water,  poured  that  onto  the  seaweed,  the  mixture  being 
divided  and  placed  in  two  breakers.  The  seaweed  before 
the  alkaline  solution  was  added  was  ground  and  washed 
superficially  with  cold  water.  The  mixture  of  seaweed  and 
sodium  carbonate  solution  was  placed  in  an  autoclave.  The 
autoclave  was  closed  and  the  temperature  was  gradually 
raised  to  a  point  where  there  was  pressure  between  four 
and  a  half  and  five  and  a  half  pounds.  It  was  held  at  that 
point  for  about  45  minutes.  The  autoclave  was  then  opened 
and  the  solution  strained  from  the  remaining  solid  material 
through  the  cloth  known  as  Indian  Head  muslin.  This 
procedure  was  in  accordance  with  the  disclosure  of  the 
Stanford  patent  No.  341,072  which  was  prior  art  long  l>e- 
fore  Bayer’s  invention.  Of  t lie  solution  thus  obtained  400 
c.c.  were  diluted  to  1000  c.c.;  a  mixture  of  600  grams  of 
molding  plaster  and  360  c.c.  of  top  water  was  made;  the  di¬ 
luted  solution  from  the  seaweed  was  beaten  with  an  ordina¬ 


ry  eggbeater  until  a  foam  was  produced  and  25  table¬ 
spoonfuls  of  this  foam  was  added  to  the  plaster  and  water 
mixture,  throughly  mixed  with  it,  and  two  briquettes,  two 
cylinders,  and  one  carton  top  were  made.  These  are 
marked  “A”.  (Bayer  Exhibit  6.) 

The  next  samples  were  made  in  exactly  the  same  fashion 
except  that  instead  of  taking  400  c.c.  of  the  solution  origi¬ 
nally  taken  from  the  seaweed,  lie  took  500  c.c.  A  similar 
number  of  molded  pieces  were  made  from  this  material  and 
were  marked  “B’\  (Bayer  Exhibit  7.) 

In  the  third  experiment  the  same  procedure  was  followed 
except  that  the  solution  used  for  producing  the  foam  in 
connection  with  the  foam  used  in  the  samples  marked  “B’* 
was  diluted  one-half,  that  is,  500  c.c.  were  diluted  to  1000 
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c.c.  and  two  briquettes,  two  cylinders,  and  two  carton  tops 
molded,  there  being  in  this  case  some  more  of  the  mixture 
by  bulk.  These  samples  were  marked  “C”.  (Bayer  Ex¬ 
hibit  8.)  All  these  tests  were  eminently  successful. 

In  addition  to  these  tests  a  mixture  was  made  of  600 
grams  of  molding  plaster  and  360  c.c.  of  water,  and  from 
this  mixture  two  briquettes  and  two  cylinders  were  molded 
and  marked  “D”.  (Bayer  Exhibit  9.)  j 

Miner  had  no  difficulty  in  getting  a  mucilaginous  sub- 
stance  by  using  the  procedure  just  described.  Miner 
weighed  these  various  samples,  the  same  being  as  follows: 
Pair  of  cylinders  A -396.1  grams;  pair  of  cylinders  B-371.8 
grams;  pair  of  cylinders  C-330.0  grams;  two  cylinders 
P-435.3  grams.  The  difference  in  weight  is  partly  due  to 
difference  in  size  of  cylinders  and  partly  due  to  difference 
in  specific  gravities.  The  specific  gravity  of  cylinders  A  is 
2.017,  of  cylinders  B  1.815,  of  cylinders  C-1.669,  and  of  cyl¬ 
inders  D-2418  (Q.  67).  This  difference  was  caused  by  the 
difference  in  porosity.  The  sample  I)  was  made  with  an  ordi¬ 
nary  mixture  of  plaster  and  water  in  order  to  have  a  basis 
of  comparison  for  the  degree  of  porosity  produced  by  the 
introduction  of  the  foam.  The  porous  samples  that  Miner 
made  were  suitable  for  building  material.  Miner  had  no 
practical  difficulties  in  making  the  mucilage  and  there  was 
no  special  skill  required  in  mixing  the  foam  with  the  cement. 
Miner  followed  the  instructions  of  the  Bayer  application 
as  he  understood  them.  Miner  had  no  difficulty  in  following 
the  Bayer  application  though  there  were  no  specified  pro¬ 
portions  of  mucilage  to  water,  or  mucilage  and  water  to  the 
cement,  and  in  his  judgment  there  was  no  necessity  for  fur¬ 
nishing  specific  proportions  to  any  chemist  reasonably 
skilled  in  the  art.  Within  wide  ranges  the  proportions  were 
satisfactory.  j 

Miner  was  only  interested  in  learning  whether  it  was 

possible  to  produce  the  porous  body  described  in -Bayer’s 

Exhibit  2,  and  since  the  first  means  he  used  succeeded,  he 

didn’t  trv  anv  others.  He  used  his  skill  as  a  chemist  and  a 
•  • 

little  intelligence. 

Miner  understood  “indifferent  manner”  to  mean  that  the 
manner  of  adding  the  frothy  substance  is  not  of  great  im¬ 
portance. 
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He  also  understood  “inconsiderable"  quantities  to  mean 
that  the  quantities  required  are  small.  The  range  of  these 
small  quantities  is  approximately  from  one-half  to  an 
eighth  of  one  per  cent,  in  the  solution.  The  samples 
marked  “C"  nave  the  best  result  for  tliev  are  the  ones  with 
the  smallest  amount  of  mucilage.  It  is  the  most  porous. 
There  is  slightly  more  than  'MV/c  reduction  in  specific 
gravity  of  over  “D"  (X-Q.  224). 

Miner  stated  that  an//  other  chemist  would  proceed,  as 
he  had.  with  oulp  the  Ba/)er  paper  and  the  Stanford  patent 
before  him:  that  is,  bp  makinp  np  a  mueilape  from  seaweed 
bp  anp  of  ttie  known  methods  of  preparation .  a  dilution  of 
that  which  will  produce  foam,  and  addin//  that  foam  to  the 
plaster  in  the  ordinar//  wap.  .1  chemist  would  not  hare  ft, 
experiment.  Anp  chemist  would  determine  for  himself , 
from  his  knowled/je  of  the  art.  what  quantities  to  use  with¬ 
in  the  ran/je  directed  bp  Ba//cr. 

HUNTLEY’S  TESTIMONY 


// untie//  testified  (Bayer  Hoc.  p.  1079)  that  he  had  read 
and  was  familiar  with  leaver's  Exhibit  2  and  that  lie  has 
practiced  the  process  as  described  in  the  exhibit,  lie  used 
gvpsnm  and  obtained  a  mucilage  from  sea  tang.  Bv  boil- 
ing  the  sea  tang  and  water  he  was  able  to  make  tin*  same. 
He  also  made  a  mucilage  by  adding  alkali  to  dissolve  more 
of  the  seaweed.  But  mucilage  without  alkali  was  as  satis¬ 
factory.  He  got  his  idea  of  using  an  alkali  from  an  article 
bv  Stanford  with  which,  he  was  furnished.  In  his  tests  he 
consulted  only  the  Bayer  application.  To  the  mucilage  he 
added  water  and  made  foam  which  was  added  to  the  mixed 
gvpsum.  Bv  taking  5  c.c.  of  mucilage  and  05  c.c.  of  water 
he  formed  a  foam  with  an  egg  beater;  10  c.c.  of  mucilage 
and  00  c.c.  of  water:  and  also  20  c.c.  of  mucilage  and  80  c.c. 
of  water.  In  each  instance  he  was  successful  in  makinp  a 
porous  product  not  hariup  failed  in  an//  attempt.  Huntley 
conducted  inter  partes  tests  with  all  the  parties  represent¬ 
ed.  The  results  of  these  tests  were  introduced  as  Bayer’s 
Exhibits  11,  12,  13  and  14. 

Xo.  11  was  made  by  using  a  mucilage  made  from  seaweed, 
furnished  him  bv  Macbride.  The  mucilage  was  made  bv 


using*  50  grams  of  seaweed,  adding  300  c.c.  of  water  and 
boiling  45  minutes.  Of  this  mucilage  *20  c.c.  was! used  with 
80  c.c.  of  water  to  make  the  foam.  200  grams  of  gypsum 
plaster  was  gauged  with  140  c.c.  of  water.  To  this  mix  the 
foam  was  added  and  Xo.  11  obtained. 

Xo.  12  was  made  from  the  same  mucilage  bv  using  10  c.c. 
of  mucilage  and  90  c.c.  of  water  to  make  the  foam.  200 
grams  of  gypsum  plaster  was  gauged  with  140  c.c.  of  water, 
to  which  the  foam  was  added. 

Xo.  13.  The  same  mucilage  was  used  as  before.  The 
foam  was  obtained  from  30  c.c.  of  mucilage  and;  70  c.c.  of 
water.  The  same  gypsum  mix  was  used  to  which  the  foam 
was  added. 

Xo.  14  was  made  by  using  300  grams  of  gypsum  plaster 
and  210  c.c.  of  water  and  is  what  is  known  as  a  blank.  Xo 
foam  was  used  in  making  this  blank. 

lie  obtained  <7  porous  material  in  all  eases  ui herein  he 
used  a  foam.  When  he  used  a  foam  he  never  failed  to  ob¬ 
tain  a  satisfactory  porous  material. 

Considering  the  blank  (Xo.  14)  as  1,  the  percentage  of 
loss  of  weight  due  to  the  addition  of  the  foam  (Q.  50)  is  Xo. 
11-41  .¥/(  ;  Xo.  12-37  .of!  :  and  Xo.  13-52  .6%.  j  Huntley 
stated  that  in  some  forty  or  fifty  mixes  he  experienced  no 
failure  and  yot  yood  results  in  produeiny  a  cellular  struc¬ 
ture  every  time. 

The  fundamental  idea  that  is  brought  out  in  the  Bayer 
application  is  to  make  a  porous  buildiny  material  by  using 
tenacious  foam,  that  is,  a  foam  strong  enough  to;  hold  the 
bubbles  in  place  and  not  break  before  the  gypsum  sets  and 
consequently  one  could  not  hope  to  yet  this  foam  without  a 
m ueilayi nous  base.  In  other  u:ordsy  a  m ucilayiipms  sub¬ 
stance  is  the  first  thiny  to  make  it  successful. 

When  Huntley  conducted  his  tests  he  had  the  gypsum 
gauged  with  the  water  and  made  the  foam  and  poured  it  on 
to])  of  it,  in  one  case,  and  stirred  that  in,  mixing  the  foam 
thoroughly  with  the  gypsum  plaster.  In  another  case,  he 
mixed  the  foam,  stirred  it  in  with  the  gypsum  plaster,  made 
more  foam  and  stirred  it  more,  thereby  getting  the  foam 
thoroughly  mixed  all  the  wav  through. 

The  experts  for  Rice  in  their  tests  put  very  little  wafer 
besides  the  foam  into  their  yypsum  or  plaster ,  and  then 
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pressed  down  on  the  mixture  of  foam  and  cement.  An 
expert  could  not  expect  any  results  from  that. 

The  process  can  be  practiced  by  adding  dry  gypsum 
plaster  while  making  the  foam;  it  is  not  confined  to  any  one 
process.  The  normal  amount  of  water  usually  employed  in 
making  plaster  is  anywhere  from  101)  parts  cement  to  from 
65  to  75  parts  of  water  by  weight.  This  is  well  known  to 
those  who  work  with  cement.  Taking  less  than  the  normal 
amount  of  gauging  water  produces  a  porous  product  not  as 
good  as  one  having  the  normal  amount. 

Huntley  had  no  trouble  in  yettiny  enough  information- 
from  the  Bayer  application  to  maf:e  Bus  porous  building 
material. 

Huntley  was  able  to  make  porous  material  in  three  dif¬ 
ferent  ways,  that  is.  the  mucilaye  in  three  trays;  hrst.  by 
using  the  seaweed  and  water  and  boiling;  second,  bv  using 
seaweed,  water,  sodium  carbonate  and  boiling;  and  third, 
bv  using  seaweed  and  water  and  letting  it  stand  for  sixteen 
hours — the  cold  process  without  boiling.  He  not  satisfac¬ 
tory  results  from  all  of  them.  Bayer's  Ivxliibit  15  is  made 
from  seaweed  and  water,  without  sodium  carbonate  and 
without  heating  (tin*  cold  process). 

Huntley  stated  that  **  inconsiderable"  yuantity  no  ntiou- 
ed  in  the  Bayer  application  means  a  eery  small  amount — 
that  is,  V 'f  or  1  -  of  1H  or  less.  The  smallest  amount  lie 
used  was  2  c.e.  mucilage,  formed  as  above  recited,  and  bS 
c.c.  water  (X-Q.  125).  “ Indifferent  manner ’’  means  a 

number  of  different  trays.  Huntley  added  foam  to  gauged 
gvpsum:  added  gauged  gvpsuni  to  foam;  added  drv  gvp- 
sum  to  the  foam;  and  added  foam  to  gauged  gypsum,  stir¬ 
red  and  added  more  foam  and  stirred. 


Mucilage  of  different  concent  rat  tons  trotdd  n<d  affect  \he 
amount  of  m  tied  aye  to  be  used  in  producing  the  foam. 
Huntley  obtained  yood  results  in  all  eases.  A  beany  con¬ 
cent  ratio)/  trill  it'd  produce  more  foam  than  a  liyhf  one. 

A  man  would  not  have  to  experiment  and  decide  for  him¬ 
self  what  proportions  would  give  tin*  best  results.  Huntley 
got  good  results  in  all  cases  and  regardless  of  the  concen¬ 
tration  the  results  were  equally  good,  except  varying  the 
foam  varied  the  weight  reduction.  Huntley  stated  that, 
even  if  the  Bayer  application  had  specified  definite  propor¬ 
tions.  lie  would  not  have  had  an  easier  time. 
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The  limit,  insofar  as  “inconsiderable"  is  concerned,  is 
that  95  c.c.  water  and  5  e.c.  of  mucilage  would  be  high.  The 
lowest  percentage  of  mucilage  that  Huntley  used  to  get  a 
tenacious  foam  was  '1(/  and  he  got  a  very  good  foam.  Even 
V>  of  1%  would  make  foam.  Huntley  did  not  at  any  time , 
in  either  ex  parte  or  inter  partes  tests,  fail  to  secure  a  por¬ 
ous  cellular  structure.  j 

Here,  then,  we  have  the  clear,  straightforward  and  un¬ 
shaken  testimony  of  Miner,  an  expert  chemist,  and  Huntley, 
an  engineer  skilled  in  the  plaster  making  art,  to  the  effect 
that  the  Bayer  process  is  operative  and  practicable  and 
that  the  Bayer  disclosure  is  entirely  sufficient  to  practice 
the  invention. 

There  are  also  the  successful  inter  partes  tests  which 
the  alleged  experts  for  Rice,  Rice's  counsel  and  Roos’  coun¬ 
sel  witnessed.  Futile  efforts  were  made  to  shake  the  testi¬ 
mony  of  Miner  and  Huntley,  but  the  record  speaks  for  itself 
and  this  tribunal  will  have  no  difficulty  in  perceiving  the 
honestv  and  fairness  exercised  bv  Miner  and  Huntlev  in 
conducting  their  tests,  as  compared  to  those  tests  conducted 
by  Rice’s  alleged  expert  witnesses  Reilly  and  Acree.  In 
fact,  cross-examination  of  Rice’s  witnesses  Acree  and 
Reilly  revealed  that  in  their  inter  partes  tests  intelligence 
and  common  sense  were  not  indulged  in  by  them  in  their  all 
consuming  desire  to  demonstrate  that  Baver’s  disclosure 
was  insufficient. 

The  witnesses  Huntley  and  Miner  abundantly  proved 
that  any  one  exercising  a  fair  degree  of  intelligence  could 
practice  the  process  described  in  Bayer’s  disclosures  and 
produce  a  cellular  cement  satisfactory  for  building  mate¬ 
rial.  This  is  the  test  of  operativeness. 

Of  course  as  your  Honors  well  know  any  one  can  make  a 
perfectly  good  process  fail  to  operate.  The  present  process 
is  so  simple  it  is  difficult  to  go  wrong  in  its  successful  per¬ 
formance.  It  is  being  practiced  by  large  numbers  of  porous 
concrete  makers.  Millions  of  feet  of  porous  concrete  is  be¬ 
ing  made  by  the  process.  None  of  the  makers  have  expe¬ 
rienced  any  difficulty  either  in  making  the  foam,  which  is 
practiced  every  day  when  a  bather  makes  soap  lather,  nor 
in  mixing  the  foam  with  the  cement.  The  process  is  so 
simple  it  really  seems  absurd  to  say  it  is  not  sufficiently 
described  by  Bayer. 

*  i 

I 

i 

I 
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MESSRS.  ALEXANDER’S  AND  EDWARDS’  TESTI¬ 
MONY  BEFORE  THE  COURT  BELOW 

Rice  has  called  two  witnesses  to  testify  before  Justice 
Letts  that  the  Baver  disclosure  was  insufficient.  Record, 
pp.  1089  et  seq.  These  gentlemen,  as  the  record  shows, 
brought  in  some  samples.  ( Record,  p.  1002).  How  they 
made  them,  we  do  not  know.  They  were  made  somewhere. 
Xot  in  the  presence  of  the  Court  or  Bayer's  or  Roos*  at¬ 
torneys.  Thev  saw  in  effect,  that  thev  secured  some  sea- 
•  »  •  • 

weed.  Where  it  originally  grew  and  what  it  looked  like  is 

not  of  record  and  Bayer's  attorney  has  no  idea  of  what 

thev  had.  When  Baver 's  witnesses  Miner  and  Huntlev 
•  •  • 

testified  we  sent  Marcks  to  the  sea  shore  to  get  seaweed 
from  the  ocean  and  had  a  botanist  McBride  to  identify  it. 

Messrs.  Alexander  and  Edwards  say  they  followed  the 
teachings  of  the  Bayer  patent.  Whether  they  did  or  not. 
the  Attorneys  on  the  other  side  or  the  (’ourt  do  not  know. 

The  samples  were  made  and  brought  to  the  (’ourt  already 
made.  Such  testimony  clearly  has  no  probative  force.  In 
Bemis  et  al  vs.  Charles  A.  Stevens  A*  Bros.  177  Fed.  Rep. 
717.  it  was  held: 

“I  give  no  weight  to  complainants  experiments  made 
in  the  absence  of  defendants.  Such  attempts  at  making 
evidence  are  not  to  be  encouraged.'*' 

In  Plunger  Klevator  Co.  vs.  Standard  Plunger  Elevator 
Co.,  1Gb  Fed.  Rep.  906.  the  Circuit  Court  of  Appeals  held : 

“We  disregard  altogether  the  report  of  tests  made 
apparently  by  a  skilled  operator,  some  of  them  in  the 
absence  of  complainant,  or  of  doubtful  interpretation 
and  it)  all  so  few  as  to  be  valueless." 


In  Rv near  Co.  vs.  Evans,  SM  Fed.  Rep.  969.  t lie  (’ourt 


held : 


“An  experience  of  14  years  in  patent  litigation  has 
convinced  the  Court  that  when  an  expert  undertakes 
to  prove  that  his  adversary’s  process  or  machine  is  a 
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failure  lie  alwavs  scores  a  success.  It  is  much  easier 

%■ 

to  make  a  machine  that  will  not  work  than  one  that 
will.” 

! 

In  Dick  vs.  Barnett,  288  Fed.  Rep.  the  Court  of  Ap¬ 
peals  for  the  Second  Circuit,  speaking  through  Judge 
Hough  said : 


“We  are  of  the  opinion  that  it  is  advisable  to  remem¬ 
ber:  1st,  how  very  easy  it  is  not  to  do  a  thing,  and  how 
small  is  the  step  from  not  wanting  to  do  a  thing  to 
declaring  that  it  cannot  be  done.  This  has  been  dealt 

on  innumerable  times  but  never  more  concisely  than  bv 

•  • 

Judge  Cox  in  Rvnear  vs.  Evans  (Supra).” 

In  Bethlehem  Steel  Co.  vs.  Niles- Benient- Pond;  Co.  1(56 
Fed.  Rep.  880,  the  Court  held:  j 

j 

“That  is  to  say,  ex  parte  tests  will  almost  invariably 

be  found  to  support  the  theory  of  the  party;  making 

them.  When  both  parties,  however,  are  represented, 

the  test  is,  as  it  were,  submitted  to  cross-exaihi  nation, 

and  the  result  is  apt  to  differ  from  that  of  the  ex  parte 

test  as  widelv  as  the  testimony  of  a  witness  given  in  ex 
•  »  * 

parte  affidavit  differs  from  the  testimony  of  the  same 

witness  when  subjected  to  cross-examination.” 

] 

Mr.  Alexander  does  not  seem  to  be  a  cell  concrete  expert 
and  while  Mr.  Edwards  says  he  is  an  expert,  it  is  not 
believed  that  he  has  ever  had  any  experience  in  making  cell 
concrete  prior  to  his  making  these  tests  which,  to  repeat,  in 
both  cases  were  made  not  in  the  presence  of  the  court  or  of 
the  attorneys  for  the  other  side.  They  simply  bring  in 
samples  to  the  Court  but  how  these  samples  were  made 
neither  the  Court  nor  the  attorneys  for  the  other  side  saw 
the  process  that  they  said  they  followed  and  under  the  deci¬ 
sions  above  cited  it  is  believed  vour  Honors  sliouhl  disre- 

*  %  i 

gard  that  testimony. 

In  the  Patent  Office  proceedings,  Rice's  attorney  attempt  - 
ted  to  get  such  testimony  considered.  Messrs.  Re-ill v  and 
Ac-ree,  Rice's  witnesses,  attempted  to  bring  in  some  sam- 


pies  of  what  they  had  made  by  themselves  and  not  in  the 
presence  of  Roos'  and  Rice’s  attorneys  and  the  Patent 
Office  virtually  told  them  that  the  testimony  had  no  proba¬ 
tive  force,  quoting  the  case  of  Bemis  et  al  vs.  Stevens  et  al 
(supra).  Marconi  vs.  Shoemaker,  131  ( ).  (1.  1931).  Carnegie 
Steel  Co.  vs.  The  Cambria  Iron  Co.  185  l\  S.  403.  Bethele- 
hem  Steel  Co.  vs.  Bemis-Pond  Co.  1GG  Fed.  Rep.  880. 
Kuemsted  Co.  vs.  Farbenfabriken,  179  Fed.  Rep.  Tol,  and 
Wright  vs.  Halle  etc.  *273,  Fed.  Re]).  355. 

Thereupon  Rice's  attorneys  had  Messrs.  Reilly  and 
Acree  perform  the  experiments  in  tin*  presence  of  Roos* 
and  Raver's  attornevs  but,  as  pointed  out  above,  we  believe 
the  testimony  brought  out  on  cross-examination  has  rather 
proven  that  Bayer's  process,  even  as  carried  out  by  hostile 
witnesses,  in  many  instances,  produced  porous  concrete. 

The  Court  below  seems  to  have  noticed  the  fact  that  Mr. 
Edwards  was  testifying  about  something  he  had  done  out¬ 
side  the  Court  and  when  the  attornevs  for  Roos  and  Baver 

•  • 

were  not  present  and  on  objections  to  Mr.  Edward’s  testi¬ 
mony.  page  19SS.  his  Honor  remarked: 

“The  Court.  The  objection  to  it,  as  I  understand 
it.  is  this,  that  Mr.  Edwards  is  called  upon  to  testify 
with  respect  to  experiments  outside  of  the  Court,  not 
in  the  presence  of  the  Court  and  where  all  of  the  at¬ 
tending  circumstances  have  not  been  shown.'’ 


That  is  the  point  we  are  making  in  regard  to  this  testi¬ 
mony  in  chief  of  Messrs.  Alexander  and  Edwards.  The 
objection  to  the  testimony  was  subsequently  withdrawn  be¬ 
cause  Bayer's  attorney  saw  that  the  Court  below  apprecia¬ 
ted  the  point  in  the  case  and  we  did  not  regard  this  testi¬ 
mony  as  material. 

At  this  point  it  is  well  to  call  your  Honor’s  attention  to 
the  cross-examination  of  Mr.  Edwards  (Court  Record 
1101).  Mr.  Edwards  said  he  did  not  know  that  there  were 
patents  describing  how  to  make  mucilage  out  of  tangin. 
Rice’s  attorneys  have  made  this  error  throughout  this  pro¬ 
ceeding.  They  have  persisted  in  their  statements  that 
Baver  should  have  given  instructions  how  to  make  mucilage 
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or  glue  out  of  seaweed.  They  have  tried  to  leave  the  im¬ 
pression  with  the  Court  that  because  Bayer  failed  to  tell 
how  to  make  mucilage  out  of  seaweed  that  his  disclosure 
is  incomplete.  This  is  erroneous.  The  Sanford  Patent 
(Record  p.  1162)  tells  how  to  make  mucilage  outl  of  sea¬ 
weed.  An  inventor  does  not  have  to  tell  in  his  specification 
anything  that  is  known  in  the  prior  art.  In  McCready  on 
Patents,  page  97,  he  states,  what  all  Patent  practitioners 
know  to  be  the  practice  as  follows: — 


Sec.  97.  Reliance  on  Prior  Art.  While  the  .descrip¬ 
tion  of  the  invention  should  be  full,  it  must  be  borne  in 
mind  that  the  disclosure  is  addressed  to  those  skilled 
in  the  art  and  those  skilled  in  the  art  are  presumed  to 
know  evervthing  that  has  gone  before  in  the  art;  there- 


fore,  it  is  not  necessary  to  describe  that  whidli  is  old 
or  already  known  in  the  art  when  describing  an  inven- 
lion.  It  is  sufficient  to  start  with  that  which  is| old  and 
proceed  to  describe  the  novelty. 


Lynch  vs.  Headley,  52  App.  1).  C.  269,  285  Fed.  Riep.  1003. 


4 4  lie  may  begin  at  the  point  where  his  invention 
begins  and  describe  what  he  has  made  that  is  new  and 
what  it  replaces  of  the  old.  That  which  is  common  and 
well  known  is  as  if  it  were  written  in  the  patent.” 


Carnegie  vs.  Cambria,  185  U.  S.  403.  See  also  Hopkins 
vs.  Newman,  30  App.  I).  C.  402. 

Among  the  patents  and  publications  in  Bayer's!  exhibit 
17,  Record  p.  1162,  the  patent  of  Stanford  Xo.  341,072,  May 
4,  1896,  disclosed  the  “Manufacture  of  Useful  Products 
from  Seaweed”.  K ref  ting,  Xo.  737,421,  August  25,  1903, 
“The  Process  of  Abstracting  Glutinous  Substances  from 
Seaweed.”  Krefting  Xo.  1,099,382,  June  9,  1914,  “The  Pro¬ 
cess  of  Producing  an  Adhesive  Substance  of  a  Like  Color 
from  Seaweed,"  etc.  etc.  This  prior  art  was  sufficient  to  tell 
anyone  how  to  make  mucilage  out  of  seaweed  and  it  was 
not  incumbent  on  Bayer  to  disclose  this  in  his  application. 

As  indicating  the  unfairness  of  Mr.  Alexander’s  testi- 


monv-i n -chief  lie  goes  into  a  discussion  as  to  whv  he  select- 
ed  Irish  moss  and  how  lie  treated  it  to  get  mucilaare.  That 
treatment  was  not  in  accordance  with  the  patent  and  pub¬ 
lications  of  Bayer’s  Exhibit  17  particularly  the  Sanford 
Patent  Record  p.  1162.  Mr.  Alexander  proceeded  as  if  he 
was  the  first  man  ever  to  make  mucilage  out  of  seaweed. 
What  he  should  have  done,  without  trying  to  impress  the 
Court  with  the  great  difficulties  he  was  encountering,  was 
to  have  followed  these  exhibits  and  undoubtedly  he  would 

have  gotten  a  satisfactorv  mucilage.  In  as  much  as  he  did 

'  »  ' 

not  follow  the  prior  art  in  making  mucilage  out  of  seaweed 

his  testimony  should  have  no  probative  force,  especially 

since  his  mucilage  was  not  made  in  the  presence  of  the 

Court  or  Bayer’s  attorney  nor  were  any  of  the  other  steps 

that  he  took  in  his  testimony  in  chief  made  in  the  presence 

of  the  Court  or  of  Baver's  attornev  and  in  accordance  with 

•  • 

the  foregoing  decisions  it  is  believed  no  probative  force 
should  be  attached  to  this  testimony-in-chief  of  either  Mr. 
Alexander  or  Mr.  Edwards. 


TESTIMONY  OF  MESSRS.  JACOBSEN,  PHILLIPSON 

AND  MEYERS 


The  first  testimony  by  an  expert  in  this  art  submitted  to 
your  Honor  bearing  upon  the  complete  disclosure  of  Bayer 
was  given  by  Messrs.  Phillipson  and  Meyer  who  performed 
the  process  in  the  presence  of  the  Court  below  (Record  p.p. 
1133  and  1139)  and  all  of  the  attorneys. 

Mr.  Phillipson  took  seaweed  or  Irish  moss  which  he 
bought  in  the  open  market,  made  the  mucilage  in  accord¬ 
ance  with  the  prior  art  particularly  Sanford  Ree.  p.p.  1162 
and  in  a  crude  egg  beater  beat  up  the  mixture  of  water  and 
mucilage  having  mixed  some  of  the  mucilage  with  water 
without  regard  to  definite  proportions,  simply  taking  an 
amount  of  water  and  adding  enough  mucilage  to  cause  it 
to  lather  and  produce  a  foam.  It  does  not  require  any 
definite  proportions.  Anyone  can  look  at  the  foam  and  see 
if  he  has  added  enough  to  the  water  to  make  a  lather.  If 
he  has  not  lie  adds  a  little  more.  Or  if  he  has  too  much 
mucilage  he  adds  a  little  more  water.  Anvone  skilled  in 
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this  art,  by  looking  at  the  material  as  lie  proceeds*  can  tell 
how  much  mucilage  to  put  in  the  water  exactly  as  anyone 
would  do  in  lathering  his  face.  If  he  needs  more!  soap  in 
the  water  he  is  using,  common  sense  will  tel]  him  to  put  in 
more  soap  until  lie  gets  the  desired  lather. 

This  is  just  what  Mr.  Phillipson  did  in  the  presence  of 
the  Court  below.  He  then  mixed  the  foam  with  the  gypsum, 
which  he  also  had  bought  in  the  open  market,  and  produced 
Bayer's  exhibit  2!)  which  is  a  good  sample  of  porjous  con¬ 
crete.  | 

The  practice  of  the  process  is  so  simple  it  is  absurd  to 
exaggerate  the  difficulties  in  practicing  it. 

At  this  point  your  Honor’s  attention  is  again  directed  to 
the  fact  that  this  invention  has  gone  into  extensive  use  by 
both  Roos*  and  Haver's  assignees.  There  is  not  a  word  of 

•  '  i 

testimonv  to  indicate  that  these  assignees  have  had  anv 

i  .  .  y  .  ; 

trouble  in  practicing  and  commercializing  the  'process. 
Xone  of  the  many  decisions  of  the  Court  holding  patents 
invalid  for  improper  disclosure  applies  in  this  simple  case 
where  the  patented  process  has  gone  into  extensive  com¬ 
mercial  use  without  any  difficulty  in  practicing  the  inven¬ 
tion.  Xot  a  Court  decision  can  be  cited  nullifying!  the  pat¬ 
ent  where  an  industry  has  been  based  on  the  patent  and 
especially  does  this  apply  in  a  case  like  the  instant;  case  in¬ 
volving  such  a  simple  process. 


MR.  JACOBSEN’S  TESTIMONY 


Mr.  Jacobsen  was  called  in  the  case  to  establish!  Bayer’s 
date  of  invention  in  Denmark.  Ho  said  ( Court  j  Record, 
page  1127,  et  seq)  that  Mr.  Bayer  had  shown  him  the  porous 
concrete  made  in  accordance  with  the  Bayer  application  in 
1921.  That  he  had  seen  Mr.  Bayer  make  the  porous  con¬ 
crete  then  according  to  his  patent.  That  he  had  kept  sam¬ 
ples  of  it  but  they  were  all  turned  over  to  the  assignees, 
Messrs.  Christiani  and  Xeilsen,  in  1923,  but  he  identified 
by  description  the  porous  concrete  as  made  by  Mr.  Bayer 
in  his  presence.  Mr.  Jacobsen  was  only  called  to  carry  back 
Mr.  Baver’s  dates  to  1921.  He  had  never  made  the  concrete 
himself  but  he  had  often  seen  Mr.  Bayer  make  it.  ! 
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Rice’s  attornevs  on  cross-examination  elicited  from  Mr. 

» 

Jacobsen  that  ho  himself  would  have  to  experiment  to  find 

out  the  correct  proportions.  Of  course,  Mr.  Jacobsen, 

never  having  made  the  concrete,  he  did  not  know  whether 

he  would  have  to  experiment  or  not  but  Rice’s  attorneys 

wanted  him  to  sav  that  it  was  necessarv  for  him  to  “ex- 

»  • 

periment”.  He  said: 

“Q.  When  you  mix  up  the  foam  you  use  a  certain 
amount,  do  you  not? 

A.  Of  course. 

Q.  How  much  do  you  use? 

A.  [  cannot  tell  vou  that  here. 

Q.  How  could  you  tell  it  if  you  were  going  to  make 
it  up  ? 

A.  I  would  make  an  experiment. 

Q.  You  would  have  to  experiment  ? 

A.  Yes. 

Q.  To  find  out  ? 

A.  Yes. 

Q.  Would  you  experiment  to  find  out  how  much  of 
gelatine  should  be  used  ? 

A.  I  should  think  so. 

Q.  How  much  formaldehyde  would  you  use?  The 
specification  savs  a  small  portion. 

A.  Yes. 

Q.  Would  you  have  to  experiment  to  find  out  how 
much  formaldehvde  would  be  used? 

A.  l"es. 

Q.  And  the  water  that  goes  into  the  compound, 
would  you  have  to  experiment  to  find  out  how  much 
water  would  be  used  ? 

A.  Yes. 

Mr.  Jacobsen  does  not  use  the  English  language  fluently. 
The  above,  taken  with  the  context,  shows  that  what  he 
meant  by  “experiment ’’  was  that-  he  would  have  to  take 
quantities  in  indefinite  amounts  and  by  observing  them  see 
how  much  of  each  material  he  would  have  to  put  into  the 
mixture. 
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Of  course,  what  Rice’s  attorneys  were  attempting  to  do 
was  to  bring  this  case  under  those  decisions  holding  that 
where  experimentation  was  necessary  the  disclosure  was 
insufficient.  That,  however,  is  not  always  true  and  those 
decisions  do  not  apply  to  this  case.  One  lias  ^“experi¬ 
ment”  in  the  sense  that  experiment  was  used  bv  Mr.  Jacob¬ 
sen  in  anv  case. 

Probably  one  of  the  most  pertinent  decisions  bearing  on 
this  point  is  the  Supreme  Court  case  of  Minerals  Separa¬ 
tion  Ltd.  et  al  vs.  Hyde  242  IT.  S.  261,  in  which  it  was 
held : — 

“Equally  untenable  is  the  claim  that  the  patent  is 
invalid  for  the  reason  that  the  evidence  shows  that 
when  different  ores  are  treated  preliminary  tests  must 
be  made  to  determine  the  amount  of  oil  and  the  extent 
of  agitation  necessary  in  order  to  obtain  the  best  re¬ 
sults.  Such  variation  of  treatment  must  be  in  the  scope 
of  the  claims  and  the  certainty  which  the  law  requires 
in  patents  is  not  greater  than  is  reasonable,  having 
regard  to  their  subject  matter.  Composition  of  ores 
varies  infinitely,  each  one  presenting  its  special  prob¬ 
lem,  and  it  is  obviously  impractical  to  specify  in  a  pat¬ 
ent  the  precise  treatment  that  would  be  most  successful 
and  economical  in  each  case.  The  process  is  one  for 
dealing  with  a  large  class  of  substances  and  the  range 
of  the  treatment,  within  the  range  of  the  terms,  while 
leaving  something  to  the  skill  of  the  persons  applying 
the  invention,  is  clearly  sufficiently  definite  to  guide 
those  skilled  in  the  art  to  its  successful  application. 
This  satisfies  the  law.  Mo  wry  vs.  Whitney,  14  Wall 
620;  Ives  vs.  Hamilton  92  U.  S.  426,  and  Carnegie 
Steel  Co.  vs.  Cambria  Iron  Co.  1S5  U.  S.  403,  436,  437.” 

This  decision  is  especially  applicable  to  this  case  because, 
as  Mr.  Jacobsen  states,  in  effect,  the  proportions  to  be  used 
of  mucilage,  water  and  cement  would  depend  on  the  kind  of 
concrete  one  desired  to  make.  If  the  concrete  was  very 
dense  there  would  be  a  different  proportion  of  materials 
from  what  it  would  be  if  the  concrete  was  very  porous.  In 


t lie  Minerals  Separation  ease  the  amount  of  oil  used  was 
different  for  different  ores  treated.  That  ease  and  the 
present  ease  are  mueh  alike  too  in  that  both  the  Minerals 
Separation  proeess  and  Bayer's  proeess  have  gone  into  ex¬ 
tensive  use  and  were  the  foundation  for  very  large  com- 
mereial  operations,  without  any  difficulty  in  practicing  the 
invention  and  I  wish  to  again  repeat  what  J  have  said  be¬ 
fore,  that  there  is  nowhere  in  the  books  an  account  of  any 
patent  being  held  invalid  for  lack  of  disclosure  where  the 
process  of  the  patent  was  the  foundation  for  a  large  com¬ 
mercial  industrv  as  is  true  of  the  instant  case.  But  ad- 
ditional  to  the  above  statements  Mr.  Jacobsen  had  not 
actually  practiced  the  process  of  the  Bayer  patent  (Court 
Record,  page  - ): 


Bv  Mr.  Xewton : 

( ).  You  sav  vou  have  never  made  anv  of  this  foam  ? 
»  •  •  • 

A.  No,  I  have  not  done  that. 

Q.  You  have  never  had  occasion  to  see  how  much 
tangin  vou  used,  how  much  water  vou  used  and  how 
much  of  anything  else  vou  used? 

A.  Xo. 


Jacobsen  was  not  a  cell  concrete  expert.  Indeed  he  had 

never  made  anv. 

* 

To  have  to  experiment”  as  was  evidently  meant  by  Mr. 
Jacobsen,  however,  would  not  be  fatal  to  Bayer’s  disclo¬ 
sure.  In  Schaum  and  Uhlinger  vs.  Copley- Plaza,  *260  Fed. 
197,  affirmed,  269  Fed.  14-0,  it  was  held : 

“Even  if  some  experiments  on  the  part  of  the  oper¬ 
ator  should  be  found  necessary  in  order  to  determine 

% 

the  speed  requisite  for  the  successful  performance  of 
the  process,  this  would  not,  under  the  authorities, 
invalidate  the  patent.  Quoting  from  Minerals  Sepa¬ 
ration  vs.  Hyde,  242  1*.  S.  261. 


Mr.  Phillipson  was  asked: 

Q.  Is  it  necessary  to  mix  this  mucilage  and  con¬ 
crete  in  water  in  any  definite  proportions? 


—39— 


A.  It  is  not  necessary  to  mix  the  tanariii  in  some 
proportion  in  water  but  if  you  want  to  make  a  concrete 
of  some  specific  weight  it  is,  of  course,  neejessary  to 
know  how  much  foam  you  have,  how  much  mortar  or 
concrete  you  have,  etc. 


MR.  MEYER’S  TESTIMONY 

Mr.  Meyer,  also  an  expert  in  the  manufacture  of  porous 
cement,  testifies  in  effect  that  he  had  been  in  this  business 
for  many  years  and  when  asked  about  the  proportions 
stated : — 


Q.  What  is  your  experience  in  regard  to  those  pro¬ 
portions/  i 

A.  My  experience  on  that  point  is  that  you  can  tell 
how  to  make  the  foaming  agent  and  you  can  give  some 
kind  of  proportions  but  it  does  not  matter  whether  you 
use  a  solution  of,  sav  ;V/  or  use  it  in  10'/.  What  mat- 
ters  is  how  much  foam  you  use,  how  much  foam  you 
would  put  in.  If  you  take  a  batch  of  concrete  land  want 
the  weight  reduced  to  bO'/  you  want  to  add  foam  until 
it  is  raised  to  double  the  size  and  then  you  know  the 
specific  weight  will  be  cut  by  two,  but  to  make  the 
foam  you  can  make  that  with  any  kind  of  proportion 
you  want,  inside  of  a  reasonable  limit,  and  I  think  if 
you  take,  for  instance,  a  verv  common  thing,  that  every 
man  I  think  here  uses,  that  is  to  take  his  shading  soap 
and  make  a  foam  on  the  face.  You  know  that  'Williams 
says  to  put  some  cream  on  a  wet  brush  and  take  water 
and  work  up  a  lather  on  the  face.  It  does  not  make 

anv  difference  whether  you  take  as  much  water  one 
•  • 

dav  as  the  other.  You  do  not  have  to  give  any  definite 
proportions.  You  take  a  little  water  and  you  get  a 
foam.  ’j 


On  cross-examination  Rice’s  attorney  tried  to  bring  out 
that  this  foam  was  made  commercially  by  a  secret  process 
and  certain  proportions.  There  is  nothing  to  show  any¬ 
thing  of  the  kind.  Of  course  in  the  development  of  this 
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business  they  are  probably  making  better  and  better  porous 
concrete.  They  will  probably  continue  to  improve  it  and  it 
is  well  in  giving  instructions  to  manufacturers  generally 
to  state  the  best  proportions  when  making  certain  articles 
but  almost  any  proportions  within  reason  and  common 
sense  will  make  a  porous  cement  which  is  all  that  the  issue 
calls  for. 

MR.  ALEXANDER’S  REBUTTAL  TESTIMONY 


Mr.  Alexander  was  called  in  rebuttal  to  also  perform  the 
process  in  the  presence  of  the  Court  below  and  he  did  so. 
He  made  several  uncalled  for  insinuations,  for  example, 
that  Mr.  Phillipson  had  used  some  special  kind  of  plaster 
which  set  very  quickly  but  Mr.  Phillipson  \s  plaster  only 
set  as  normal  plaster  sets. 


Mr.  Alexander  also  intimated  that  Mr.  Meyer  and  Mr. 
Phillipson  had  secretly  manipulated  the  experiment  in 
front  of  the  Court  below.  Needless  to  say  that  this  was 
entirely  uncalled  for.  The  experiment  was  made  within  ten 
feet  of  the  Court  and  in  the  utmost  good  faith.  However, 
Mr.  Alexander  proceeded  to  carry  out  his  experiment  and 
when  he  finished  his  cement  would  not  set  at  all.  (Court 
Record,  page  STS). 


Bv  Mr.  Newton  : — 

(t).  Referring  to  Rice’s  exhibits  A1  and  A 2,  is  that 
probably  as  porous  as  Bayer’s  exhibit  29? 

A.  I  cannot  answer  until  it  is  set  and  it  has  not  set 
yet.  Plaster  generally  shrinks  some  on  setting. 

i 

Page  S9 2: — 


(t).  As  a  matter  of  fact,  the  foam  Mr.  Phillipson 
made  with  verv  much  less  water  solidified,  and  is  now 
perfectly  hard,  and  was  hard  within  13  or  20  minutes 
after  it  was  made  up.  whereas  it  has  been  an  hour  or 
more  since  you  have  made  up  your  solution,  and  it  is 
still  unset,  it  is  still  flowing  about  in  a  semi-fluid  con- 
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dition,  which  indicates  to  me  that  anvbodv  would  know 
that  you  had  put  too  much  water  in,  while  Mr.  Phillip- 
son  put  the  common  sense  amount  of  water  in  which 
he  wanted  to  make  the  cement  and  to  have  it  hard  with¬ 
in  a  reasonable  time. 

Page  894: —  j 

i 

Q.  I  ask  vou  to  look  at  Rice’s  Exhibit  A-2  and  sav 
whether  or  not  that  is  still  in  a  semi-liquid  form? 

A.  It  is  still  in  a  semi-liquid  form. 

Page  895: — 


Q.  An  hour  and  a  half  after  you  have  made  your 
experiment  with  your  Exhibit  A -2,  it  is  in  a:  fluid  con¬ 
dition?  | 

A.  As  1  pointed  out  to  you  repeatedly,  and  as  1  will 
now  repeat  again,  the  lack  of  setting  in  this  case  is 
not  at  all  due  to  the  amount  of  water. 

Q.  When  Mr.  Phillipson  made  his  experiment  it 
was  set  within  15  minutes,  was  it  not? 

A.  As  far  as  I  can  see,  it  seemed  to  me  to  have  been 
set  within  two  or  three  minutes,  and  this  sample  has 
not  been  made  an  hour  and  a  half,  as  vou  sav,  or  two 
hours ;  it  has  been  made,  possibly — I  did  not  Ibok  at  the 
clock,  but  it  seems  to  mo  not  over  half  or  three-quarters 
of  an  hour.  j 


What  Mr.  Alexander  did  was  to  put  so  much:  water  or 
some  retarder  into  his  cement  that  it  had  not  set  after  he 
made  the  sample,  in  about  two  hours  time,  when' everyone 
acquainted  with  this  art  knows  that  cement  should  set 
within  ten  or  fifteen  minutes  or  else  the  bubbles  will  break 
down  and  there  will  bo  no  porosity. 

Mr.  Alexander  when  asked  to  inform  the  Court  wherein 
Mr.  Phillipson ’s  experiment  had  departed  from  the  Bayer 
specification,  replied,  in  effect,  that  Mr.  Phillipson  seemed 
to  have  used  the  plaster  which  set  very  quickly.  The  Court 
saw  how  long  it  took  Mr.  Phillipson \s  plaster  to  set.  It 


i 


was  about  ten  or  fifteen  minutes.  That  is  the  usual  time  it 
takes  for  ordinary  plaster  to  set.  Since  Mr.  Alexander’s 
plaster  did  not  set  for  an  hour  or  two  hours  after  Mr. 
Alexander  had  made  his  experiment  it  would  seem  that  Mr. 
Alexander’s  plaster  had  something  in  it  to  retard  its  set¬ 
ting. 

Mr.  Alexander  was  extremely  reckless  in  his  statements, 
as  an  example,  page  o95: 

Q.  But  Bayer  did  not  tell  you  how  much  water  to 
put  in,  did  he 

A.  Baver  did  not  sav  anything  about  any  details. 

Q.  Did  not  tell  vou  anything? 

A.  Xp,  he  simply  said  go  ahead  and  make  your  ex¬ 
periments. 

Such  testimony  should  carry  no  probative  force. 

RICE’S  DECISIONS  BEARING  ON  INSUFFICIENCY 

OF  DISCLOSURE 


Rice’s  attorneys  have  cited  a  la r ire  number  of  decisions 
condemning  insufficiency  of  disclosure  in  patents,  but  we  do 
not  believe  a  single  one  of  those  decisions  applies  to  a  case 
like  the  instant  case  in  which  it  is  of  record  that  this  pro¬ 
cess  of  Baver’s  is  the  foundation  of  a  tremendous  business 
in  Europe  and  the  corresponding  process  of  Roos  is  like¬ 
wise  the  foundation  of  a  large  business  in  the  United  States. 
The  process  is  simple.  Each  step  of  the  process  is  simple. 
There  is  no  critical  amount  of  mucilage  to  be  used,  no 
uncertain  step  in  making  the  mucilage.  Xo  difficulty  in 
mixing  t he*  foam  and  cement.  The  making  of  the  foam  was 
disclosed  in  t lie  prior  art.  The  amount  of  foam  added  to 
the  gypsum  was  largely  a  matter  of  choice*  depending  on 
circumstances  as  to  whether  light  cement  or  a  denser 
cement  were  desired.  There  is  nothing  of  record  in  the 
case  to  indicate  that  either  Bayer’s  assignees  or  Roos’ 
assignees  have  had  any  trouble  in  practicing  this  process. 
When  these  facts  are  taken  into  consideration  Rice’s  cited 
decisions  do  not  apply.  The  l\  8.  Supreme  Court  decision 
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in  Mineral  Separations  Ltd.  vs.  Hyde,  242  V.  S.  261  (supra) 
is  one  of  the  most  pertinent  Supreme  Court  decisions  on 
this  point.  In  that  case,  as  in  the  present,  as  before! pointed 
out,  the  amount  of  oil  used  with  the  different  ores  was  not 
accurately  specified.  In  the  present  case  the  amount  of 
mucilage  added  to  the  water  is  not  precisely  specified.  In 
the  Court  case  the  amount  of  oil  used  with  different  ores 
would  he  different,  and  it  was,  therefore,  difficult  to;  specify 
the  exact  amount  of  oil,  especially  since  different  amounts 
might  be  used.  In  the  instant  case  the  amount  of  mucilage 
might  be  varied  to  make  different  porosities  in  the;  cement 
and  it  was  useless  and,  indeed,  undesirable  to  trv  to  give 
the  exact  proportions.  In  the  Court  case  the  process  was 
the  foundation  for  a  large  commercial  industry  and  so  in 
tin*  instant  case  and  none  of  the  commercial  manufacturers 
have  found  any  difficulty  in  carrying  out  the  process. 

On  the  other  hand,  in  Rice’s  citations  before  the;  Patent 
Office  none  of  them  are  pertinent  to  this  case.  We  will  not 
wearv  vour  Honors  bv  discussing  all  of  them.  The  first  case 
cited  was  the  incandescent  lamp  patent.  The  invention 
there  claimed  in  the  patent  in  suit  was  the  well-known  elec¬ 
tric  lamp  filament  made  of  cotton  fabric,  an  impracticable, 
useless  device.  Suit  under  that  patent  was  instituted 
against  Mr.  Edison’s  bamboo  filament  which  was  useful 
and  was  used  until  replaced  by  the  modern  metal  filaments. 
It  was  proven  that  Mr.  Edison  by  a  large  series  of  investi¬ 
gations  had  found  that  a  filament  made  from  .Japanese 
bamboo  would  stand  up  under  the  heat  of  the  electric  cur¬ 
rent.  Mr.  Edison's  filament  went  into  large  commercial 
use  and  the  Court  under  that  state  of  facts  held  that  the 
description  of  the  cotton  fabric  filament  was  insufficient. 

The  next  decision  cited  bv  Rice  was  Tvler  vs.  Boston, 
7  Wall  327.  The  invention  in  that  case  was  a  mixture  of 
fusel  oil  and  mineral  oils  used  as  a  burning  fluid.  The  de¬ 
fendant  used  the  fusel  oil,  28  parts,  and  naptha,  78  parts. 
The  question  involved  was  whether  the  28  parts  of  fusel 
oil  and  78  parts  of  naptha  was  equivalent  to  defendants  use 
of  28  parts  of  kerosene  which  the  experts  had  said  was  the 
equivalent  of  78  parts  of  naptha.  This  point  involved  was 
entirely  different  from  the  point  in  the  instant  case.; 


The  next  decision  cited  by  Rice,  Donner  vs.  American 

Sheet  and  Tin  Plate  Co.,  If).")  Fed.  199,  involved  the  arrange- 

< 

ment  of  certain  rollers  in  rolling  iron.  At  the  outset  the 

Court  held: 

“In  view  not  only  of  -he  ])rior  devices  but  of  the 
fact  that  complainant's  invention  was  of  doubtful 
utility  and  never  went  into  practical  use,  the  construc¬ 
tion  claimed  would  operate  to  retard  rather  than  pro¬ 
mote  the  inventive  talent. ” 


The  paragraph  quoted  by  Rice’s  attorneys  was  obiter 

dicta.  The  point  involved  was  that  the  complainant  had 

tried  to  read  into  his  patent  a  certain  arrangement  of  rolls 

which  were  not  so  described  in  tin*  patent.  This  case  is 

so  far  from  the  instant  case  that  the  citation  is  useless. 

The  next  decision  cited  by  Rice,  Badische  case,  94  Fed. 

16d,  was  probably  cited  by  mistake  because  it  is  really  in 

favor  of  Bayer.  In  this  case  the  complainant  claimed  a 

process  of  making  tile  by  mixing  coal-dust  and  clay.  It 

was  shown  bv  the  testimonv  that  some  clavs  for  the  best 
•  •  • 

results  required  more  coal  dust  than  other  clays.  The 
lower  Court  had  held  the  patent  invalid  for  not  giving  the 
proportions.  The  Supreme  Court  overruled  the  lower 
court  and  held  that  the  patent  was  a  sufficient  disclosure. 
The  patent  in  suit  was,  therefore,  sustained.  It  was  con¬ 
tended  that  it  was  met  in  a  publication  which  the  Court 
characterized  as  follows: 


*  *  We  have  a  prior  publication  which  purports  to  give 
a  formula  for  producing  an  insoluble  compound  and 
which  omits  one  of  the  most  important  steps,  leaving 
a  blank  where  proportions  should  be  accurate  and  the 
patent  was  sustained  over  this  publication.” 

We  have  been  through  all  the  citations  bv  Rice,  manv  of 
which  are  entirely  beside  the  point,  but  none  of  them  apply 
to  a  case  like  tin*  instant  case  wherein  the  patent  involved 
was  the  foundation  of  a  practical  commercial  industry  and 


wherein  none  of  the  commercial  concerns  found  any  diffi- 

!  • 

culty  in  carrying*  out  the  process  and  especially  where  the 
process  was  as  simple  as  in  the  instant  case. 

i 

CITATIONS  INDICATING  BAYER’S  DISCLOSURE 

SUFFICIENT 

I 

Section  4888  R.  S.  only  requires  an  invent  or  to  describe 
his  invention  with  sufficient  definiteness  “to  enable  anv 
person  skilled  in  the  art  or  science  to  which  it  appertains, 
or  with  which  it  is  most  nearly  connected,  to  make,  con- 
struct,  compound  and  use  the  same”.  Really,  the  only  wit¬ 
nesses  in  this  case  that  could  qualify  under  this  provision  of 
the  Statute  were  Mr.  Phillipson,  Mr.  Meyer.  Mr.  Kdwards 
and  possibly  Professor  Huntley.  None  of  the  other  wit¬ 
nesses  had  had  any  commercially  practical  experience  in 
working  with  concrete.  However,  assuming  that  they  had, 
the  Supreme  Court  decision  in  Mineral  Separations  Ltd. 
et  al  vs.  Hyde,  24*2  C.  S.  261,  before  referred  to,  is  ample 

authority  to  hold  Paver’s  disclosure  sufficient.  Indeed,  in 
•  • 

that  case  the  Court,  even  though  it  was  important  how 
much  oil  was  used  in  the  gangue,  stated  that  while  the  defi¬ 
nite  proportions  were  not  given  the  description  was  suffi¬ 
cient.  It  was  sufficient  “to  guide  those  skilled  in  i the  art 
to  its  successful  application”,  even  though  they  had  to  ex¬ 
periment  sometimes  to  find  out  what  proportions  might  l>e 
used. 

j 

In  Seabury  vs.  Am.  Elide,  152  U.  S.  561,  the  Supreme 
Court  upheld  the  patent  as  being  sufficient  that  expressed 
the  invention  as  follows: 

“I  first  prepare  a  solution  of  boracic  acid;  in  the 
usual  manner  and  then  add  thereto  a  small  proportion 
of  glycerine.” 


The  Supreme  Court  in  holding  the  foregoing  was  suffi¬ 
ciently  clear,  stated : 

“The  first  ground  of  defense  relied  on  is  that  the 
patentee  has  failed  to  describe  his  invention  in  such 


full,  clear  and  exact  terms  as  to  enable  persons  read¬ 
ing  the  description  to  use  it  because  the  strength  of  the 
boric  acid  solution  is  not  described  nor  the  precise 
proportion.*  of  pt ip-crinn" . 

The  Court  overruled  this  irround  of  defense  and  stat- 
e<  1 : — 


“When  he  directs  that  a  small  proportion  of  <rly- 

cerine  shall  in*  added,  it  is  obvious  that  the  quantity 

of  idveerine  is  to  varv  with  tin*  amount  of  cotton  and 
*  •  « 

boric  acid  used,  but  the  merits  of  tin*  invention  will 
not  depend  on  whether  in  a  idven  case  a  little  more  or 
little  less  glycerine  is  used.  See  Loom  Co.  vs.  i  1  iu'i»*ins, 
lo:>  t\  S.  bSO.” 

This  case  is  quite  like  Bayer's  The  proportion  of  muci¬ 
lage  in  Haver  is  not  critical.  It  mav  be  varied  within 
*  • 

the  skill  of  the  operator. 

In  Kibel  Process  Co.  vs.  Minnesota  and  Ontario  Paper 
Co.,  2(>1  C.  S.  4b,  the  point  raised  in  the  case  was  whether  in 
describing  certain  proportions  it  was  sufficient  to  use  the 
terms  “substantially and  “liiirh”.  Chief  .Justice  Taft, 
after  stating  the  case,  said  in  part  : 

“  expressions  quite  as  indefinite  as  *hie,h’  and  •sub¬ 
stantial*  in  describing  an  invention  or  discoverv  in 

*  • 

patent  specifications  and  claims  have  been  recognized 
bv  this  Court  as  sufficient." 


Ill  Tifghnian  vs.  Proctor,  l()Li  l  .  S.  7(>7.  the  claim  >us- 

tained  was  for  the  manufacture  of  fat  acids  and  tdvecrine 

»  • 

from  fatty  bodies  by  the  action  of  water  at  a  liiidi  tem¬ 
perature  and  pressure.  This  was  held  sulliciently  defi¬ 
nite.  Nee  also  Rubber  Co.  vs.  (Joodvear,  P  Wall  788. 
Mowry  vs.  Whitney,  14  Wall  (J2().  Lawther  vs.  Hamilton, 
1*J4  C.  S.  1.  Carnegie  Steel  Co.  vs.  Cambria,  18b  C.  S.  408. 
Abercrombie  and  Fitch  vs.  Baldwin,  -4b  C.  S.  1 08. 

In  Fullerton  Walnut  (J rowers  Association  vs.  Ander¬ 
son,  1(>()  Fed.  448,  the  process  involved  was  for  cleaning 
and  bleaching  nuts  and  was  described  as  follows: 


•‘after  having  been  immersed  for  a  sufficient  length 
of  time  the  nuts  are  taken  out  and  rinsed  in  water  to 
which  is  added  * a  little  vinegar '  " . 

The  defense  was  that  this  description  was  too  vague.  The 
Court  held : 

“It  is  true  that  the  sped  Heat  ion  does  not  specify  the 
proportions  of  sal-soda  and  chloride  of  lime  isolation 
to  obtain  the  proper  results.*' 

but  the  patent  was  upheld  as  being  a  sufficient  disclosure. 
We  could  extend  this  list  of  decisions  indeiinitelv. 

See : —  ; 

Remington  ('ash  Register  Co.  vs.  National  Cash 
Register  Co.,  6  Fed.  (2d)  585,  pages  (328-631. 
Schaum  and  Uli linger  vs.  Coplev-Plaza  Co.,  260  Fed. 

197.  1  *  i 

A.  B.  Dick  Co.  vs.  Barnett,  288  Fed.  799. 

Abrahams  vs.  Universal  Wire  Co.,  10  Fed.  (|2d)  838. 
Van  Ileusen  Products  vs.  Karl  and  Wilson,  300  Fed. 
922.  etc.  etc. 

Wo  believe  these  decisions  amply  sustain  the  sufficiency 
of  the  Baver  disclosure. 


SAME  CASE  TRIED  IN  CANADA 

i 

This  precise  point  of  insufficiency  of  disclosure  of  Bayer 
has  been  tried  in  Canada  and  subsequently  appealed  to  and 
decided  bv  the  House  of  Lords  in  London.  The  Canadian 
Patent  Office  inadvertently  allowed  both  Rice's  and  Bayer’s 
applications  without  declaring  an  interference.  ■  There¬ 
upon  Bayer  moved  to  cancel  or  annul  Rice's  patent.  Fliere 
were  two  points  involved  in  the  Canadian  case.;  First, 
whether  Bayer's  dates  of  invention  in  Denmark  should  be 
given  him  in  Canada.  Second,  was  the  insufficiency  oi  dis¬ 
closure  in  Bayer. 

The  point  of  insufficient  disclosure  was  discussedjin  Can¬ 
ada  much  as  it  has  been  in  the  l  nited  States.  A  stipu- 


lated  copy  of.  the  testimony  taken  in  Canada  may  be  seen 
in  Rice's  exhibit  1-X.  The  trial  court  in  Canada  went  off 
on  a  tangent  from  the  testimony  and  decided  in  effect  that 
Bayer  evidently  had  not  finished  or  completed  his  inven¬ 
tion  when  he  filed  his  application  because  the  evidence 
showed  he  was  still  experimenting  with  it.  The  Supreme 
Court  of  Canada  reversed  this  decision  (See  Bayer's  Ex¬ 
hibit  21),  and  since  Rice’s  attorney  has  taken  the  position 
that  the  Supremo  Court  or  the  House  of  Lords  had  not 
passed  on  the  matter  of  Bayer’s  sufficiency  of  disclosure 
we  will  reproduce  a  portion  of  the  Supreme  Court’s  deci¬ 
sion:  (Haver’s  Exhibit  21). 


“The  learned  trial  judge  found  that  Bayer  preceded 
Rice  in  his  conception  of  his  alleged  invention  and  in 
his  experimental  work  developed  the  same  but  thought 
that  he  had  not  yet  made  a  workable  invention  when 
Rice  filed  his  United  States  application. 

His  opinion  appears  to  have  been  formed  largely, 
if  not  altogether,  upon  tin*  fact  that  at  that  time  ex¬ 
periments  were  still  being  made  in  the  laboratory  of 
Mr.  Jacobsen.  But  those  experiments  were  not  for  the 
purpose  of  discovering  a  new  method  of  carrying  out 
the  process:  they  were  endeavors  to  make  the  foam 
better  and  better. 

Sfc  Si*  i?K  *  * 


It  seems  reasonably  clear  on  the  evidence  that  so  far 
as  concerns  the  invention,  the  precise  manner  in  which 
the  foam  would  be  produced  was  a  matter  of  no  conse¬ 
quence.  This  was  decidedly  Rice's  own  view  as  appears 
from  his  specification  where  lie  said  4 1  have  indicated 
above  a  number  of  substances  and  methods  of  produc¬ 
ing  the  foam  or  froth  which  is  to  be  added  to  the  mor¬ 
tal*  but  1  wish  it  to  be  distinctly  understood  that  my  in¬ 
vention  in  its  broad  aspects  is  not  limited  thereto,  in  as 
much  as  any  foam,  no  matter  how  made  and  no  matter 

•i 

of  what  it  consists,  falls  within  tin*  scope  of  my  inven¬ 
tion  *. 


It  was  common  knowledge  at  the  time  that  a  stable 
foam  could  be  made  from  a  great  manv  well  known 

V  • 
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mucilaginous  substances.  The  experts  agree  that  it  is 
a  very  simple  process,  requiring  no  scientific  train¬ 
ing  and  that  anv  ordinary  workman  would  be  able  to 
work. 


*  *  S*  * 


Paraphrasing  the  words  of  Lord  Warrington  in  the 
Fada  Kadio  case:  When  Bayer  went  to  Professor 
Jacobsen  the  invention  was  complete,  the  process  was 
the  addition  to  the  paste  of  cement  of  a  stable  foam 
which  the  foam  adopted  by  Bayer  proved  to  be.  Bay¬ 
er's  foam  might  do.  It  may  be  that  other  foam  pro¬ 
ducing  agents  would  equally  do;  but  Bayer's  foam  was 
sufficiently  effective  to  produce  the  porous  cemjent." 

\m 

The  case  was  appealed  to  the  House  of  Lords  and  in  their 
decision  ( Bayer  exhibit  21)  they  held: 

“It  was  admittedly  common  knowledge  that  a  stable 
foam  could  be  made  out  of  liianv  well  known  muci- 
laginous  substances.  In  their  Lordships’  judgments 
the  evidence  adduced  establishes  that  the  description 
in  Bayer’s  specification  was  sufficient  to  enable  a  com¬ 
petent  workman  to  carry  out  the  manufacture  or  pro¬ 
cess  described  therein  and  their  Lordships  are;  unable 
to  find  anv  material  distinction  between  that  manu- 
facture  and  process  described  in  the  appellant 's;  specifi¬ 
cation.  This  conclusion  accords  with  that  reached  bv 

* 

the  Supreme  Court  upon  the  facts  of  the  case." 

i 

And  the  Bayer  Canadian  Patent  which  was  a  copy  of 
Bayers  present  application  was  sustained.  i 

These  decisions  in  the  Canadian  case  were  based  on  prac¬ 
tically  the  same  facts  relative  to  insufficient  disclosure  as 
have  been  adduced  in  the  instant  case.  Some  of  t lie  same 
witnesses  testified  but  the  process,  however,  was  hot  car¬ 
ried  out  before  the  Court  in  Canada,  as  it  was  before  the 
Court  below,  by  Air.  Phillipson  and  Mr.  Meyer,,  which 
makes  the  U.  S.  case  even  stronger  in  favor  of  Bayer  than 
was  the  Canadian  case. 

We  have  filed  copies  of  these  decisions  as  Bayer’s 
Exhibit  21. 


— 50 — 


CONCLUSIONS 

In  view  of  the  foregoing  facts  and  discussions,  the  fol¬ 
lowing  conclusions  are  believed  to  be  fair  and  equitable. 

1st.  The  invention  is  broad  and  exceedingly  simple,  only 
involving  making  a  foam  and  mixing  it  with  gypsum  or 

cement.  Reallv  no  further  directions  are  necessarv.  There 

*  • 

is  no  “critical*'  amount  of  foam  necessary  and  the  prior 
art  instructs  how  to  “make  foam  out  of  seaweed." 

2nd.  The  companies  who  have  commercialized  the  in¬ 
vention  have  never  had  any  difficulty  in  practicing  the  in¬ 
vention.  Rice,  the  only  one  to  raise  this  technical  question, 
knows  he  is  defeated  by  Bayer  unless  lie  can  pick  Haws  in 
Bayer’s  disclosure.  Rice  has  done  practically  nothing  to 
commercialize  the  invention. 

3rd.  Rico  has  never  raised  the  point  that  Roos’  propor¬ 
tions  are  wrong  but  thev  are  entirelv  different  from  Rice's 
and  this  is,  in  effect,  an  admission  by  Rice  that  the  propor¬ 
tions  mav  be  widelv  varied. 

•  • 

4th.  Raver's  five  witnesses.  Miner  and  Hunt  lev  in  Chi- 
•  • 

cago  during  the  Patent  Office  proceedings,  and  .Jacobsen, 
Phillipson  and  Meyer  before  the  Court  below,  all  testi¬ 
fied,  in  effect,  that  the  proportions  of  water  and  glue  may 
vary  widely  and  still  make  useful  porous  material  by  the 
Raver  process  and  entirelv  bv  the  Ravel*  disclosure. 

5th.  While  Rice's  witnesses  contend  that  they  were  un¬ 
able  to  make  a  successful  porous  material  from  Raver’s  de¬ 
scription.  there  was  no  real  attempt  on  their  part  to  be  suc¬ 
cessful.  which  is  manifest  particularly  in  Mr.  Alexander's 

test imonv  and  Reillv  and  Acree  admit,  in  effect,  that  while 
•  • 

following  Bayer's  process  they  did  succeed  in  making  sam¬ 
ples  of  successful  porous  concrete.  Rut  tin*  testimony  of 
all  Rice's  witnesses  should  be  scrutinized  in  view  of  the 
large  number  of  Court  decisions.  a>  expressed  in  Rynear 
Co.  vs.  Evans.  83  Fed.  H(>H: 


“An  experience  of  14  vears  in  patent  litigation  has 

4  •  1 

convinced  the  Court  that  when  an  expert  undertakes 
to  prove  that  his  adversary's  process  or  machine  is  a 
failure  he  alwavs  scores  a  success.  It  is  much  easier  to 
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make  an  invention  that  will  not  work  than  one  that 
will.”  ! 


6th.  Bayer  is  unquestionably  tin*  first  inventor,  having 
made  the  invention  in  Denmark  in  1921.  He  preceded  Roos 
and  tiled  his  application  which  is  a  constructive  reduction 
to  practice  before  Rice  conceived. 

7th.  The  Primary  Examiner  in  the  Patent  ( )ffic*(%  who  is 
the  acknowledged  export  in  this  art,  and  the  Exapiiner  of 
Interferences,  in  effect,  held  Bayer's  disclosure  sufficient. 
None  of  the  lower  Tribunals  have  held  Bayer’s  disclosure 
insufficient.  I 

8th.  The  Supreme  Court  of  Canada,  on  testimony  along 
the  lines  of  the  V.  S.  case,  held  Baver's  disclosure  sufficient 
and  on  appeal  to  the  House  of  Lords  at  London  they  af¬ 
firmed  the  Supreme  Court  of  Canada. 

9th.  The  weight  of  authorities,  as  exemplified;  by  the 
cited  decision,  is  that  where  the  proportions  are  not 
“critical”  and  where  the  commercial  exploiters  of  the  in¬ 
vention  had  no  difficulty  in  practicing  the  invention  and 
where  the  invention  is  as  simple  as  Bayer's  that  Bayer’s 
disclosure  is  amply  sufficient. 

10th.  Bayer,  having  proven  invention  first  in  1921  and 
having  filed  his  application  September  11.  1922  first,  should 
be  awarded  priority  over  both  Roos  and  Rice. 

* 

Respectfully  submitted,  \ 

j 

James  T.  Newton, 

i 

Attorney  for\  Bayer. 
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IN  THE 


Court  of  Appeals  of  the 
District  of  Columbia 


JOHN  A.  RICE  and 

THE  BTJBBLESTONE  COMPANY 


vs. 


CARLISLE  K.  BOOS  and 

UNITED  STATES  GYPSUM  COMPANY, 

and  ERIK  CHRISTIAN  BAYER. 


Appeal  No.  6141 

►  and  j 

Appeals  Nos.  6285  and  6286. 


BRIEF  ON  BEHALF  OF  DEFENDANTS-APPEL- 
LEES,  CARLISLE  K.  ROOS  AND  UNITED 
STATES  GYPSUM  COMPANY. 


MAY  IT  PLEASE  THE  COURT: 

These  three  appeals  have  been  consolidated  with  ap¬ 
peal  Xo.  6140  for  the  convenience  of  the  Court.  All  of 
them  resulted  from  a  three-party  interference  proceeding 
that  originated  in  the  Patent  Office  between  Carlisle  K. 
Roos,  John  A.  Rice  and  Erik  Christian  Bayer.  Each  of 
these  parties  had  filed  a  patent  application  in  the  Patent 
Office  describing  and  claiming  a  common  invention  which 
pertained  to  a  process  for  manufacturing  cellular  cement 
that  is  particularly  useful  as  lightweight  building  ma¬ 
terial. 
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An  interference  between  these  three  parties  was  de¬ 
clared  and  proceedings  were  instituted  to  determine 
which  one  of  the  three  applicants  was  entitled  to  a 
United  States  patent.  The  Patent  Office  Tribunals  con¬ 
curred  in  awarding  priority  of  invention  to  Carlisle  I\. 
Roos.  Thereafter,  the  party  Bayer  gave  notice  of  his 
intention  to  appeal  from  the  decision  of  the  Board  of 
Appeals  of  the  Patent  Office  to  the  Court  of  Appeals  of 
the  District  of  Columbia,  but  the  party  Rice  gave  notice 
pursuant  to  Sec.  4911  R.  S.  ( Mo  U.  S.  C.  A.  Sec.  59a) 
that  lie  elected  to  have  all  further  proceedings  conducted 
as  provided  in  Section  4915  Revised  Statutes,  as  amended 
by  the  Act  of  March  5,  1927  (55  U.  S.  C.  A.  (>5)  (Tr.  Vol. 
I,  p.  54).  Consequently,  Erik  Christian  Bayer  and  John 
A.  Rice,  joined  with  his  assignee  The  Bubblestone  Com¬ 
pany,  filed  separate  bills  in  equity  in  the  Supreme  Court 
of  the  District  of  Columbia,  in  which  each  respectively 
sought  to  have  himself  adjudged  the  first  and  true  in¬ 
ventor  and  entitled  to  the  patent  which  the  Patent  Office 
Tribunals  had  determined  should  be  awarded  to  Carlisle 
K.  Roos. 

Appeal  Xo.  (5141  is  from  a  decree  of  the  Supreme 
Court  of  the j District  of  Columbia,  his  Honor  F.  Dickin¬ 
son  Letts  presiding,  entered  on  March  (1,  1955,  in  Rice’s 
case  (Equity  Xo.  48.855)  dismissing  his  bill  of  complaint 
for  want  of  equity  and  holding  that  appellee  Roos  was 
the  original,  first,  and  sole  inventor  of  the  invention 
forming  the  subject-matter  of  this  action,  and  further 
that  the  Commissioner  of  Patents  be  authorized  to  issue 
letters  patent  of  the  United  Slates  to  said  Roos  (Tr. 
Vol.  I,  pp.  92-5). 

Appeals  Xos.  (>285  and  (>28(>  are  from  decrees  entered 
on  May  17,  1954.  by  the  Supremo  Court  of  the  District 
of  Columbia,  dismissing,  respectively,  Rice's  Petition  for 
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Leave  to  File  a  Bill  of  Review  and  Rice’s  Motion  to 

Compel  Production  of  a  Document,  both  having  been 

tiled  bv  Rice  after  the  entrv  of  the  final  decrees  in  Rice’s 
*  *  ^  ! 

case  and  Bayer’s  case  for  the  purpose  of  reopening  them 
in  order  to  adduce  allegedly  newlv  discovered  evidence 
before  the  Trial  Court  (Tr.  Appeals  Xo.  6285  and  Xo. 
62S6,  pp.  33-35).  i 

Appeal  Xo.  6140*  consolidated  herewith  is  from  the 
decree  entered  on  March  6,  1933,  in  Bayer’s  case  (Equity 
Xo.  48,832),  wherein  Bayer’s  bill  of  complaint  was  simi¬ 
larly  dismissed  for  want  of  equity  and  Roos  was  ad¬ 
judged  to  be  the  true  inventor  of  the  subject-matter  in 
controversv  and  entitled  to  receive  United  States  letters 
patent  therefor  (Tr.  Yol.  I,  pp.  47-48). 


THE  PARTIES. 

John  A.  Rice  filed  his  patent  application  in  t lie  United 
States  Patent  Office  on  December  21,  1922.  Rice's  appli¬ 
cation  is  assigned  to  The  Bubblestone  Company. 

Erik  Christian  Bayer,  a  resident  of  Copenhagen,  Den¬ 
mark,  filed  his  United  States  patent  application  oh  Sep¬ 
tember  8,  1923,  subsequent  to  but  within  a  year  of  the 
time  that  he  filed  his  corresponding  patent  application  in 
Denmark,  to-wit,  on  September  11,  1922.  Bayer’s 'appli¬ 
cation  is  assigned  to  Christiani  &  Xielsen,  a  partnership 
of  Copenhagen,  Denmark.  \ 

Carlisle  K.  Roos  filed  his  patent  application  on  August 
20,  1924.  Roos  assigned  his  application  to  the  United 
States  Gypsum  Company. 

Baver  is  entitled  to  a  filing  date  in  this  country;  as  of 
September  11,  1922,  under  the  provisions  of  Sec*;  4887 

*  Appellees  Carlisle  K.  Roos  and  United  States  Gypsum  Company 
have  filed  a  separate  brief  in  Appeal  Xo.  6140  (Bayer 7s  ease). 
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R.  S.  (35  U.  S.  C.  A.  32).  The  record  before  this  Court 
establishes  that  Rice's  date  of  conception  of  the  inven¬ 
tion,  as  alleged  in  his  preliminary  statement  (Tr.  Vol. 
Ill,  ]>.  705),  was  the  latter  part  of  October,  1922.  There¬ 
fore,  from  tlie  record  evidence  alone  Rice  is  subsequent 
in  point  of  time  to  Bayer's  record  date  of  September  11, 
1922.  Since  Roos  has  been  held  bv  the  Patent  Office 
Tribunals  and  the  Court  below  to  have  conceived  the 
invention  and  to  have  reduced  it  to  practice  prior  to  any 
date  that  either  Rice  or  Bayer  can  rely  upon  or  establish 
by  any  evidence  whatsoever,  appellant  Rice  is  thus  twice 
removed  from  being  awarded  the  patent  because  both 
Roos  and  Bayer  have  established  separately  that  they 
reduced  the  invention  in  issue  to  practice  before  Rice 
even  conceived  of  it. 


STATEMENT  OF  THE  CASE. 

The  three  patent  applications  of  Rice,  Bayer,  and  Roos 
described  and  claimed  a  common  invention  and,  conse¬ 
quently,  interference  Xo.  50,974  was  declared  on  Febru¬ 
ary  9,  1925,  involving  them.  The  subject-matter  of  the 
interference  constituted  a  single  issue  count  which  read 
as  follows: 

“The  jn'uccss  of  forming  a  cellular  cement  which 
comprises  forming  a  tenacious  foam  and  mixing  the 
foam  with  a  cement/' 

The  Patent  Office  required  that  the  preliminary  state¬ 
ments  of  these  three  applicants  be  filed  in  the  Patent 
Office  on  or  before  March  lfi,  1925.  This  was  done. 

On  April  9.  1925,  the  interference  was  re-formed,  add¬ 
ing  thereto  a  fourth  party  in  the  form  of  another  patent 
application  filed  jointly  by  the  said  Carlisle  K.  Roos  and 
one  Murrell,  0.  Allison  ('IT*.  Vol.  Ill,  p.  f>90).  This 
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patent  application  likewise  was  assigned  to  the  United 
States  Gypsum  Company.  Pursuant  to  the  requirements 
of  the  Patent  Office,  Carlisle  K.  Roos  and  Murrell  G. 
Allison  tiled  their  joint  preliminary  statement  On  May 
(i,  1925  (Tr.  Vol.  Ill,  p.  707).  In  view  of  the  fact  that 
the  dates  alleged  in  the  preliminary  statement  of  Roos 
and  Allison  for  conception  of  their  joint  invention  were 
subsequent  to  the  filing  dates  of  both  Bayer's  and  Rice's 
patent  applications,  judgment  on  the  record  was  entered 
against  the  joint  application  of  Roos  and  Allison  (Tr. 
Vol.  Ill,  p.  708).  Thence  on  the  contest  in  the  Patent 

i 

Office  reverted  to  a  hotly  contested  three-party  interfer¬ 
ence  proceeding  between  Roos,  Bayer,  and  Rice,  i 

Each  party  took  voluminous  testimony  and  presented 
his  case  fullv  bv  briefs  and  arguments  before  the i  Patent 
Office  Tribunals.  The  Examiner  of  Interferences  on 
May  28,  1927,  awarded  priority  of  invention  to  Carlisle 
K.  Roos  (Tr.  Vol.  Ill,  pp.  709-14).  He  found  as  a  fact 
that  Roos  conceived  the  invention  and  disclosed  it  to 
others  at  least  as  early  as  June  30,  1922,  and  that  he 
reduced  it  to  practice  on  August  23,  1922.  Further,  the 
Examiner  held  that  Roos  had  not  forfeited  his  right  to  a 
patent  because  of  an  alleged  concealment. 

Thereafter  Bayer  and  Rice  separately  appealed  to  the 
Board  of  Appeals  where  again  briefs  were  tiled  by  all  of 
the  parties  and  full  arguments  were  presented;  This 
Tribunal  on  July  2,  1928,  in  a  unanimous  opinion,  af¬ 
firmed  the  holding  of  the  Examiner  of  Interferences  in 
awarding  priority  of  invention  to  Roos  (Tr.  Vol.  Ill,  pp. 
715-18).  The  Board  held  that  Roos  was  entitled  to  a 
conception  of  the  invention  on  June  30,  1922,  tjhat  he 
established  a  reduction  to  practice  of  the  invention  on 
August  23  and  24,  1922,  and  that  Roos’  activities  between 
ihe  time  of  his  reduction  to  practice  and  the  filing  of 
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his  patent  application  on  August  20,  1924,  negatived  any 
conclusion  that  lie  abandoned  the  invention  or  that  his 
reductions  to  practice  were  abandoned  experiments. 

Under  the  circumstances  related  above,  appellant  John 
A.  Rice  and  The  Bubblestone  Company  thereupon  tiled 
a  bill  of  equity  in  the  Supreme  Court  of  the  District  of 
Columbia,  and  Erik  Christian  Bayer  did  likewise.  These 
actions  were  consolidated  for  trial  before  the  Court  be¬ 
low  and  are  consolidated  here  on  appeal  before  this 
Honorable  Court.  A  lengthv  trial  was  held  before  Judge 
Letts,  and  all  the  issues  presented  before  the  Patent 
Office  Tribunals  wore  tried  dr  hovo.  All  of  the  evidence 
adduced  in  the  Patent  Office  proceedings  on  behalf  of 
each  party  was  admitted  by  the  Trial  Court,  such  testi¬ 
mony  and  exhibits  having  the  same  force  and  effect  as 
if  originally  taken  and  produced  in  the  suit — all  as  pro¬ 
vided  bv  Section  4915  Revised  Statutes. 

In  addition  to  all  of  the  Patent  Office  proofs  being 
before  the  Trial  Court,  many  witnesses  testified  riro 
mrcy  some  of  their  testimony,  including  that  of  the  ap¬ 
pellee  Roos,  being  directed  to  factual  matters  and  some 
being  directed  to  expert  matters  in  the  field  of  technology 

that  embraces  the  invention  here  in  issue.  A  verv  careful 

* 

analysis  of  the  additional  testimony  presented  before  the 
Trial  Court  definitely  establishes  that  it  was,  at  best, 
merely  cumulative  of  that  which  had  already  been  pre¬ 
sented  before  and  passed  upon  by  the  Patent  Office  Tri¬ 
bunals.  We  will  discuss  hereinafter  more  fullv  the 
character  of  the  additional  evidence  adduced  before  the 
Trial  Court. 


After  full  argument  and  the  filing  of  voluminous  briefs 
on  behalf  of  Bayer,  Rice,  and  Roos,  the  Court  below  took 
the  case  under  advisement  and  on  March  (j,  1933,  entered 
a  final  decree  in  each  action  adjudging  Roos  to  be  the 
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original,  first,  and  sole  inventor  of  the  invention  defined 

bv  the  issue  count.  The  Court  further  decreed  that  the 
* 

Commissioner  of  Patents  he  authorized  to  issue  letters 
patent  of  the  United  States  upon  the  invention  in  con- 
troversv  to  Roos. 

mr 

We  will  describe  here  the  invention  defined  bv  the 

* 

issue  count  and  review  the  evidence  adduced  on  behalf 
of  Roos,  which  induced  the  Patent  Office  Tribunals  and 
the  Trial  Court  to  find  in  his  favor,  as  well  as:  the  evi- 

I 

dence  submitted  on  behalf  of  Rice  and  Baver.  The  addi- 
tional  evidence  presented  before  the  Trial  Court  in  the 
de  uoro  proceedings  will  be  analyzed  briefly  to  demon¬ 
strate  that  it  was  merelv  of  a  cumulative  character  and 
not  such  evidence  that  in  character  and  amount  carries 
the  thorough  conviction  that  the  decisions  of  the  Patent 
Office  Tribunals  were  incorrect  and  reversible.  Also,  we 
will  discuss  the  concurrent  findings  of  the  Patent  Office 
Tribunals  and  the  Court  below  in  favor  of  Roos  which, 
we  submit,  are  correct  and  should  be  affirmed  by  this 
Honorable  Court. 

Since  Rice's  brief  contains  many  statements  npt  based 
upon  the  record  here,  and  because  his  counsel  I  accuses 
Roos  and  his  assignee,  the  United  States  Gypsum  Com¬ 
pany,  of  fraud  and  of  practicing  a  policy  of  concealment 
and  suppression  with  respect  to  Roos’  invention,  as  well 
as  of  engaging  in  unscrupulous  practice  in  the  conduct 
of  the  proceedings  before  the  Patent  Office,  we  will  de¬ 
vote  the  latter  portion  of  our  argument  to  answering  the 

i 

unwarranted  and  baseless  charges  made  bv  Rice*s  coun- 
sel.  | 

Preliminarily,  it  is  singular  that  appellant  Rice  in  his 
opening  briefs  does  not  argue  that  lie  was  the  first  to 
conceive  the  invention  in  issue  and  to  reduce  it  to  prac¬ 
tice'.  He  advances  no  reasons  whv  lie  should  be  awarded 
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t lie  patent  except  on  the  fantastic  ground  that  neither 
Roos  nor  Baver  is  entitled  to  an  award.  There  is  noth- 
ing  in  the  record  here  to  show  that  Rice  is  entitled  to 
any  date  for  the  invention  prior  to  October  21,  1922, 
when  he  purchased  the  Literary  Digest  magazine  of  that 
date  (Rice  Exhibit  1),  the  reading  of  an  article  in  which 
induced  him  to  conceive  of  the  invention  here  in  issue 
(Tr.  Yol.  IT,  p.  127). 

Rice's  whole  case  here,  as  against  Roos,  appears  to  be 
predicated  on  the  argument  (1),  that  Roos,  although  the 
first  to  conceive  and  reduce  to  practice,  is  estopped  from 
receiving  a  patent  because  he  did  not  immediately  file  his 
patent  application  in  the  Patent  Office,  or  (2)  that  Roos 
did  not  actually  reduce  his  invention  to  practice  on  Au¬ 
gust  22  and  24,  1922,  as  all  the  Patent  Office  Tribunals 
and  the  Trial  Uourt  have  held. 

As  to  Bayer,  appellant  Rice  argues  that  Bayer  is  not 
entitled  to  a  patent  because  (1)  he  did  not  comply  with 
the  statutes  when  he  filed  his  United  States  patent  ap¬ 
plication,  and  (2)  his  patent  application  as  filed  is  not  a 
sufficient  disclosure  of  the  invention  in  issue  upon  which 
to  base  a  patent.  Thus,  Rice  proposes  that  since  neither 
Roos  nor  Bayer  can  lawfully  be  awarded  the  patent,  he 
should  receive  the  grant  although  he  was  neither  the  first 
to  conceive  the  invention  in  issue  nor  the  first  to  reduce 


it  to  practice. 

Rice,  as  we  have  stated  above,  is  twice  removed  from 
being  awarded  the  patent:  He  must  dispose  of  Roos  and 
he  must  dispose  of  Bayer,  both  having  preceded  Rice 
in  the  field.  There  is  no  evidence  available  to  Rice  upon 
which  to  base  an  award  of  priority  to  him  unless  Roos  is 
held  to  have  abandoned  the  invention  after  he  reduced  it 
to  practice  and  Bayer  is  held  not  to  have  a  sufficient  dis¬ 
closure  of  the  invention  in  his  Danish  and  corresponding 
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United  States  patent  applications.  Certainly,  the  record 
is  clear  that  Rice  was  not  the  first  inventor  of  the 
process.  Xo  valid  patent  could  issue  to  him  for  this 
reason  alone  (Alexander  Milburn  Co.  v.  Davis-Bonmon- 
I'ille  Co.,  270  U.  S.  390). 

If  Roos  should  be  found  by  this  Court  to  be  estopped 
from  being  awarded  a  United  States  patent  because  of 
such  remissness  on  his  part  as  Rice  alleges  in  his  brief 
but  which,  we  submit,  is  not  founded  on  fact  or  on  the 
evidence  here,  then  the  invention  in  issue  would  be  dedi¬ 
cated  to  the  public  and  not  as  a  legacy  from  Roos  to  Rice. 


The  Process  Defined  by  the  Issue  Count. 

The  invention  here  in  controversv  is  concerned  with 
a  new  process  of  making  cellular  cement.  The  purpose 
of  the  invention  is  to  provide  a  method  for  manufactur¬ 
ing  a  lightweight  building  material  that  may  be  made  of 
gypsum,  plaster  of  Paris,  Portland  cement,  or  any  other 

suitable  cementitious  material.  At  the  outset  we  desire 

| 

to  emphasize  that  the  invention  is  not  directed  to  a  cement 
product  or  a  gypsum  product,  or  any  other  fabricated 
article.  It  is  concerned  solely  with  the  process  of  manu¬ 
facturing  cellular  cement.  The  record  here  is  replete 
with  the  incontrovertible  fact  that  cellular  cement  as  a 
product — a  building  material — was  old  in  the  art  at  the 
time  that  Roos  and  Rice  and  Bayer  separately  made  their 
inventions. 

The  process  defined  in  the  issue  count  comprises  two 
steps:  first,  that  of  forming  a  tenacious  foam  and;  second, 
that  of  mixing  this  foam  with  a  cement.  The  ensuing 
product  after  it  sets  and  the  excess  moisture  has  been 
extracted  therefrom  is  cellular  cement — it  may  be  shaped 
into  the  form  of  such  old  building  materials  as  a  tile  or 
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a  wallboard  or  a  plasterboard  or  any  other  article  used 
in  the  building  art.  These  articles  fabricated  in  accord¬ 
ance  with  the  process  defined  in  the  issue  count  are  light 
in  weight.  For  a  clear  understanding  of  the  general 
and  unlimited  character  of  the  old  material  which  may 
be  produced  as  a  result  of  the  practice  of  the  process 
defined  in  the  interference  count,  we  quote  from  Rice's 
application  as  follows  (Tr.  Yol.  Ill,  p.  697): 

.  .  a  cellular  composition  adapted  to  be  used 

for  walls,; constructional  purposes,  fireproofing  of  the 
frame  work  of  steel  buildings  and  practically  all  pur¬ 
poses  that  concrete  can  be  used  for  and  that  is  not 
onlv  considerably  lighter  in  weight  than  the  con- 
crete  mixtures  now  commonly  used  but  contains  a 
large  number  of  cellular  yoids  adapted  to  improve 
the  heat  insulating  qualities  of  the  material.” 

The  word  “tenacious’'  as  employed  in  the  issue  count 
means,  of  course,  a  foam  that  is  sufficiently  lasting  or 
permanent  to  insure  that  the  finally  set  product  after 
drying  will  be  cellular  in  structure. 

Inasmuch  as  the  interference  count  originated  as  claim 
8  in  the  patent  application  of  appellant  Rice  (Tr.  Yol. 
Ill,  ]>.  701),  we  may  look  to  his  patent  application  and 
its  file-wrapper  contents  for  an  interpretation  of  the  in¬ 
vention  therein  defined.  At  the  time  Rice  submitted  his 
claim  S  to  the  Patent  Office,  Rice  advanced  the  follow¬ 
ing  comments  (Tr.  Yol.  Ill,  p.  702): 

“The  present  case  is  not  concerned  in  the  method 
or  manner  of  producing  the  foam  but  rather  in  the 
process  of  forming  a  cellular  cement  by  mixing  a 
tenacious  foam  with  a  cement  and  furthermore  the 
invention  is  independent  of  the  materials  forming 
the  foam.”* 


Rice  described  his  invention  in  his  patent  application 
as  follows  (Tr.  Yol.  Ill,  p.  698): 


*  Emphasis  ours  throughout  except  where  otherwise  noted. 
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.  .  The  bubbles  thus  formed  mix  readily  with 

the  cement  and  occupy  space  within  the  same  and  in 

this  respect  may  be  described  as  taking  the  place  of 

gravel  or  rock  now  commonly  used  in  the  mixing 

of  concrete  in  addition  to  sand.  Mv  mixture  would 

•> 

preferably  comprise  suitable  proportions  of  Port¬ 
land  cement,  sand  and  foam  although  of  course 
gravel  may  be  added  if  desired.  In  referring  to 
cement  or  Portland  cement  1  wish  to  state  that  this 
expression  is  intended  to  include  clay,  magnesite, 
plaster  of  Paris,  keiselguhr  and  similar  materials.’ ’ 

The  only  instruction  given  by  Rice  in  his  patent  ap¬ 
plication  for  practicing  the  process  defined  in  the  issue 
count  is  contained  in  the  following  excerpt  (Tr.  Vol. 
Ill,  p.698):  | 


i  » 


.  .  This  foam  is  mixed  in  suitable  propor¬ 

tions  with  the  cement  mixture  or  with  powdered 
cement  material  which  process  results  in  the  gas 
bubbles  of  the  foam  being  thoroughly  and  more  or 
less  homogeneously  incorporated  in  the  cement  mix¬ 
ture.  The  bubbles  remain  until  the  cement  is  set  and 


produce  thereby  a  stable  body  with  a  large 
of  cellular  voids  therein.” 


number 


Therefore,  the  count  in  issue  is  not  intended  to  define 
any  particular  type  of  cellular  cement  product.  The 
general  composition  of  material  to  which  the  invention 
relates  was  well  known  in  the  building  art  before  any  of 
the  contestants  here  made  their  invention.  Nor  is  it 
intended  to  define  a  process  for  producing  a  tenacious 
foam.  Nor  is  it  concerned  with  the  materials  employed 
in  making  a  tenacious  foam.  Moreover,  the  invention  is 
not  concerned  with  the  proportioning  of  the  foam  to  the 
cement  so  long  as  the  proportions  are  suitable  to  produce 
a  product  having  a  cellular  structure. 

At  the  trial  in  the  Court  below,  Rice,  in  his  attacks 
upon  Roos  and  Bayer,  endeavored  to  have  it  appear  that 
the  invention  here  in  issue  was  a  complicated,  intricate. 
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and  delicate  process  of  which  he,  Rice,  was  the  only  party 
who  possessed  the  necessary  information  to  practice  it. 
But  Rice,  before  the  Patent  Office,  as  revealed  by  the 
quotations  above  from  Rice’s  patent  application  file, 
represented  the  invention  as  being  a  very  simple  process 
and  the  proofs  established  that  it  is. 

The  invention  here  in  issue,  according  to  appellant 
Rice  in  whose  application  the  count  originated,  thus 
covers  merely  a  new  process  for  making  a  cellular  cement 
— an  old  product — wherein  a  previously  made  tenacious 
foam,  regardless  of  how  formed  or  of  the  ingredients 
employed,  is  mixed  with  a  cement. 

With  respect  to  appellee  Bayer,  Rice  here  attacks  the 
sufficiency  of  the  disclosure  in  Bayer’s  patent  application 
on  the  ground  that  it  does  not  describe  adequately  how 
the  tenacious  foam  can  be  made.  Much  of  Rice’s  test i- 
monv  before  the  Patent  Office  was  confined  to  this  at- 
tack  on  Bayer,  and  at  the  trial  before  the  Court  below 
Rice  renewed  this  attack  on  Baver.  If  the  making  of 
the  tenacious  foam  is  such  a  simple  matter,  as  Rice  repre¬ 
sented  to  the  Patent  Office  when  lie  was  seeking  allow¬ 
ance  of  his  claim  8,  whv  does  Rice  in  the  case  at  bar  at¬ 


tack  Bayer  on  the  ground  that  Bayer  in  his  patent  appli¬ 
cation  does  not  give  sufficient  directions  for  making  the 
tenacious  foam! 

Moreover,  Rice  attacks  appellee  Roos  on  the  ground 
that  Roos  concealed  and  suppressed  his  invention  and 
was  spurred  into  the  filing  of  his  patent  application  be¬ 
cause  of  the  publication  in  the  form  of  an  excerpt  of 
most  meagre  proportions  of  the  Bayer  British  patent 
that  appeared  in  the  magazine  “Chemical  Abstracts” 
(Rice  Ex.  F:  Tr.  Vol.  TIT,  p.  722).  This  excerpt  of  the 
Bayer  Britisli  patent  is  very  indefinite,  incomplete,  and 
vague.  But  Rice  contends  that  this  excerpt,  allegedly 
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disclosing  Bayer’s  invention,  which  Rice  urges  as'  against 

Bayer  is  incomplete  and  inoperative,  was  the  stimulus 

that  stirred  Roos  into  activity.  I 

*> 

So  we  have  Rice  in  the  case  at  bar  occupying  the  an- 

i 

omalous  position  of  contending,  as  against  Bayer,  that 
Bayer’s  disclosure  is  incomplete  and  gives  no  adequate 
information  as  to  how  the  process  can  be  practiced,  and 
then  contending,  as  against  Roos,  that  the  meagre  ex¬ 
cerpt  of  the  Bayer  disclosure  is  that  thing  which  allegedly 
spurred  Roos  into  activity  in  tiling  his  patent  applica¬ 
tion  in  the  Patent  Office.  ; 

Roos’  application  here  in  interference,  however,  as 
originally  filed  in  the  Patent  Office  (Tr.  Vol.  ITT,  pp. 
G82-86)  was  complete  in  all  those  particulars  and  details 
that  Rice  alleges  are  absent  in  Baver,  because  Roos  not 
only  specified  how  to  make  the  tenacious  foam  and  the 
ingredients  to  be  used  for  that  purpose,  but  also  gave 
definite  instructions  how  to  mix  the  tenacious  foam  with 

j 

the  cement,  as  well  as  the  proportions  of  the  foam  rela¬ 
tive  to  the  cement  to  produce  a  lightweight  cellular  ce¬ 
ment  building  product. 

Reasons  Why  the  Roos  and  Allison  Joint  Patent  Appli¬ 
cation  Was  Withdrawn  From  the  Interference  in  the 
Preliminary  Stages. 

As  stated  above,  at  one  time  the  joint  application  of 
Carlisle  K.  Roos  (appellee  here)  and  Murrell  G.  Allison 
was  also  involved  in  this  interference.  Roos  and  Allison 
filed  a  preliminary  statement  covering  their  joint  in¬ 
vention,  and  in  view  of  the  fact  that  the  dates  set  forth 
for  the  conception  of  their  joint  invention  were  subse¬ 
quent  to  the  filing  date  of  both  Bayer’s  and  Rice’s  pat¬ 
ent  applications,  judgment  on  the  record  was  entered 
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turning  with  the  interference  which  patent  application, 
whether  the  sole  Roos  application  or  the  joint  Roos  and 
Allison  application,  it  desired  to  prosecute  because  of 
Rule  94  of  the  Rules  of  Practice  in  the  United  States 
Patent  Office.  This  rule  requires  that  a  party  owning 
patent  applications  which  contain  conflicting  claims  will 
be  required  to  show  cause  why  these  claims  should  not 
bo  eliminated  from  all  but  one  of  the  patent  applications 
of  common  ownership. 

Rice's  counsel  shows  his  total  lack  of  familiarity  with 
the  record  before  this  Honorable  Court  when  he  argues 
in  his  brief  what  he  calls  a  “very  pertinent  question" 
(p.  128  rt  srq.).  lie  charges  the  United  States  Gypsum 
Company  with  fraud  and  the  attorney  who  supervised 
the  tiling  of  the  Roos  application  and  the  Roos  and  Alli¬ 
son  joint  application  with  unscrupulous  practice.  This 
alleged  fraud  and  unscrupulous  practice  is  based  on  the 
argument  that  (quoting  from  Rice's  brief,  pp.  ! 29-30)  : 

“.  .  .  When  an  unscrupulous  Patent  Attorney 

fears  an  Interference  Proceeding,  he  files  two  appli¬ 
cations  on  his  client's  invention,  and  in  his  Prelim¬ 
inary  Statement  tiled  in  connection  with  one  of  them, 
he  alleges  the  true  dates  of  conception  and  reduction 
to  practice,  but  in  the  Preliminary  Statement  filed  in 
connection  with  the  other  application,  he  alleges 
fraudulent  and  earlier  conception  and  reduction  to 
practice  dates  in  order  to  gain  priority  over  some 
other  inventor  who  might  be  working  in  the  field  of 
the  same  invention,  if  another  inventor  shows  up  by 
notice  of  an  interference  declared  bv  the  United 
States  Patent  Office.  After  the  Interference  has  been 
declared  and  after  the  unscrupulous  Patent  Prac¬ 
titioner  has  gained  access  to  the  file  of  his  opponent, 
la*  then  uses  his  fraudulent  dates  of  conception  and 
reduction  to  practice  only  if  forced  to  do  so  by  the 
dates  alleged  by  his  opponent. 

“Such  a  practice  was  followed  by  the  United 
States  Gypsum  Uompany  when  they  filed  both  the 
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Roos  Application  and  the  Roos  and  Allison  Joint 
Application  on  the  process  in  issue  on  August  20, 


It  is  thus  argued  that  the  United  States  Gypsum  Com¬ 
pany  intended  to  use  the  Roos  and  Allison  joint  appli¬ 
cation  if  they  did  not  need  a  priority  date  earlier  than 
the  year  1924,  and  they  intended  to  use  the  Roos  appli¬ 
cation  if  it  was  necessary  to  revert  to  Roos’  earlier  and 
allegedly  abandoned  experiments.  The  absurdity  of  this 
argument  advanced  by  Rice’s  counsel  becomes;  imme¬ 
diately  apparent  when  the  record  before  the  Patent  Office 
is  examined.  The  Roos  preliminary  statement  setting  up 


the  earlier  dates  was 


filed  in  the  Patent  Office;  before 


March  16,  1925  (Tr.  Yol.  Ill,  pp.  688-89).  The  joint 
application  of  Roos  and  Allison  was  not  added  to  the 
interference  until  April  9,  1925  (Tr.  Vol.  Ill,  pp.  690, 
706a),  and  the  joint  preliminary  statement  of  Roos  and 
Allison  was  not  filed  in  the  Patent  Office  until  May  6, 
1925  (Tr.  Yol.  Ill,  p.  709).  In  this  joint  preliminary 
statement  the  dates  there  set  forth  are  subsequent  to  the 
dates  set  forth  in  Roos’  earlier  filed  preliminary  state¬ 
ment.  Obviously,  it  was  subsequent  to  May  6,  1925,  that 
any  of  the  parties  to  this  interference  had  access  to  their 
opponents’  application  files  and  preliminary  statements. 
The  attorney  for  the  United  States  Gypsum  Company, 
therefore,  did  not  know  what  dates  Bayer  or  Rice  were 
going  to  rely  upon  until  both  the  Roos  preliminary  state¬ 
ment  and  the  joint  preliminary  statement  of  Roos  and 
Allison  were  filed  in  the  Patent  Office.  In  view  of  this 


record,  Rice’s  counsel  shows  how  far  afield  from  the 
record  he  is  required  to  go  to  support  his  baseless  charge 
that  the  United  States  Gypsum  Company  committed 
fraud  upon  the  Patent  Office  and  that  the  attorney  for 
the  Company  was  guilty  of  unscrupulous  practice! 
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Furthermore,  the  record  shows  that  the  claim  in  issue 
was  suggested  by  the  Patent  Office  for  incorporation  in 
the  Poos  application  on  November  26,  1924  (Tr.  Yol. 
Ill,  p.  687),  and  was  not  suggested  for  the  same  pur¬ 
pose  to  the  Roos  and  Allison  application  until  Febru¬ 
ary  16,  1925  (Tr.  Yol.  Ill,  p.  780).  The  claim  was  copied 
into  the  Roos  application  on  December  1,  1924  (Tr.  Yol. 
Ill,  p.  687);  it  was  copied  into  the  Roos  and  Allison  ap¬ 
plication  on  March  9,  1925  (Tr.  Yol.  III.  p.  780).  Roos' 
preliminary  statement  setting  up  his  true  early  dates 
was  executed  by  him  on  March  7,  1925, — before  the  Roos 
and  Allison  application  was  added  to  the  interference  or 
even  expected  to  be  added. 

The  United  States  Gypsum  Company  through  its  at- 
tornev  had  knowledge  of  the  issue  count  and  of  an  im- 
pending  interference  as  early  as  November  26,  1924  (Tr. 
Yol.  Ill,  p.  687).  If,  as  Rice’s  counsel  suggests,  the 
two  applications  had  been  filed  in  bad  faith,  if  the  United 
States  Gypsum  Company  was  seeking  an  undue  advan¬ 
tage,  and  if  its  attorney  was  unscrupulous,  then  it  would 
have  been  a  very  simple  matter  for  the  attorney,  in 
pursuance  of  the  fantastic  conspiracy  charged  by  Rice, 
to  have  added  the  issue  count  to  the  Roos  and  Allison 
application  at  the  same  time  that  it  was  added  to  the 
Roos  application.  In  this  fashion  lie  would  have  been 
assured  of  getting  both  applications  into  the  interfer¬ 
ence  at  the  same  time.  But  the  record  facts  establish 
that  it  was  not.  Just  how  this,  even  if  it  were  done,  would 
have  enabled  the  attorney  to  “perpetrate  his  fraud” 
upon  the  Patent  Office,  as  Rice’s  counsel  contends,  we 
do  not  see. 

The  decisive  answer  to  the  baseless  charges  of  Rice's 
counsel  is  that  it  was  the  Patent  Office — not  an  unscru¬ 
pulous  attorney — which  injected  the  Roos  and  Allison 
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application  into  the  interferences ;  and  in  the  face  of  these 
record  truths  the  charge  of  fraud  is  rendered  untenable 
and  fantastic,  and  at  the  same  time  the  sincerity  of  Roos 
and  the  good  faith  of  the  United  States  Gypsum  Com¬ 
pany  in  filing  the  Roos  application  are  easily  established. 


The  Evidence  Establishes  That  the  Award  of  Priority  to 
Roos  by  the  Lower  Tribunals  Should  Be  Affirmed  by 
This  Court. 

As  related  above,  Bayer  is  confined  by  statutory  pro¬ 
visions  to  a  date  of  September  11,  1922,  when  he  filed  a 
patent  application  in  Denmark  corresponding  to  his 
patent  application  involved  in  this  proceeding. 

Rice  in  his  preliminary  statement  (Tr.  Vol. ;  III,  p. 
705)  alleges  that  he  conceived  the  invention  in  the  latter 
part  of  October,  1922;  that  he  made  the  first  written 
description  of  his  invention  on  November  12,  1922;  that 

j 

on  that  date  he  explained  it  to  others;  and  that  he  re¬ 
duced  the  invention  to  practice  on  or  about  November 
15,  1922.  The  proofs  adduced  on  behalf  of  Rice  do  not 

j 

carry  any  of  his  dates  back  of  the  dates  set  forth  in  his 
preliminary  statement. 

However,  the  evidence  here  presented  on  behalf  of 

Roos  in  the  form  of  proven  documents,  physical  exhibits, 

and  corroborative  testimonv  of  manv  witnesses  estab- 

»  • 

lishes  that  Roos  completed  his  invention  prior  to  any 
dates  that  either  Bayer  or  Rice  can  rely  upon.  AVe  will 
now  refer  to  the  decision  of  the  Examiner  of  Interfer¬ 
ences  (Tr.  Vol.  Ill,  pp.  709-14)  for  an  outline  of  Roos’ 

activities  since  tliev  are  there  succinctly  stated.  The 

*  « 

evidence  in  support  of  these  findings  was  agaiii  fully 
considered  by  the  Board  of  Appeals  when  the  Examiner 
was  affirmed  (Tr.  Vol.  TIT,  pp.  715-18).  It  was  again 
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considered  dt  novo  bv  the  Trial  Court  when  the  addi- 
tional  evidence  there  adduced  was  also  weighed,  where¬ 
upon  the  trial  Court  in  its  findings  of  fact  again  found 
in  favor  of  Roos  in  all  respects  (Tr.  Vol.  I,  pp.  28-30, 
74-76). 


Roos  Conceived  the  Invention  At  Least  As  Early  As 

June  30,  1922. 

The  record  shows  that  in  1922  Roos  was  chief  tester 
and  research  worker  in  charge  of  research  at  the  Fort 
Dodge  plant  of  the  United  States  Gypsum  Company; 
that  on  June  1,  1922,  he  was  working  on  methods  for 
producing  lightweight  gypsum  products,  and  especially 
lightweight  gypsum  tile;  and  that  about  that  time  lie 
saw  in  a  publication  entitled  “The  Journal  of  Engineer¬ 
ing  and  Industrial  Chemist rv’’  an  advertisement  of 
Firefoam  (Tr.  Vol.  Ill,  p.  937)  which  suggested  to  him 
the  use  of  a  tenacious  foam  in  the  manufacture  of  light- 
weight  gypsum  products.  During  the  months  of  June, 
July  and  August,  1922,  Roos  prepared  mixtures  of 
tenacious  foam  which  were  mixed  with  plastic  gypsum 
from  which  mixtures  samples  of  cellular  gypsum  were 
made.  On  June  30,  1922,  he  had  the  plant  stenographer 
typewrite  Exhibit  2  (Tr.  Vol.  Ill,  p.  938),  which  is  a 
letter  to  one  Brookby,  his  superior  and  a  witness  pro¬ 
duced  before  the  Patent  Office  on  behalf  of  Roos,  wherein 
Roos  disclosed  the  process  of  making  a  cellular  cement 
in  accordance  with  the  issue  count,  which  letter,  as  was 
the  custom,  \yas  signed  by  the  Works  Manager,  Theo¬ 
bald.  The  plant  stenographer,  Mrs.  Walter  Menke,  cor¬ 
roborated  Rons,  Theobald  and  Brookby  in  identifying 
this  letter  (Tr.  Vol.  II,  pp.  237-38). 

In  view  of  this  letter  the  trial  Court  expressly  found 
that  (Tr.  Vol.  I,  p.  74): 
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“12)  Defendant,  Roos,  conceived  the  invention 

set  forth  in  Finding  Xo.  S,  supra,  at  least  as: early  as 
June  30,  1922,  and  at  that  time  disclosed  the  inven¬ 
tion  to  others;”  j 

According  to  his  “Errors  Relied  Upon”  Rice  does  not 
question  this  finding  of  fact  and  consequently  upon  this 
appeal  it  must  be  conclusively  accepted  that  Roos  was 
the  first  to  conceive  of  the  invention  in  controversy  and 
the  first  to  disclose  it  to  others. 


Rocs  Reduced  the  Invention  to  Practice  on  August  23 
and  24,  1922,  and  Again  on  October  6,  1922. 

Some  time  soon  after  July  10,  1922,  Roos  prepared 
the  gypsum  patty  known  as  Roos  Exhibit  4,  by  practic¬ 
ing  1  lie  process  defined  in  the  issue  count  (Tr.  jVol.  IT, 
pp.  185-80).  and  on  August  23  and  24,  1922,  he,  with  the 
assistance  of  one  Leimer,  a  witness  for  Roos,  prepared 
several  standard  four-inch  partition  tile  made  in  accord¬ 
ance  with  t he  process  defined  in  the  issue  count.  This 
date  is  fixed  by  Roos  Exhibit  5  (Tr.  Vol.  ITT,  pp.  961-62), 
the  data  sheet  taken  from  Ihe  records  of  the  United 
States  Gypsum  Company  showing  that  these  tile  were 
manufactured  in  accordance  with  the  process  defined  in 
the  interference  count.  One  of  these  partition  tile  was 

sent  to  said  Brookbv. 

* 

At  that  time  tests  were  made  on  samples  of  the  mix, 
in  the  form  of  test  cylinders,  that  went  into  these  tile, 
the  data  so  obtained  being  recorded  by  Leimer  upon  Ex¬ 
hibit  5,  supra.  Such  tests  were  the  usual  factory  tests 
that  were  then  employed  by  the  United  States  Grypsum 
Company  at  the  Fort  Dodge  plant  upon  all  of  its  building 
tile.  The  tests  upon  these  test  cylinders  demonstrated 
that  they  withstood  a  compression  stress  of  over  360  lbs. 
to  the  square  inch,  the  standard  of  the  United  States 
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Gypsum  Company.  At  that  time — that  is,  on  August  23 
and  24,  1922 — Roos  sent  one  of  these  standard  size  par¬ 
tition  tile  to  Brookby  (Tr.  Vol.  II,  pp.  187-92).  This  is 
established  by  t lie  letter  of  Roos  Exhibit  6  having  a  date 
of  August  20,  1922  (Tr.  Vol.  ITT,  p.  963),  and  the  testi¬ 
mony  of  Brookbv  and  others  that  he  received  both  the 
•  * 

letter  and  the  tile.  This  letter  was  written  years  before 


the  interference  was  declared  and  several  months  before 


Rice  conceived  of  the  invention  and  before  Bayer  filed 
his  patent  application  in  Denmark. 

We  quote  here  from  this  letter  since  it  indisputably 
confirms  the  data  of  Roos  Exhibit  5  and  thoroughly  fixes 
the  date  of  Roos'  reduction  to  practice  as  being  prior  to 
August  26,  1922.  The  letter  moreover  contains  an  excel¬ 
lent  description  of  the  process  employed  by  Roos  in  mak¬ 
ing  the  tile  in  question,  confirms  the  testimony  of  all  of 
Roos’  witnesses  as  to  the  tests  which  were  then  made, 
and  sets  forth  the  conclusions  that  Roos  and  his  asso¬ 
ciates  then  reached  with  respect  to  the  satisfactoriness 
of  the  process  in  making  lightweight  partition  tile,  a 
standard  fabricated  building  article  made  for  many 
years  by  the  United  States  Gypsum  Company.  This 
letter  was  typed  for  Roos  by  the  plant  stenographer  and 
was  signed  by  Theobald,  the  Works  Manager,  in  accord¬ 
ance  with  the  procedure  followed  in  connection  with  the 
letter  of  Roos  Exhibit  2,  supra.  The  letter  reads  as  fol¬ 
lows  (Tr.  Vol.  TIT,  p.  963): 


“We  have  studied  the  application  of  the  foam 
principle,  as  suggested  in  your  letter  of  August  14th 
and  have  carried  it  through  a  semi- commercial  hand 
moulding  trial. 

“Using  saponin  as  the  foam  producer  with  gum 
arabic  as  the  colloidal  medium,  we  produced  a  tough 
fine  grained  foam  which  is  permanent  for  several 
hours.  The  foam  is  beaten  up  from  a  hot  4%  stock 
solution  containing  2 \  c  gum  and  'lc/(  saponin. 
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“  Sixteen  grams  of  gum  arabic  and  saponin  com¬ 
bined  produces  sufficient  foam  for  one  4"  hollow  tile, 
with  the  mixing  water  is  equivalent  of  a  1/10%  solu¬ 
tion. 


“The  foam  is  added  to  the  mixing  water  just 

prior  to  the  entrance  of  stucco.  Very  little  of  the 

foam  cells  are  lost  or  destroyed  when  mixed  with 

the  water.  Thorough  mixing  of  the  mass  produces 

verv  uniform  distribution  of  the  air  cells.  I 
* 

“Several  4"  tile  were  hand  poured  weighing  from 
29  to  32  pounds.  Lighter  mixes  than  this  are  prac¬ 
ticable.  ! 


“We  are  sending  by  express  for  your  inspection 
a  29  pound  cellular  block,  also  a  broken  section 
showing  the  excellent  distribution  of  the  minute  air 
cells.  The  compressional  value  of  this  tile  is  450 
pounds  per  square  inch. 

“Although  the  compressional  values  of  the  cellu¬ 
lar  tile  are  no  greater  than  the  casein  tile,  they  have 
thus  far  appeared  to  possess  greater  toughness. 
This  is  accounted  for  by  the  toughening  action  of 
the  gums,  and  for  the  reason  that  the  individual  cell 
wall  is  formed  of  stucco  of  greater  density. 

“Our  experiments  show  conclusively  that  the  prin¬ 
cipal  will  meet  commercial  application  and  supplant 
the  casein  process  if  need  be. 

“As  saponin  has  a  tendency  to  produce  a,  brown 
surface  tile,  we  are  contemplating  the  substitution 
of  soap  bark.”  I 


The  authenticity  of  this  letter  has  not  been  challenged 
bv  Rice,  and  its  reflexive  corroboration  cannot  be!  under- 
estimated  in  this  case. 

Thus  written  August  26,  1922, — before  Bayer’s  and 
Rice’s  earliest  dates,  before  anv  controversy  whatever 
had  arisen,  and  under  circumstances  and  at  a  time  when 
neither  Roos  nor  any  person  could  possibly  be  charged 
with  an  intent  to  distort  facts  or  to  misrepresent  and 
color  actualities, — this  immutable  record  shows: 

\ 

(1)  That  Roos  had  practiced  the  process  of  the  in¬ 
vention  on  a  semi- commercial  basis  prior  to  August 
26,  1922;  ! 
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(2)  That  a  foam  having  a  permanency  of  several 
hours  had  been  secured  and  used; 

(3)  That  actual  tile  had  been  produced  by  prac¬ 
ticing  the  invention; 

(4)  That  these  tile  were  actually  tested; 

(5)  That  these  tile  were  of  a  cellular  character, 
having  an  excellent  distribution  of  minute  air  cells 
and  were  of  light  weight; 

(G)  That  the  tile  possessed  great  toughness  and 
were  of  sufficient  compressional  strength;  and 

(7)  That  the  invention — the  process — conclu¬ 
sively  proved  to  be  commercial. 


'With  respect  to  the  tile  made  by  Roos  on  August  23, 
1922,  Leimer  testified  that  lie  assisted  in  making  these 
tile  and  kept  the  data  sheet  of  Roos  Exhibit  5.  Leimer 
said  that  the  tile  were  made  by  beating  to  a  permanent 
foam  a  solution  of  saponin  and  gum  and  then  adding  this 
tenacious  foam  to  a  mixture  of  gypsum  and  water,  the 
entire  mass  being  then  “cast  in  the  regular  way  to  make 
a  standard  tile/'  Leimer  also  corroborated  Roos  in  that 
two  test  cvlinders  were  made  of  the  mix  that  went  into 


each  of  the  standard  tile,  these  test  cylinders  showing  a 
compression  strength  above  350  lbs.  to  the  square  inch 
and  indicating,  to  quote  from  Leimer ’s  testimony,  “that 
the  tile  were  all  right  for  all  general  purposes  that  a 
partition  tile  , is  used  for  and  should  go  as  Xo.  1  tile. ' ' 
<Tr.  Yol.  II,  pp.  249-50.) 


The  evidence  further  shows  that 


Roos  reduced  the  in¬ 


vention  to  practice  again  on  August  24,  1922,  when  two 
more  standard  four-inch  tile  were  made  by  employing 
the  process  of  Roos '  invention  (Tr.  Yol.  II,  pp.  191-92). 

Roos  again  reduced  his  invention  to  practice  prior  to 
October  G,  1922,  when  he  and  one  Ruge  made  the  cellular 
gypsum  block,  known  as  Roos  Exhibit  Xo.  10,  in  accord- 


ance  with  the  process  defined  in  the  issue  count  (Tr.  Vol. 
IT,  pp.  199-200,  253) ;  and  again  on  October  6,  1922,  when 
two  specimens  of  wallboard  in  evidence  as  Roos  Exhibits 
11  and  14  were  made  by  practicing  the  process  defined 
in  the  issue  count  (Tr.  Vol.  II,  pp.  200-203;  206;  253-57). 
The  making  and  the  testing  of  these  wallboards  of  Roos 
Exhibits  11  and  14  are  proved  by  the  data  sheet  of  Roos 
Exhibit  15  (Tr.  Vol.  Ill,  pp.  970-71).  The  Board  of  Ap¬ 
peals  said  with  respect  to  Roos  Exhibits  10,  11,  14  and 
15  (Tr.  Vol.  Ill,  pp.  716-17): 

‘‘The  Roos  ‘Exhibit  15’  contains  data  respecting 
the  construction  of  the  wallboard.  Roos,  Basquin 
and  Ruge  testify  that  these  wallboards  were  satis¬ 
factory.  The  tests  do  not  seem  to  have  been  as  ex¬ 
tensive  as  in  the  tile  noted  above  and  to  have  con¬ 
sisted  in  weighing  and  inspecting  them  rather  than 
in  physical  tests  of  strength.  (Roos,  Q.  416.)  We 

think  the  testimonv  sufficient  to  also  establish  re- 

* 

duction  to  practice  of  the  process  of  the  issue  based 
on  ‘Exhibits  10,  11  and  14’  and  the  testimonv  con- 

7  i  v 

cerning  them.  However,  it  is  unnecessary  to  con¬ 
sider  these  latter  alleged  reductions  to  practice  in 
view  of  our  holding,  supra ,  that  Roos  had  already  re¬ 
duced  to  practice  when  he  made  his  tile  in  August, 
1922.”  i 

It  is  further  established  that  from  that  time  on  Roos 

i 

was  under  instructions  from  the  officials  of  the  United 
States  Gypsum  Company,  which  instructions  he  followed 
to  the  best  of  his  ability,  to  devote  himself  to  working- 
out.  of  equipment  in  the  form  of  the  continuous  foam 
producing  machinery  of  Roos  Exhibit  16  which  would 
allow  his  process  to  be  utilized  in  manufacturing  wall- 
board  in  connection  with  the  continuously  operating- 
straight-line  production  wallboard  manufacturing  ma¬ 
chine  (Tr.  Vol.  II,  pp.  419-20). 
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Roos’  Testimony  Before  the  Patent  Office  Established 
That  He  Was  Diligent  After  His  Reduction  to  Prac¬ 
tice  of  the  Invention  Until  He  Filed  His  Patent  Appli¬ 
cation. 

It  is  argued  by  Rice's  counsel  that  because  Roos  did 
not  file  his  patent  application  until  August  20,  1924, 
although  he  may  have  reduced  the  invention  to  practice 
on  August  23  and  24,  1922,  when  the  four-inch  partition 
tile  were  made  and  tested  and  again  on  October  6,  1922, 
when  the  wallboard  specimens  of  Roos  Exhibits  11  and 
14  were  made  and  tested,  he  is  estopped  under  the  author¬ 
ity  of  Mason  v.  Hepburn  from  now  contending  that  he 
was  the  first  inventor  within  the  meaning  of  the  law. 
We  will  here  brieflv  analvze  Roos’  activities  with  re- 
spect  to  the  invention  after  he  successfully  reduced  it  to 
practice  in  August  and  in  October,  1922. 

In  order  for  the  United  States  Gypsum  Company  to 
employ  commercially  the  invention,  it  was  necessary  to 
develop  machinery  for  manufacturing  a  suitable  foam  in 
sufficient  quantities  that  would  fit  into  the  large  scale 
production  machines  adapted  for  continuous  straight- 
line  operation,  such  machines  being  employed  for  the 
manufacture  of  light-weight  gypsum  wallboard  (Tr.  Vol. 
II,  pp.  206-12,!  215).  It  was  disclosed  at  the  trial  that 
the  manufacture  of  wallboard  by  the  process  of 
the  invention  was  desired,  rather  than  partition 
tile,  because  that  was  where  the  major  part  of  the 
business  of  the  Company  lay.  Lightness  in  weight  in 
wallboard  was  a  prime  requisite  and  quicker  commercial 
possibilities  were  realizable  there  because  sawdust,  there¬ 
tofore  used  and  which  had  been  bothering  the  Company 
for  a  long  time,  could  be  eliminated  (Tr.  Vol.  II,  p. 
622).  The  tenacious  foam  necessary  for  practicing  the 
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invention  could  not  be  made  by  hand  because  the  cost 
would  be  too  high.  Consequently,  the  foam  producing 
machinery  had  to  be  absolutely  continuous  in  all  respects 
(Tr.  Vol.  II,  p.  206).  It  had  to  handle  approximately 
85  to  90  gallons  of  foaming  solution  per  hour  (Tr.  Vol. 
II,  p.  208),  inasmuch  as  the  capacity  of  the  wallboard 
manufacturing  machine  was  250,000  square  feet  in  twenty- 
four  hours  (Tr.  Vol.  II,  p.  214). 

After  Brookbv  received  the  letter  of  Roos  Exhibit  2, 
he  conferred  with  Roos  on  July  4,  1922.  Brookbv  was 
well  informed  in  the  gypsum  art  and  he  reached  the  con¬ 


clusion  after  he  received  Roos’  letter  that  the  real  prob¬ 
lem  in  commercially  adapting  the  invention  was  the  pro¬ 
duction  of  foam  in  large  enough  quantities.  Brookbv 
thus  testifies  (Tr.  Vol.  IT,  pp.  290,  291) :  j 

“I  am  well  posted  in  the  gypsum  art.  This  art 
of  cellular  material  for  building  purposes  has  also 
been  given  considerable  study.  I  have  always  made 
it  a  practice  to  keep  posted  on  the  field  I  have  been 
engaged  in  and  as  this  field  has  been  building  ma¬ 
terial  since  1906  very  largely,  I  have  developed  my 
interest  in  it.  I  considered  that  I  was  well  posted  in 
the  art  at  the  time  of  mv  conference  of  Julv  4,  1922, 
with  Mr.  Roos.  It  was  at  this  conference  that  I 
appreciated  the  value  of  this  invention.  To  me  it 
was  entirely  practical  at  that  time. 


“My  opinion  of  Mr.  Roos’  invention  at  the  time 
of  the  conference  on  July  4,  1922,  was  that  the  struc¬ 
ture  obtained  spoke  for  itself  and  I  was  sufficiently 
familiar  with  the  gypsum  industry  and  other  plastic 
materials,  the  nature  of  their  setting  and  manipula¬ 
tion,  to  lead  me  very  decidedly  to  the  conclusion  that 
if  we  could  ever  produce  foam  in  big  enough!  quan¬ 
tities  the  situation  was  solved.  The  problem  Was  the 
operation  to  produce  that  material.” 

i 

i 

Roos’  testimony  establishes  that  Roos  first  tested  vari¬ 
ous  kinds  of  impellers  and  beaters  for  the  purpose  of 


28 


ascertaining  the  most  efficient  type  to  employ  for  making 
the  tenacious  foam.  He  then  studied  the  shape  of  the 
containers  to  determine  if  the  centrifugal  action  of  the 
solution  and  the  foam  as  produced  by  the  impeller  within 
t lie  container  had  any  effect  on  the  quality  of  the  foam. 
A  miniature  foam  machine  was  ultimately  designed.  He 
was  attacking  the  problem  with  a  view  of  having  the  foam 
generator  handle  about  100  gallons  of  foaming  solution 
per  hour.  The  miniature  foam  machine  handled  about 
two  quarts  of  foaming  solution  and  this  amount  of  solu¬ 
tion  produced  about  8  to  10  quarts  of  foam  by  volume 
(Tr.  Vol.  IT,  pp.  209-10). 

The  continuous  foam  production  machine  that  was 
event uallv  evolved  bv  Roos  and  those  collaborating  with 
him  is  shown  in  Roos  Exhibit  16  (Tr.  Vol.  Ill,  p.  973) 
which  is  a  blue-print  of  a  drawing  that  was  not  made 
until  after  the  machine  was  constructed  and  put  into 
commercial  use  (Tr.  Vol.  IT,  pp.  211-12).  This  draw¬ 
ing  shows  the  intricate  character  of  the  continuous  foam 


generator  machine.  This  machine  makes  the  soapbark 
solution,  delivers  it  continuously  in  regulatable  quanti¬ 
ties  to  the  foam  cell,  where  it  is  whipped  into  a  tenacious, 
fine  grained  dry  foam.  The  foam  cell  delivers  this  foam 
continuously  to  a  mixing  belt,  whereupon  dextrinized 
starch  is  automatically  dusted  upon  the  foam.  The  foam 
and  the  dextrinized  starch,  after  being  mixed  to  form  a 


homogeneous  foam-paste  mixture,  are  then  automatically 
delivered  to  the  mixing  belt  of  the  continuously  operat¬ 
ing  straight-line  production  wallboard  manufacturing 
machine  where  the  foam  is  incorporated  by  agitation  into 
the  plastic  calcined  gypsum  to  produce  a  uniform  struc¬ 
ture  (Tr.  Vol.  IT,  pp.  212-13).  Thus,  all  of  the  various 
parts  of  tlie  machine  of  Roos  Exhibit  16  are  interrelated 


continuous  flow  of  foam  of  the  exactly  proper  character, 
so  that  the  quality  of  the  resulting  cellular  core  wall- 
board  will  be  uniform  and  standard. 

The  machine  of  Roos  Exhibit  16  was  completed  in 
June,  1924  (Tr.  Yol.  II,  p.  210)  less  than  two  ye&rs  after 

i 

Roos’  reduction  to  practice  of  the  invention  which  was 
in  August,  1922.  This  machine  was  used  as  early  as 
June,  1924,  for  the  commercial  manufacture  of  wallboard 
(Tr.  Yol.  II,  p.  285).  The  wallboard  machine  employed 
in  connection  with  the  machine  of  Exhibit  16  produced 
about  250,000  square  feet  of  wallboard  in  24  hours.  In 
the  machine  of  Exhibit  16  the  tenacious  foam  was  com¬ 
pletely  made  before  it  was  admixed  with  the  gypsum 
slurry  (Tr.  Yol.  II,  p.  214). 

All  of  the  foregoing  testimony  with  respect  to  Roos’ 
development  work  in  adapting  the  invention  to  commer¬ 
cial  use  was  presented  before  the  Patent  Office  Tribunals. 
This  of  itself,  we  submit,  establishes  that  Roos  was  con¬ 
tinuously  diligent  in  adapting  his  invention  to  commer¬ 
cial  use  and  cannot  be  held  to  have  abandoned  his  in¬ 
vention  at  any  time.  The  Patent  Office  Tribunals  have 
so  held.  j 

i 

Roos'  Testimony  Before  the  Trial  Court  Established 
That  He  Was  Diligent  After  His  Reduction  to  Practice 
of  the  Invention  Until  He  Filed  His  Patent  Applica¬ 
tion. 

i 

Before  the  trial  Court  Roos’  testimony  constitutes  a 
detailed  description  of  this  research  problem  that  Roos 
solved  when  he  invented,  designed,  and  built  the  appa¬ 
ratus  of  Roos  Exhibit  16  for  making  continuously  a  suffi¬ 
cient  volume  of  the  proper  kind  of  fine  grained  foam. 
Such  a  foam,  of  course,  had  already  been  made  by  Roos 
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in  a  batch  process  when  he  made  his  partition  tile  on 
August  23  and  24,  1922,  and  the  cellular  core  wallboard 
specimens  of  Exhibits  11  and  14  on  October  G,  1922. 
Obviously,  the  batch  process  for  making  foam  was  not 
applicable  as  a  commercial  process  to  the  extensive  man¬ 
ufacturing  operations  of  the  United  States  Gypsum  Com¬ 
pany  (Tr.  Vol.  IT,  p.  371).  The  problem  which  pre¬ 
sented  itself  when  it  was  decided  in  October,  1922,  to 
adopt  the  Roos  process  for  the  commercial  manufacture 
of  wallboard  in  the  straight-line  production  machines  is 
best  stated*  bv  Roos’  testimonv  given  during  his  cross- 
examination  before  the  trial  Court. 

Inasmuch  as  vast  quantities  of  foam  of  the  proper 
character  had  to  be  produced  continuously  to  fit  in  and 
coordinate  with  the  straight-line  production  wallboard 
machines,  there  were  many  fundamentals  that  had  to  be 
solved  first.  It  was  primarily  a  research  problem  that 
Roos  attacked  (Tr.  Vol.  IT,  pp.  374,  37G,  383-384,  623), 
and  Roos’  efforts  in  solving  this  problem  culminated  in 
the  intricate  continuous  foam  producing  machine  of  Roos 
Exhibit  16. 

We  direct  the  Court’s  attention  to  Roos’  testimonv 
appearing  on  pages  411  to  417,  inclusive,  of  Volume  II 
of  the  Transcript  of  the  Record  for  a  statement  of  Roos’ 
activities  in  commercializing  the  invention.  After  the 
wallboard  samples  of  Exhibits  11  and  14  were  made  on 
October  6,  1922.  Roos  tested  out  various  kinds  of  me¬ 
chanical  agitators  which  lie  thought  might  be  suitable 
for  making  a  proper  quality  of  tenacious  foam.  He  tested 
these  agitators  with  a  small  fan  motor  and  the  operation 
of  the  various  forms  of  agitators  was  carefullv  observed. 
First,  he  tried  an  agitator  about  two  inches  in  diameter 
which  consisted  of  a  short  bar  with  a  quarter-twist  in 
it.  Agitators  made  from  a  wire  bent  in  the  form  of  a 


figure  eight  and  bent  in  the  form  of  a  eloverleaf  were 
tested.  Then  he  tested  disks  of  various  shapes,  some 
slit  and  some  flat  and  of  various  diameters.  Sometimes 
one  of  these  disks  was  used  and  other  times  two  were 
used  on  a  shaft  with  wires  forming  a  squirrel  cage  rotor. 

t 

Some  types  of  agitators  in  the  form  of  egg  beaters  and 
others  made  from  wires  wound  into  the  form  of  a  globe 
were  used.  Roos  knew  exactly  the  kind  of  foam  that  he 
was  trying  to  produce.  He  next  attacked  the  problem 
of  continuously  feeding  the  foaming  solution  to  the  foam 
generator  or  cell.  i 

The  problem  of  making  the  foam  in  a  continuous 
fashion  was  then  in  order,  because  the  foam  had  to  be 
fed  continuously  and  in  regulatable  quantities  to  the  wall- 
board  manufacturing  machine.  The  foam  had  to  be  de¬ 
livered  dry.  It  had  to  be  continuously  uniform  in  quality 
and  quantity.  He  found  that  by  allowing  the  solution 
to  run  into  the  top  of  the  foam  generator  the  foam  would 
be  wet  and  sloppy  and  unsuitable  for  use.  This  kind 
of  foam  would  not  stand  up  under  the  agitation!  that  it 
had  to  be  subjected  to  on  the  wallboard  machine  for  the 
purpose  of  mixing  it  with  the  gypsum  slurry.  He  finally 
evolved  a  foam  container  in  which  the  foam  solution 
was  delivered  at  the  bottom  and  below  the  lower  agitator. 
He  solved  this  problem  by  using  a  higher  speed  for  the 
agitator  and  a  low  head  or  small  amount  of  solution  in 
the  bottom  of  the  container.  The  foam  solution  was 
delivered  at  the  bottom  of  the  generator  and  continu¬ 
ously.  The  impellers  that  he  utilized  were  then  tried 
out  in  this  new  form  of  generator.  Disks  of  various 
types  were  used. 

By  just  whipping  the  top  of  the  foam  solution  with  the 
lower  disk,  the  foam  rose  in  the  generator  and  came  in 
contact  with  an  upper  disk  which  tended  to  dry  the  foam. 
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The  foam  generator  was  then  changed  from  a  circular 
cross-section  to  a  square  cross-section  and  this  resulted 
in  having  less  vortexing  within  the  container. 

The  foam  generator  at  this  time  was  about  5  to  6  inches 
square  and  14  to  1G  inches  high.  This  is  the  generator 
that  has  been  referred  to  in  the  testimony  as  the  “labora- 
torv  generator-’  which  Roos  was  called  upon  to  pro¬ 
duce  bv  Rice’s  attorney  during  the  taking  of  the  Patent 
Office  depositions.  This  machine  was  produced  for  in¬ 
spection  at  that  time  but  was  not  offered  in  evidence  by 
either  Roos’  counsel  or  Rice’s  counsel  (Tr.  Vol.  II,  p. 


414). 


Certain  difficulties  were  encountered  in  this  laboratory 


foam  generator  because  vortexing  had  not  vet  been  over- 
come.  But  using  this  as  a  model,  a  larger  unit  was  built. 
This  larger  unit  was  about  1G  inches  square  and  32  to 
34  inches  high.  A  belt  drive  was  then  utilized  for  rotat¬ 
ing  the  agitator.  Two  circular  disks  constituted  the  agi- 
tator  and  they  were  mounted  on  a  shaft  and  spaced  about 
8  to  10  inches  apart.  They  were  rotated  at  a  speed  of 
about  GOO  r.  p.  m.  A  tank  was  provided  to  feed  the  foam¬ 
ing  solution  into  the  generator  at  the  bottom.  The  foam 


was  developed  in  a  continuous  fashion  and  this  gener¬ 
ator  was  capable  of  producing  a  considerable  volume  of 
it.  Soapbark  was  used  as  the  foaming  agent.  This 
foam  generator  was  completely  built  and  tests  had  been 
run  on  it  prior  to  the  time  that  Mr.  Allison  came  with  the 
United  States  Gypsum  Company. 

This  foam  generator  was  then  moved  over  to  the  board 
plant  in  April  or  May,  1924.  Difficulties  were  still  ex¬ 
perienced  with  the  vortexing  of  the  foam  solution  in  the 
generator,  but  nevertheless  foam  was  collected  in  a  tub 


from  time  to  time  and  was  then  dumped  on  to  the  wall- 
board  manufacturing  machine  where  it  was  mixed  with 
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the  gypsum  slurry.  The  mixture  was  then  passed  through 
the  machine  and  wallboard  was  actually  made  from  this 
material.  It  was  a  regular  run  of  wallboard  and  the  foam 
was  utilized  on  the  full-size  wallboard  manufacturing 
machine.  This  was  in  April  or  May  of  1924  (Tr.  Vol. 
II,  p.  415). 

Baffles  were  then  supplied  to  the  foam  generator  and 
further  tests  were  run.  It  was  found  that  the!  baffles 

j 

minimized  the  vortexing  and  very  satisfactory  foam  as 
to  texture  and  dryness  was  now  procured.  The  liquid 
in  the  generator  was  still  kept  at  a  level  to  just  barely 
come  up  to  the  bottom  disk  on  the  agitator  shaft.  The 
lowermost  disk  cut  the  top  of  the  solution  and  beat  it 
into  a  foam.  The  foam  was  continuously  forced  upward, 
along  with  the  air  that  was  injected  through  an  air  line 
entering  into  the  bottom  of  the  generator.  There  was 
a  continuous  flow  of  foam  through  the  generator  and  the 
upper  disks  on  the  agitator  shaft  broke  up  the  bubbles 
of  the  foam  and  thus  made  a  very  satisfactory  fine 
grained  foam.  By  breaking  up  one  bubble  and  making 
two  or  half  a  dozen  small  bubbles  out  of  it,  a  stronger, 
liner,  and  more  tenacious  foam  was  made. 

This  foam  was  also  collected  in  tubs  and  delivered  to 
the  wallboard  manufacturing  machine  and  utilized  in 
regular  commercial  production  of  wallboard  (Tr.  Vol. 
II,  p.  416). 

Two  more  foam  cells  exactlv  alike  were  then  added  to 
this  first  foam  cell.  Before  the  baffles  were  put  into  the 
foam  generator,  Roos  evolved  the  idea  that  two  or  more 
cells  would  have  to  run  in  cascade  with  the  first  foam 
coll  in  order  to  secure  a  drier  foam.  The  three  foam 
cells  for  a  time  operated  in  cascade.  But  when  the  baffles 
in  the  foam  cells  were  supplied  they  were  instrumental 
in  improving  the  quality  of  the  foam  and  the  cascade 
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operation  was  discontinued.  During  the  time  that  the 
three  foam  cells  were  operating  in  cascade,  some  of  the 
foam  was  used  on  the  wallboard  machine  and  wallboard 
was  made.  This  was  very  good  wallboard. 

Then  two  of  the  foam  cells  were  put  on  the  second  floor 
of  the  board  plant  and  directly  over  the  wallboard  manu¬ 
facturing  machine.  This  was  in  the  end  of  Mav  or  first 
part  of  June,  1924.  Soon  thereafter  the  other  foam  cell 
was  placed  on  the  second  floor  and  alongside  the  other 
two.  When  the  three  foam  cells  were  placed  upstairs 
they  were  connected  in  parallel,  and  the  foam  gener¬ 
ated  was  delivered  through  a  delivery  trough  to  the  wall- 
board  manufacturing  machine  below  and  the  Company 
then  began  the  commercial  production  of  wallboard  em¬ 
ploying  the  invention.  This  was  toward  the  end  of  June, 
1924  (Tr.  Yol.  IT,  p.  417). 

Roos’  witness  Birdsey  testified  that  the  responsibilities 
of  adapting' the  Roos  process  for  the  commercial  opera¬ 
tions  of  the  Company  was  that  of  Brookby  who  was  head 
of  the  operating  department.  He  said  that  Roos  knew 
the  problem  much  better  than  any  one  else  and  it  was 
the  regular  procedure  to  have  Roos  commercialize  his  in¬ 
vention  if  possible  (Tr.  Yol.  IT,  p.  622). 

At  the  time  of  the  trial  below,  Mr.  Brookby  was  dead 
and  consequently  it  was  impossible  for  Roos  and  the 
United  States  Gypsum  Company  to  meet  in  every  variant 
the  attacks  which  are  now  being  made  bv  Rice's  counsel 
upon  Brookby’s  testimony.  Mr.  Brookby,  when  a  witness 
on  behalf  of  Roos  in  the  Patent  Office  proceedings,  was 
there  subject  to  cross-examination  on  any  question  pre¬ 
sented  in  the  interference.  It  was  known  then,  as  it  is 
now,  that  he  was  charged  with  the  responsibility  for  com¬ 
mercializing  Rons'  invention;  and  yet  at  that  time,  as 
the  Patent  Office  record  shows,  Rice’s  counsel  made  no 


attempt  to  elicit  this  so-called  valuable  information 

from  Mr.  Brookby.  To  heap  charges  and  accusations  of 

fraud  upon  him,  accuse  him  of  having  wilfully  concealed 

the  Boos  process,  and  to  conveniently  assert  that  he  is 

the  person  who  was  stimulated  into  activity  by  Rice  and 

Bayer  fail  in  moral  persuasion,  especially  since  we  have 

lost  all  opportunity  of  getting  full  explanations  from 

Mr.  Brookby  to  meet  this  insidious  attack  promulgated 

bv  Rice’s  counsel. 

% 


The  Roos  process  necessarily  could  not  be  utilized  in 

j 

the  commercial  manufacture  of  wallboard  right  after 
August,  1922,  because  there  was  no  equipment  designed 
for  it.  The  problem  involved  in  adapting  the  Roos  in¬ 
vention  to  the  commercial  operations  was  a  very  con¬ 


siderable  one  since  Roos  had  to  deal 


with  very  large 


straight-line  production  machines  and  the  quality  of  the 


wallboard  had  to  be  good  (Tr.  Vol.  II,  pp.  600-601,  623). 


It  was  Birdsev’s  recollection  that  the  first  commercial 

* 


wallboard  made  in  accordance  with  the  Roos  process  was 
manufactured  at  Fort  Dodge  early  in  1924  when  he  saw  it 
on  a  visit  to  that  plant  (Tr.  Vol.  II,  p.  623).  He  had  come 
to  Fort  Dodge  from  the  Southard  plant  and  saw  a  foam 
generator  set  up  in  a  corner  of  the  sheet  rock  plant. 
The  foam  generator  was  about  18  inches  in  diameter  and 
probably  32  inches  high.  A  very  dry  tenacious  foam  was 
coming  out  of  the  generator  and  he  took  particular  notice 
of  it  because  that  answered  a  question  that  had  been  in 
his  mind  respecting  soapsuds.  He  noted  that  the  foam 
was  not  of  the  structure  of  soapsuds  and  he  took  some 
of  the  foam  in  his  hands,  put  the  foam  on  his  chin  to 
make  a  little  goatee  of  it  and  walked  around  the  plant. 
Birdsev  witnessed  the  taking  of  the  foam  in  buckets  and 
tubs  and  delivering  it  to  the  wallboard  manufacturing 
machine.  This  was  in  the  early  part  of  1924  and  was 
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the  first  continuous  foam  cell  that  Birdsev  had  ever  seen. 

* 

This  single  foam  cell  was  then  discussed  and  he  ex¬ 
pressed  ideas  with  respect  to  utilizing  this  single  foam 
cell  in  conjunction  with  other  foam  cells — all  operating 
in  cascade.  He  suggested  that  the  foam  cells  be  directly 
connected  to  motors  and  that  the  speeds  for  operating 
the  impellers  in  the  foam  cells  be  synchronized  with  25 
cycle  electrical  current  because  the  Fort  Dodge  plant  was 
then  being  transformed  into  an  alternating  current,  25 
cycle,  plant  (Tr.  Vol.  IT,  pp.  623,  624). 

Birdsev  came  back  to  Fort  Dodge  about  three  months 

later  and  then  they  had  the  foam  generating  apparatus 

running  in  conjunction  with  the  wallboard  manufacturing 

machine.  There  were  now  three  foam  cells  and  thev 

• 

were  placed  over  the  top  of  the  wallboard  machine. 
These  foam  cells  had  been  equipped  with  solution  tanks, 
mixing  devices,  and  water  measuring  apparatus  and  had 
been  fitted  in  and  were  operating  with  the  wallboard 
manufacturing  machine.  It  was  all  automatic.  He  dis¬ 
cussed  the  machinery  and  at  that  time  stated  that  lie 
would  not  lie  surprised  if  some  day  they  would  not 
operate  with  a  single  foam  cell  (Tr.  Vol.  II,  p.  625). 
These  three  foam  cells  which  he  saw  on  his  second  visit 


were  delivering  a  fine  dry  tenacious  foam.  The  foam 
was  dumped  on  to  the  mixing  belt  of  the  machine  where 
it  was  mixed  with  the  gypsum  slurry.  The  foam  and 
the  slurry  after  being  mixed  were  then  passed  through 
the  rolls  of  the  wallboard  manufacturing  machine  where 
the  top  and  bottom  paper  cover  sheets  were  applied  (Tr. 
Vol.  II,  p.  626). 

After  the  Roos  machine  of  Exhibit  16  had  demon¬ 
strated  its  successful  operation,  the  Company  then  in¬ 
stalled  the  same  type  of  equipment  in  all  of  its  wallboard 
manufacturing  plants.  Ultimately  the  foam  generating 
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equipment  comprised  one  foam  cell  only  in  lieu  of  the 
three  that  were  first  used  (Tr.  Vol.  II, ~ p.  626).  The  Roos 
process  is  used  exclusively  by  the  United  States  Gypsum 
Company  in  the  manufacture  of  cellular  core  lightweight 
wallboard  (Tr.  Vol.  II,  pp.  603,  626). 

The  machine  that  Birdsey  saw  in  Fort  Dodge  in  1924 
comprising  three  foam  generators  was  far  from  a  simple 
device.  It  required  the  co-ordination  of  several  varia¬ 
bles.  These  had  to  fit  in  with  the  wallboard  manufactur¬ 
ing  machine.  The  quality  of  the  wallboard  had  to  be 
uniform  both  with  respect  to  its  weight  and  the  condition 
of  the  set.  Machines  of  the  character  of  Roos  Exhibit  16 
could  not  have  been  purchased  in  1922  (Tr.  Vol.  II,  p. 
626).  Birdsey  gave  the  opinion  that  two  years’  time  for 
developing,  building,  testing  out,  and  installing  the  ma¬ 
chine  of  Roos  Exhibit  16  was  not  an  unreasonable  time. 
Birdsey  was  a  man  of  wide  engineering  experience  in  the 
gypsum  art  and  his  opinion  was  predicated  upon  that 
knowledge  (Tr.  Vol.  II,  p.  627). 

Roos’  witness  Pooler  corroborates  both  Roos  and 
Birdsey  respecting  Roos’  development  work  in  1922, 1923, 
and  1924,  which  culminated  in  the  machine  of  Roos  Ex¬ 
hibit  16.  Pooler  was  master  mechanic  at  the  Fort  Dodge 
plant  from  September  or  October,  1921,  until  November, 
1923,  and  he  was  Works  Manager  of  the  Fort  Dodge 
plant  from  December,  1923,  until  October,  1927.  As  mas¬ 
ter  mechanic  and  as  Works  Manager  he  came  in  frequent 
contact  with  Roos  and  knew  of  the  work  that  Roos  was 
doing  in  connection  with  the  development  of  the  foam 
generator,  which  development  work  ultimately  consum¬ 
mated  in  the  production  of  the  machine  of  Roos  Exhibit 
16.  We  will  not  discuss  Pooler’s  testimonv  in  this  re- 

•  i 

gard,  because  it  is  substantially  parallel  to  the  testimony 
given  by  Roos  with  respect  to  his  development  work. 
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Pooler’s  testimony  will  be  found  on  pages  549  to  571, 
inclusive,  of  Volume  II  of  the  Transcript. 

However,  we  think  it  pertinent  to  record  here  the  in¬ 
structions  that  Pooler  received  from  Brookby  in  1923 
and  1924  when  Brookby  was  the  general  production 
manager  for  the  Company  and  Pooler  was  directly  re¬ 
ceiving  instructions  from  Brookby.  Pooler  stated  that 
Brookby  made  frequent  visits  to  the  plant  and  gave  in¬ 
structions  to  him  as  to  the  operation  and  the  conduct  of 
the  Company's  business  at  Fort  Dodge.  With  respect  to 
the  instructions  that  Brookby  imparted  concerning  Boos' 
development  work,  Pooler  testified  as  follows  (Tr.  Vol. 
IT.  p.  552): 

“.  .  .  Mv  earlv  instructions  when  I  first  took 

over  the  job  when  he  appointed  me,  was  to  give  Mr. 
Boos  every  assistance  and  all  plant  facilities  that  he 
might  need  in  the  development  of  his  process.” 

Bice’s  counsel  contends  that  the  machine  of  Boos  Ex¬ 
hibit  16  was  nothing  more  than  a  mere  adaptation  of 
old  machine  elements  which  separately  could  be  pur¬ 
chased  on  the  market  and  probably  assembled  together 
to  work  in  unison.  This  argument  is,  of  course,  without 
force  because  Bice  adduced  no  evidence  to  show  that  a 
machine  could  be  purchased  or  procured  on  the  market 
for  developing  the  kind  of  foam  desired  by  Boos  in  the 
vast  quantities  required  and  continuously  deliver  such 
foam  to  the  wallboard  manufacturing  machine.  To  argue 
that  a  machine,  because  it  is  made  up  of  old  elements,  re¬ 
quired  no  time  to  assemble  and  coordinate  is  spurious. 
The  case  against  Boos  in  this  respect  consists  entirely 
of  the  ex  pout  facto  opinions  and  conjectures  of  experts 
who,  now  that  the  machine  has  been  produced,  willingly 
come  forward  and  hypothetically  suggest  that  no  prob¬ 
lems  were  involved  in  Boos'  work  and  no  difficulties  were 
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encountered  or  presented.  But,  as  Mr.  Justice  Brewer 
said  in  United  States  v.  American  Bell  Telephone  Com¬ 
pany,  167  U.  S.  224,  at  261:  : 

“.  .  .  wisdom  born  after  the  event  is  the  cheapest 
of  all  wisdom.  Anybody  could  have  discovered 
America  after  1492.”  i 

i 

Again  that  this  type  of  testimony  never  impresses  and 
that  the  Courts  do  not  recognize  44  subtle  conjectures  of 
what  might  have  been  seen  and  yet  was  not”  is  plainly 
indicated  by  Mr.  Justice  McKenna  in  Diamond  Rubber 
Company  of  New  York  v.  Consolidated  Rubber  Tire  Com¬ 
pany ,  220  U.  S.  428,  where  it  was  said  (p.  435) : 


“ .  .  .  problems  once  solved  present  no  difficulties, 

indeed,  may  be  represented  as  never  having  had  any, 

and  expert  witnesses  may  be  brought  forward  to 

show  that  the  new  thing  which  seemed  to  have  eluded 

the  search  .  .  .  was  always  ready  at  hand  and 

easv  to  be  seen  bv  a  merelv  skillful  attention.” 

*  %  %/ 


Rice's  argument  that  the  machine  of  Roos  Exhibit  16 
is  not  ingenious  cannot  be  supported  in  reason  or  logic 
by  proving  that  it  is  merely  made  up  of  old  parts.  The 
machine  of  this  exhibit  is  manifestly  not  patterned  after 
anything  suggested  by  Rice  or  the  testimony  of  his  al¬ 
leged  experts.  Even  appellant  Rice  was  required  to  make 
a  new  invention  in  the  way  of  machinery  for  producing 
his  foam,  as  evidenced  by  his  U.  S.  patent  No.  1,753,429, 
filed  by  Rice  in  the  Patent  Office  on  October  26,  1926, 
four  years  after  Rice  alleges  that  he  conceived  his  in¬ 
vention.  This  Rice  patent  is  in  evidence  as  Roos  Ex¬ 
hibit  33  (Tr.  Vol.  Ill,  pp.  996-1004).  It  was  granted 
on  April  8,  1930,  and  states  therein  that  the  object  of  the 
invention  is  to  produce  intermittently  or  continuously 
any  desired  amount  of  foam  or  lather  which  will  possess 
the  correct  texture  and  necessary  quantity  of  liquid  to 
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obtain  the  best  results  in  the  manufacture  of  cellular 
concrete  and  cellular  cement.  This  patent  on  its  face 
says  that  the  use  of  foam  thus  produced  is  clearly  set 
forth  in  Rice’s  copending  application  for  letters  patent 
Serial  No.  608,349.  This  is  the  patent  application  of 
Rice  that  is  involved  in  this  proceeding. 

So,  in  view  of  the  necessity  of  Rice  having  to  invent 
new  machinery  to  practice  his  process,  why  does  he  in 
the  case  at  bar  disallow  Roos  and  his  assignee  sufficient 
time  to  design,  construct,  and  actually  employ  the  ma¬ 
chinery  that  as  a  matter  of  fact  has  spelled  the  commer¬ 
cial  success  of  this  new  process?  The  public  has  bene¬ 
fited  materially  by  Roos;  it  was  through  him  and  not 
through  Rice  that  advancement  of  the  art  has  been 
attained. 

Even  admitting  that  the  elements  which  Roos  employed 
in  building  the  apparatus  of  Exhibit  16  are  old,  these 
elements  are  nevertheless  so  combined  structurallv  as  to 

be  functionallv  related  to  one  another  in  a  wav  differ- 

•  • 

ent  from  that  known  in  the  prior  art,  notwithstanding  all 
of  Rice’s  inferences  and  speculations  to  the  contrary. 
This  new  combination  embodving  these  old  elements  en- 
abled  Roos  to  secure  novel  and  beneficial  results. 

.  .  Every  one  of  the  two  hundred  and  sixty- 
six  words  in  Lincoln's  Gettysburg  Speech  is  found 
in  the  dictionary;  most  of  them  in  the  Bible.  But  it 
remained,  not  for  Noah  Webster  or  even  the  prophets 
of  old,  but  for  Abraham  Lincoln,  to  take  these  iso¬ 
lated  words  and  so  use  them  conjointly  as  to  produce 
the  most  remarkable  combination  in  literature.” 

So  we  submit  that  the  machine  of  Roos  Exhibit  16  is 
not  a  commonplace  accumulation  of  old  elements.  It  was 
devised  only  through  cut-and-try  methods  of  numerous 
tests.  It  was  not  founded  on  any  precedent.  It  was 
nothing  that  could  be  struck  instantlv  from  the  ambient 
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world  in  which  Roos  lived.  It  had  to  be  conceived  and 
this  took  time.  And  appellant  did  likewise  when  he  found 
it  necessary  to  make  his  foam  producing  machine  of  Roos 
Exhibit  33,  supra. 

j 

The  Roos  process,  through  the  intricate  and  involved 
machinery  of  Roos  Exhibit  16  that  he  designed  and  built, 
was  placed  into  commercial  operation  as  early  as  June, 
1924,  when  commercial  wallboard  was  manufactured  (Tr. 
Vol.  II,  pp.  567,  603,  623-626).  The  Board  of  Appeals 
said  with  respect  to  the  lapse  of  time  between  Roos’ 
several  actual  reductions  to  practice  of  his  invention  and 
the  filing  of  his  patent  application  (Tr.  Vol.  Ill,  p.  717) : 


4 ‘Roos  did  not  file  his  application  until  August  20, 
1924,  some  two  years  after  his  alleged  reduction  to 
practice.  According  to  Roos  and  Brookbv,  the  Roos 
invention  was  placed  in  commercial  production  in 
June,  1924.  The  delav  of  nearlv  two  vears  is  ex- 
plained  on  the  ground  that  Roos  was  busily  engaged 
during  this  time  in  devising  and  perfecting  machin¬ 
ery  for  forming  the  ‘tenacious  foam’  and  carrying 
out  the  invention  on  a  scale  that  would  synchronize 
with  the  U.  S.  Gypsum  Company’s  existing  machin¬ 
ery  for  the  continuous  production  of  wallboard  on 
an  extensive  scale.  .  .  .  We  agree  with  the  exam¬ 
iner  of  interferences  that  this  activitv  of  Roos  nega- 

f  V-' 

tives  anv  conclusion  that  he  had  abandoned  the  in- 
vention  or  that  his  alleged  reductions  to  practice  in 
1922  were  merely  abandoned  experiments.”  | 

i 

The  evidence  further  shows  that  the  United  States 
Gypsum  Company  has  employed  the  Roos  invention  in 

i 

connection  with  the  manufacture  of  cellular  core  wall- 
board  on  a  vast  commercial  scale  (Tr.  Vol.  II,  p.  603) 
and  has  never,  since  June,  1924,  discontinued  it.  All  of 
the  plants  of  the  United  States  Gypsum  Company  were 
equipped  as  soon  as  possible  to  manufacture  cellular 
core  wallboard  by  the  Roos  process,  and  up  to  the  time 
that  Roos’  witness  Birdsey  testified  in  the  trial  Court, 
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the  United  States  Gypsum  Company  has  manufactured 
over  3,000,000,000  square  feet  of  cellular  core  wallboard 
having  a  sales  value  in  excess  of  $75,000,000.00  (Id). 

In  view  of  this  evidence  submitted  on  behalf  of  ap¬ 
pellee  Roos,  fortified,  as  it  is,  by  corroborative  docu¬ 
mentary  evidence  as  well  as  by  oral  testimony  and  proved 
physical  exhibits,  all  of  which  we  will  discuss  in  our 
Argument,  the  Patent  Office  Tribunals,  as  well  as  the 
trial  Court,  found  that  Roos  was  the  first  to  conceive  the 
invention  in  issue  and  to  reduce  it  to  practice  and  that 
neither  he  nor  the  United  States  Gypsum  Company  had 
ever  abandoned  it  or  concealed  and  suppressed  it.  In 
other  words,  Roos  did  not  forfeit  any  rights  that  accrue 
to  a  first  inventor,  and  there  are  no  circumstances  that 
bring  his  case  within  the  doctrine  of  Mason  v.  Hepburn, 

Rice’s  proofs  are  to  the  effect  that  he  conceived  the 
invention  in  issue  in  the  latter  part  of  the  month  of 
October,  1922.  Rice  fixes  that  date  by  the  fact  that  he 
bought  a  copy  of  the  Literary  Digest  of  October  21,  1922 
(Rice’s  Physical  Exhibit  1),  which  contained  an  article 
describing  a  certain  lightweight  cellular  cement  building 
material  that  was  being  manufactured  in  Xew  Jersey. 
After  reading  this  article  it  occurred  to  him  that  a  cheaper 
method  for  making  such  a  lightweight  cellular  cement 
building  material  could  be  devised,  and  this  was  the 
stimulus  that  induced  him  to  conceive  of  the  invention 
here  in  issue  (Tr.  Vol.  II,  pp.  126-27). 

Inasmuch  as  Roos,  prior  to  October  21,  1922,  had  al¬ 
ready  conceived  of  the  invention  and  reduced  it  to  prac¬ 
tice,  it  has  been  found  by  the  Patent  Office  Tribunals 
that  Rice  entered  the  field  too  late.  As  a  consequence  of 
Rice  having  conceived  the  invention  after  Roos  actually 
reduced  it  to  practice,  Rice's  case  as  against  Roos  has 
been  exclusively  devoted  to  attacking  Roos’  actual  re- 
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duction  to  practice  of  August  23  or  24, 1922,  and  Rice  has 

submitted  testimony  in  an  unsuccessful  effort  to  show 

* 

that  Roos,  if  he  reduced  the  invention  to  practice  on 
August  23  and  24,  1922,  concealed  and  suppressed  it  and 
was  spurred  into  activity  in  filing  his  patent  applica¬ 
tion  after  both  Rice  and  Bayer  had  entered  the  field. 
Of  course,  Rice  could  pursue  no  other  attack  against 
Roos’  case  since  Rice  did  not  enter  the  field  until  after 
Roos  had  completed  the  invention.  Rice  could  not  con¬ 
tend  that  he  was  the  first  to  conceive  the  invention  and 
to  reduce  it  to  practice,  because  the  evidence  is'  conclu¬ 
sive  that  Rice  was  subsequent  in  time  to  both  Roos  and 

j 

Bayer.  j 

Bayer’s  case  is  wholly  dependent  upon  the  filing  date 
of  his  corresponding  Danish  application  which  was  filed 

j 

in  Denmark  on  September  11,  1922.  This  is  the  earliest 
date  that  can  be  accorded  to  Bayer  and,  if  proved,  con¬ 
stitutes  Bayer’s  disclosure  and  reduction  to  practice  of 
the  invention  in  issue.  This  date  is  subsequent  to  the 
date  of  reduction  to  practice  established  by  Roos,  but 
it  is  prior  to  any  date  available  to  Rice.  Thus  Rice  is 
twice  removed  from  being  the  first  inventor  of  the  sub¬ 
ject-matter  of  these  actions. 

I 

Rice’s  Additional  Evidence  Is  Merely  Cumulative  and 
Raises  No  New  Issues  That  Were  Not  Before  the 
Patent  Office  Tribunals. 

In  Rice’s  opening  briefs  it  is  alleged  that  much  new 
evidence  was  introduced  by  Rice  before  the  trial  Court 
which  was  not  before  the  Patent  Office  Tribunals.:  Rice 
argues  that  this  so-called  new  evidence  brings  Roos’  case 
within  the  equitable  estoppel  doctrine  of  Mason  v.  Hep¬ 
burn;  that  it  bears  upon  the  question  of  Roos’  actual 
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reduction  to  practice  of  the  invention  prior  to  Rice's 
filing  date;  that  it  bears  upon  the  alleged  delay  encoun¬ 
tered  by  Roos  and  the  United  States  Gypsum  Company 
in  designing,  building,  and  putting  into  operation  the 
intricate  and  involved  continuous  foam  producing  ma¬ 
chine  of  Roos  Exhibit  16  wherebv  Roos’  invention  was 

mt 

utilized  for  the  commercial  production  on  a  vast  scale  of 
fabricated  gypsum  products;  that  it  shows  that  Roos 
and  the  United  States  Gypsum  Company  were  at  work 
on  other  inventions  and  were  filing  patent  applications 
thereon  before  Roos  filed  his  patent  application  here  in¬ 
volved  in  the  Patent  Office;  that  it  divulged  the  agree¬ 
ment  between  Bayer’s  assignee  and  Roos’  assignee 
which,  in  effect,  allegedly  merged  the  rights  of  Roos  and 
Bayer  and  their  respective  assignees  to  letters  patent  of 
the  United  States  on  said  invention;  and  that  it  revealed 
the  activities  of  one  Murrell  G.  Allison  wherefrom  re¬ 
sulted  the  filing  in  the  Patent  Office  bv  the  United  States 
Gypsum  Company  of  two  patent  applications  which 
covered  the  invention  in  issue:  one  application  in  the 
name  of  Roos  (which  is  involved  herein),  and  the  other 
application  in  the  name  of  Roos  and  said  Allison. 

It  is  argued  by  Rice’s  counsel  that  all  of  this  so-called 
“new  evidence”  raises  the  inferences  that  Roos  did  not 
reduce  his  invention  to  practice  on  August  23  and  24, 
1922,  as  all  the  lower  Tribunals  have  held,  or  that  if 
Roos  did  reduce  to  practice  on  those  dates,  he  subse¬ 
quently  abandoned  and  suppressed  his  invention  and  filed 
his  patent  application  only  after  he  had  been  stimulated 
to  do  so  by  knowledge  that  others — Rice  and  Bayer,  for 
instance — had  entered  the  field. 

We  will  now  analyze  briefly  this  alleged  new  evidence. 
As  this  analysis  is  developed  it  will  be  seen  that  it  is 
more  accurately  designated  by  the  term  “additional  evi- 
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dence,’  ’  and  that  it  was  merely  of  a  cumulative  character 
and  presented  no  new  matters  before  the  trial  Court. 
All  of  the  issues  raised  by  this  additional  evidence  were 
before  the  Patent  Office  Tribunals,  and  in  no  sense  can 
this  additional  evidence  be  considered  “new  evidence,’ ’ 
because  it  is  purely  cumulative  in  scope,  import,  and 
character. 

j 

If  this  Court  should  find  from  the  record  that  anv  new 

•> 

evidence  has  been  adduced,  then,  we  submit,  it  is  not 
such  evidence  that  in  character  and  amount  carries  the 
thorough  conviction  that  the  decision  of  the  trial  Court 
was  incorrect  and  should  be  reversed. 

The  brief  filed  on  behalf  of  Rice  before  the  Board  of 
Appeals  of  the  Patent  Office  is  here  in  evidence  as  a 
physical  exhibit  and  is  designated  as  Roos  Court  Ex¬ 
hibit  51.  Referring  to  certain  statements  appearing 
therein,  it  becomes  immediately  obvious  that  all  of  the 
matters  now  urged  by  Rice  and  asserted  to  be  based 
upon  this  so-called  “new  evidence”  were  raised  before 
the  Patent  Office  Tribunals  and  there  rejected,  as  they 
were  before  the  trial  Court. 

Rice  here,  as  he  did  in  t lie  Patent  Office  proceedings, 
attacks  Roos’  actual  reduction  to  practice  which  is  based 
upon  the  making  on  August  23  and  24,  1922,  of  standard 
four-inch  partition  tile  in  accordance  with  the  invention 
here  in  issue.  These  tile  employing  Roos’  invention 

were  undeniablv  made  on  those  dates.  All  of  the  lower 

% 

Tribunals  have  held  that  they  were  sufficiently  tested  to 

establish  that  tliev  were  entirelv  satisfactorv.  This  same 

•  «  » 

contention  was  made  bv  Rice  before  the  Patent  Office 
Tribunals,  as  evidenced  by  pages  21  to  26,  inclusive,  of 
Rice’s  brief  before  the  Board  of  Appeals  (Roos  Exhibit 
51).  : 

Rice  at  the  trial  further  attacked  Roos  on  the  ground 
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that  Roos  took  an  undue  length  of  time  to  develop  the 
continuous  foam  producing  machine  of  Roos  Exhibit  16, 
which  the  Board  of  Appeals  held  to  be  a  reasonable 
length  of  time  for  the  purpose  of  perfecting  this  intricate 
machinery  that  synchronized  with  the  existing  machinery 
for  the  continuous  manufacture  of  commercial  wallboard 
on  an  extensive  scale  by  employing  Roos’  invention. 
But  Rice  made  this  same  attack  on  Roos  before  the  Pat¬ 
ent  Office  Tribunals  (see  pp.  48  to  57,  inc.,  of  Rice's 
brief — Roos  Exhibit  51).  Both  Patent  Office  Tribunals 
held  that  Roos’  activities  from  August,  1922,  when  Roos 
actually  reduced  the  invention  to  practice,  to  the  time 
that  Roos  perfected  the  machinery  of  Roos  Exhibit  16, 
negatives  any  conclusion  that  Roos  or  the  United  States 
Gypsum  Company  abandoned  his  invention,  or  that  Roos’ 
reductions  to  practice  in  August,  1922,  were  merely  aban¬ 
doned  experiments. 

The  evidence  submitted  on  behalf  of  Roos  clearly  estab¬ 
lishes  that  after  Roos  practiced  his  invention  and  made 
the  standard  four-inch  partition  tile  on  August  23  and 
24,  1922,  he  was  diligently  applying  the  invention  to  the 
manufacture  of  cellular  core  wallboard.  That  the  com¬ 
mercial  production  of  cellular  core  wallboard  by  employ¬ 
ing  Roos'  invention  was  instituted  as  early  as  June,  1924, 
and  has  without  interruption  since  that  date  been  used  by 
the  United  States  Gypsum  Company  on  a  vast  commer¬ 
cial  scale — as  testified  to  by  Roos'  witnesses  Avery, 
Brookby,  Birdsey,  and  Roos,  and  by  Rice’s  witness  Alli¬ 
son — negatives  any  inferences  that  Roos  ever  abandoned 
his  invention  or  suppressed  and  concealed  it  until  other 
parties  had  entered  into  the  field. 

Moreover,  the  Board  of  Appeals  of  the  Patent  Office 
held  that  there  was  no  suppression  or  concealment  of  the 
invention  on  the  part  of  Roo<  followed  by  activity  on  his 


47 


part  due  to  the  knowledge  that  a  rival  had  entered  into 

i 

the  field,  although  Rice  before  the  Patent  Tribunals,  as 
he  did  before  the  Trial  Court,  strenuously  urged  that 
Roos  was  estopped  to  assert  any  right  to  the  invention 
in  controversy  because  of  an  alleged  concealment  and 
suppression  of  the  invention  (see  pp.  67  to  72,  inc.,  of 
Rice’s  brief — Roos  Exhibit  51). 

The  fact  that  the  United  States  Gypsum  Company 
filed  other  patent  applications  contemporaneously  with 
the  work  that  Roos  was  engaged  on  in  perfecting  the 
continuous  foam  producing  machinery  of  Roos  Exhibit 
16  for  the  purpose  of  placing  his  invention  in  commercial 
use  was  fully  argued  by  Rice  before  the  Board  of  Ap¬ 
peals  (see  pp.  43  and  44  of  Rice’s  brief — Roos  Exhibit 
51).  In  the  case  at  bar  Rice  urged  before  the  trial  Court, 
and  now  urges  before  this  Court,  to  consider  this  matter 
which,  we  submit,  is  merely  cumulative  of  what  had  been 
fully  presented  before  the  Patent  Office  Tribunals. 

Referring  to  the  association  of  Allison  with  Roos  in 
developing  the  machinery  of  Roos  Exhibit  16  and  Alli¬ 
son’s  contribution  to  certain  refinements  in  the  design 
of  certain  minor  parts  thereof,  Rice  argued  these  cir¬ 
cumstances  before  the  Patent  Office  Tribunals,  as  evi¬ 
denced  by  pages  28  and  29,  and  pages  47  and  48  of  Rice’s 
brief — Roos  Exhibit  51. 

It  is  our  firm  belief  that  the  testimonv  of  Rice’s  wit- 
ness  Allison  given  before  the  Trial  Court  fully  explains 
whv  Allison  was  not  called  bv  Roos  to  testifv  in  the 
Patent  Office  proceedings.  Allison  did  not  go  to  work 
for  the  United  States  Gypsum  Company  until  March 
15,  1924,  at  which  time  Roos  had  already  reduced  to 
practice  and  completed  his  invention  and  was  then  devot¬ 
ing  his  energies  to  perfecting  and  refining  the  continu¬ 
ous  foam  producing  machinery  of  Roos  Exhibit  16,  which 


i 
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allowed  the  United  States  Gypsum  Company  as  early  as 
June,  1924,  to  put  the  Roos  invention  into  commercial 
practice  on  a  vast  scale  for  the  manufacture  of  wallboard 
having  a  cellular  core. 

With  respect  to  the  agreement  between  Boos’  and 
Bayer’s  respective  assignees — that  is,  between  the  United 
States  Gypsum  Company  and  Christiani  &  Nielsen  (Tr. 
Vol.  Ill,  p.  947) — the  existence  of  this  was  voluntarily 
exposed  by  counsel  for  Boos  before  both  the  Examiner 
of  Interferences  and  the  Board  of  Appeals  while  these 
proceedings  were  pending  in  the  Patent  Office. 

The  brief  filed  on  behalf  of  Boos  before  the  Board  of 


Appeals  is  here  in  evidence  as  Boos  Exhibit  52  (a  physi¬ 
cal  exhibit).  By  referring  to  pages  139  and  140  of  this 
brief,  it  is  established  that  Boos’  counsel  volunteered 
before  the  Patent  Office  that  this  Christiani  &  Nielsen 
agreement  was  in  existence.  The  substance  of  the  agree¬ 
ment  was  there  disclosed,  and  no  attempt  has  been  made 
either  before  the  Patent  Office  or  before  the  trial  Court 
to  conceal  the  existence  of  it.  This  agreement  was  pro¬ 
duced  before  the  trial  Court  on  request  of  Bice’s  counsel 
during  the  time  that  he  was  examining  Mr.  Sewell  L. 
Avery,  President  of  the  United  States  Gypsum  Company, 
as  Rice’s  witness  (Tr.  Vol.  II,  p.  593).  Boos’  counsel 
interposed  no  objection  respecting  it. 

The  record  is  clear  that  no  concealment  of  this  Christi¬ 
ani  &  Nielsen  agreement  has  ever  been  attempted.  With¬ 
out  the  information  that  Boos’  counsel  volunteered  be¬ 
fore  the  Patent  Office  respecting  this  agreement,  Bice's 
counsel  would  never  have  had  an  inkling  that  it  was  in 
existence.  The  Christiani  &  Nielsen  agreement  on  its 
face  reveals  that  there  is  a  real  controversy  here  be¬ 
tween  Bayer  and  Boos  and  that  their  interests  are  ad¬ 


verse.  This  is  a  real  contest  and  not  a  fictitious  or  a  col- 
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lusive  one.  The  agreement  did  not,  in  effect,  merge  the 
rights  of  Roos  and  Bayer. 

Rice’s  case  before  the  trial  Court  as  it  pertains  to  his 
own  invention  is  substantially  that  as  presented  before 
the  Patent  Office  Tribunals.  All  of  the  witnesses  pre¬ 
sented  on  behalf  of  Rice  at  the  trial — with  the  possible 
exception  of  William  Garven  O’Brien  and  Mr.  Rice  him¬ 
self — were  offered  for  the  purpose  of  attacking  either 
Roos’  proofs  or  Bayer’s  proofs.  j 

Rice’s  witness  O’Brien  testified  on  cross-examination 
that  he  did  not  manufacture  cellular  cement  under  the 

j 

license  that  he  received  from  Rice  until  March,  1925  (Tr. 
Vol.  II,  p.  357).  This  was  long  subsequent  to  Roos’ 
reduction  to  practice  in  August,  1922,  subsequent  to  the 
vast  commercial  use  of  Roos’  invention  bv  the  United 
States  Gypsum  Company  in  the  manufacture  of  wall- 

i 

board  beginning  in  June,  1924,  and  subsequent  to  the 
time  that  Roos  filed  his  patent  application  in  the  Patent 
Office  on  August  20,  1924.  So  all  of  O’Brien’s  testimony 
is  irrelevant  and  immaterial  as  far  as  Roos  is  concerned. 

Rice  attempted  to  show  that  the  editor  and  manager 
of  the  trade  journal  ‘ 4 Rock  Products”  had  knowledge 
of  Rice’s  invention  as  early  as  May  6,  1924,  when  the 
letter  of  Rice  Exhibit  X-3  (Tr.  Vol.  Ill,  p.  790)  was 
written.  This  letter  was  written  to  Rice  by  a  Air.  Rock- 
wood,  then  the  editor  of  “Rock  Products.”  The  letter 
itself  is  of  no  materiality  and  can  have  no  bearing  on 
any  of  the  issues  here.  Rice  on  cross-examination  ad- 
mitted  that  he  could  not  identify  this  letter  as  having 
been  written  in  fact  by  Mr.  Rock  wood,  because  Rice 
never  met  Rockwood  nor  saw  Rockwood  sign  his  name 
(Tr.  Vol.  II,  x>.  508).  The  linking  of  an  alleged  acquaint¬ 
anceship  between  Rockwood  and  Roos’  witness  Bi;ookby 
was  done  only  by  way  of  argument  of  Rice’s  counsel  or 
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through  the  hearsay  testimony  of  Rice’s  witness  Brown 
(Tr.  Vol.  II,  p.  506). 

Mr.  Aven%  when  testifying  as  a  witness  on  behalf  of 
Roos,  testified  that  he  never  heard  of  and  had  never 
met  Rockwood;  and,  of  course,  Rice’s  case  is  entirely 
silent  on  any  connection  whatsoever  between  Rockwood, 
on  the  one  hand,  and  Roos  or  the  United  States  Gypsum 
Company  or  Mr.  Avery,  on  the  other  hand.  Mr.  Brookby 
was  dead  at  the  time  of  the  trial,  so  that  his  testimony 
with  respect  to  Mr.  Rockwood  or  the  magazine  “Rock 
Products”  is  not  available. 

The  record  here  is  also  silent  as  to  whether  or  not  the 
United  States  Gypsum  Company  or  any  of  its  agents 
or  employees  had  ever  been  in  Rockwood ’s  office  where 
it  might  have  been  possible  to  see  the  Rice  cellular  con¬ 
crete  samples,  as  alleged  by  Rice’s  counsel.  Nothing 
is  in  this  case  to  show  that  these  cellular  concrete 
samples,  allegedly  sent  to  Rockwood  by  Rice,  were 
ever  on  exhibition  in  Rockwood ’s  office  or  elsewhere,  or 
that  any  one  except  Rockwood  had  ever  seen  these 
samples.  The  Rockwood  letter  of  Rice  Exhibit  X-3  bears 
a  date  of  May  6, 1924  (Tr.  Vol.  II,  p.  507),  and  long  prior 
to  this  time  Roos  and  the  United  States  Gypsum  Com¬ 
pany  had  already  reduced  Roos’  invention  to  practice  and 
had  just  about  completed  plans  to  utilize  the  Roos  in¬ 
vention  for  the  extensive  commercial  production  of  wall- 
board.  In  fact,  the  continuous  foam  producing  machine 
of  Roos  Exhibit  16  was  just  about  finished  because  in 
June,  1924,  this  machine  was  perfected  and  coordinated 
with  the  straight-line  production  and  continuously  oper¬ 
ating  wallboard  manufacturing  machine  in  the  Fort 
Dodge  plant  of  the  United  States  Gypsum  Company. 

Bayer  at  the  trial  presented  no  evidence  or  testimony 
against  Roos.  Bayer’s  proofs  were  solely  directed  to 
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rebutting  Rice’s  attack  upon  the  sufficiency  of  Bayer's 
patent  application  disclosure.  So,  as  between  Bayer  and 
Roos,  the  record  before  this  Court  is  identical  to  that 
before  the  Patent  Office  Tribunals. 

From  the  foregoing  resume  of  the  additional  evidence 
submitted  before  the  trial  Court,  which  Rice’s  counsel 
now  argues  was  not  considered  by  the  Patent  Office  Tri¬ 
bunals  in  reaching  their  unanimous  conclusions  of  fact 
upon  which  the  award  of  priority  of  invention  to  Roos 
was  based,  it  is  now  obvious,  we  believe,  that  it  is  purely 
f  of  a  cumulative  character  and  raises  no  new  issues.  The 

well-settled  rule  is  that  the  concurrent  findings  of  the 
lower  Courts  on  questions  of  fact  will  be  accepted  by 
the  Appellate  Court,  unless  clear  error  is  shown  ( Wright - 
Blodgett  Co.  v.  United  States ,  236  U.  S.  397;  United 

>  States  v.  State  Investment  Co.,  264  U.  S.  206).  When 
this  Court  examines  the  evidence,  no  such  error  will  be 
disclosed;  on  the  contrary,  the  Court  will  be  led  to  the 
conclusion  that  the  findings  of  the  lower  Tribunals  are 
in  accordance  with  the  weight  of  the  evidence. 

The  burden  here  rests  on  appellant  Rice  to  estab- 
f  lish  to  the  satisfaction  of  this  Honorable  Court 

that  Roos  is  now  estopped  from  contending  that  he 
was  the  first  inventor  within  the  meaning  of  the  law, 
because  he  did  not  file  his  patent  application  promptly 
after  his  actual  reduction  to  practice  of  the  invention 

►  but  concealed  and  suppressed  his  invention  until  he  al¬ 
legedly  was  spurred  into  activity  to  do  so  by  j  actual 
knowledge  that  Bayer  and  Rice  had  entered  the  field. 
The  so-called  new  evidence  that  was  before  the  trial 
Court  and  which  Rice’s  counsel  now  argues  preponder- 
ates  against  acceptance  of  the  holding  of  the  trial  Court 
that  Roos  is  entitled  to  the  patent,  is  not  such  that  it 
clearly  appears  that  the  findings  upon  which  the  Trial 


52 


Court  lias  so  held  are  against  the  obvious  weight  of  the 
testimony  ( Diamond  Patent  Company  v.  Webster  Bros., 
0.  C.  A.,  249  F.  155,  158). 

The  trial  Court,  moreover,  had  the  opportunity  and 
benefit  of  seeing  and  hearing  Roos  and  the  other  wit¬ 
nesses  of  the  United  States  Gypsum  Company  when  they 
testified  viva  voce  concerning  the  questions  of  actual 
reduction  to  practice,  alleged  concealment  and  alleged 
suppression  of  invention,  alleged  delay  in  filing  the  Roos 
application,  and  alleged  stimulation  by  Rice  and  Bayer. 
Counsel  for  appellant  shut  their  eyes  to  the  practical 
rule  of  Davis  v.  Sclncartz,  155  U.  S.  631,  and  Adamson 
v.  Gilliland ,  242  U.  S.  350,  and  argue  that  on  cross-ex¬ 


amination  Roos'  witnesses  were  shaken,  that  there  is  now 


in  the  case  conflicting  and  inconsistent  testimony,  and 
that  Roos  and  his  witnesses  have  been  discredited  and 


are  not  to  be  believed  in  wholesale.  Thus,  prejudiced 
counsel  present  their  interpretation  of  the  demeanor  and 
credibility  of  witnesses  in  contrast  to  that  of  an  im¬ 
partial  trier  of  facts  whose  duty  is  to  observe  the  appear¬ 
ance  of  witnesses  and  judge  their  credibility.  And  of 
course  Rice’s  counsel  run  squarely  counter  to  the  prac¬ 
tical  rule  of  Doris  v.  ScJncartz.  as  aforesaid,  which  is  as 


follows : 


So  far  as  the  finding  of  the  Master  or  Judge  who 
saw  the  witnesses  depends  upon  conflicting  testi¬ 
mony,  (>]•  upon  the  credibility  of  witnesses,  or  so  far 

as  there  is  anv  testimonv  consistent  with  the  find- 

*  • 

ing,  it  must  be  treated  as  unassailable. 
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Finding's  of  Fact  and  Conclusions  of  Law. 

At  the  time  that  the  Court  below  entered  its  decree  in 
this  cause  it  also  made  certain  findings  of  fact  and  con¬ 
clusions  of  law  (Tr.  Vol.  I,  pp.  72-7G). 

The  Court  found  after  considering  all  of  the  evidence, 
among  other  facts,  that  Carlisle  K.  Roos  conceived  the 
invention  at  least  as  early  as  June,  1922,  at  which  time 
he  disclosed  the  invention  to  others;  that  Roos  reduced 
the  invention  to  practice  at  least  as  early  as  on  August 
23  and  24,  1922;  that  Roos  and  the  United  States  Gyp¬ 
sum  Company,  or  either  of  them,  did  not  subsequent  to 
August  23,  1922,  abandon  the  invention  or  conceal  or 

t 

suppress  it:  that  Roos  and  the  United  States  Gypsum 
Company,  or  either  of  them,  were  not  stimulated  into 
activity  in  filing  Roos’  patent  application  in  the  United 
States  Patent  Office  and  had  no  knowledge  of  the  inven¬ 
tion  made  by  either  Rice  or  Bayer,  or  the  public  use 
thereof,  prior  to  the  filing  of  Roos’  patent  application, 
and  had  no  knowledge  of  the  publication  of  information 
relating  to  the  subject-matter  of  the  alleged  invention 
made  by  either  Bayer  or  Rice  prior  to  the  filing;  of  the 
Roos  patent  application;  that  Roos  was  duly  diligent  in 
filing  his  patent  application  after  his  conception  and 
reduction  to  practice  of  his  invention;  and  that  Roos  or 
the  United  States  Gypsum  Company,  or  either  of  them, 
had  not  forfeited  their  rights  to  the  invention  and  are 
not  estopped  to  receive  the  patent  therefor. 

The  Court  further  found  that  John  A.  Rice,  the  ap¬ 
pellant  herein,  and  Erik  Christian  Bayer,  appellant  in 
Appeal  Xo.  0140,  were  both  subsequent  in  point  of  time 
in  perfecting  their  respective  inventions. 
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As  a  matter  of  law,  the  Court  concluded,  among  other 
things,  that  the  invention  defined  in  the  issue  count  was 
not  known  or  used  by  others  in  this  country  before  Roos’ 
invention  or  discovery  thereof ;  was  not  patented  or  de¬ 
scribed  in  any  printed  publication  in  this  or  any  foreign 
country  before  Roos?  invention  or  discovery  thereof,  or 
more  than  two  years  prior  to  the  filing  of  Boos’  patent 
application,  and  not  in  public  use  or  sale  in  this  country 
for  more  than  two  years  prior  to  the  filing  of  a  patent 
application  thereon;  and  that  Roos’  invention  had  not 
been  abandoned  by  him  or  his  assignee  the  United 
States  Gypsum  Company. 

The  Court  further  concluded,  as  a  matter  of  law,  that 
Roos  and  his  assignee  the  United  States  Gypsum  Com¬ 
pany  are  entitled  to  letters  patent  for  the  invention  here 
in  issue;  that  Rice  is  not  an  inventor  prior  in  point  of 
time  to  Roos  and  is  not  entitled  to  letters  {patent  of  the 
United  States  ;  and  that  Bayer  is  not  an  inventor  prior 
in  point  of  time  to  Roos  and  is  not  entitled  to  letters 
patent  of  the  United  States  for  the  invention. 

The  Court  further  authorized  the  Commissioner  of 
Patents  to  issue  letters  patent  to  Roos  upon  his  filing  in 
the  Patent  Office  a  copy  of  the  Court’s  adjudication  and 
otherwise  complying  with  the  requirements  of  the  law. 

Similar  findings  of  fact  and  conclusions  of  law  were 
entered  in  Appeal  Xo.  6140  wherein  Erik  Christian  Bayer 
is  the  appellant.  As  stated  above,  defendants-appellees 
Carlisle  K.  Roos  and  the  United  States  Gypsum  Com¬ 
pany  have  filed  a  separate  brief  in  that  appeal. 
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ARGUMENT. 

We  submit  that  the  rule  formulated  by  the  Supreme 
Court  in  Morgan  v.  Daniels ,  153  U.  S.  120,  and  restated 
by  that  Tribunal  as  late  as  May  21,  1934,  in  Radio  Corp. 
et  al.  v.  Radio  Engineering  Laboratories,  54  S.  Ct.  Rep. 
752,  should  control  in  the  case  at  bar.  In  these  cases  the 
Court  stated  the  rule  to  be  that  where  the  question  de¬ 
cided  in  the  Patent  Office  is  one  between  contesting  par¬ 
ties  as  to  priority  of  invention,  the  decision  there  made 
must  be  accepted  as  controlling  upon  that  question  of 
fact  in  any  subsequent  suit  between  the  same  parties 
unless  the  contrarv  is  established  by  testimony  which  in 
character  and  amount  carries  thorough  conviction.*  In 
view  of  this  rule,  which  has  been  followed  in  all  of  the 
circuits,  it  is  obvious  that  appellants  here  must  necessar¬ 
ily  assume  a  very  heavy  burden  to  establish  that  the 
decree  below  was  not  justified.  (Morgan  v.  Daniels, 
supra ,  p.  123;  Greene  v.  Beidler,  58  F.  (2d)  207,  209;  C. 
C.  A.  2nd,  1932). 

Notwithstanding  the  rule,  when  this  question  was 
examined  by  the  trial  Court  as  an  original  one  and 
consideration  was  there  given  de  novo  to  all  of  the  tes¬ 
timony,  the  trial  Court,  after  seeing  and  hearing  many 
witnesses,  found  the  issues  in  favor  of  Roos,  and  we  sub¬ 
mit  that  in  so  finding  and  holding  the  trial  Court  did 
not  commit  error. 


*  Roos  successfully  carried  the  burden  imposed  upon  him  as  a  junior 
party  in  the  Patent  Office  proceedings  and  proved  to  those  tribunals  that 
he  was  the  first  and  true  inventor.  Appellant’s  citation  of  cases  such  as 
Hartsough  v.  Gile,  49  App.  D.  C.  354,  etc. (see  Rice’s  Brief  VoL  I,  p.  242), 
is  entirely  unwarranted  and  Rice,  now  a  plaintiff  under  R.  S.  4915,  carries 
the  burden  of  proving  that  he  and  not  Roos  is  the  true  inventor.  These 
authorities  that  Rice’s  counsel  relies  upon  in  his  brief  will  be  hereinafter 
further  discussed  to  show  that  they  are  not  here  applicable. 
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We  will  first  discuss  the  authorities  directed  to  actions 
under  Section  4915  R.  S.  and  thereafter  analvze  the  tes- 
timony  upon  which  the  trial  Court  examined  the  ques¬ 
tion  as  an  original  one  and  found  that  Roos  was  entitled 
to  the  patent  upon  the  invention  here  in  controversy. 


AN  ACTION  UNDER  SECTION  4915  R.  S.  IS  IN  THE 
NATURE  OF  A  PROCEEDING  TO  SET  ASIDE  A 
JUDGMENT.  A  PLAINTIFF  IN  SUCH  AN  ACTION 
CARRIES  A  HEAVY  BURDEN  AND  MUST  PROVE 
HIS  CASE  BY  TESTIMONY  WHICH  IN  CHARAC¬ 
TER  AND  AMOUNT  CARRIES  THE  THOROUGH 
CONVICTION  THAT  THE  DECISIONS  OF  THE 
PATENT  OFFICE  TRIBUNALS  ARE  ERRONEOUS. 

Under  the  heading  “ Statement  of  the  Case”  where 
we  analyzed  the  additional  evidence  that  Rice  ad¬ 
duced  before  the  trial  Court,  we  have  shown  that  this 
evidence  was  purely  cumulative  and  presented  no  new 
issues  not  raised  before  the  Patent  Office  Tribunals. 

With  respect  to  the  evidence  that  Rice  sought  to  intro¬ 
duce  bv  his  belated  and  tardv  Petition  to  File  a  Bill  of 
«  • 

Review  and  Motion  to  Compel  Production  of  Document, 
he  offers  nothing  except  what  was  available  to  him  at 
the  time  of  the  Patent  Office  proceedings  and  the  trial  in 
the  Court  below.  Consequently,  appellant  is  now  estop¬ 
ped  to  offer  evidence  that  was  wholly  within  his  control 
but  which  he  withheld.  Xow  he  must  be  regarded  as 
having  abandoned  that  evidence  {Barrett  Co.  et  at.  v.  , 

Koppers  Co.,  et  at..  22  F.  (2d)  395,  397,  C.  C.  A.  3rd, 

1927). 

The  leading  authority  applicable  to  proceedings  under 
Section  4915  R.  S.  is  that  of  Morgan  v.  Daniels ,  153  U. 

S.  120.  In  that  case  plaintiff  sought  a  review  of  the  4 
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Commissioner  of  Patents’  action  in  awarding  priority  of 
invention  to  Morgan  in  an  interference  contest  by  filing 
suit  in  the  Circuit  Court  pursuant  to  this  statute.  The 
Circuit  Court  arrived  at  a  conclusion  different  from  that 
of  the  Patent  Office  and  awarded  priority  of  invention  to 
Daniels  ( Daniels  v.  Morgan ,  42  F.  451).  On  Morgan’s 
appeal  to  the  Supreme  Court  of  the  United  States  the 
Circuit  Court  was  reversed.  The  Supreme  Court  said 
that  an  action  brought  under  Section  4915  R.  S.  was 

“.  .  .  something  in  the  nature  of  a  suit  to  set 
aside  a  judgment,  and  as  such  is  not  to-  be  sustained 
by  a  mere  preponderance  of  evidence/’ 


The  Supreme  Court  further  held  that  in  a  proceeding 
under  Section  4915  R.  S.  every  reasonable  doubt  should 
be  resolved  against  the  plaintiff  and  that  the  decision  of 
the  Patent  Office  Tribunals  must  be  accepted  as  control¬ 
ling  unless  the  contrary  is  established  by  testimony 
which  in  character  and  amount  carries  thorough  convic¬ 
tion.  The  Supreme  Court  in  its  opinion,  Mr.  Justice 
Brewer  speaking,  said  (153  U.  S.  120,  pp.  122-125,  129): 


“It  is  worthy  of  notice  that  hitherto  in  the  prog¬ 
ress  of  this  litigation  upon  the  same  testimony  dif¬ 
ferent  persons  have  reached  different  conclusions. 
.  .  .  An  examination  of  the  opinions  filed  by  these 
different  officers  indicates  that  by  each  of  them  the 
matter  was  carefullv  considered.  Evidently  there- 
fore,  the  question  as  to  which  was  the  prior  inven¬ 
tor  is  not  free  from  doubt.  What,  then,  is  the  rule 
which  should  control  the  court  in  the  determination 
of  this  case?  It  is  insisted  by  counsel  for  the  ap¬ 
pellant  that  the  decision  of  the  Patent  Office  should 
stand  unless  the  testimony  shows  beyond  any  reason¬ 
able  doubt  that  the  plaintiff  was  the  first  inventor, 
and,  in  support  of  their  contention,  they  <?it.e  the 
cases  of  Coffin  v.  Ogden,  18  Wall.  120,  124,  and  Can¬ 
trell  v.  Wallick,  117  U.  S.  689,  695.  .  .  .  ‘Not 
only  is  the  burden  of  proof  to  make  good  this  de¬ 
fence  upon  the  party  setting  it  up,  but  it  has  been 
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held  that  “every  reasonable  doubt  should  be  re¬ 
solved  against  him.”  ’ 

4  4  These  two  cases  are  closely  in  point.  The  plain¬ 
tiff  in  this  case,  like  the  defendant  in  those  cases,  is 
challenging  the  priority  awarded  by  the  Patent  Of¬ 
fice,  and  should,  we  think,  be  held  to  as  strict  proof. 
.  .  .  There  is  always  a  presumption  in  favor  of 
that  which  has  once  been  decided,  and  that  presump¬ 
tion  is  often  relied  upon  to  justify  an  appellate  court 
in  sustaining  the  decision  below.  .  .  . 

“But  this  is  something  more  than  a  mere  appeal. 
It  is  an  application  to  the  court  to  set  aside  the  ac¬ 
tion  of  one  of  the  executive  departments  of  the  gov¬ 
ernment.  The  one  charged  with  the  administration 
of  the  patent  system  had  finished  its  investigations 
and  made  its  determination  with  respect  to  the  ques¬ 
tion  of  priority  of  invention.  That  determination 
gave  to  the  defendant  the  exclusive  rights  of  a  pat¬ 
entee.  A  new  proceeding  is  instituted  in  the  courts 
— a  proceeding  to  set  aside  the  conclusions  reached 
by  the  administrative  department,  and  to  give  to 
the  plaintiff  the  rights  there  awarded  to  the  defend¬ 
ant.  It  is  something  in  the  nature  of  a  suit  to  set 
aside  a  judgment,  and  as  such  is  not  to  be  sustained 
by  a  mere  preponderance  of  evidence.  Butler  v.  Shaw, 
21  Fed.  Rep.  321,  327.  It  is  a  controversy  between 
two  individuals  over  a  question  of  fact  which  has 
once  been  settled  by  a  special  tribunal,  entrusted 
with  full  power  in  the  premises.  As  such  it  might 
be  well  argued,  were  it  not  for  the  terms  of  this 
statute,  that  the  decision  of  the  Patent  Office  was  a 
finality  upon  every  matter  of  fact.  .  .  . 

“Upon principle  and  authority,  therefore,  it  must  be 
laid  down  as  a  rule  that  where  the  question  decided 
in  the  Patent  Office  is  one  between  contesting  parties 
as  to  priority  of  invention,  the  decision  there  made 
must  be  accepted  as  controlling  upon  that  question 
of  fact  in  any  subsequent  suit  between  the  same 
parties,  unless  the  contrary  is  established  by  testi¬ 
mony  which  in  character  and  amount  carries  thor¬ 
ough  conviction.  Tested  by  that  rule  the  solution 
of  this  controversv  is  not  difficult.  Indeed,  the 
variety  of  opinion  expressed  by  the  different  officers 
who  have  examined  this  testimony  is  persuasive  that 
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the  question  of  priority  is  doubtful,  and  if  doubtful 
the  decision  of  the  Patent  Office  must  control. 

•  •  •  •  •  •  •  •  •  :  • 

4 ‘There  is  other  testimony  on  both  sides  of  this 
controversy.  It  is  unnecessary  to  notice  it  in  detail. 

It  is  enough  to  say  that  the  testimony  as  a  whole 
is  not  of  a  character  or  sufficient  to  produce  a  dear 
conviction  that  the  Patent  Office  made  a  mistake  in 
awarding  priority  of  invention  to  the  defendant; 
and  because  of  that  fact,  and  because  of  the  rule 
that  controls  suits  of  this  kind  in  the  courts, 

“We  reverse  the  judgment  and  remand  the  case, 
with  instructions  to  dismiss  the  bill.  ’ 5  j 

At  the  time  that  Morgan  v.  Daniels  was  decided,  the 
decision  of  the  Commissioner  of  Patents  was  final  in  in¬ 
terference  cases.  Section  4915  R.  S.  as  it  is  applicable 
to  the  case  at  bar  makes  the  decision  of  the  Board  of 
Appeals  of  the  Patent  Office  final  in  interference  cases 
when  an  action  is  to  be  instituted  by  an  original  bill  in 
equity  under  the  provisions  of  this  Act. 

The  rule  of  Morgan  v.  Daniels  has  been  uniformly  fol¬ 
lowed  and  invoked  by  the  Courts  despite  the  Statutes 
having  been  changed  with  respect  to  available  appeals 
in  Patent  Office  proceedings  in  interference  cases.  The 
following  propositions  have  been  established  by  this  de¬ 
cision:  First,  the  matter  of  “priority  of  invention”  is 
considered  as  “a  question  of  fact.”  While  it  is  un¬ 
doubtedly  true  that  an  award  of  priority  of  invention 
might  in  some  respects  be  a  question  of  mixed  law  and 
fact,  nevertheless  the  Supreme  Court  in  Morgan  v. 
Daniels  treated  the  matter  of  “priority  of  invention”  as 
“a  question  of  fact.”  (Also  see  Earles  v.  Drake  Mfg.  Co., 
300  F.  265,  267 ;  C.  C.  A.,  3.)  Second,  the  Supreme  Court 
in  Morgan  v.  Daniels  held  that  a  proceeding  to  set  aside 
the  decision  of  the  Patent  Office  Tribunals  is  “in  the 
nature  of  a  suit  to  set  aside  a  judgment,”  and  that  the 
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findings  of  the  Patent  Office  Tribunals  cannot  be  over¬ 
come  by  ‘‘a  mere  preponderance  of  evidence. ”  Third, 
the  Supreme  Court  held  that  in  such  a  suit  the  decision 
of  the  Patent  Office  should  stand  unless  the  testimony 
shows  without  any  reasonable  doubt  that  the  plaintiff 
was  the  first  inventor  and  entitled  to  an  award  of 
priority. 

The  Supreme  Court  in  formulating  the  rule  of  Morgan 

* 

v.  Daniels  discussed  several  cases  that  had  previously 
been  decided  bv  it  and  reached  the  conclusion  that  when 
a  party  in  an  infringement  suit  relies  upon  the  defense 
of  priority  of  invention  as  against  the  party  whom  the 
Patent  Office  had  previously  held  to  be  the  first  in¬ 
ventor,  then  the  burden  of  proof  to  make  good  this  de¬ 
fense  is  upon  the  party  setting  it  up  and  that  “every 
reasonable  doubt  should  be  resolved  against  him.”  In 
Morgan  v.  Daniels  it  seems  to  be  very  clear  that  the  Su¬ 
preme  Court  established  the  rule  that  the  final  decision 
of  the  Patent  Office  should  carry  the  greatest  weight  and 
should  be  conclusive  unless  bv  testimonv,  which  in  char- 
acter  and  amount  carried  thorough  conviction,  a  Court 
of  equity  would  feel  justified  in  setting  aside  the  decision 
of  the  Patent  Office. 

From  the  opinion  in  Morgan  v.  Daniels,  it  appears  that 
several  of  the  Tribunals  which  had  previously  considered 
the  case  before  it  reached  the  Supreme  Court  had  reached 
different  conclusions.  However,  in  the  case  at  bar  the 
Examiner  of  Interferences,  in  awarding  priority  to  Roos 
over  Rice  and  Baver,  was  affirmed  bv  the  unanimous  de- 
cision  of  the  Board  of  Appeals.  The  Court  below,  in 
examining  the  question  as  an  original  one  and  consider¬ 
ing  the  record  independently  of  the  rule  of  Morgan  v. 
Daniels  or  any  other  rule  and  weighing  the  additional 
evidence  adduced  before  it  after  seeing  and  hearing  the 
witnesses,  also  found  in  favor  of  Roos. 
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In  the  very  recent  opinion  of  the  Supreme  Court  in 
Radio  Corp.  et  ad.  v.  Radio  Engineering  Laboratories 
(34  S.  Ct.  Rep.  752, — 1934),  the  rule  of  Morgan  v. 
Daniels  was  restated.  In  the  Radio  Corp.  case  the  cause 
originated  by  the  filing  of  a  bill  in  the  District  Court 
by  the  Radio  Corporation  against  the  Radio  Engineer¬ 
ing  Laboratories  charging  the  latter  with  infringement 
of  two  patents  that  issued  to  one  De  Forest.  The  de¬ 
fendant  relied  upon  the  defense  that  De  Forest  was  not 
the  first  inventor  but  that  one  Armstrong  preceded 
De  Forest  and  consequently  the  De  Forest  patents  were 
invalid. 

Prior  to  the  issuance  of  the  De  Forest  patents  in  suit, 
De  Forest  was  involved  in  interference  proceedings  in 
the  Patent  Office  with  Armstrong’s  patent.  This  had 
issued  inadverentlv  before  it  became  involved  in  inter- 
ference  with  De  Forest’s  two  pending  patent  applica¬ 
tions.  The  record  before  the  Patent  Office  showed  that 

i 

Armstrong  filed  his  patent  application  prior  to  the  filing 
of  the  De  Forest  patent  applications  and  that  De  Forest 
fixed  his  date  of  invention  as  August  6,  1912,  although 
he  did  not  file  his  two  patent  applications  until  March 
20,  1914,  and  September  23,  1915,  respectively.  Thus, 
De  Forest’s  second  application  was  not  filed  in  the  Pat¬ 
ent  Office  until  more  than  two  years  had  elapsed  from  the 
date  of  his  invention. 

By  way  of  parenthesis  we  remark  here  that  Roos  re¬ 
duced  his  invention  to  practice  on  August  23  and  24, 
1922,  and  filed  his  patent  application  on  August  20,  1924, 
within  two  years  thereafter.  Rice’s  counsel  argues  in 
the  case  at  bar  that  this  delay  of  not  quite  two  years  on 
Roos’  part  shows  that  Roos  abandoned  his  invention  or 
suppressed  and  concealed  it  until  he  allegedly  was 
spurred  into  activity  by  knowledge  that  Rice  and  Bayer 
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had  entered  the  field.  But  the  Supreme  Court,  as  we 
will  show  in  our  further  discussion  of  its  opinion,  did 
not  so  hold  with  respect  to  De  Forest  although  he  did 
not  file  his  second  patent  application  until  more  than  two 
years  elapsed  from  the  time  that  he  made  his  invention. 

In  the  Patent  Office  proceedings  involving  Armstrong 
and  De  Forest  the  Commissioner  rendered  a  decision 
in  favor  of  the  Armstrong  patent,  and  De  Forest  ap¬ 
pealed  to  the  Court  of  Appeals  of  the  District  of  Col¬ 
umbia  in  accordance  with  the  statutes  as  thev  existed  at 

•r 

that  time  investing  this  Honorable  Court  with  super¬ 
visory  jurisdiction  in  the  administration  of  the  patent 
laws.  This  Court  reversed  the  decision  of  the  Commis¬ 
sioner  and  decreed  priority  of  invention  in  favor  of 
De  Forest,  whereupon  the  De  Forest  patents  in  suit 
issued  (54  App.  D.  C.  391 ;  298  F.  1006). 

Thereafter  the  assignee  of  the  De  Forest  patents 

brought  a  suit  in  Pennsvlvania  under  Devised  Statute 

4918  (35  V.  S.  C.  A.,  Paragraph  66)  to  set  aside  the 
« 

Armstrong  patent.  This  statute  is  quite  similar  in  its 
provisions  to  Section  4915  R.  S.,  except  that  the  former 
is  concerned  with  interfering  patents  while  the  latter  is 
directed  to  proceedings  that  involve  at  least  one  inter¬ 
fering  patent  application.  The  decision  in  the  Pennsyl¬ 
vania  suit  was  in  favor  of  the  De  Forest  patents, 
the  Court  citing  Morgan  v.  Daniels  and  adjudging  that 
the  holder  of  the  Armstrong  patent  had  failed  to  over¬ 
come  the  presumption  of  validity  attaching  to  the 
De  Forest  patents  under  the  administrative  ruling  of  the 
Court  of  Appeals  of  the  District  of  Columbia  (D.  C.), 
13  F.  (2d)  1014.  The  decree  in  that  suit  came  up  for 
review  before  the  Circuit  Court  of  Appeals  for  the  Third 
Circuit  and  the  District  Court  was  affirmed,  holding  that 
the  presumption  of  validity  which  protected  the  De  For- 
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est  patents  had  not  been  overthrown,  and  that  apart 
from  any  presumption  De  Forest  had  made  out  his  title 
as  the  original  inventor  (21  F.  (2d)  918,  C.  C.  A.  3rd). 
Writs  of  certiorari  brought  the  controversy  instituted 
under  Section  4918  R.  S.  before  the  Supreme  Court  of 
the  United  States,  and  that  Court  affirmed  the  decree 
on  the  authority  of  Morgan  v.  Daniels,  supra  (278  U.  S. 
562).  ! 

In  the  Radio  Corp.  case  the  Supreme  Court,  speaking 
through  Mr.  Justice  Cardozo,  after  reviewing  the  history 
of  the  De  Forest  patents  as  above  outlined,  said  with  re¬ 
spect  to  the  defense  based  on  the  allegation  that  Arm- 

i 

strong  was  in  fact  the  first  inventor  (p.  754) : 

“.  .  .  This  court  affirmed  the  decree  on  the 
authority  of  Morgan  v.  Daniels,  153  U.  S.  120,  14  S. 
Ct.  772,  38  L.  Ed.  657,  and  Victor  Talking  Machine 
Co.  v.  Brunswick-Balke-Collender  Co.,  273  U.  S.  670, 
47  S.  Ct.  474,  71  L.  Ed.  832.  The  first  of  those  cases 
lays  down  the  rule  that  ‘where  the  question  decided 
in  the  patent  office  is  one  between  contesting  parties 
as  to  priority  of  invention,  the  decision  there  made 
must  be  accepted  as  controlling  upon  that  question 
of  fact  in  any  subsequent  suit  between  the  same  par¬ 
ties,  unless  the  contrary  is  established  by  testimony 
which  in  character  and  amount  carries  thorough  con¬ 
viction.’  153  U.  S.  at  page  125,  14  S.  Ct.  772,  773. 
The  second  case  (273  U.  S.  670,  47  S.  Ct.  474,  71  L. 
Ed.  832)  adds  to  that  presumption  of  validity  the 
support  of  the  familiar  principle,  repeatedly  applied 
in  our  decisions,  that  the  concurrent  findings  of  the 
courts  below  will  be  accepted  by  this  court  ‘unless 
clear  error  is  shown.’  See  e.  g.,  United  States  v. 
State  Investment  Co.,  264  U.  S.  206,  211,  44  S.  Ct. 
289,  290,  68  L.  Ed.  639;  Texas  &  N.  O.  R.  Co.  v. 
Brotherhood  of  Railway  Clerks,  281  U.  S.  548,  558, 
50  S.  Ct.  427,  74  L.  Ed.  1034;  United  States  v.  Com¬ 
mercial  Credit  Co.,  286  U.  S.  63,  67,  52  S.  Ct.  467,  76 
L.  Ed.  978.” 

In  further  discussing  the  award  of  priority  that  had 

i 
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been  previously  made  to  De  Forest  by  reason  of  tlie 
Pennsylvania  case  prosecuted  under  Section  4918  R.  S., 
Justice  Cardozo  continued  in  the  Radio  Corp.  case  as 
follows  (pp.  755-56) : 

“This  court  in  affirming  the  decrees  in  favor  of 
De  Forest  did  not  sav  out  and  out  that  it  would  have 
reached  the  same  conclusion  upon  the  issue  of  pri- 
oritv  if  it  had  been  itself  the  trier  of  the  facts.  It 
did,  however,  say  in  substance  that  Armstrong  had 
failed  to  establish  his  own  superior  right  by  evidence 
sufficient  to  carry  thorough  conviction  to  the  mind 
(Morgan  v.  Daniels,  supra),  or  by  evidence  of  mani¬ 
fest  error  in  the  findings  of  the  courts  below.  We 
do  not  need  to  go  into  the  question  whether  Morgan 
v.  Daniels  is  applicable  in  all  its  force  unless  the  par¬ 
ties  to  the  later  suit  were  parties  also  to  the  con¬ 
test  in  the  administrative  proceeding.  There  are 
statements  in  the  opinion  (153  U.  S.  at  pages  124, 
125,  14  S.  Ct.  772)  with  reference  to  the  analogy 
between  a  patent  and  a  judgment  that  presuppose, 
perhaps,  identity  of  parties.  Cf.,  Rousso  v.  Barber 
(C.  C.  A.),  3  F.  (2d)  740;  Rousso  v.  First  Nat.  Rank, 
supra.  Be  that  as  it  may,  the  requirement  of  evi¬ 
dence  sufficient  to  carry  conviction  to  the  mind  is 
little  more  than  another  form  of  words  for  the  re¬ 
quirement  that  the  presumption  of  validity  shall 
prevail  against  strangers  as  well  as  parties  unless 
the  countervailing  evidence  is  clear  and  satisfactory. 
Nice  distinctions  are  suggested  between  the  appli¬ 
cation  of  these  principles  by  the  court  that  finds  the 
facts  and  their  application  by  the  court  that  sits  as  a 
reviewing  body,  though  we  know  that  an  appeal  in 
equity  imports  a  broad  power  of  revision.  Con¬ 
ceivably,  we  are  told,  a  court  might  have  a  clear  con¬ 
viction  that  the  validity  of  a  patent  had  been  suc¬ 
cessfully  impeached,  if  it  were  passing  upon  the  issue 
unhampered  by  the  views  of  others,  and  yet  the  con¬ 
viction  might  not  be  clear  enough  to  overthrow  a 
holding  to  the  contrary  approved  by  other  judges. 
Gradations  of  difference  so  subtle  are  not  susceptible 
of  pursuit  without  leading  us  into  a  land  of  shadows. 
This  court  held  the  view  when  these  patents  were 
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last  before  it  that  the  evidence  was  insufficient  to 
overcome  the  presumption  of  their  validity  in  any 
clear  or  certain  way.  If  our  estimate  of  probative 
values  had  been  different,  the  invention  must  have 
gone  to  Armstrong,  no  matter  though  other  courts 
or  administrative  officers  had  been  persuaded  to  the 
contrary.  The  evidence  that  was  insufficient  at  that 
time  to  evoke  a  clear  conviction  that  the  patents 
were  invalid  is  the  same  in  all  essentials  as  the  evi¬ 
dence  before  us  now.  We  must  pronounce  a  like 
decree  unless  we  are  prepared  to  say  in  the  light  of 
fuller  argument  that  the  first  decree  was  wrong. 

“The  record  has  been  re-examined  patiently  with¬ 
out  inducing  that  persuasion.’ ’ 


From  a  careful  study  of  the  opinion  in  the  Radio  Corp. 
ease,  it  appears  that  the  Supreme  Court  if  itself  had 
been  the  trier  of  the  facts  in  that  case  would  not  neces- 
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sarily  have  found  that  De  Forest  was  the  first  inyentor 
of  the  common  invention  described  and  claimed  in  his 
patents  and  in  the  Armstrong  patent.  But  inasmuch  as 
the  Court  of  Appeals  of  the  District  of  Columbia!  in  its 
supervisory  jurisdiction  in  the  administration  of  the 
patent  laws  had  found  in  favor  of  De  Forest  during  the 
time  that  the  interference  proceedings  between  ;  Arm¬ 
strong  and  De  Forest  were  pending,  the  Supreme  Court 
invoked  the  rule  of  Morgan  v.  Daniel*  and  hold  that  the 
De  Forest  patents  were  valid  and  that  Armstrong  was 
not  the  first  inventor  of  the  common  invention. 

It  is  to  be  noted  that  in  the  Radio  Corp.  case  the  re¬ 
spondent  was  not  the  same  party  that  opposed  De  Forest 
in  any  of  the  interference  proceedings.  The  respond¬ 
ent,  Radio  Engineering  Laboratories,  was  a  new  party 
to  this  controversy,  but  it  attempted  to  avail  itself  in  the 
infringement  action  of  the  defense  that  Armstrong  was 
in  fact  the  first  inventor  of  the  common  invention.  The 
Supreme  Court  held  that  nevertheless  the  respondent 
was  bound  by  the  rule  that  the  presumption  of  validity 
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that  attached  to  the  contest  in  the  administrative  pro¬ 
ceeding  before  the  De  Forest  patents  were  issued,  pre¬ 
vailed  against  strangers  unless  the  countervailing  evi¬ 
dence  was  clear  and  satisfactory. 

So,  in  the  case  at  bar,  Rice’s  additional  evidence  which 
this  Honorable  Court  is  called  upon  to  re-examine  will 
not  be  found  to  be  of  such  character  or  sufficient  to  pro¬ 
duce  a  clear  conviction  in  the  mind  of  the  Court  that  the 
Patent  Office  Tribunals  made  a  mistake  in  awarding  pri¬ 
ority  to  Roos.  The  Court  below,  in  examining  the  ques¬ 
tion  as  an  original  one  and  considering  the  record  in¬ 
dependently  of  the  rule  of  Morgan  v.  Daniels,  decreed  in 
favor  of  Roos  because  all  of  Rice’s  evidence  did  not  cul¬ 
minate  into  i  that  very  heavy  burden  that  Rice  is  here 
compelled  to  assume. 

In  Curtiss  Aeroplane  <£  Motor  Corporation  ef  al.  v. 
Janin  et  al.  (C.  C.  A.  2nd — 1921),  278  F.  454,  the  rule  of 
Morgan  v.  Daniels ,  as  applied  to  a  plaintiff  seeking  a 
patent  was  adopted  in  the  following  language  (p.  455)  : 


“The  principal  plaintiff  herein  is  a  patent  seeker, 
exercising  his  statutory  right  of  demanding  from  a 
court  of  equity  what  the  regular  administrative 
bureau  has  refused.  Such  a  party  is  very  properly 
compelled  to  assume  a  heavy  burden  of  evidence. 
Xot  onlv  must  his  case  carrv  thorough  conviction  bv 
the  character  and  amount  of  evidence  (Morgan  v. 
Daniels,  153  U.  S.  120,  14  Sup.  Ct.  772,  38  L.  Ed. 
657),  but,  if  facts  are  seriously  in  dispute,  he  must 
adduce  in  his  equity  suit  new  and  persuasive  testi- 
monv  not  submitted  to  the  administrative  tribunal 
Gold  v.  Xewlon ,  254  Fed.  824,  166  C.  C.  A.  270).” 

The  Supreme  Court  had  occasion  again  to  affirm  the 
rule  of  Morgan  v.  Daniels  in  Victor  Talking  Machine  Co. 
v.  Bru nsic ick-Balke-C alien d e r  Co.,  273  U.  S.  670  (1927). 


The  decision  of  the  Supreme  Court  was  a  per  curiam 
decision  on  a  writ  of  certiorari  to  the  Circuit  Court  of 
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Appeals  for  the  Third  Circuit.  This  case  was  argued 
before  the  Supreme  Court  and  the  decision  stated  as 
follows : 


“Affirmed  on  the  authority  (1)  of  Morgan  v. 
Daniels ,  153  U.  S.  120,  and  (2)  of  United  States  v. 
State  Investment  Co.,  264  U.  S.  206,  211,  etc.” 


In  the  Victor  case  additional  testimonv  was  introduced 
in  the  trial  before  the  District  Court.  The  case  origin¬ 
ated  as  a  suit  brought  under  Section  4918  of  the  Revised 
Statutes  which  permits  a  suit  to  be  brought  whenever 
there  are  two  patents  issued  by  the  United  States  Patent 
Office  with  interfering  claims.  The  District  Court,  in 
considering  actions  under  both  Sections  4915  and  4918  of 
the  Revised  Statutes,  held  that  in  both  actions  the  ques¬ 
tion  as  to  the  effect  of  a  final  decision  in  an  interference 


proceeding  and  the  law  relating  to  the  effect  upon  the 
courts  of  such  final  decision  is  exactlv  the  same.  We  will 
first  refer  to  the  decision  of  the  District  Court  for  the 
underlying  facts  presented  to  the  Supreme  Court  for  its 
consideration.  The  District  Court  decision  in  Victor 
Talking  Mach .  Co.  v.  Brunsicick-Balke-Collender  Co.  ef 


al.,  290  F.  565,  held  (p.  571) : 

“ .  .  .  Under  the  express  authority  of  Morgan 

.v  Daniels ,  the  judgment,  though  not  final,  is  conclu¬ 
sive  upon  the  question  of  priority  of  invention,  un¬ 
less  overcome  by  evidence  carrying  thorough  con¬ 
viction,  an  inevitable  consequence  of  which  is  that  it 
is  in  like  degree  conclusive  with  respect  to  every  fact 
of  which  it  would  have  been  absolutelv  conclusive, 
had  it  been  final. 

“Giving  to  the  judgment  of  the  Court  of  Appeals, 
and  so  to  the  findings  of  fact  underlying  that  judg¬ 
ment,  only  such  weight  as  would  shift  the  burden  of 
proof  from  the  defendant  here  to  the  plaintiff,  would 
l>e  giving  it  no  greater  weight  than  if  there  had  been 
no  Patent  Office  interference  proceeding  at  all, 

“.  .  .  11  thus  becomes  clear,  T  think,  that  the 


l 
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statement  in  Morgan  v.  Daniels ,  giving  to  the  find¬ 
ing  of  the  Commissioner  of  Patents  a  weight  and 
value  barely  short  of  controlling,  was  not  thought¬ 
lessly  or  carelesslv  made.” 


The  decision  of  the  Court  of  Appeals  for  the  Third 
Circuit  affirming  the  decision  of  the  District  Court  is 
reported  in  8  F.  (2d)  41. 

It  would  appear  from  the  cases  cited  above  that  the 
rule  has  been  clearlv  established  that  the  decisions  of 
the  administrative  Tribunals  of  the  Patent  Office  are  en¬ 


titled  to  great  weight — in  fact,  a  weight  and  value  barelv 

O  O  7  O  • 

short  of  controlling.  In  a  suit  under  Section  4915,  unless 
a  plaintiff  can  show  in  a  conclusive  manner  “by  testi¬ 
mony  which  in  character  and  amount  carries  thorough 
conviction"  that  the  decisions  of  these  Tribunals  are 


clearlv  erroneous,  thev  should  be  sustained. 

The  Court  of  Appeals  of  the  Seventh  Circuit  as  re¬ 
cently  as  April,  1931,  again  affirmed  and  adopted  the  rule 
of  Morgan  v.  Daniels.  This  opinion  was  rendered  in 
Uihlein  et  al.  v.  General  Electric  Co.  et  al.f  47  F.  (2d) 
997.  The  Court  of  Appeals  had  before  it  a  suit  author¬ 
ized  by  Section  4915  wherein  Messrs.  G  and  B,  joint  in¬ 
ventors,  sought  the  issuance  of  letters  patent  which  had 
been  denied  to  them  bv  the  Commissioner  of  Patents  and 


the  Court  of  Appeals  of  the  District  of  Columbia  {Cal¬ 


laghan  v.  Gourernenr  et  al..  295  F.  961). 

The  question  under  consideration  by  the  Court  was: 
Who  was  entitled  to  a  patent  on  the  combination  de¬ 
scribed  in  the  two  copending  applications  in  the  Patent 
Office,  one  application  being  that  of  G  and  B,  joint  in¬ 
ventors,  and  the  other  application  being  that  of  one  C  .; 
The  District  Court  found  for  the  original  plaintiff,  the 
appellee  before  the  Circuit  Court  of  Appeals.  Xew  and 
additional  evidence  was  before  the  District  Court  and,  in 
consequence  thereof,  the  District  Court  found  for  the 
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plaintiff  and  entered  a  decree  directing  the  Commissioner 
of  Patents  to  issue  a  patent  to  G  and  B.  Thus,  the  ad¬ 
ministrative  Tribunals  of  the  Patent  Office  were  reversed. 
The  plaintiff  had  been  held  by  the  Patent  Office  and  this 
Honorable  Court  not  entitled  to  the  grant  of  the  patent, 
because  the  defendant,  through  the  party  C,  was  found 
to  have  been  the  first  inventor,  and  who  was  also  found 
to  have  been  diligent  and  not  to  have  abandoned  the 
invention.  j 

The  Circuit  Court  of  Appeals  of  the  Seventh  Circuit, 
speaking  through  Circuit  Judge  Evans,  said  that  (p. 


999):  ! 

“The  quantum  of  proof  required  to  justify  the 
court  in  setting  aside  the  patent  is  stated  in  Morgan 
v.  Daniels ,  153  U.  S.  120.” 


After  discussing  the  evidence  presented  before  the  Dis¬ 
trict  Court  Judge  Evans  said  (p.  999) : 


“Our  conclusion  is  that  the  evidence  was  not  suffi¬ 
cient,  under  the  rule  announced  in  Morgan  v. 
Daniels ,  supra ,  to  overcome  the  force  of  the  finding 
of  the  Court  of  Appeals  of  the  District  of  Columbia 
on  this  issue,  supported  as  it  is  by  the  conclusion  of 
three  other  fact  finding  tribunals.” 

The  plaintiff  in  Uihlein  v.  General  Electric  urged,  as 
Rice  does  in  the  case  at  bar,  that  the  administrative 
Tribunals  under  the  patent  laws  were  in  error  in  award¬ 
ing  priority  to  the  defendant,  the  party  C,  because  the 
party  C  was  not  diligent  and  had  abandoned  his  inven¬ 
tion.  Rice  likewise  urges  here  lack  of  diligence  on  the 
part  of  Roos  and  abandonment  of  the  invention  by  Roos. 
Judge  Evans  in  his  opinion  discussed  the  alleged  lack  of 
diligence  and  the  alleged  abandonment  on  the  part  of  the 
party  C  and  found  in  his  favor  reversing  the  District 

I 

Court  in  the  following  language  (p.  1001): 

“Considering  all  of  the  circumstances,  we  are  un- 
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able  to  sav  that  C’s  conduct  was  such  as  to  indicate 
* 

an  abandonment  of  his  invention  or  that  he  was  so 
lacking  in  diligence  as  to  bar  his  right  to  success¬ 
fully  prosecute  his  application  for  a  patent. 

“In  reaching  this  conclusion  we  have  assumed 
that  the  rule  annnounced  in  Morgan  v.  Daniels , 
above  quoted,  respecting  the  quantum  of  proof 
necessary  to  justify  the  disregard  of  a  decree  of  the 
Circuit  Court  of  Appeals  of  the  District  of  Colum¬ 
bia,  applies  to  this  issue  as  well  as  to  the  issue  of 
priority  of  invention.  We  have  likewise  been  mind¬ 
ful  of  the  weight  which  we  should  give  to  the  find¬ 
ings  of  the  District  Court.  With  his  customary 
clarity,  the  District  Judge  has  given  his  reasons  for 
his  findings.  It  must  be  said  on  the  other  side,  how¬ 
ever,  that  much  of  the  testimony  was  in  the  nature 
of  depositions.  Moreover,  the  probative  value  of  the 
court’s  findings  is  weakened  bv  the  fact  that,  as  to 
one  issue,  four  tribunals,  experienced  in  passing  on 
such  questions,  reached  a  conclusion  contrary  to  that 
found  by  the  District  Judge.  As  to  the  other  issue, 
a  mixed  one  of  fact  and  law,  the  finding  of  the  Cir¬ 
cuit  Court  of  Appeals  of  the  District  of  Columbia  is 
at  variance  with  the  finding  of  the  District  Judge.” 

A  petition  for  rehearing  was  granted  by  the  Circuit 
Court  of  Appeals  and  the  appellees,  party  G  and  B, 
urged  that  the  conclusions  of  fact  as  found  by  the  Dis¬ 
trict  Court  and  awarding  priority  of  invention  to  the 
joint  inventors  (1  and  B  should  have  been  treated  as 
unassailable  by  the  Appellate  Court,  except  for  manifest 
error.  The  Court  of  Appeals  then  again  studied  the 
record,  the  opinion  of  the  District  Court,  and  the  briefs 
of  opposing  counsel.  Besides,  appellees  filed  additional 
briefs.  The  Appellate  Court,  in  holding  again  that  the 
District  Court  was  in  error,  stated  as  follows  in  its 
opinion  on  rehearing  (pp.  1003-4) : 


“In  the  instant  case,  two  unusual  facts  combined 
to  justify  a  departure  from  it:  (1)  The  fact  that 
four  fact-folding  tribunals  reached  different  con¬ 
clusions  from  those  found  by  the  District  Court;  and 


71 


(2)  the  statute,  section  63,  title  35,  XT.  S.  C.  A.,  and 
the  decisions  thereunder,  placed  upon  appellees  a 
heaw  burden,  which  could  only  be  overcome  ‘by  tes- 
timony  which  in  character  and  amount  carried  thor¬ 


ough  conviction ’  and  which  left  the  court  free  from 
reasonable  doubt. 

“It  is  unnecessary  to  further  discuss  the  effect  of 
the  findings  of  the  four  tribunals  which  passed  upon 
this  issue  prior  to  the  District  Court. 

“Respecting  the  second  ground  for  distinguishing 


this  case  from  the  usual  run  of  cases,  we  cite  in  ad¬ 
dition  to  Morgan  v.  Daniels,  153  U.  S.  120,  14  S.  Ct. 
772,  38  L.  Ed.  657,  discussed  in  the  original  opinion, 
the  case  of  Gold  v.  Gold,  237  F.  84,  86,  a  easel  decided 


by  this  court.  i 

“Referring  to  the  quantum  of  proof  necessary  to 
justify  a  setting  aside  of  the  decision  of  the  Court 
of  Appeals  of  the  District  of  Columbia,  the  court 
said:  ‘The  District  Court,  in  this  statutory  proceed¬ 
ing  to  review  the  decree  rendered  in  a  contested  case 
by  a  court  acting  as  the  final  expert  administrative 
governmental  department,  exercises  a  jurisdiction 
somewhat  analogous  to,  though  broader  than,  that 
exercised  by  a  court  of  equity  on  a  bill  to  set  aside 
a  judgment  at  law — broader,  in  that  the  evidence 
may  go  to  the  merits  of  the  original  controversy 
but,  though  a  re-examination  of  t lie  evidence  is  not 
precluded,  the  court  must  be  thoroughly  convinced 
that  it  furnishes  no  substantial  support  whatever  for 
the  decree  before  the  conclusions  reached  by  the 
Court  of  Appeals  of  the  District  of  Columbia  will 
be  overturned.  ’ 


“A  further  study  of  the  cases  convinces  us  that  in¬ 
stead  of  being  out  of  harmony  with  other  federal 
courts,  the  decision  of  this  court  in  the  above-en¬ 
titled  action  has  been  cited  with  approval  in  most 
of  the  circuits.  Longhran  v.  Quaker  City  Co.,  296 
F.  822  (3rd  Cir.) ;  Earles  v.  A.  If'.  Drake  Mfg.  Co.. 
300  F.  265  (3rd  Cir.) ;  Greenwood  v.  Dover,  1^4  F.  91 
(1st  Cir.) ;  Texas  Co.  v.  McAfee,  299  F.  718  (5th  Cir.)  ; 
Hernandez  v.  Prizma,  Inc.,  39  F.  (2d)  196  (Me.  1). 
C.) ;  Prescott  v.  Swain,  39  F.  (2d)  241  (Ohio,  D.  C.)  ; 
Gold  v.  Xejrton,  254  F.  824,  827  (2nd  Cir.). 
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“In  Gold  v.  Newton  (C.  C.  A.),  254  F.  824,  827,  we 
have  an  opinion  which  goes  much  further  than  it  is 
necessarv  for  us  to  go  in  the  instant  case.  And  we 
do  not  go  so  far  as  the  holding  of  this  case.  There, 
two  of  the  three  judges  of  the  Circuit  Court  of  Ap¬ 
peals  were  in  favor  of  the  plaintiff  in  his  suit  brought 
under  35  U.  S.  C.  A.,  Sec.  63.  Notwithstanding  the 
fact  that  the  majority  of  the  judges  of  the  Appellate 
Court  favored  the  plaintiff,  the  court  held  for  the  de¬ 
fendant,  saying: 

“  ‘.  |  .  .  We  are  all  of  opinion  that  the  fact  of 
difference  among  ourselves  is  reason  the  more  for 
adhering  to  the  rule  of  Morgan  v.  Daniels,  153  U. 
S.  120,  14  S.  Ct.  772,  38  L.  Ed.  657,  ...  and 
especially  so  in  a  case  where  we  have  no  testimony 
materially  changing  the  record  that  was  before 
(and  indeed  repeatedly  before)  the  court  author¬ 
ized  equally  with  ourselves  (though  in  a  somewhat 
different  manner)  to  deal  with  questions  of  this 
kind,  viz.,  the  Court  of  Appeals  of  the  District  of 
Columbia. 

“  ‘In  respect  of  actions  like  this,  solely  against 
the  Commissioner,  the  jurisdiction  still  existing 
under  R.  S.,  Sec.  4915.  .  .  is,  to  say  the  least, 
a  singularity  in  law  making.  While  the  statute 
exists,  jurisdiction  must  be  exercised;  but  we  en¬ 
tirely  concur  with  the  court  below  that,  in  order 
to  advise  or  direct  the  Commissioner  to  issue  a 
patent  which  he  has  refused  and  had  his  refusal 
approved  by  the  District  Court  of  Appeals,  there 
must  be  introduced  substantially  new  and  persua¬ 
sive  testimony  not  adduced  before  the  tribunals 
with  which  we  are  invited  to  differ.  Here  we  have 
nothing  but  an  argument,  persuasive  to  a  majority 
only  of  this  court,  and  even  that  argument  seems 
to  have  been  the  same  throughout  this  long  and 
tangled  litigation.’ 

“A  further  discussion,  and  a  more  elaborate  state¬ 
ment  of  the  evidence,  which  has  raised  not  only  a 
doubt  in  our  mind  but  has  convinced  us  of  the  fact 
that  Callaghan  was  the  first  inventor  of  the  electric 
furnace,  will  not  be  attempted.  It  is,  we  think,  suf¬ 
ficient  to  say  that  the  conclusion,  which  we  expressed 
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in  the  first  opinion,  has  not  been  changed  by  a  further 
study  of  the  evidence  on  this  petition  for  rehearing. 

The  fact  that  Callaghan  and  his  supporting  witnesses 
did  not  fully  agree  in  all  respects  should  not  neces¬ 
sarily  detract  from  the  persuasiveness  of  their  story. 
They  agreed  upon  the  essential  matters.  Had  the 
witnesses  been  in  perfect  accord  in  the  exact  phrase¬ 
ology  of  the  various  conversations,  it  might  have 
suggested  a  ‘practice  in  concert’  on  their  part,  a 
‘horse  shedding’  of  the  witnesses,  which  would  have 
weakened  rather  than  strengthened  their  testimony.  ’  ’ 


Thus  the  Court  of  Appeals,  in  addition  to  adopting  the 
rule  of  Morgan  y,  Daniels ,  fortified  further  its  opinion 
by  its  decision  previously  rendered  in  Gold  et  al.  v.  Gold , 
237  F.  84  (1916);  Gold  et  al.  v.  Newton ,  254  F.  824  (C. 
C.  A.  2nd  Cir. — 1918) ;  and  Greenioood  v.  Dover ,  194  F. 
91  (C.  C.  A.  1st  Cir.— 1911). * 

The  Court  of  Appeals  in  Uihlein  v.  General  Electric , 
on  rehearing,  was  again  urged  to  reconsider  C’s  al¬ 
leged  lack  of  diligence.  The  evidence  was  re-examined 
with  a  view  to  ascertaining  whether  or  not  C  had  aban¬ 
doned  his  invention  because  of  lack  of  diligence,  but  the 
Court  of  Appeals  held  that  the  quantum  and  character 
of  proof  necessary  to  disturb  a  finding  of  the  Patent 
Office  Tribunals  applies  to  the  issue  of  diligence  with 
the  same  force  as  it  does  to  the  issue  of  priority.  The 
Court  of  Appeals  again  sustained  the  Patent  Office  Tri¬ 
bunals’  finding  that  C  had  been  diligent  and  had  not 
abandoned  his  invention  and  was  therefore  entitled  to 
an  award  of  priority  of  invention,  the  language  of  the 
Court  being  as  follows  (p.  1004-5): 


*  Throughout  all  tne  cases  decided  under  K.  S.  4915  runs  the  control¬ 
ling  thought  that  in  order  to  grant  relief  to  a  plaintiff  the  mental  atti¬ 
tude  of  the  District  Court  and  the  Circuit  Court  of  Appeals  on  review 
must  be  such  that  there  is  absolutely  no  doubt  that  the  Patent  Office  tri¬ 
bunals  erred.  Thus  in  Cold  v.  Newton,  uncertainty  as  to  the  right  of  the 
plaintiff  and  division  of  agreement  among  the  members  of  the  court  con¬ 
strained  them  to  uphold  unanimously  the  judgment  of  the  Patent  Office. 
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“Diligence.  Xo  further  discussion  of  this  phase 
of  the  case  would  be  undertaken  but  for  appellants' 
insistence  that  the  evidence  was  not  properly 
weighed  because  of  our  adoption  of  an  erroneous 
standard  of  diligence.  It  is  argued  that  the  statu¬ 
tory  basis  for  the  diligence  requirement  is  to  be 
found  in  35  USCA,  Sec.  69.  In  examining  the  facts 
and  reaching  a  conclusion  upon  this  issue,  it  is  prob¬ 
ably  of  little  importance  whether  statutory  author¬ 
ity  for  its  requirement  be  traceable  to  one  section 
of  the  statute  or  another.  Our  study  of  the  cases, 
however,  has  convinced  us  that  the  diligence  re¬ 
quired  of  an  inventor,  who  does  not  make  applica¬ 
tion  for  a  patent  covering  his  discovery  until  after  an¬ 
other  has  applied  for  such  statutory  monopoly,  is 
not  to  be  found  in  either  35  USCA,  Sec.  31,  or  35 
USCA,  Sec.  69.  Harper  v.  Zimmerman  (D.  C.),  41 
F.  (2d)  261;  Martin  v.  Curtiss  Aeroplane  cl’*  Motor 
Co.  (I).  C.),  26  F.  (2d)  701;  etc.,  etc. 

“Under  these  decisions  and  the  various  section^ 


of  the  statute  governing  the  allowance  of  patents, 
including  35  USCA,  Sec.  63,  it  would  seem  improper 
to  measure  Callaghan's  conduct  bv  the  standard  es- 
tablished  in  the  doctrine  of  implied  abandonment. 
Because  of  the  benefits  to  the  public  which  attend 
patentable  discoveries,  courts  have  laid  down  the 
rule  that  reward  will  be  given  onlv  to  the  first  in- 
vent  or,  who,  after  making  his  discovery,  proceeds 
diligently  to  reduce  it  to  practice  or  apply  for  a  pat¬ 
ent.  Should  one  making  the  discovery  fail  in  dili¬ 
gence  in  reducing  it  to  practice  or  applying  for  a 
patent  and  another  later  makes  the  same  discovery, 
but  at  an  earlier  date  proceeds  to  reduce  it  to  prac¬ 
tice  or  apply  for  a  patent,  the  latter  will  be  re¬ 
warded  because  he  made  it  possible  for  the  public  to 
earlier  enjoy  the  invention. 

“However,  our  inquiry  is  not  so  much  into  the 
reasons  back  of  the  rule  or  to  the  origin  of  it  as  it  is 
directed  to  an  examination  of  the  facts  upon  which 
the  issue  of  Callaghan’s  diligence  must  be  deter¬ 
mined.  A  further  study  of  the  facts  has  not  re¬ 
sulted  in  a  change  in  our  conclusion  respecting  this 
issue.  On  this  issue  the  evidence  before  the  His- 
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trict  Court  was  almost  identical  with  that  before  the 
Patent  Office  and  the  Court  of  Appeals  for  the  Dis¬ 
trict  of  Columbia.  The  discussion  of  the  quantum 
and  the  character  of  the  proof  necessary  to  disturb 
a  finding*  of  the  Court  of  Appeals  applies  to  the  is¬ 
sue  of  diligence  with  the  same  force  as  it  did  to  the 
issue  of  priority.  The  evidence  is  ample  to  sustain 
such  finding.’  ’ 

Here  Rice  urges  again,  as  he  did  before  the  Patent 
Office  and  the  trial  Court,  that  Roos  was  not  diligent 
and  that  Roos’  delay  in  filing  his  patent  application  and 
in  making  commercial  use  of  his  invention  was  tantamount 
to  abandonment  in  spite  of  the  fact  that  Roos  actually 
reduced  to  practice  in  August,  1922,  as  found  unani- 

mouslv  bv  the  Patent  Office  Tribunals  and  the  Court  be- 

| 

low.  Roos  then  devoted  his  energies  and  time  to  per¬ 
fecting  the  machine  of  Roos  Exhibit  16,  because  the 
United  States  Gypsum  Company  in  adopting  the  Roos 
invention  for  the  manufacture  of  its  lightweight  wall- 
board  was  required  to  design  a  machine  that  would  fit 
in  with  certainty  and  without  possibility  of  failure  with 
the  straight-line  continuously-operating  wallboard  ma¬ 
chine  that  turned  out  the  finished  product,  the  wallboard, 
in  vast  quantities.  There  is  nothing  in  the  statutes  or 
in  any  of  the  cases  requiring  Roos  to  rush  to  the  Patent 
Office  with  an  abortive  application  such  as  Rice’s.  Roos 
was  very  prompt  in  reducing  his  invention  to  practice, 
and  the  fact  that  Rice  preceded  Roos  in  point  of  time  in 
filing  his  application  in  the  Patent  Office  can  be  of  no 
avail  to  Rice  for  the  reason  that  Roos  actually  reduced 
the  invention  to  practice  in  August,  1922,  when  he  made 
the  standard  four-inch  partition  tile. 

The  law  as  it  pertains  to  Roos’  reduction  to  practice 
will  be  discussed  fully  in  another  portion  of  this  'brief. 
It  will  there  be  pointed  out  that  the  usual  factory  tests 
conducted  by  Roos  upon  the  standard  four-inch  parti- 
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tion  tile  made  on  August  23  and  24,  1922,  by  practicing 
the  process  of  the  invention,  were  much  more  extensive 
and  much  more  persuasive  of  the  satisfactory  character 
of  Roos’  invention  than  anything  that  Rice  did,  even 
the  filing  of  his  abortive  and  incomplete  patent  appli¬ 
cation. 

Again  in  (Ireemcood  et  al.  v.  Dover  et  al.,  194  F.  91 
(C.  0.  A.,  1st  Circuit — 1911),  the  Court  adopted  the 
rule  of  Morgan  v.  Daniels.  This  was  a  suit  under  Sec¬ 
tion  4915  R.  S.,  and  Circuit  Judge  Putnam  reversed  the 
decision  of  the  lower  Court  which  is  reported  in  177  F. 
946. 

Judge  Putnam,  in  reversing  said  decision,  said  (194 
F.  91,  94,  95,  97)  : 

“.  .  .  As  it  is,  however,  we  are  compelled  to  ac¬ 
cept  in  this  single  particular  the  view  claimed  by 
Dover,  that  the  judgment  of  the  Court  of  Appeals 
stands  akin  to  a  departmental  decision,  although  no 
court  could  avoid  the  impression  that  in  a  certain 
sense  and  to  a  certain  extent  it  is  of  greater  weight. 
It  is  sufficient  for  us,  however,  to  apply  to  this  case 
the  rule  of  Morgan  v.  Daniels,  that  there  must  be  a 
clear  conviction  on  this  record  that  the  conclusion 
of  the  Court  of  Appeals  was  erroneous.  In  saying 
this  we  need  not  trouble  ourselves  about  the  vary¬ 
ing  expressions  of  various  courts  with  regard  to 
analogous  cases,  some  of  which  would  even  require 
Dover  to  maintain  his  position  by  proofs  beyond  a 
reasonable  doubt.  We  are  satisfied  to  reduce  all  such 
expressions  to  the  one  used  in  Morgan  v.  Daniels,  to 
the  extent  that  the  record  in  this  case  should  estab¬ 
lish  by,  a  clear  conviction  that  Dover  is  entitled  to 
maintain  his  bill. 

“The  conclusion  in  Morgan  v.  Daniels  was  not  a 
peculiar  outgrowth  of  the  patent  system.  It  was 
simply  a  phase  of  the  general  rules  with  reference 

to  the  determinations  of  the  executive  departments, 
where  the  statutes  authorize  them  to  investigate  and 
decide  questions  of  fact  preliminary  to  a  grant  on 
which  private  rights  are  to  rest.  We  need  cite  in 
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this  particular  onlv  the  Maxwell  Land  Grant  Case , 
121  U.  S.  325,  7  Sup.  Ct.  1015,  30  L.  Ed.  949,  and 
United  States  v.  Bell  Telephone  Company,  167  U.  S. 
224,  17  Sup.  Ct.  809,  42  L.  Ed.  144.  The  rule  laid 
down  in  cases  of  the  general  class  to  which  Morgan 
v.  Daniels  must  be  assigned  is  of  so  broad,  far- 
reaching,  and  fundamental  a  character  that  none  of 
the  refined  distinctions  brought  to  our  attention  by 
Dover  requires  any  particular  further  considera¬ 
tion.  So  that  all  that  is  left  for  us  is  to  apply  the 
general  rule  to  the  case  in  hand.  Two  or  three  deci¬ 
sions  of  the  Supreme  Court  and  of  this  cotirt  will 
guide  us  therein  sufficiently. 


“The  decree  of  the  Circuit  Court  is  reversed; 
and  the  case  is  remanded  to  that  court  with  direc¬ 
tions  to  dismiss  the  bill,  with  costs  for  the  respond¬ 
ents  in  that  court  and  on  appeal. 


In  Greemvood  v.  Dover,  supra,  the  evidence  of  Green¬ 
wood  before  the  trial  Court  was  missing  because  Green¬ 
wood  could  not  be  produced.  This  was  held  to  be  an 
additional  reason  for  adhering  to  the  rule  of  Morgan  v. 
Daniels.  In  this  instant  suit  additional  testimonv  bv 
Roos’  witness  Brookby  is  missing,  because  Brookby  died 


soon  after  the  decision  of  the  Board  of  Appeals  rendered 


in  July,  1928,  in  favor  of  Roos.  Brookbv  was  a  most 
important  witness  on  behalf  of  Roos  and  corroborated 
Roos  on  every  essential  point  before  the  Patent  Office. 
With  respect  to  a  similar  situation  in  Greenwood  v. 
Dover,  the  Court  of  Appeals  said  (p.  96) :  , 

“In  like  manner,  we  may  refer,  in  further  illustra¬ 
tion,  to  the  evidence  of  Greenwood  now  missing.  If 

the  respondent  here  was  unable  to  produce  Green¬ 
wood  after  the  lapse  of  several  years,  it  only  leads 
to  the  importance  of  adhering  to  the  rule  of  Morgan 
v.  Daniels,  ubi  supra,  because  especially  of  the  pos¬ 
sible  loss  of  important  testimony  during  the  lapse 
of  a  period  extending  over  several  years.” 


While  some  of  the  decisions  cited  herein  adopting 
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the  rule  of  the  Supreme  Court  in  Morgan  v.  Daniels  re¬ 
fer  to  decisions  of  the  Court  of  Appeals  of  the  District 
of  Columbia,  these  decisions  are  nevertheless  still  in 
point  although  the  statutes  have  been  since  changed 
Previously  appeals  were  had  from  the  decision  of  the 
Commissioner  of  Patents  to  the  Court  of  Appeals  of  the 
District  of  Columbia,  which  Court  was  only  a  part  of 

the  administrative  machinerv  of  the  Patent  Office.  Her- 

* 

nandez  v.  Prizma,  Inc.,  39  F.  (2d)  196;  F r ascii  v.  Moore, 
211  U.  S.  1;  Untied  Shoe  Machinery  Corporation  et  al. 
v.  Muther  (0.  C.  A.,  1st  Circuit— 1923),  288  F.  283. 

Since  the  creation  by  statute  of  the  Board  of  Appeals 
in  the  Patent  Office,  an  applicant  for  a  patent  has  the 
right  either  to  appeal  from  a  decision  of  the  Board  of 
Appeals  to  the  Court  of  Customs  and  Patent  Appeals 
or  to  file  an  original  bill  under  Section  4915  R.  S.  If 
the  first  named  course  is  pursued,  an  adverse  party,  if 
an  applicant  for  a  patent,  may  force  the  losing  party  or 
appellant  to  withdraw  his  appeal  before  the  Court  of 
Customs  and  Patent  Appeals  and  compel  him  to  file  a 
bill  in  equity  under  Section  4915  R.  S.  In  the  case  at 
bar  Rice  forced  Bayer  to  withdraw  his  appeal  to  the 
Court  of  Customs  and  Patent  Appeals,  and  hence  Rice 
and  Bayer  filed  their  separate  actions  in  the  lower  Court. 
Thus  Rice  by  his  own  election  instituted  his  action  under 
Section  4915  R.  S.  where  the  rule  of  Morgan  v.  Daniels 
is  believed  to  he  controlling. 


At  the  trial  Rice  did  not  adduce  any  new  material 
facts  against  Roos  or  raise  anv  new  issues  not  before 
the  Patent  Office  Tribunals,  as  we  have  explained  above 
where  we  analvzed  the  additional  evidence.  Rice’s  cas»» 
before  the  trial  Court  was  substantially  the  same  as 
before  the  Patent  Office  Tribunals.  The  testimony  of 


Rice's  witnesses  Alexander,  Marshall.  Brown,  Edwards, 


and  Van  Sicklen  is,  in  the  final  analysis,  opinion  evi- 
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dence  only  and  merely  cumulative  of  the  testimony  al- 
ready  considered  by  the  Patent  Office  Tribunals  on  Rice ’s 
allegation  that  Roos  never  reduced  his  invention  to  prac¬ 
tice  because  he  did  not  subject  his  standard  four-inch 
partition  tile  when  made  in  August,  1922,  to  a  long  series 
of  exhaustive  tests.  This  same  attack  by  Rice  upon 
Roos’  reduction  to  practice  was  also  strenuously  urged 
by  him  before  the  Patent  Office  Tribunals  and  they  have 
rejected  it.  Rice  here  by  mere  cumulative  evidence  re¬ 
urges  the  same  contentions  that  he  fully  presented  and 
argued  before  the  Patent  Office. 

Rice  before  the  Patent  Office  had  an  opportunity  to 
avail  himself  of  this  additional  opinion  evidence  of  his 
alleged  experts,  but  he  chose  to  gamble  by  giving  a  part 
only  of  it,  and  at  the  trial  he  sought  to  fortify  it  by  ad¬ 
ditional  opinion  evidence  by  these  alleged  experts.  By 

his  belated  and  tardv  Petition  to  File  a  Bill  of  Review 

* 

and  Motion  to  Compel  Production  of  Document,  the  de¬ 
nial  of  which  by  the  Court  below  forms  Rice’s  appeals 

i 

Nos.  6285  and  6286,  Rice  seeks  to  adduce  evidence  that 
clearly  was  available  to  him  both  during  the  Patent  Office 
proceedings  and  at  the  time  of  the  trial. 

The  Courts  have  held  that  in  actions  brought,  under 
Section  4915  little  or  no  weight  can  be  given  to  addi¬ 
tional  evidence  by  a  party  who  refused  to  produce  the 
evidence  for  consideration  before  the  Patent  Office  Tri¬ 
bunals.  In  Barrett  Co.  et  al.  v.  Koppers  Co.  et  al.,  22 
F.  (2d)  395  (C.  C.  A.,  3rd  Circuit — 1927),  the  Court 
had  before  it  a  suit  under  Section  4915.  It  was  held 
there  that  the  plaintiff  is  estopped  to  offer  evidence  to 
overcome  the  decisions  of  the  Patent  Office  Tribunals 
which  was  wholly  in  its  possession  and  control  at  the 
time  of  the  interference  proceedings  but  which  the 
plaintiff  withheld  in  those  proceedings.  The  Court  said, 
in  affirming  the  rule  of  M  or  pan  v.  Daniels  (p.  397) : 
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“The  law  has  established  Patent  Office  Tribunals 
peculiarly  qualified  to  try  issues  of  priority  of  inven¬ 
tion,  and  to  the  decisions  of  the  Court  of  Appeals 
of  the  District  of  Columbia  in  appeals  from  the  last 
tribunal  on  such  issues,  the  Supreme  Court,  in 
Morgan  v.  Daniels ,  153  U.  S.  120,  14  S.  Ct.  772,  38 
L.  Ed.  657,  has  given  a  peculiar  quality  and  high 
authority.  When,  as  in  this  case,  a  party  has  re¬ 
fused  to  produce  evidence  for  consideration  by  the 
Court  of  Appeals  of  the  District  of  Columbia  and 
then  in  the  statutory  action  under  section  4915,  R.  S., 
produces  that  very  evidence  to  overcome  the  effect 
of  that  court’s  decision,  he  comes  very  close  to  trif¬ 
ling  with  the  court’s  processes.  If  in  this  case  the 
Court  of  Appeals  of  the  District  of  Columbia  was 
wrong  it  was  because  the  plaintiffs  purposely  kept 
it  in  the  dark.  If  now  this  court  were  in  effect  to 
reverse  the  decision  of  that  court  on  evidence  brought 
to  light  for  the  first  time,  we  should  be  assisting 
the  plaintiffs  to  profit  by  their  own  technical  wrong 
doing. 


“With  this  evidence  rejected  the  record  contains 
only  that  which  was  before  the  Court  of  Appeals 
of  the  District  of  Columbia  and  therefore  it  con¬ 
tains  nothing  to  overcome  the  decision  of  that  court 
within  the  doctrine  of  Morgan  v.  Daniels.” 


This  is  also  the  rule  of  the  Second  Circuit  as  appears 
from  Judge  Wanton's  opinion  in  0 rente  v.  Beidler .  58 
F.  (2d)  207,  209-210. 

From  the  foregoing  authorities  it  is  clearly  estab¬ 
lished  that  unless  in  a  suit  under  Section  4915  the  plain¬ 
tiff  shows  in  a  conclusive  manner,  by  testimony  which 
in  character  and  amount  carries  thorough  conviction, 
that  the  decision  of  the  Patent  Office  Tribunals  was 


clearly  erroneous,  then  the  decisions  of  the  Patent  Office 
Tribunals  should  be  sustained. 
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THE  INVENTION  BEING  FOR  A  PROCESS,  IT  WAS 
ACTUALLY  REDUCED  TO  PRACTICE  BY  ROOS 
WHEN  HE  SUCCESSFULLY  PERFORMED  THE 
PROCESS.  A  REDUCTION  TO  PRACTICE  NEED 
NOT  BE  A  COMMERCIAL  USE  OF  THE  INVEN¬ 
TION.  TESTS  GENERALLY  USED  FOR  PRACTI¬ 
CAL  PURPOSES  IN  FACTORIES  ARE  SUFFI¬ 
CIENT  UPON  WHICH  TO  BASE  A  SUCCESSFUL 
REDUCTION  TO  PRACTICE.  INSTANCES  MAK¬ 
ING  CLEAR  THAT  THE  PROCESS  OF  THE  IN¬ 
VENTION  WORKED  ARE  SUFFICIENT  TO 
ESTABLISH  THAT  THE  INVENTION  WAS  COM¬ 
PLETED. 


Rice’s  counsel  contends  that  the  Patent  Office  Tri¬ 


bunals  and  the  trial  Court  committed  error  when  they 
found  that  Roos  actually  reduced  the  invention  to  prac¬ 
tice  on  August  23  and  24,  1922,  when  lie  made  the  stand¬ 
ard  four-inch  partition  building  tile  as  evidenced  by  his 
proved  documentary  Exhibits  5,  6,  7  and  8  (Tr.  Vol.  Ill, 
pp.  961-65).  This  contention  is  based  in  part  on  the 
ground  that  these  tile  were  not  exhaustively  tested:  The 
same  contention  is  made  by  Rice’s  counsel  with  respect 
to  the  wallboard  specimens  of  Roos  Exhibits  11  and  14 
which  were  made  on  October  6,  1922,  as  evidenced  by  the 
data  sheet  of  Roos  Exhibit  15  (Tr.  Vol.  ITT,  pp.  970-71). 
But  the  record  here  shows  that  partition  tile  made  from 
gypsum,  as  well  as  wallboard  made  from  gypsum,  was 
well  known  in  the  art  and  had  been  used  commercially  for 
years  prior  to  the  time  that  Roos  made  the  invention — a 
new  process  for  making  a  lightweight  partition  tile  or 
wallboard  from  gypsum.  ; 

It  was  not  incumbent  upon  Roos  to  demonstrate  on 
August  23  and  24,  1922,  when  he  made  the  partition  build- 


i 
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ing  tile  in  accordance  with  the  process  of  the  invention, 
that  this  process  was  capable  of  use  commercially  in  order 
to  establish  that  he  actuallv  reduced  the  invention  to 
practice.* 

The  issue  of  this  interference,  covering  a  process,  does 
not  cover  the  use  of  cellular  cement  for  any  specific  pur¬ 
pose.  All  that  Roos  was  required  to  do  in  order  to  obtain 
an  actual  reduction  to  practice  was  to  employ  and  prac¬ 
tice  the  steps  of  the  process  and  produce  a  cellular 
cement.  The  tests  which  under  the  law  he  was  required 
to  make  were  as  to  the  practicability  of  the  process  and 
not  of  the  product  obtained. 

When  the  partition  tile  were  made  and  successfully 
tested,  as  established  by  the  testimony  of  Roos,  Theo¬ 
bald,  Huge,  Brookby,  Leimer,  Birdsey,  and  Pooler,  cor¬ 
roborated  bv  the  aforesaid  documentarv  exhibits,  Roos 
had  then  produced  cellular  cement.  The  tests  made  upon 
the  tile  at  that  time  so  established  the  physical  and 
chemical  characteristics  of  the  cellular  cement  as  to 
demonstrate  definitely  that  the  invention  had  been  suc¬ 
cessfully  practiced. 

Under  the  authorities  it  is  not  required,  to  sustain  the 
patent  rights  of  the  first  inventor,  that  a  reduction  to 
practice  be  a  commercial  one.  Xor  is  it  an  abandoned 
experiment  because  the  first  inventor  confines  his  use 
of  the  invention  either  to  his  laboratory  or  to  his  lecture 
room.  We  will  now  discuss  the  evidence  and  the  authori¬ 
ties  which  establish,  we  submit,  that  the  trial  Court  did 
not  commit  error  in  awarding  the  patent  to  Roos. 

That  Roos  was  the  first  to  conceive  and  to  disclose  the 

*  It  was  the  settled  rule  of  this  Court,  when  direct  appeals  from  the. 
Patent  Office  were  l»ein£  heard,  that  a  commercial  test  was  not  necessary 
to  constitute  a  reduction  to  practice  ( Winlde y  v.  Cogswell,  57  App.  D.  C. 

Emmcrson  v.  Sanders.  37  App.  D.  C.  59S). 
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invention  to  others  is  not  here  assailed  by  appellant  Rice, 
because  Rice  in  his  4 'Errors  Relied  Upon”  (Rice’s  brief, 
Vol.  I,  pp.  14-21)  does  not  question  this  finding  of  fact 
by  the  trial  Court. 


Cellular  Gypsum  or  Cellular  Cement  Was  Old  in  the  Art 

at  the  Time  That  Roos  and  Rice  and  Bayer  Independ¬ 
ently  Made  Their  Inventions. 

This  is  evidenced  by  Roos  Exhibit  34  which  is  Sanford 
patent  Xo.  230,151,  dated  July  20,  1880  (Tr.  Vol.  Ill, 
pp.  1005-7).  This  patent  covers  a  cellular  gypsum  prod¬ 
uct  wherein  t lie  cellular  structure  is  produced  by  means 
of  a  chemical  reaction  occurring  in  situ.  Luttgen  patent 
Xo.  845,365,  of  1907,  which  is  in  evidence  as  part  qf  Roos 
Exhibit  35  (Tr.  Vol.  Ill,  p.  1012)  and  which  was  cited  by 
the  Patent  Office  against  Bayer’s  application  before  the 
interference  was  declared,  describes  a  process  and  a  prod¬ 
uct  for  the  making  of  a  cementitious  product  filled  with 
innumerable  air  spaces.  Luttgen  describes  a  plaster  of 
Paris  or  gypsum  plastic  mass  that  is  subjected  to  a 
plurality  of  air  jets  which  serve  to  aerate  and  inflate 
the  magma  so  that  it  is  filled  with  innumerable  air  bub¬ 
bles  whereupon  the  mix  is  poured  into  a  mold  where  it 
quickly  sets.  The  air  is  thus  permanently  entrapped  fn 
small  cells  fonned  in  the  structure,  thereby  producing  a 
lightweight  cellular  cement  product. 

Rice  Exhibit  1  (Tr.  Vol.  Ill,  p.  1011),  which  is  an 
article  that  appeared  in  the  Literary  Digest  prior  to  the 
time  that  Rice  conceived  his  invention,  describes  cellular 
concrete  building  slabs  and  a  new  process  for  making  the 
same.  This  article  describes  the  cellular  concrete  as  being 
of  a  verv  light  weight  but  having  great  strength.  These 
cellular  concrete  building  slabs  are  described  as  being 
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nailed  to  wooden  studs  of  a  building  with  their  rough 
faces  exposed.  Stucco  is  then  applied  to  the  rough  ex¬ 
posed  faces  of  these  cellular  concrete  slabs.  The  article 
further  describes  these  slabs  as  possessing  good  heat 
insulating  properties  and  as  not  being  affected  in  their 
strength  by  exposure  to  heat,  steam,  or  water.  The  illus¬ 
trations  accompanying  the  Literary  Digest  article  show 
several  commercial  applications  of  this  cellular  concrete. 
One  illustration  shows  the  cellular  concrete  slab,  another 
illustration  shows  the  slabs  being  applied  to  a  roof-deck, 
and  another  illustration  shows  a  residence  the  sides  of 
which  are  composed  of  these  slabs. 

Rice's  witness  Brown  on  direct  examination  testified 
that  he  knew  that  cellular  gypsum  tile  or  gypsum  tile 
having  cellular  air  spaces  were  made  prior  to  the  time 
that  the  invention  here  in  issue  was  made.  Brown’s 
knowledge  with  respect  to  cellular  gypsum  tile  was  con¬ 
fined  to  such  tile  made  through  the  evolution  of  a  gas 
created  by  chemical  reaction  in  situ  (Tr.  Yol.  II,  p.  476). 
On  cross-examination  he  testified  that  he  knew  of  the  Ash- 
enhurst  invention  covering  cellular  gypsum  made  by 
chemical  reaction  occurring  in  situ ,  before  the  Ashen- 
burst  patent  issued  (Tr.  Yol.  II,  p.  504).  This  patent, 
Roos  Exhibit  48,  issued  on  Jan.  3,  1922  (Tr.  Yol.  Ill,  p. 
100S). 

Roos'  witness  Birdsey,  an  experienced  practical  worker 
in  the  gypsum  industry,  testified  that  cellular  gypsum 
made  bv  chemical  means  was  verv  old  in  the  art.  He  saw 


samples  of  it  years  ago  (Tr.  Yol.  II,  pp.  605-6).  Other 
cellular  gypsum  structures  he  saw  six  or  eight  years 
prior  to  1922.  When  he  saw  the  four-inch  cellular  gyp¬ 
sum  partition  tile  which  Roos  made  in  August,  1922, 
and  which  Birdsey  inspected  in  the  Chicago  office  of  the 
United  States  Gypsum  Company  on  or  about  August  28, 
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1922  (Roos  Exhibit  6),  he  did  not  consider  this  tile,  so 
far  as  its  cellular  structure  was  concerned,  as  being  any¬ 
thing  novel  (Tr.  Vol.  II,  p.  615). 

Roos’  witness  Pooler,  another  practical  worker  in  the 
art,  testified  that  the  cellular  gypsum  tile  which  Roos 
made  with  the  assistance  of  Leimer  in  August,  1922,  by 
practicing  the  invention,  was  the  same  old  tile  that  the 
Company  had  been  making,  except  that  it  was  just  a 
lighter  weight  tile  (Tr.  Vol.  IT,  p.  557). 

Roos’  witness  Huntley  testified  that  he  tested  cellular 
gypsum  products  as  early  as  1918  or  1919.  Huntley  said 
that  at  that  time  one  Ashenhurst  was  making  cellular 
gypsum  products  and  Ashenhurst  came  to  his  laboratory 
and  asked  him  to  make  compression  tests  on  some  cellu¬ 
lar  gypsum  blocks  and  some  cellular  gypsum  cylinders, 
which  Huntley  did.  This  cellular  gypsum  product  was 
known  on  the  market  as  Insulex  (Tr.  Vol.  II,  p.  540). 
Roos  Exhibit  48  is  Ashenhurst  patent  Xo.  1*402,133, 
dated  January  3,  1922,  wherein  Ashenhurst  disclosed  and 
claimed  a  cellular  gypsum  product  made  by  chemical  re¬ 
action  in  situ.  The  application  for  this  patent  was  filed 
May  20,  1920  (Tr.  Vol.  Ill,  pp.  1008-9). 

Thus,  the  record  here  is  replete  with  evidence  to  the 
effect  that  cellular  gypsum  or  cellular  cement  products, 
especially  those  consisting  of  a  combination  of  gypsum 
and  various  chemicals,  were  well  known  in  the  art  long 
prior  to  the  time  that  Roos  and  Rice  and  Bayer  invented 
the  specific  process  here  in  issue  for  the  making;  of  cel¬ 
lular  cement.  j 

Gypsum  tile  and  gypsum  wallboard  were  in  commer¬ 
cial  use  for  a  great  many  years  prior  to  1922.  Rice's 
witness  Brown  so  testified  (Tr.  Vol.  II,  pp.  474,  480,  484), 
as  did  Roos'  witness  Birdsey  (Tr.  Vol.  II,  pp.  599,  615). 
Roos'  stipulated  Exhibit  40  contains  a  number  of  early 
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patents  showing  that  building  materials,  such  as  tile  and 
wallboard  made  from  gypsum,  were  patented  as  early  as 
1894  (Tr.  Vol.  Ill,  p.  1012). 

So  when  Roos  entered  the  field  by  making  cellular 
cement  products  by  his  specific  process,  the  ensuing 
product — namely,  the  cellular  cement  or  the  cellular 
gypsum — was  well  known  in  the  art  and,  consequently, 
there  was  nothing  new  or  novel  about  such  lightweight 
cellular  products  made  in  the  form  of  gypsum  partition 
tile  and  gypsum  wallboard. 

With  the  foregoing  in  mind,  the  Court  has  then  before 
it  for  consideration  only  the  specific  process  defined  in 
the  interference  count,  because  the  ensuing  product  was 
cld  and  well  known  in  the  art  and  cementitious  tile  and 
cementitious  wallboard  made  from  gypsum  were  also 
well  known  in  the  art. 

Many  of  Roos’  witnesses,  such  as  Birdsey  (Tr.  Vol.  IT, 
pp.  612,  615),  Huntley  (Tr.  Vol.  II,  pp.  538-40,  544), 
Avery  (Tr.  Vol.  II,  pp.  574-76),  Brookby  (Tr.  Vol.  II,  p. 
290),  and  Pooler  (Tr.  Vol.  II,  pp.  550,  556),  testified  that 
the  United  States  Gypsum  Company  was  thoroughly 
familiar  long  prior  to  1922  with  gypsum  in  all  of  its 
phases.  Tests  of  all  sorts  and  of  all  kinds  had  been 
made  on  gypsum  products  by  the  Company,  as  well  as  by 
the  Underwriters  Laboratories.  These  tests  comprised 
fire  tests  as  well  as  water  tests.  The  properties  of  gyp¬ 
sum  had  been  thoroughly  explored,  and  these  practical 
men  were  entirely  familiar  with  gypsum  products  and 
what  could  be  expected  of  gypsum  when  incorporated  in 
a  fabricated  building  material. 

In  view  of  the  state  of  the  art  at  the  time  Roos  entered 
the  field,  it  is  inconceivable,  in  view  of  the  authorities  to 
be  hereinafter  discussed,  that  Roos  should  be  required 
to  make  a  series  of  exhaustive  tests  upon  the  old  product 
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that  resulted  from  his  process  other  than  the  usual  and 
ordinary  tests  that  were  in  practice  in  the  factories  of 
the  United  States  Gypsum  Company  long  prior  to  and 
since  the  time  that  Roos  discovered  this  new  process  for 
making  cellular  gypsum — an  old  product. 

The  issue  count  which  defines  the  new  process  here  in 
controversy  requires  the  employment  of  two  steps  only 
which,  when  practiced,  result  in  a  cellular  cement .  This 
Court  will  not  find  in  this  count  a  single  expression  which 
expressly  or  even  impliedly  calls  for  a  product  possess¬ 
ing  the  many  characteristics,  functions,  uses  and  require¬ 
ments,  which,  of  necessity,  are  involved  in  the  additional 
cumulative  tests  which  Rice’s  counsel  now  argues  were 
necessary  to  establish  a  reduction  to  practice. 

Roos  practiced  and  actually  employed  the  two  steps 
called  for  by  the  issue  count  and  actually  produced  a 
cellular  gypsum  tile.  His  actual  tests  (the  usual  standard 
factory  ones)  demonstrated  the  practicability  of  his  neiv 
process.  To  hold  that  this  was  not  a  reduction  to  prac¬ 
tice,  to  say  that  he  should  have  gone  farther  and  have 
made  Rice’s  alleged  cumulative  tests  upon  the  resultant 
product,  is  equivalent  to  reading  a  certain  type  of 
product  into  the  issue  count,  as  well  as  limitations  as  to 
the  form,  characteristics,  functions  and  uses  of  such 
product.  It  is  well  settled  that  an  actual  reduction  to 
practice  may  not  be  thus  destroyed  by  changing  the 
character  of  the  invention  in  respect  to  the  nature  and 

the  sufficiencv  of  tests. 

* 
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Actual  Reduction  to  Practice  in  August,  1922,  by  Roos. 


The  Patent  Office  Tribunals  held  that  the  four-inch 
standard  partition  tile  made  by  Poos  on  August  23  and 
24,  1922,  as  evidenced  by  Poos'  documentary  Exhibit  No. 
5,  constituted  a  reduction  to  practice  of  the  invention 
(Tr.  Yol.  Ill,  pp.  711-12).  The  Board  of  Appeals  held 
that  these  tile  were  subjected  to  the  usual  factory  tests: 
that  the  samples  of  the  mix  that  went  into  the  tile  were 
tested  and  the  test  cylinders  withstood  compression 
strains  of  over  3(30  lbs.  to  the  square  inch  (the  standard 
of  the  United  States  Gypsum  Company  at  that  time): 
and  that  the  testimony  of  Poos,  Leimer,  Theobald,  Ruge 
and  Brookbv  confirmed  the  character  of  the  tests  that 
Poos  made  in  August,  1922,  as  well  as  the  satisfactory 
character  of*  the  tile  (Tr.  Yol.  Ill,  p.  71(3). 

Again,  at  the  trial  Poos  testified  as  to  the  character 
of  tests  made  at  the  Fort  Dodge  plant  on  the  standard 
gypsum  partition  tile  then  being  manufactured  for  com¬ 
mercial  use  in  1922  He  also  explained  the  tests  that  he 
made  on  the  file  that  he  manufactured  in  accordance 
with  the  invention  on  August  23  and  24,  1922,  which  were 
recorded  on  Poos  Exhibit  5.  An  examination  of  this 
testimony  conclusively  establishes,  we  submit,  that  the 
invention  was  actually  reduced  to  practice  on  August  23 
and  24,  when  Poos  made  the  cellular  gypsum  partition 
tile  and  tested  it  in  accordance  with  the  standard  tests 
of  the  Company  then  in  vogue.  Poos’  testimony  in  this 
respect  is  as  follows  (Tr.  Yol.  II,  p.  404-5) : 


“In  1922,  the  tests  which  we  made  at  Fort  Dodge 
on  our  old  standard  partition  tile  were  as  follows: 
After  the  tile  were  dried,  the  tile  was  weighed.  Dur¬ 
ing  the  making  of  the  tile,  a  quantity  of  the  mix  was 
taken  from  the  pouring  of  the  gypsum  mass  as  it 
went  into  the  tile.  That  is,  a  quantity  of  the  iden- 
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ticallv  the  same  material  as  the  tile  was  made  from 
* 

was  taken  out  and  poured  into  a  number  of  2  x  4" 
cylinders,  usually  two  in  number.  These  cylinders 
were  allowed  to  harden ;  they  were  dried  to  constant 
weight,  and  they  were  put  into  a  compression  ma¬ 
chine  and  their  compressional  value  determined. 
Our  standard  of  compressional  value  on  these  old 
standard  2  x  4"  cylinders  was  360  pounds  per  inch. 

“In  making  the  tile  that  were  made  on  August 
23  and  24,  of  the  year  1922,  according  to  the  formula, 
Roos’  Exhibit  Xo.  5,  we  took  the  same  sort  of  cvl- 
inder,  that  is  to  say,  from  the  mix  that  we  were  pour¬ 
ing  when  making  our  tile,  we  took  a  quantity  of  the 
material  and  cast  these  2  x  4"  cylinders,  and  dried 
them  to  constant  weight,  weighed  them,  and  deter¬ 
mined  their  compressional  value,  just  in  standard 
fashion;  and  we  also  weighed  the  dry  partition  tile. 
That  was  our  customary  factory  test  on  our  old 
standard  gypsum  product,  and  in  addition  to  this, 
of  course,  I  examined  the  tile  closely,  that  is,  looked 
them  over  and  felt  their  apparent  hardness.”  1 

Before  the  trial  Court  we  have  the  additional  testi¬ 
mony  of  Birdsey  as  to  the  character  of  the  factory  tests 

i 

employed  by  the  United  States  Gypsum  Company  in  the 
year  1922  and  thereafter  for  testing  its  products.'  Bird¬ 
sey ’s  testimony  corroborates  fully  the  testimony  of  the 
other  witnesses  concerning  these  factory  tests  (Tr.  Voi. 
II,  pp.  611-612).  A  minute  comparison  of  the  testimony 
of  these  witnesses  will  conclusivelv  establish  that  the 
tests  made  by  Roos  on  August  23  and  24,  1922,  on  the 
partition  tile  made  by  the  invention  corresponded  to  a 
nicetv  with  the  standard  factorv  tests  emploved  bv  the 
Company  on  its  commercial  partition  tile. 

In  addition,  Birdsey  testified  that  the  tile  which  he 
saw  in  the  Chicago  offices  of  the  United  States  Gypsum 
Company  on  or  about  August  28, 1922  (identified  in  Roos’ 
Documentary  Exhibit  No.  6;  Tr.  Vol.  Ill,  p.  963),  was 
a  very  satisfactory  and  suitable  cellular  tile.  The  cellular 
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structure  of  the  tile  was  particularly  observed  and,  in 
his  opinion,  exceeded  his  expectations.  The  tile  was 
lightweight  and  possessed  a  rather  fine  cellular  struc¬ 
ture.  Birdsey  reached  the  conclusion,  when  he  first  saw 
the  tile,  that  it  was  a  commercial  product.  He  took  the 
tile,  set  it  on  edge  upon  the  floor,  and  then  toppled  it 
over.  The  tile  withstood  this  test  which  Birdsey  testified 
is  a  practical  test  for  all  gypsum  tile  (Tr.  Vol.  II,  pp. 
614-15,  621). 

Roos’  witness  Pooler,  who  was  a  practical  gypsum  man 
and  who  witnessed  the  making  of  the  tile  on  August  23 
and  24,  1922,  testified  that  he  examined  the  tile  after 
thev  were  taken  out  of  the  molds  and  that  tliev,  in  his 
mind,  were  “very  splendid  partition  tile.’’  (Tr.  Vol.  IT, 
p.  551.) 

Roos’  witness  Huntley,  taking  the  data  contained  on 
Roos  Exhibit  5,  reproduced  one  of  the  tile  made  by  Roos 
on  August  24,  1922.  Huntley  testified  that  he  employed 
a  92  consistency.  That  he  followed  precisely  the  Roos 
formula  as  shown  on  Roos  Exhibit  5  (Tr.  Vol.  Ill,  p.  962) 
appears  from  the  following  testimony  (Tr.  Vol.  II,  pp. 
541-42): 

“.  .  .j  I  used  8  grams  of  saponin  and  8  grams  of 
gum  arabic  powders,  dissolving  those  in  400  c.c.  of 
water  from  which  mv  foam  was  made.  Then  I 
weighed  out  32.2  pounds  of  water  in  one  tub  and  35 
pounds  of  the  ‘First  settle ’  in  the  other.  The  foam 
was  added  to  the  water  and  then  the  plaster  was 
added  to  the  foam  and  water.” 

From  the  foregoing  it  is  established  that  Huntlev 
used  a  92  consistency  for  his  mix — that  is,  the  water 
used  was  92  per  cent,  in  weight  of  the  weight  of  the  gyp¬ 
sum  (Tr.  Vol.  II,  pp.  608,  610). 

Huntlev  further  testified  that  he  made  the  foam  bv 

• 

beating  it  with  an  egg-beater  and  that  lie  got  a  very 
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strong  tenacious  foam  that  did  not  break  down.  He 
then  mixed  the  foam  with  the  water  and  mixed  the  plas¬ 
ter  into  it  stirring  them  all  together.  After  these  in¬ 
gredients  had  been  thoroughly  mixed,  a  tile  and  some 
cylinders  were  cast.  He  repeated  the  same  identical 
process  and  made  three  identical  tile,  one  of  which  is 
here  in  evidence  as  Boos  Exhibit  37  (Tr.  Vol.  II,  p.  542). 
Huntlev  made  four  test  cylinders  from  each  mix  which 
lie  employed  in  making  these  three  tile.  After  the  tile 
and  the  cylinders  set  in  their  molds  lie  removed  them 
and  took  their  wet  weights.  He  then  dried  these  articles 
to  a  constant  weight,  taking  their  dry  weights.  He  then 
tested  three  cylinders  from  each  mix  and  tested  two  of 
the  tile  (Tr.  Vol.  II,  p.  542).  Obviously,  the  partition 
tile  specimen  here  in  evidence  as  Boos  Exhibit  37  was 
not  tested,  otherwise  it  would  have  been  destroyed. 

In  testing  these  tile,  twelve-inch  sections  of  each  tile 
were  taken  and  they  were  subjected  to  compression  tests 
in  the  Olsen  universal  testing  machine  in  Huntley’s  lab- 
orator}’  at  Armour  Institute  (ibid). 

The  wet  weight  of  Boos  Exhibit  37  was  48.4  pounds, 
and  the  dry  weight  29.75  pounds.  The  wet  weights  of 
three  of  the  cylinders  were  273,  270,  and  271  grams  per 
cylinder,  and  the  dry  weights  were,  respectively,  16S, 
1G8,  and  166  grams.  The  compression  strengths  of  the 
test  cylinders  were  found  by  Huntley  to  be,  respectively, 
637,  646,  and  669  pounds  per  square  inch  (Tr.  Vol.  II,  p. 
543).  Birdsey  testified  that  these  compression  strengths 
were  in  excess  of  what  the  Company  required  for  its 
standard  commercial  tile  (Tr.  Vol.  IT,  p.  621). 

As  evidenced  by  the  test  data  appearing  on  Boos  Ex¬ 
hibit  5  and  the  testimony,  supra ,  of  Huntley  and  Bird- 
sev,  as  well  as  of  Boos,  Leimer,  and  Brookby  (Tr.  Vol. 
TT,  pp.  1S7-192.  247-250,  281),  these  were  the  same  tests 
that  Roos  made  on  August  23  and  24,  1922,  when;  Roos 
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tested  the  tile  made  by  the  invention.  The  data  of  Roos’ 
tests  recorded  on  his  Exhibit  5  is  in  substantial  agree¬ 
ment  with  Huntley’s  test  data  respecting  his  duplica¬ 
tion  of  Roos’  tile  and  tests. 


When  Huntlev  tested  the  twelve-inch  sections  of  his 

•/ 

duplicate  tile,  the  compressional  breaking  values  of  the 
two  twelve-inch  sections  of  the  first  duplicate  tile  were 
202  and  180  pounds  per  square  inch,  gross  area.  The 
two  twelve-inch  sections  of  the  second  duplicate  tile 
showed  compressional  breaking  values  of  163  and  159 
pounds  per  square  inch,  gross  area  (Tr.  Vol.  II,  p.  543). 

Huntley  calculated  that  the  factor  of  safety  of  a  parti¬ 
tion  tile  of  the  character  of  Roos  Exhibit  57  was  in  the 
neighborhood  of  53  and  that  it  was  usual  to  employ  only 
a  factor  of  safety  of  6  in  partition  tile.  He  said  that 
a  tile  such  as  Roos  Exhibit  37  would  support  a  wall  made 
from  such  tile  about  636  feet  high  before  the  bottom  tile 
would  crush.  Further,  that  the  recognized  tests  in  1922 
for  non-load  bearing  gypsum  products  were  compression 
tests  only  (Tr.  Vol.  II,  p.  544).  These  same  compression 
tests  were  also  used  in  constructing  concrete  buildings 


(Tr.  Vol.  II,  p.  539). 

Huntley  is  a  man  of  large  and  varied  experience  in 
testing  concrete  and  gypsum  building  products  and  has 
had  opportunity  to  undertake  very  extensive  tests  in 
Chicago  for  the  Paving  Contractors  Association.  In 
this  work  Huntley  tested  cylinders  of  concrete  pave¬ 
ments,  and  such  cylinders  were  subjected  to  compression 
tests  onlv.  In  the  testing  of  concrete  buildings,  he  tes- 
titled,  the  only  tests  made  are  to  lake  samples  of  tin* 
mix,  pour  them  into  cylindrical  molds  and,  after  the 
products  have  set  in  the  molds,  subject  them  to  compres¬ 
sion  tests  only  (Tr.  Vol.  II,  pp.  538-39). 

With  respect  to  Roos  Exhibit  37  which  was  broken 

aceidentallv  in  the  court  room  bv  falling  from  a  height 
»  *  v  ^ 
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of  a  little  in  excess  of  three  feet,  Birdsey  testified  that 
no  non-load  bearing  gypsum  product  of  which  he  had 


any  knowledge  would  ever  stand  such  a  test 
breaking.  Xo  commercial  gypsum  tile  are  ever 


without 
or  could 


be  subjected  to  such  a 


rigorous  test  as  bein 


o* 


dropped 


from  a  height  of  three  feet  upon  a  floor  (Tr.  Vol.  IT,  p. 

636).  ; 

Huntley,  through  the  data  contained  on  Roos1  Exhibit 

5,  followed  the  process  of  the  Roos  invention  and  made 

an  entirely  satisfactory  four-inch  hollow  partition  tile. 

He  duplicated  the  29-pound  tile  (dry  weight)  that  Roos 

made  on  August  24,  1922,  and  which  is  identified  on 

Exhibit  5.  Test  cvlinders  were  made  bv  Huntlev  from 

•»  *  * 

the  mix  that  went  into  this  tile,  and  their  weights — both 

I 

dry  and  wet — were  recorded.  Compression  tests  were 
made  on  these  cylinders,  and  they  were  found  to  be  637, 
646,  and  669  pounds  per  square  inch.  The  standard  of 
the  United  States  Gypsum  Company  test  cylinders  in 
1922  was  360  pounds  per  square  inch  (Tr.  Vol.  II,  p. 
404).  We  submit  that  Huntley  has  conclusively  demon¬ 
strated  that  the  tile  which  Roos  made  on  August  24, 1922, 
was  a  reduction  to  practice  of  the  invention. 

Moreover,  the  tests  that  Roos  made  on  these  tile  were 
the  standard  factory  tests  made  by  the  Company  on  its 
commercial  tile.  Roos  so  testified  (Tr.  Vol.  II,  pp.  187- 
192,  404),  as  well  as  Birdsey,  Leimer  and  Brookby  (Tr. 
Vol.  II,  p.  611,  247-250,  281).  The  testimony,  we  submit, 
amply  sustains  the  finding  of  the  trial  Court  that  Roos 
actually  reduced  the  invention  to  practice  on  August  23 
and  24,  1922. 
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Rice’s  Spurious  Attack  on  Roos’  Actual  Reduction  to 

Practice. 

Rice,  through  his  alleged  expert  witnesses  Edwards, 
x\lexander,  and  Brown,  who  offered  opinion  evidence 
only,  attacks  Roos’  reduction  to  practice  of  August  23  and 
24,  1922,  on  the  ground  that  the  tile  were  not  subjected 
to  the  Underwriters  Laboratories  for  test  purposes,  and, 
further,  on  the  ground  that  Roos  did  not  subject  these 
tile  to  an  alleged  exhaustive  series  of  tests  which  were 
entirely  without  the  scope  of  any  tests  that  the  United 
States  Gypsum  Company  ever  made  at  its  factory  on 
its  standard  commercial  products. 

Such  attacks  as  Rice  makes  on  Roos'  reduction  to  prac¬ 
tice  are  collateral  and  indirect.  We  cannot  understand 
whv  Rice,  if  he  were  sincere  in  his  contentions  and  firmlv 
believed  that  Roos  did  not  actually  reduce  to  practice 
on  August  23  and  24,  1922,  did  not  attempt  to  repro¬ 
duce  the  Roos  tile  bv  following  the  data  contained  on 
Roos  Exhibit  5,  such  as  Roos’  witness  Huntlev  did. 
Rice  then  might  have  available  direct  testimony  in  sup¬ 
port  of  his  contentions  if  his  experiments  proved  that 
Roos  had  been  unsuccessful.  Then  with  such  evidence 
Rice  could  assert  with  some  conviction  that  Roos  did 
not  actually  reduce  to  practice.  Rice’s  counsel  has  had 
available  all  of  the  data  appearing  on  Roos  Exhibit  5 
since  the  taking  of  Roos’  testimony  in  the  Patent  Office 
proceedings.  That  was  several  years  before  the  trial. 
This  Exhibit  5  has  been  a  most  important  document  in 
support  of  Roos’  case,  and  we  cannot  understand  why 
Rice’s  counsel,  if  he  sincerely  believed  that  Roos’  inven¬ 
tion  was  not  satisfactorily  performed  in  accordance  with 
the  data  appearing  on  this  exhibit,  did  not  make  his  own 
independent  tests  in  an  effort  to  attack  directly  Roos’ 
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actual  reduction  to  practice.  But  Rice  was  content  to 
abide  by  his  so-called  opinion  evidence,  and  we  submit 

j 

that  this  is  not  a  sufficient  basis  upon  which  to  reverse 
the  holding  of  the  Patent  Office  Tribunals  and  the  trial 
Court.  Thus,  Rice’s  attacks  on  Roos’  actual  reduction 
to  practice,  through  the  testimony  of  his  alleged  experts 
Alexander,  Edwards,  and  Brown,  are  wholly  spurious. 

The  character  of  evidence  that  Rice’s  counsel  relies 

upon  to  attack  Roos’  actual  reduction  to  practice  is  well 

illustrated  bv  the  testimonv  of  Rice’s  witness  Edwards. 
•>  « 

He  admitted  on  cross-examination  that  none  of  the  tile 
that  he  made  with  his  new  product,  synthetic  gypsum 
(Tr.  Vol.  II,  pp.  454,  466,  468,  469),  had  ever  been  tested 
by  the  Underwriters  Laboratories  prior  to  the  time  that 
his  various  licensees  had  each  spent  several  hundred 
thousand  dollars  in  erecting  and  equipping  a  factory  to 
manufacture  commercial  tile  from  his  synthetic  gypsum. 
On  direct  examination  Edwards  was  very  glib  as  to  the 
necessity  of  having  the  Underwriters  Laboratories  test 
building  materials,  such  as  gypsum  tile  and  the  like,  be¬ 
fore  such  products  could  be  commercialized.  It  is  upon 
Edwards’  testimony  given  on  his  direct  examination  that 
Rice’s  counsel  relies  for  his  attack  on  Roos’  actual  re¬ 
duction  to  practice. 

However,  on  cross-examination  Edwards  testified  that 
the  Rumford  Chemical  Works  procured  a  license  under 
his  patents  covering  synthetic  gypsum  and  invested  close 
to  $200,000  in  the  years  1924  and  1925  for  constructing  a 
plant  in  order  to  manufacture  commercial  building  tile 
made  from  Edwards’  synthetic  gypsum.  It  was  further 
developed  on  his  cross-examination  that  this  investment 
was  made  prior  to  the  time  that  any  tests  by  the  Under¬ 
writers  Laboratories  had  been  made  on  Edwards’  new 
product,  which  tests  were  made  in  November  and  De¬ 
cember,  1926  (Tr.  Vol.  II,  pp.  454-55). 
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Another  licensee  of  Edwards,  the  Calumet  Chemical 
Company,  manufactured  commercial  gypsum  tile  from 
Edwards’  synthetic  gypsum  and  invested  about  $100,000 
in  its  plant  before  Edwards  had  any  tests  made  by  the 
Underwriters  Laboratories  on  his  new  product.  Ed¬ 
wards  said  that  the  Calumet  Chemical  Company  manu¬ 
factured  his  gypsum  block  as  early  as  in  the  winter  of 
1925,  a  vear  before  anv  Underwriters  tests  were  made 
on  Edwards’  new  synthetic  gypsum  (Tr.  Vol.  II,  p.  455). 

Edwards  also  licensed  the  Warner  Chemical  Company 
to  manufacture  his  synthetic  gypsum,  and  the  Warner 
Chemical  Company  invested  about  $150,000  in  its  plant. 
This  plant  was  built  in  1926  and  manufactured  commer¬ 
cial  hollow  partition  tile  made  from  Edwards’  synthetic 
gypsum.  Some  of  this  tile  was  sold  and  used  in  build¬ 
ings.  So  far  as  Edwards  knew,  no  Underwriters  tests 
had  ever  been  made  upon  any  hollow  partition  tile  manu¬ 
factured  by  the  Warner  Chemical  Company  (Tr.  Vol. 
II,  p.  456). 

The  same  was  true  of  the  hollow  partition  tile  manu¬ 
factured  by  the  Structural  Gypsum  Company,  another 


licensee  of  Edwards. 


These  tile  likewise  were  made 


from  Edwards'  new  product,  synthetic  gypsum,  and  Ed¬ 
wards  testified  that  the  Underwriters  Laboratories,  so 
far  as  he  knew,  had  never  conducted  any  fire  and  water 
tests  on  anv  hollow  tile  manufactured  bv  anv  of  his  li- 
censees  (Tr.  Vol.  II,  p.  471). 

From  the  foregoing  resume  of  Edwards  cross-exam¬ 
ination,  one  conclusion  onlv  can  be  reached — namelv, 
that  Edwards’  assertion,  made  on  his  direct  examina¬ 
tion,  that  it  was  necessary  to  have  gypsum  partition  tile 
tested  by  the  Underwriters  Laboratories  before  its  prac¬ 
ticability  for  building  purposes  could  be  established,  is 
not  entitled  to  any  weight  whatsoever  He  was  produced 
by  Rice  as  an  expert  in  this  field;  one  who  had  invented 


97 


and  patented  a  new  product,  synthetic  gypsum;  one  that 
had  several  licensees  manufacturing  under  his  patents 
who  had  invested  large  sums  of  money  in  building  plants 
for  manufacturing  partition  tile  from  Edwards’  syn¬ 
thetic  gypsum ;  and  yet  Edwards,  the  alleged  expert, 
was  forced  to  admit  on  cross-examination  that  these  li¬ 
censees  had  invested  their  money,  had  manufactured  and 
sold  partition  tile  made  from  his  new  synthetic  gypsum 
and  put  the  same  into  buildings  before  any  tests  what¬ 
soever  had  been  made  on  the  tile  by  the  Underwriters 
Laboratories.  This  is  the  character  of  the  evidence  up¬ 
on  which  Rice  attempts  to  attack  Roos’  actual  reduction 
to  practice.  It  is  the  same  character  of  evidence  that 
Rice  adduced  through  his  alleged  experts  Brown  and 
Alexander.  We  submit  that  attacking  Roos'  actual  re¬ 
duction  to  practice  in  this  indirect  fashion  by  opinion 
evidence  of  alleged  experts  who,  so  far  as  their  own 
work  is  concerned,  were  not  bound  by  any  such  rigid 
rules  as  they  attempt  to  enforce  against  Roos,  consti¬ 
tutes  a  very  weak  attack. 

Rice’s  alleged  expert  Brown  in  speculating  on  what 
additional  tests  would  be  desirable  in  order  to  ascertain 
whether  Roos’  tile  made  on  August  23  and  24,  1922,  were 
an  actual  reduction  to  practice  of  the  invention  said,  in 
his  direct  examination,  that  he  would  want  to  give  such 
tile  a  freezing  and  thawing  test  because  without  such  a 
test  he  would  not  know  how  the  tile  would  act  under 

i 

weather  conditions  (Tr.  Vol.  II,  p.  480).  But  on  cross- 
examination  he  was  asked  whether  the  United  States 
Gypsum  Company,  while  he  was  employed  there,  ever 
made  any  freezing  and  thawing  tests.  The  character 
of  his  testimony  on  this  point  which  we  will  briefly: quote 
demonstrates  his  utter  insincerity  when  he  offered  his 
opinion  evidence  and  is  representative  of  all  of  his  tes¬ 
timony.  Thus  Brown  testified  with  respect  to  the  freez- 
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ing  and  thawing  tests  made  by  the  United  States  Gyp¬ 
sum  Company  in  this  astonishing  language  (Tr.  Vol.  II, 
pp.  495,  496) : 

“Q.  Did  they  ever  make  a  freezing  and  thawing 
test  at  the  United  States  Gypsum  Company  while 
you  were  there? 

“A.  We  did  not  have  to;  no,  sir. 

44Q.  You  did  not  say  whether  they  did  or  not, 
Mr.  Brown. 

4  4  A.  Why,  I  said  we  did  not  have  to. 

44Q.  You  did  not  have  to? 

4 ‘A.  Yes. 

44Q.  I  infer,  from  that,  that  they  did  not,  so  far 
as  you  know,  ever  make  any  of  those  tests. 

44  A.  The  tests  were  made  for  us. 

44Q. ,  And  who  made  them? 

4  4  A.  Nature.” 

To  show  what  lengths  Brown  was  required  to  go  in 
attacking  Roos’  actual  reduction  to  practice  when  he 
said  on  his  direct  examination  that  freezing  and  thaw¬ 
ing  tests  were  necessary,  we  have  the  contrary  testimony 
of  Roos’  witness  Birdsey  where  he  said  that  gypsum 
products  were  never  expected  to  be  used  where  they  were 
exposed  to  water  or  to  weather  conditions.  Gypsum  is 
a  material  to  be  used  within  the  interior  of  buildings 
(Tr.  Vol.  II,  p.  613).  Boos’  testimony  was  that  no  gyp¬ 
sum  board  would  be  expected  to  stand  up  on  the  outside 
of  a  building  because  it  is  designed  for  inside  use  and 
is  not  intended  to  stand  exposure  to  weather  conditions 
(Tr.  Vol.  II,  p.  366). 

The  testimony  of  Boos  and  his  witnesses  Brookby, 
Birdsev,  and  Allison  established  that  the  United  States 
Gypsum  Company  at  its  Fort  Dodge  plant  had  perfected 
the  machinery  of  Boos  Exhibit  16  to  the  extent  that  as 
early  as  June,  1924,  or  in  July,  1924  (Tr.  Vol.  II,  pp. 
210,  285,  603,  338),  the  United  States  Gypsum  Company 
manufactured  cellular  core  wallboard  in  accordance  with 
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Roos’  invention  on  a  vast  commercial  scale  and  have 
never  discontinued  it.  All  of  the  other  plants  j  of  the 
United  States  Gypsum  Company  were  likewise  equipped 
as  soon  as  possible  to  manufacture  cellular  core  wall- 
board  by  Roos’  process,  and  Birdsey  testified  that  the 
United  States  Gypsum  Company  has  since  June,  1924, 
manufactured  over  3,000,000,000  square  feet  of  cellular 
core  wallboard  in  accordance  with  Roos’  invention,  and 
that  since  about  1925  or  1926  the  United  States  Gypsum 
Company  has  used  the  Roos  process  in  the  manufacture 
of  gypsum  tile  (Tr.  Vol.  II,  p.  603).  Obviously,  the 
extensive  commercial  development  of  Roos’  invention  by 
the  Company  was  all  predicated  upon  the  fact  that  Roos’ 
invention  had  proved  to  be  successful. 

Roos  Exhibits  32,  38,  39,  41,  42,  43,  44  and  45,  which 
are  the  vearlv  bulletins  of  the  Underwriters  Laboratories 
from  1922  to  1929,  inclusive,  show  that  the  products  of 
the  United  States  Gypsum  Company — particularly  gyp¬ 
sum  tile  or  block  gypsum,  gypsum  wallboard  and  gypsum 
plasterboard — had  met  the  required  tests  of  this  organi¬ 
zation  and  had  been  listed  in  these  publications  during 
this  period  as  accepted.  Birdsey  testified  that  the  par¬ 
tition  tile  wallboard  and  plasterboard  manufactured  by 
the  Company  during  these  years  were  listed  by  the  LTn- 
derwriters  Laboratories  as  standard  and  as  having  met 
with  their  specifications  (Tr.  Vol.  II,  pp.  615-18,  627). 
The  Roos  invention  had  been  employed  by  the  Company 
in  manufacturing  these  standard  gypsum  products  since 
June,  1924,  and  thus  it  is  conclusively  demonstrated  that 
the  Underwriters  Laboratories  considered  such  products 
as  meeting  with  their  approval.  In  the  bulletin  of  1930 
(Roos  Exhibit  46)  the  products  of  the  United  States 
Gypsum  Company  are  not  listed,  for  the  reason  that  the 
United  States  Gypsum  Company  then  discontinued  sub- 
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scribing  to  the  services  of  the  Underwriters  Labora¬ 
tories. 

Roos’  witness  Pooler  testified  that  while  he  was  Works 
Manager  at  the  Fort  Dodge  plant  during  the  years  1924, 
1925,  1926  and  1927,  inclusive,  representatives  from  the 
Underwriters  Laboratories  came  to  the  Fort  Dodge  plant 
to  inspect  the  products  and  to  secure  samples.  These 
representatives  came  a  couple  of  times  a  year  and  they 
picked  out  samples  at  random  that  they  wanted  to  test. 
They  put  their  identification  marks  on  them  and  asked 
Pooler  to  crate  them  up  and  ship  them  to  the  Chicago 
office  of  the  Underwriters  Laboratories  (Tr.  Vol.  IT,  p. 
556). 

So,  notwithstanding  that  there  is  no  direct  oral  testi¬ 
mony  that  the  Underwriters  Laboratories  tested  products 
made  in  accordance  with  Roos'  invention,  we  neverthe¬ 
less  have  in  these  bulletins  ponderable  evidence  that  the 
Underwriters  Laboratories  did  in  fact  test  these  products 
during  the  years  1922  to  1929,  inclusive,  and  that  such 
products  were  accepted  because  they  were  continuously 
listed  in  the  bulletins  of  the  Underwriters  Laboratories. 
Thus,  the  products  of  the  United  States  Gypsum  Com¬ 
pany  manufactured  by  Roos*  process  met  all  the  stand¬ 
ards  of  the  Underwriters  Laboratories. 

The  Board  of  Appeals  also  held  that  the  block  of  Roos 
Exhibit  10  (made  prior  to  October  6,  1922)  and  the  wall- 
board  samples  of  Roos  Exhibits  11  and  14  (which  were 
made  on  October  6,  1922,  in  accordance  with  Roos'  docu¬ 
mentary  Exhibit  15)  were  likewise  reductions  to  prac¬ 
tice  of  the  invention  by  Roos.  That  the  specimen  wall- 
board  samples  of  Roos  Exhibits  11  and  14  demonstrated 
a  successful  reduction  to  practice  of  Roos*  invention 
cannot  be  successfully  controverted.  Upon  the  success 
of  these  exhibits,  as  well  as  Roos  Exhibit  10,  the  United 
States  Gypsum  Company  immediately  proceeded  with 
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plans  to  adapt  the  Roos  invention  to  operate  in  con¬ 
junction  with  tlieir  straight-line  continuously-operating 
wallboard  machines;  and  for  this  purpose  the  machinery 
of  Roos  Exhibit  16  was  designed,  assembled,  tested  out, 
and  installed,  as  testified  by  Roos,  Brookby,  Allison, 
Pooler,  and  Birdsey.  Commercial  production  of  wall- 
board  made  in  accordance  with  Roos’  invention  at  the 
Fort  Dodge  plant  was  begun  in  June,  1924,  and  was 
never  discontinued  from  that  date  to  the  present  time. 

The  Board  of  Appeals  held  that  the  testimony  of  Roos 
and  Brookby  established  that  commercial  production  of 
the  Roos  invention  was  instituted  in  June,  1924.  That 
this  wallboard  was  a  satisfactory  commercial  prod¬ 
uct  is  evidenced  bv  the  fact  that  during  the  vears  1924 
to  1929,  inclusive,  the  wallboard  and  the  plasterboard 
manufactured  by  the  United  States  Gypsum  Company 
at  the  Fort  Dodge  plant  were  constantly  listed  in  the 
Underwriters  bulletins  as  having  met  with  ;  their 
standards. 

i 

No  sanctitv  attaches  to  tests  made  bv  the  Underwriters 
Laboratories.  Even  Rice’s  witness  Edwards  testified 
that  it  was  not  necessary,  in  order  to  put  building  ma¬ 
terial  into  a  class  A  building,  to  have  that  material  first 
approved  by  the  Underwriters  Laboratories  (Tr.  Vol.  IT, 
pp.  459-60).  This  is  a  purely  voluntary  organization,  and 
manufacturers  of  building  materials  are  not  under  com¬ 
pulsion  to  have  their  products  tested  by  it  before  they 
can  comply  with  the  various  building  codes  throughout 
the  United  States  (Tr.  Vol.  II,  p.  629).  Birdsey  and 
Edwards  both  testified  that  clay  tile,  the  most  active 
and  serious  competition  for  gypsum  tile,  lias  never  been 
listed  by  the  Underwriters  Laboratories  as  having  met 
with  its  tests  and  specifications  (Tr.  Vol.  II,  pp.  618-19, 
629,  460-61). 
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Attention  also  is  directed  to  the  government  publica¬ 
tion  of  Roos  Exhibit  50,  which  is  a  bulletin  published 
in  1923  by  the  Department  of  the  Interior,  U.  S.  Geologi¬ 
cal  Survey,  entitled  “  Gypsum  in  1922.”  In  this  bulletin 
are  listed  numerous  manufacturers  of  gypsum  block  and 
other  products.  Comparing  this  bulletin  with  the  Under¬ 
writers  Laboratories  bulletin  for  the  same  year,  1922 
(Roos  Exhibit  30),  the  Court  will  note  the  large  num¬ 
ber  of  manufacturers  of  gypsum  block  and  wallboard 
who  were  manufacturing  and  selling  commercially  their 
products  without,  at  the  same  time,  being  listed  in  the 
bulletin  of  the  L;nderwriters  Laboratories. 

Rice’s  alleged  expert  witness  Brown  when  cross-ex¬ 
amined  respecting  the  yearly  publications  of  the  Under¬ 
writers  Laboratories  testified  as  follows  (Tr.  Vol.  II,  pp. 
499-500) : 

“Q.  Would  you  say  that  every  company  that  is 
listed  in  here  and  whose  products  are  identified,  that 
the  products  manufactured  by  that  company  have 
been  approved  by  the  Fire  Underwriters’  Labora¬ 
tories,  or  that  their  products  have  complied  with 
their  standards? 

“A.  Does  it  not  sav  so? 

“Q.  What  is  your  understanding? 

“A.  It  says  so  in  there.  Why  ask  me  my  opin¬ 
ion  of  it  when  it  shows  it  ? 

“Q.  I  am  asking  you.  You  are  testifying  here 
as  an  expert.  This  book  might  be  wrong. 

“A.  Xo. 

“Q.  And  if  the  United  States  Gypsum  Company 
blocks  were  listed  in  this  book  as  of  July,  1922, 
that  would  mean  that  the  blocks  manufactured  by 
the  United  States  Gypsum  Company  had  complied 
with  the  standards  of  the  Underwriters  Laboratories  ? 

‘‘A.  I  believe  that  is  the  case. 

“The  listing  of  the  United  States  Gypsum  Com¬ 
pany  in  the  pamphlets  of  the  Underwriters’  Labora¬ 
tories  for  the  years  1922,  1923  and  1924,  meant  that 
during  that  period  the  United  States  Gypsum  Com- 
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pany  had  submitted  their  blocks  or  tiles  to  the  tests 
of  the  Underwriters’  Laboratories.  It  would  further 
mean  that  these  blocks  had  been  inspected  at  the 
factory.  In  1922  the  United  States  Gypsum  Com¬ 
pany  was  making  a  gypsum  block  which  has  been 
described  in  this  case  as  a  standard  gypsum  block. 
That  block  was  12"  high,  30"  long,  and  of  uniform 
thickness  within  certain  limits  of  tolerance.  It  had 
certain  thickness  of  shell  and  certain  thickness  of 
web.  It  weighed  a  certain  amount.  It  would  stand 
a  compression  test  wet  and  a  compression  test  dry. 
I  think  those  axe  the  only  things  that  were  required 
at  that  time,  and  if  these  blocks  during  that  period 
passed  all  these  specifications,  and  if  no  further  tests 
were  required  on  a  new  gypsum  product,  it  meant 
the  approval  of  the  Underwriters’  Laboratories. 
If  the  products  of  the  United  States  Gypsum  Com¬ 
pany  were  listed  in  the  pamphlets  of  the  Under¬ 
writers’  Laboratories  throughout  this  period  of  years 
it  would  necessarily  follow  that  the  Underwriters’- 
Laboratories  gave  them  this  service  for  which  they 
paid. 

“If  wall  board  of  the  United  States  Gypsum  Com¬ 
pany  were  listed  in  these  pamphlets,  it  would  mean 
that  that  wallboard  complied  with  their  standards 
and  that  it  had  been  tested  by  the  Underwriters’ 
Laboratories.” 

The  pamphlets  speak  for  themselves.  They  show  that 
the  wallboard  of  the  Company  was  continually  listed 
throughout  these  years.  Thus,  we  have  the  testimony  of 
Rice’s  own  witness  Brown  to  the  effect  that  the  gypsum 
products,  such  as  partition  tile  or  blocks,  as  well  as  wall- 
board,  manufactured  by  the  Company  during  the  years 
1922  to  1924,  inclusive,  conformed  to  the  specifications  of 
the  Underwriters  Laboratories. 

From  the  foregoing  review  of  the  evidence,  it  is  clear 
that  Rice’s  attack  on  Roos’  reduction  to  practice  on  Au¬ 
gust  23  and  24,  1922,  is  without  merit  and  is  not  sustain¬ 
able,  particularly  since  the  testimony  of  his  witness 
Edwards,  in  view  of  his  cross-examination,  is  not  en- 


103 


panv  had  submitted  their  blocks  or  tiles  to  the  tests 
of  the  Underwriters’  Laboratories.  It  would  further 
mean  that  these  blocks  had  been  inspected  at  the 
factory.  In  1922  the  United  States  Gypsum  Com¬ 
pany  was  making  a  gypsum  block  which  has  been 
described  in  this  case  as  a  standard  gypsum  block. 
That  block  was  12"  high,  30"  long,  and  of  uniform 
thickness  within  certain  limits  of  tolerance.  It  had 
certain  thickness  of  shell  and  certain  thickness  of 
web.  It  weighed  a  certain  amount.  It  would  stand 
a  compression  test  wet  and  a  compression  test  dry. 
I  think  those  are  the  only  things  that  were  required 
at  that  time,  and  if  these  blocks  during  that  period 
passed  all  these  specifications,  and  if  no  further  tests 
were  required  on  a  new  gypsum  product,  it  meant 
the  approval  of  the  Underwriters’  Laboratories. 
If  the  products  of  the  United  States  Gypsum  Com¬ 
pany  were  listed  in  the  pamphlets  of  the  Under¬ 
writers’  Laboratories  throughout  this  period  of  years 
it  would  necessarily  follow  that  the  Underwriters’1 
Laboratories  gave  them  this  service  for  which  they 
paid. 

“If  wall  board  of  the  United  States  Gypsum  Com¬ 
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that  that  wallboard  complied  with  their  standards 
and  that  it  had  been  tested  by  the  Underwriters’ 
Laboratories.” 


The  pamphlets  speak  for  themselves.  They  show  that 
the  wallboard  of  the  Company  was  continually  listed 
throughout  these  vears.  Thus,  we  have  the  testimonv  of 
Rice’s  own  witness  Brown  to  the  effect  that  the  gypsum 
products,  such  as  partition  tile  or  blocks,  as  well  as  wall- 
board,  manufactured  by  the  Company  during  the  years 
1922  to  1924,  inclusive,  conformed  to  t he  specifications  of 
the  Underwriters  Laboratories. 

From  the  foregoing  review  of  the  evidence,  it  is  clear 
that  Rice's  attack  on  Roos’  reduction  to  practice  on  Au¬ 
gust  23  and  24,  1922,  is  without  merit  and  is  not  sustain¬ 
able,  particularly  since  the  testimony  of  his  witness 
Edwards,  in  view  of  his  cross-examination,  is  not  en- 
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Rice’s  Attack  on  Roos’  Reduction  to  Practice  is  Purely 

Negative. 

In  addition  to  the  spurious  attack  that  Rice  makes  on 
Roos’  actual  reduction  to  practice  of  August  23  and  24, 
1922,  by  the  opinion  testimony  of  his  alleged  experts 
Edwards,  Brown,  and  Alexander,  and  the  injection  into 

i 

this  case  of  the  Underwriters  Laboratories,  he  also  con¬ 
tends  by  sheer  speculation,  unsupported  by  any  evidence, 
that  Roos  did  not  actually  reduce  the  invention  to 
practice. 

Rice  does  not  contend  that  the  various  tests  which  were 
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conducted  by  Roos  were  improper  or  that  the  results  of 
such  tests  disclosed  an  unsatisfactory  and  impracticable 
process,  but  he  merely  argues  that  there  were  other  and 
additional  tests  which  should  have  been  performed  by 
Roos.  The  point  is  therefore  made  that  Roos  did  not 
reduce  to  practice  because  of  the  omission  of  such  other 
and  additional  tests,  although  the  evidence  is  clear  that 
such  practical  men  in  the  gypsum  art  as  Brookby,  Pooler, 
Leimer,  and  Birdsey,  considered  Roos’  tile  entirely  satis¬ 
factory  for  building  purposes.  The  addditional  tests 
that  Rice’s  counsel  surmises  should  have  been  made,  pos- 
siblv  bv  the  Underwriters  Laboratories,  would  have 
added  nothing  to  the  conclusions  that  these  practical 
men  had  already  reached  with  respect  to  the  complete 
satisfactoriness  of  the  tile.  The  documentary  evidence  in 
the  form  of  the  yearly  bulletins  of  the  Underwriters 
Laboratories  for  the  years  1922  through  1929  definitely 
establishes  that  the  products  of  the  Company,  particularly 
the  cellular  core  wallboard,  which  after  June,  1924,  was 
made  by  the  process  of  the  invention,  met  all  of  the 
standards  required  of  this  institution.  i 

The  great  mass  of  evidence  which  Rice  adduced  in  his 
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attack  on  Boos’  actual  reduction  to  practice  simply  re¬ 
lates  to  these  so-called  additional  tests  and,  on  the  basis 
thereof,  Rice  argues  negatively  that  Roos  did  not  reduce 
to  practice.  In  other  words,  if  there  be  live  tests,  any 
two  or  more  of  which  will  demonstrate  the  utility  and 
efficacy  of  a  device  or  process,  the  failure  to  perform 
the  other  three  tests — so  Rice  argues — will  defeat  a  claim 
to  a  reduction  to  practice.  Such  a  proposition  is  entirely 
fallacious.  If  any  two  of  the  tests  sufficiently  prove  the 
value  of  the  process,  the  omission  of  the  remaining  tests, 
under  the  authorities,  does  not  in  the  least  affect  the 
reduction  to  practice. 

Rice  does  not  affirmatively  attack  the  documentary 

%  * 

data  here  in  evidence  which  was  kept  by  Roos  and  his 
witnesses,  nor  has  he  attacked  or  pointed  out  that  the 
opinions  and  conclusions  of  Roos  and  his  corroborating 
witnesses,  who  are  experts  and  practical  men  in  the  gyp¬ 
sum  art,  were  not  predicated  upon  or  justified  by  the  test 
records  and  data  kept  by  Roos.  Rice  does  not  present 
a  single  item  of  evidence  which  tends  to  create  a  con¬ 
flict  with  respect  to  the  nature  and  character  of  the  tests 
which  were  actually  performed  by  Roos  or  with  respect 
to  the  results  of  such  tests. 

If  the  evidence  in  this  case  as  to  the  tests  which  were 
actually  conducted  bv  Roos  was  conflicting  and  unsatis- 
factory,  and  if  there  was  also  conflicting  and  unsatisfac¬ 
tory  testimony  as  to  the  result  of  such  tests,  then  per¬ 
haps  Rice’s  claim  that  the  other  tests  should  have  been 
conducted  might  be  well  taken.  However,  uncontra¬ 
dicted  and  undisputed  proof,  consisting  of  the  testimony 
of  corroborating  witnesses,  proved  records,  and  original 
data,  and  the  opinions  of  all  who  witnessed  the  tests  and 
observed  the  results  thereof,  to  the  effect  that  the  same 
were  entirely  satisfactory,  has  been  adduced  bv  Roos  in 
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the  case  at  bar,  so  that  this  Court  may  see  that  the  con¬ 
clusions  of  Roos  and  his  witnesses  were  justified. 

Roos’  tests  indubitably  demonstrated  the  utility,  effi¬ 
cacy,  and  satisfactory  character  of  his  process.  Under  the 
law  he  was  entitled  to  rely  on  such  results.  He  was  en¬ 
titled  to  rely  on  his  experience  in  the  gypsum  art  and 
also  upon  the  opinions  and  conclusions  of  his  associates, 
all  experts  and  men  of  wide  training  and  experience  in 
the  gypsum  art.  It  was  not  necessary  for  Roos  to  do 
more.  It  is  immaterial  that  other  and  additional  tests 
were  omitted  bv  Roos,  for  in  the  absence  of  any  conflict 
or  dispute  as  to  the  character  of  his  actual  tests  and  the 
satisfactory  results  obtained  by  such  tests,  Roos,  under 
the  authorities,  reduced  to  practice.  That  the  process 
invented  by  Roos  was  successfully  reduced  to  practice 
by  him  at  the  early  dates  claimed  is  conclusively  estab¬ 
lished  bv  the  fact  that  continuously  since  1924,  when  the 
process  was  placed  in  commercial  use  by  the  United 
States  Gypsum  Company,  down  to  the  present  time,  the 
same  process  has  been  employed  by  the  Company  in  the 
making  of  its  commercial  tile  and  wallboard  which  have 
been  produced  and  sold  in  huge  quantities. 

Rice  has  here  the  burden  of  overcoming  affirmatively 
the  finding  that  what  Roos  actually  did  amounted  in  law 
to  a  reduction  to  practice.  Mere  negation — setting  up  a 
straw  man  and  then  knocking  him  down — will  not  suffice. 

Nor  has  Rice  attacked  affirmatively  the  four-inch  cellu¬ 
lar  partition  tile  made  by  Roos  on  August  22  and  23, 
1922,  in  accordance  with  his  documentary  Exhibits  5 
and  6.  The  data  recorded  on  these  Exhibits  gives  com¬ 
plete  directions  as  to  the  nature  of  the  ingredients  and 
the  quantities  of  materials  employed  by  Roos  in  making 
his  foaming  solution.  They  give  the  quantity  of  water 
in  pounds  and  the  quantity  of  gypsum  in  pounds  that 
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comprised  the  gypsum  mix.  They  recite  complete  in¬ 
structions  for  practicing  the  Roos  process.  They  contain 
a  record  of  the  tests  then  made  to  demonstrate  that  the 
tile  met  all  the  standards  of  the  Company.  Rice  had 
available  the  expert  services  of  Brown  and  Edwards,  and 
if  he  had  dared  he  could  have  followed  the  data  con¬ 
tained  on  these  Roos  Exhibits  5  and  6  and  produced  a 
cellular  partition  tile  which  would  be  a  replica  of  that 
made  by  Roos  on  August  22  and  23,  1922. 

Roos’  witness  Huntlev  did  that  verv  thing,  and  there 
is  no  explanation  in  the  record  that  excuses  Rice  from 
doing  likewise.  Then  Rice,  through  his  alleged  experts, 
could  have  tested  this  tile  and  thus  have  attacked  directlv 
Roos'  reduction  to  practice  if  the  tile  were  found  to  be 
defective.  But  Rice  did  not  do  this.  Rice  made  no  at¬ 
tempt  to  duplicate  the  work  which  Professor  Huntley 
did  on  behalf  of  Roos  by  following  the  instructions  con¬ 
tained  on  Roos  Exhibits  5  and  6.  Rice’s  failure  to  prove 
by  direct  evidence  that  a  satisfactory  commercial  tile 
cannot  be  procured  from  the  materials  and  ingredients 
recorded,  and  in  accordance  with  the  instructions  speci¬ 
fied  in  Roos  Exhibits  5  and  6,  is  conclusive  corrobora¬ 
tion  of  the  testimony  of  Roos  and  his  witnesses  that  Roos 
reduced  to  practice  on  August  23  and  24,  1922.  Mere 
opinion  and  argument  cannot  overcome  this  inherent 
weakness  of  Rice’s  attack  upon  positive  and  direct  tes¬ 
timony  and  the  findings  of  the  Court  below  and  the  Pat¬ 
ent  Ofhce  Tribunals. 

We  submit  again,  therefore,  that  Rice  has  not  dis¬ 
charged  the  burden  that  rests  upon  him  by  reason  of 
his  being  a  plaintiff  herein.  Rice  has  attempted  to  do 

indirectlv  that  which  he  dared  not  do  directlv.  He  has 
•  * 

not  affirmatively  shown  that  the  findings  of  the  lower 
Tribunals  concerning  Roos’  actual  reduction  to  practice 


were  erroneous. 


No  New  Chemical  Composition  Was  Embodied  in  the 


Tile  Made  by  Roos  on  August  23  and  24, 1922, 
ticing  the  Process  of  the  Invention. 


by  Prac- 


Rice’s  counsel  further  contends  in  his  attack  upon 
Boos’  actual  reduction  to  practice  of  August  23  and  24, 
1922,  that  because  Roos  employed  minute  quantities  of 
saponin  and  gum  arabic,  in  combination  with  the  gypsum 
slurry,  the  resultant  tile  was  a  new  chemical  composi¬ 
tion  and  consequently  should  have  been  subjected  to 
the  exhaustive  tests  outlined  by  Rice’s  alleged  expert 
witnesses  Brown  and  Edwards.  But  the  record  of  the 
case  at  bar  establishes  that  Roos  and  his  associates  in 
the  Company  were  entirely  familiar  with  the  effects  of 
gum  arabic  and  saponin  when  used  in  combination  with 
gypsum.  Their  testimony  is  to  the  effect,  as  we  will 
show,  that  gum  arabic  had  a  very  beneficial  effect  upon 
gypsum  and  that  saponin  did  not  affect  the  properties 
of  gypsum  to  any  discernible  degree. 

Moreover,  the  quantities  of  these  two  chemicals  used 
by  Roos  were  so  minute  that  even  if  the  action  thereof 
were  deleterious,  which  it  was  not,  the  effect  upon  the 
ensuing  cellular  gypsum  tile  would  be  entirely  inconse¬ 
quential. 

Chemicals  mixed  with  gypsum  have  been  used  for 
years  as  retarders  and  accelerators.  The  testimony  given 
by  Rice’s  witness  Brown  on  cross-examination  estab¬ 
lished  these  facts.  Brown  testified  that  retarders,  which 
are  chemicals  made  up  of  hair,  caustic  soda,  and  lime, 
were  used  by  him  in  1920  when  he  worked  for  the  Con¬ 
necticut  Adamant  Plaster  Manufacturing  Company  at 
New  Haven,  Connecticut.  Brown  said  that  to  his  knowl¬ 
edge  accelerators  which  were  sometimes  chemicals,  had 
been  used  in  gypsum  products  long  before  he  knew  any- 
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thing  about  the  gypsum  business.  When  he  worked  for 
the  Connecticut  Adamant  Plaster  Company  they  mixed 
chemicals  such  as  retarders  with  gypsum  (Tr.  Vol.  II, 
pp.  494,  495). 

Roos’  witness  Birdsey  testified  to  the  same  effect  on 
his  direct  examination.  He  said  that  accelerators  are 
chemical  substances  and  have  been  used  in  connection 
with  gypsum  since  the  time  that  he  was  a  boy.  Further, 
that  retarders,  which  are  very  complex  chemical  sub¬ 
stances  made  out  of  organic  and  inorganic  materials,  had 
been  universally  used  for  many  years  in  the  gypsum  in¬ 
dustry  to  lengthen  out  the  setting  time  of  gypsum  (Tr. 
Vol.  II,  pp.  638-9). 

Consequently,  gypsum  mixed  with  various  chemicals 
was  not  new  in  the  art  at  the  time  that  Roos  made  his 
cellular  gypsum  cement  tile  in  August,  1922. 

As  a  matter  of  fact,  an  examination  of  Roos  Exhibit 
5,  which  constitutes  the  formula  under  which  Roos  made 
his  cellular  tile  in  August,  1922,  shows  that  the  quantity 
of  saponin  and  gum  arabic  contained  in  the  tile  was 
almost  infinitesimal.  This  formula  of  Roos,  which  ap¬ 
pears  on  Exhibit  5  (Tr.  Vol.  II,  p.  961),  was  composed 
of  70  lbs.  gypsum,  64.4  lbs.  water  to  give  a  mix  of  92 
consistency,  16  grams  saponin,  16  grams  gum  arabic,  and 
800  c.c.  of  water.  The  saponin  and  gum  arabic  were 
first  mixed  in  the  800  c.c.  of  water  and  then  this  solution 
was  beaten  to  a  stiff  tenacious  foam.  This  quantity  of 
foam  was  then  mixed  with  the  64.4  lbs.  of  water  and  the 
70  lbs.  of  gypsum.  The  foreign  ingredients — namely, 
the  16  grams  of  saponin  and  the  16  grams  of  gum  arabic 
— constituted  only  0.05%  of  the  whole  plastic  mixture. 
In  other  words,  the  saponin  and  the  gum  arabic  together 
were  present  in  the  plastic  mix  in  the  ratio  of  5  parts 
to  10,000  parts.  Now,  is  it  conceivable  that  this  very 
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small  quantity  of  foreign  ingredients  should  deleteri- 
ously  affect  the  setting  of  the  gypsum  with  which  Roos 
was  fully  familiar?  Roos’  testimony  is  clearly  to  the 
effect  that  neither  the  saponin  nor  the  gum  arabic  in 
any  way  whatsoever  affected  the  usual  well  known  and 
established  properties  of  gypsum. 

At  the  trial  Roos  testified  that  prior  to  his  invention 
he  knew  that  gum  arabic  had  a  very  beneficial  effect  on 
gypsum.  He  further  found  that  the  introduction  of 
saponin  and  gum  arabic  did  not  particularly  interfere 
with  the  setting  of  the  product.  His  testimony  in  this 
regard  is  as  follows  (Tr.  Vol.  II,  pp.  386-7,  394) : 

‘‘The  Witness:  The  Formula,  Roos’  Exhibit  No. 
5,  states  that  I  used  saponin,  gum  arabic,  water,  and 
gypsum  in  the  making  of  the  tile  which  I  made  in 
the  laboratory  in  1922.  They  were  made  with  a 
foam  produced  from  saponin  and  gum  arabicj.  Our 
old  standard  tile  were  made  simply  from  gypsum 
and  water.  i 


“Q.  You  found  that  the  introduction  of  saponin 
and  gum  arabic  interfered  with  the  setting  of  the 
product?  | 

“A.  No,  sir;  not  particularly. 

“Q.  Did  Mr.  Brookby  ever  discuss  that  with  you? 

“A.  I  believe  he  did;  ves. 

“Q.  Did  your  views  differ  from  his  on  that  sub¬ 
ject? 

“A.  My  views  or  my  recollection  is  that! there 
was  appreciably  no  effect  on  the  setting  time  by  the 
effect  of  these  materials. 

“Q.  When  you  made  this  product  first  in  1922, 
you  did  not  know  then,  did  you?  I  mean,  you  did 
not  know  about  that? 

“A.  I  knew  of  gum  arabic  and  its  effect  on  gyp¬ 
sum. 

“Q.  Did  you  know  what  the  effect  of  saponin  on 
gypsum  was? 

“A.  Not  until  I  tried  saponin. 
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“Q.  Not  until  you  tried  it.  In  other  words,  you 
were  making  a  product  as  to  which,  if  you  were  go¬ 
ing  to  put  it  out  commercially  or  put  it  out  for  use, 
put  it  into  the  channels  for  which  it  was  made,  you 
would  not  be  able  to  tell  just  how  those  new  ele¬ 
ments  in  it  would  change  the  utility,  the  permanency 
and  usefulness  of  the  article  from  your  old  material, 
your  old  product  ? 

“A.  Yes,  sir;  I  had  a  very  good  idea. 

“Q.  Well,  you  had  an  idea? 

“A.  And  I  had  experience. 

“Q.  You  did  not  have  the  experience  of  having 
it  in  use;  did  you? 

“A.  I  had  the  experience  of  knowing  what  gum 
arabic  would  do  with  gypsum.  It  had  a  very  bene- 
cial  effect  on  gypsum. 

•  •••••• 

“Q.  When  you  make  that  answer  to  me,  you  are 

drawing  on  your  experience  that  you  had  with  the 

old  gypsum  tile  and  the  gypsum  cylinder,  but,  I  have 

alreadv  called  vour  attention  to  the  fact  that  vou  had 
♦  •  * 

a  new  product,  with  several  elements  in  it  which 
were  not  in  your  other  products,  and,  as  I  under¬ 
stand  your  position,  you  are  assuming  that  this  new 
product,  porous,  full  of  bubbles,  with  saponin  and 
gum  arabic  in  it,  which  vour  old  stuff  did  not  have 
at  all — vou  are  assuming  that  those  different  ele- 
ments,  and  the  double  nature  of  this  thing — vou  are 
assuming  that  it  would  act  just  like  your  old  product. 
What  right  have  vou  to  do  that  ? 

“A.  I  am  drawing  on  my  knowledge,  my  funda¬ 
mental  knowledge  of  gypsum. 

“Q.  .1  concede  your  knowledge  of  gypsum,  but 
I  say  to  you  that  when  you  experimented  in  1922 
you  did  not  have  any  fundamental  knowledge  of 
gypsum  with  the  action  of  saponin  upon  it,  and  gum 
arabic,  and,  in  addition  to  that  a  porous  material 
full  of  holes.  You  had  not  had  any  experience  with 
that  thing,  had  vou? 

“A.  I  was  well  acquainted  with,  gum  arabic 
and  I  was  enough  of  a  chemist  to  know  something 
about  the  action  of  saponin  and  soapbark,  and  to 
know  what  to  expect. 
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“Q.  You  had  ideas  about  it,  but  when  you  testify 
on  an  important  matter  of  this  kind  you  are  sup¬ 
posed  to  know  and  be  reasonably  certain,  at  least,  of 
what  you  are  testifying.  Is  that  not  a  fair  proposi¬ 
tion?  j 

‘ 'A.  That  is  what  I  am  doing.’ ’ 

! 

In  view  of  the  foregoing  evidence — and  there  is  noth¬ 
ing  to  the  contrary  in  the  record — the  minute  quantities 
of  gum  arabic  and  saponin  used  by  Roos  for  making 
the  tenacious  foam  when  he  reduced  his  invention  to 
practice  on  August  23  and  24,  1922,  did  not,  we  submit, 

i 

affect  in  any  fashion  or  manner  the  well  known  and 
previously  determined  properties  of  the  gypsum.  The 
tile  which  Roos  made  were  entirely  satisfactory  for  every 
practical  purpose.  1 

The  Testimony  and  Roos  Documentary  Exhibit  9  Clearly 
Substantiate  that  Roos  Was  Fully  Familiar  With  the 
Action  of  Gum  Arabic  and  Saponin  on  Gypsum  Prior 
to  the  Time  that  Roos  Made  the  Four-Inch  Partition 
Tile  on  August  23,  1922. 


Exhibit  9  bears  a  date  of  August  22,  1922  (Tr.  Vol. 

ill,  p.  966).  The  testimony  of  Roos  (Tr.  Vol.  II,  pp.  195- 

198),  corroborated  by  that  of  Leimer  (Tr.  Vol.  II,  pp. 

248-249)  shows  that  this  exhibit  is  a  record  of  tests  made 

bv  Roos  on  his  invention  with  the  assistance  of  Leimer 

the  day  before  the  partition  tile  of  Exhibit  5  were  made. 

With  respect  to  Exhibit  9,  it  is  established  that  on 

August  22  a  number  of  2  x  4"  test  cylinders  were  made 

bv  Roos  in  accordance  with  the  invention,  as  well  as 
«  * 

i 

corresponding  test  or  blank  cylinders  made  of  gypsum 
alone.  Both  groups  of  cylinders  were  subjected  to  com¬ 
pression  tests  in  order  to  secure  comparative  data  re¬ 
specting  the  strength  of  the  ensuing  cellular  gypsum  ma- 
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terial  comprising  the  foam  and  of  the  straight  gypsum 
material  without  the  foam. 

In  following  the  process  of  the  invention  for  making 
the  first  group  of  test  cylinders,  Boos  used  a  solution 
of  saponin  and  gum  arabic  that  was  beaten  into  a  ten¬ 
acious  foam.  Aridize  gypsum  and  an  accelerator  in  the 
nature  of  finely  ground  hydrated  gypsum  were  mixed 
with  water  to  a  normal  consistency.  The  prepared  foam 
was  then  added  to  the  gypsum  mix,  thoroughly  incorpo¬ 
rated  therein,  and  the  test  cylinders  were  then  cast  in  the 
standard  2x4"  molds.  Thus  the  invention — the  two 
step  process — was  practiced.  The  wet  and  dry  weights 
of  the  compression  cylinders  were  taken  and  recorded. 
The  cylinders  were  then  tested  in  a  compression  machine 
and  their  breaking  strength  was  then  determined  and 
recorded  on  Exhibit  9. 

Comparative  tests  of  the  same  character  were  also  run 

and  recorded  on  Exhibit  9  on  the  blank  test  cylinders 

made  from  the  same  Aridize  gypsum  but  which  did  not 

contain  anv  foam.  The  consistencv  of  the  mix  of  these 
»  * 

blank  cylinders  was  the  same  as  the  consistency  of  the 
mix  that  was  incorporated  into  the  cylinders  made  ac¬ 
cording  to  the  Roos  process. 

Exhibit  9,  the  data  sheet  recording  the  tests  made  on 
August  22,  1922,  shows  that  on  that  date  six  test  cyl¬ 
inders  were  made  by  the  Roos  process  and  that  six 
blank  cylinders  were  likewise  made.  The  first  group 
of  cylinders  comprised  saponin  and  gum  arabic,  but  in 
the  second  group  these  two  ingredients  were  missing 
because  the  cylinders  of  this  second  group  comprised 
gypsum  only. 

The  compressional  strengths  of  the  first  group  of  cyl¬ 
inders  were  on  the  average  of  1018  lbs.  per  square  inch, 
and  the  compressional  strengths  of  the  second  group  of 
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cylinders  or  blanks  were  on  the  average  of  1824  lbs.  per 

i 

square  inch.  The  compressional  value  of  the  standard 
tile  manufactured  in  the  Fort  Dodge  plant  at  that  time 
was  around  360  lbs.  to  the  square  inch.  The  tests  of 
Exhibit  9  fully  demonstrated  to  Roos  that  the  gypsum 
was  not  affected  deleteriously  by  the  use  of  saponin  and 
gum  arabic  ingredients. 


The  Tests  of  Exhibit  9  Demonstrated  Conclusively  That 
Saponin  and  Gum  Arabic  Had  No  Harmful  Effect  on 
the  Gypsum  Tile. 

While  the  kind  of  gypsum  used  in  performing  the  test 
of  Exhibit  9  was  a  quality  known  as  Aridize,  this  product 
is  a  gypsum  and  has  been  a  standard  product  of  the 
United  States  Gypsum  Company  since  1918  or  1919. 
Birdsev’s  testimony  is  that  Aridize  was  a  standard  com- 
mercial  product  of  the  United  States  Gypsum  Company 
prior  to  1922  (Tr.  Vol.  II,  p.  G37).  Roos’  testimony 
before  the  trial  Court  respecting  Exhibit  9  is  to  the 
same  effect  as  that  before  the  Patent  Office.  It  was,  in 
part,  as  follows  (Tr.  Vol.  II,  pp.  405-7): 

“Before  you  made  those  tests  of  Exhibit  5  and 
those  tile  of  Exhibit  5,  do  you  recall  the  memoran¬ 
dum  data  sheet  of  Boos’  Exhibit  Xo.  9?  I  now  show 
that  to  you. 

“A.  I  do;  yes,  sir. 

“Q.  What  does  that  exhibit,  Xo.  9,  show  ? 

“A.  This  exhibit,  No.  9,  shows  the  compressional 
value  of  six  cylinders,  two  by  four  in  size,  which 
were  made  from  gypsum  containing  a  foam  made  up 
of  saponin  and  gum  solution.  In  addition,  there  is 
a  series  of  blanks  here,  six  in  number,  which  show 
the  compressional  value  of  the  gypsum  without  the 
foam. 

“Q.  And  what  was  the  purpose  of  running  that 
series  of  tests? 
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4  4  A.  The  purpose  of  this  series  of  tests  was  to 
get  a  line  on  the  compressional  value  of  a  gypsum 
product  with  foam  as  compared  to  the  straight  gyp¬ 
sum  material. 

44Q.  Did  you  make  those  tests  before  you  made 
the  tile  of  Exhibit  5? 

“A.  Yes,  sir;  those  tests  were  made  before  Ex¬ 
hibit  5. 

44Q.  And  under  whose  direction  were  those  tests 
made? 

“A.  These  tests  were  made  under  my  direction. 

“Q.  And  you  witnessed  those  tests? 

“A.  Yes,  sir;  I  did. 

‘‘Q.’  Mr.  Boos,  will  you  compare  the  ingredients 
used  in  those  tests  of  Boos  Exhibit  9  with  the  char¬ 
acter  of  the  ingredients  that  were  used  in  your  tile 
of  Exhibit  5  ? 

“A.  The  ingredients  used  in  these  cylinders 
which  I  have  just  spoken  about,  Exhibit  9,  were 
used  in  the  production  of  the  tile. 

“Q.  So  that  they  were  the  same  ingredients  in 
the  tests  of  Exhibit  9  as  are  in  the  tests  of  the  tile 
of  Exhibit  5?  Is  that  correct? 

4 ‘A.  Yes,  sir;  that  is  correct,  exactly. 

44Q.  What  did  these  tests  of  Roos’  Exhibit  9 
show  you? 

“A.  They  showed  that  the  compressional  value 
of  these  cylinders  with  the  foam  was  very  ample. 
That  is,  the  compressional  value  was  very  good,  and 
was  much  higher  than  our  standards,  and  higher 
than  some  of  the  standard  tile  that  we  made. 
k4Q.  What  was  your  standard  compression  value 
in  those  days,  1922? 

“A.  350  or  360  pounds. 

“Q.  And  what  is  the  average  compression  value 
you  have  on  the  cylinders  of  Roos  Exhibit  9  which 
are  made  in  accordance  with  your  invention? 

4  4  A.  The  average  compressional  value  here  is 
1018  pounds  per  square  inch. 

44Q.  And  bow  many  of  those  cylinders  did  you 
make  on  August  22,  1922? 

4  *  A.  There  were  six  specimens  containing  the 
foam,  of  which  that  was  the  average — the  figure 
I  gave. 
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“Q.  On  this  Roos  Exhibit  9  there  is  a  series  of 
other  tests.  I  direct  your  attention  to  the  lower  por¬ 
tion  of  Roos  Exhibit  9.  What  were  those  tests  for’ 

“A.  Those  cylinders  were  made  of  a  mix  with¬ 
out  foam  to  show  the  comparative  strength  of  the 
material  without  foam  as  compared  with  the  cellu¬ 
lar  body. 

“Q.  What  does  the  data  of  those  experiments 
show  you  with  regard  to  those  cylinders  made  of 
gypsum  only,  and  which  did  not  incorporate  foam? 

“A.  That  the  product  containing  foam  was  very 
much  lighter  than  the  material  without  the  foam. 
The  strength  was  very  good,  although  it  was  lower 
than  the  straight  material  without  foam. 

“Q.  What  was  the  average  value  of  the  compres¬ 
sion  strength  of  the  material  without  foam? 

“A.  The  average  value  of  those  six  cylinders 
without  foam  was  1824  pounds/ ’ 

I 

It  is  submitted  that  the  foregoing  evidence  conclu¬ 


sively  proves  that  Roos  knew  the  effect  of  gum  arabic 
and  saponin  on  gypsum  prior  to  August  23  and  24,  1922, 
when  Roos  made  the  standard  four-inch  partition  tile 
upon  which  the  Patent  Office  Tribunals  and  the  Court 
below  have  awarded  Roos  a  reduction  to  practice. 


Soapbark  Is  a  Well  Known  Substitute  for  Saponin  and 
Its  Action  on  Gypsum  Is  Not  Harmful. 

When  the  United  States  Gypsum  Company  started  to 

; 

make  commercial  tile  by  the  process  of  Roos’  invention, 
the  saponin  and  gum  arabic  of  Roos  Exhibit  5  were  sub¬ 
stituted  by  soapbark.  But  saponin  is  an  extract  of 
soapbark  and  more  or  less  the  same  substance.  More¬ 
over,  for  commercial  reasons  soapbark  was  used  because 
it  was  cheaper  and  it  made  a  little  stiffer  foam  (Tf.  Vol. 
IT,  p.  397).  Roos  further  testified  that  saponin  is  more 
expensive  than  soapbark,  while  the  latter  is  a  little  more 
efficient  (Tr.  Vol.  II,  p.  194).  ! 
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The  Chemicals  Employed  in  Making  the  Cellular  Core 
W allboard  of  Roos  Exhibits  11  and  14  Had  No  Harm¬ 
ful  Effects. 

Roos  was  equally  certain  about  the  practicability  and 
usefulness  of  the  wallboard  specimens  of  Exhibits  11 
and  14.  Documentary  Exhibit  15  (Tr.  Vol.  II,  pp.  970-1) 
constitutes  the  recorded  data  for  the  making  of  the  wall- 
board  specimens  of  Exhibits  11  and  14.  In  making  Ex¬ 
hibits  11  and  14  the  foam  was  developed  by  a  chemical 
reaction  of  certain  ingredients,  one  of  which  was  soap- 
bark  as  the  foaming  agent.  Roos’  testimony  with  respect 
to  Exhibits  11  and  14  is  as  follows  (Tr.  Vol.  II,  p.  218-9)  : 

-X-Q.  Y  ou  have  enumerated  the  results  of  a 
great  many  tests  as  to  compression  and  weight  and 
so  forth  of  your  cellular  structure.  Suppose  you 
knew  all  of  those  figures  that  you  obtained  under 
the  head  of  compression  and  lightness,  would  you 
know  whether  the  device  would  be  suitable  for  com¬ 
mercial  purposes? 

“A.  It  depends  upon  what  the  product  was  in¬ 
tended  for  or  what  the  product  was. 

“X-Q.  Suppose,  for  example,  they  were  made  of 
chemicals  that  would  be  all  right  for  awhile,  but  in 
the  course  of  time  they  would  crumble,  neutralize 
and  fall  to  pieces.  The  tests  that  you  have  applied 
to  the  wallboard  would  not  necessarily  mean  that 
this  material  was  going  to  remain  tough  and  capable 
of  supporting  certain  compressions  indefinitely,  isn’t 
that  true? 

“A.  If  it  was  known  that  the  chemicals  possessed 
characteristics  which  caused  deterioration  with  age, 
deterioration  of  the  product  would  naturally  be 
expected. 

“X-Q.  Well,  could  you  always  foretell  whether 
they  were  going  to  stand  the  test  of  time  by  any  of 
the  tests  that  you  made  on  this  board,  Exhibits  14 
and  11? 

“A.  Our  experience  with  gypsum  products  and 
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our  knowledge  of  gypsum  made  us  positive  without 
any  doubt  as  to  their  permanence. 

“X-Q.  Mr.  Roos,  you  are  a  better  chemist  than 
I  am,  I  know,  but  didn’t  you  use  some  articles  in 
this  Exhibit  11  and  Exhibit  14  that  you  never  tried 
to  use  with  gypsum  before? 

‘ ‘A.  Before  when?  i 

“X-Q.  How? 

“A.  Before  when? 

“X-Q.  Before  1922. 

“A.  Yes.  j 

“X-Q.  How,  then,  could  you  possibly  tell  what 
effect  those  materials  were  going  to  have  on  the 
gypsum  ?  j 

“A.  The  properties  of  each  one  of  those  mate¬ 
rials  is  well  known;  their  reaction  is  also  well  known 
and  the  permanence  of  the  structure  would  not  be 
doubted  by  those  experienced  in  gypsum  manufac¬ 
ture  and  those  acquainted  with  the  characteristics 
of  the  constituents  used.” 

That  Exhibits  11  and  14  have  stood  the  test  iof  time 
without  deterioration,  such  as  Roos  testified  they  would, 
is  borne  out  eloquently  by  their  present  excellent  state 
of  preservation.  | 

Therefore,  the  ingredients  that  Roos  mixed  with  gyp¬ 
sum  in  making  his  actual  reductions  to  practice — the 
tile  on  August  23  and  24,  1922,  and  the  wallboard  speci¬ 
mens  of  Exhibits  11  and  14  on  October  6,  1922 — have 
not  affected  deleteriously  the  gypsum.  Roos  was  cer¬ 
tain  at  the  times  these  exhibits  were  made  that  the 
foaming  ingredients  which  he  used  were  suitable  ill  every 
respect.  Rice  cannot  successfully  rebut  this  evidence, 
nor  has  he  attempted  to  do  so;  and  his  contention  that 
the  tile  upon  which  Roos  was  awarded  a  reduction  to 
practice  of  his  invention  was  undisputedly  a  different 
product  from  that  which  Roos  was  familar  with  is  with¬ 
out  merit.  Adding  chemicals  to  gypsum  did  not  make 
a  new  kind  of  gypsum;  and  this  is  true  of  the  saponin, 
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the  soapbark,  and  the  gum  arabic  used  by  Roos,  as  well 
as  the  retarders  and  accelerators — both  chemicals — that 
Rice's  witness  Brown  and  Roos’  witness  Birdsey  said 
had  been  used  for  many  years  prior  to  1922  in  the  gyp¬ 
sum  art.  The  cellular  gypsum  products  of  the  Sanford 
patent  and  the  Ashenhurst  patent,  hereinabove  discussed, 
both  prior  to  Roos’  invention,  were  made  with  chemicals. 

The  practical  gypsum  men,  such  as  Roos,  Leimer, 
Brookby,  Pooler,  and  Birdsey,  were  not  misled  with  re¬ 
spect  to  the  cellular  gypsum  product  that  ensued  by 
practicing  the  Roos  process.  It  was  not  a  new  product 
possessing  characteristics  different  from  the  cellular  gyp¬ 
sum  of  the  prior  art.  The  Sanford  patent,  Luttgen  pat¬ 
ent,  Ashenhurst  patent  and  product  “Insulex,”  and  the 
Literary  Digest  article  of  Rice  Exhibit  1  all  show  that 
cellular  gypsum  or  cellular  cement  was  old  in  the  art 
when  Roos  and  Rice  entered  the  field.  All  of  this  prior 
art,  excepting  the  Ashenhurst  patent,  formed  a  part  of 
the  Patent  Office  record.  In  view  of  this  and  the  other 
corroboratory  evidence  respecting  old  cellular  gypsum 
products,  how  can  Rice  support  his  charge  that  the  case 
of  the  United  States  Gypsum  Company  comes  danger- 
ouslv  close  to  fraud!  This  is  an  unfounded  and  unwar- 
ranted  assertion.  It  is  an  impudent  and  baseless  out¬ 
burst  such  as  frequently  is  resorted  to  by  a  defeated 
adversary. 

Roos  before  the  Patent  Office,  as  well  as  before  the 
trial  Court,  exercised  the  highest  degree  of  good  faith, 
and  nothing  respecting  this  invention  has  been  withheld 
by  Roos  or  the  United  States  Gypsum  Company.  All  of 
the  evidence  has  been  frankly  presented,  and  Rice  can¬ 
not  support  his  charge  that  Roos  or  the  United  States 
Gypsum  Company  have  attempted  to  conceal  vital  facts. 
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The  Cellular  Partition  Tile  Made  by  Roos  on  August  23 
and  24, 1922,  Were  Cast  in  Standard  Pyrobar  Molds. 

As  further  proof  of  the  fact  that  the  four-inch  parti¬ 
tion  tile  which  Roos  made  on  August  23  and  24,  1922, 
by  following  the  process  of  his  invention  was  an  old  tile, 
we  have  the  testimony  of  Roos’  witnesses  that  these  tile 
were  made  in  the  standard  four-inch  molds  of  the  United 
States  Gypsum  Company  which  had  been  in  use  for  many 
years  in  making  the  standard  Pyrobar  tile. 

Roos  testified  that  in  1922  when  he  reduced  his  in¬ 
vention  to  practice,  the  trade-name  of  the  United  States 
Gypsum  Company  partition  tile  was  4 ‘Pyrobar.”  This 
name  was  in  use  before  Roos  came  with  the  Company 
and  denoted  then,  as  it  does  today,  the  standard  com¬ 
mercial  partition  tile  of  this  Company’s  manufacture. 

The  dimensions  of  the  Pvrobar  tile  are  the  same  as  the 

* 

tile  that  Roos  made  on  August  23  and  24,  1922,  when  he 
reduced  his  invention  to  practice.  Roos’  testimony  is  as 
follows  (Tr.  Vol.  II,  pp.  408-9):  I 

“Referring  now  to  Roos’  Exhibit  No.  9  of  August 
22,  1922,  my  object  in  making  those  series  of  experi¬ 
ments  in  accordance  with  Exhibit  9  was  to  determine 
the  compressional  value  of  the  foam  composed  of 
saponin  and  gum  arabic  solution  and  to  determine 
the  effect  of  saponin  and  gum  arabic  on  the  finished 
product,  in  comparison  with  the  compressional  values 
of  the  neat  gypsum  cylinders  themselves.  By  ‘neat’ 
I  mean  cylinders  made  up  of  calcined  gypsum  and 
water  only  without  the  addition  of  foam.  The  de¬ 
ductions  which  I  drew  from  those  tests  of  August 
22,  1922,  were  that  the  compressional  values  as 
shown  by  the  specimen  cylinders  containing  this 
foam  and  saponin  and  gum  arabic  were  very  satis¬ 
factory  in  comparison  with  the  compressional  values 
of  our  standard  product.  They  also  indicated  that 
the  foam  produced  a  slight  or  some  reduction  in 
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compressional  value,  but  that  saponin  itself  had  no 
deleterious  effect  upon  the  product.  Gum  arabic 
has  and  did  have  a  strengthening  effect  on  gypsum 
casts  and  in  this  case  undoubtedly  had  a  strengthen¬ 
ing  effect  on  the  product.  I  had  known  that  several 

vears  before  this  work  was  done.  I  think  it  was  well 
* 

known  in  the  art  that  gum  arabic  had  a  strengthen¬ 
ing  effect  on  the  gypsum  casts.  After  I  had  made 
those  tests  on  August  22,  1922,  as  recorded  in  Ex¬ 
hibit  9,  we  then  proceeded  to  cast  full-sized  4-inch 
standard  partition  tile  in  our  block  plant  in  molds, 
using  a  foam,  and  adding  that  to  the  gypsum  slurry 
or  to  the  mixing  water  and  blending  this  foam  with 
the  gypsum  to  produce  this  regular  sized  4-inch  par¬ 
tition  tile.  Partition  tile  in  those  days  was  known 
as  ‘Pyrobar’  partition  tile.  That  name  was  adopted 
before  my  time,  and  I  believe  early  in  the  Gypsum 
Company’s  production  of  partition  tile.  It  was  1  be¬ 
lieve  the  trade-name  in  use  at  the  time  1  came  with 


the  Gypsum  Company  and  was  being  used  in  1922, 
designating  our  regular  commercial  partition  tile. 
We  still  make  Pyrobar  tile.  The  Pyrobar  tile  as 
manufactured  today  ha £  the  same  dimensions  as  the 
commercial  tile  which  I  manufactured  in  1922. 
United  States  Gypsum  Company  has  never  discon¬ 
tinued  the  manufacture  of  Pyrobar.  The  tile  which 
l  made  on  August  23  and  24  in  the  vear  1922,  and 
which  are  recorded  in  Poos’  Exhibit  Xo.  5,  are  the 
tile  which  the  Patent  Office  has  held  that  I  have 
established  to  reduction  to  practice  on  this  inven¬ 
tion. 


“The  process  which  I  followed  in  the  making  of 
these  tile  as  shown  in  Exhibit  Xo.  5  employed  the 
use  of  calcined  gypsum  mixed  with  water,  to  which 
was  added  this  saponin,  gum  arabic  foam.  It  was 
a  tenacious,  strong  foam. 

“I  testified  during  my  cross-examination,  that 
when  we  went  into  commercial  production  of  the  in¬ 
vention  in  issue,  we  used  soap-bark  rather  than 
saponin.  Saponin  is  the  active  portion  of  soap- 
bark,  that  is  to  say,  it  is  an  extract  from  soap-bark 
of  the  active  ingredients,  without  the  cellulosic  con¬ 
stituent.  The  cellulosic  constituent  is  present  in 
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soap-bark  but  is  not  present  in  saponin.  It  is  tlie 
fibrous  portion  of  the  soap-bark.  Soap-bark  is  pro¬ 
cured  from  South  America  and  is  the  bark  of  a  root 
obtained  in  tropical  countries.  Soap-bark  is  more 
economical  than  saponin.  When  we  went  in  the  com¬ 
mercial  production  of  this  invention,  we  used  a  soap- 
bark  foam  which  was  added  to  the  gypsum  slurry 
and  incorporated  therein.  The  soap-bark  produced 
a  very  strong  good  permanent  foam  entirely  satis¬ 
factory,  which  could  be  incorporated  into  the  slurry 
mix.  We  used  this  soap-bark  foam  from  June  or 
July  of  the  year  1924  right,  on  through,  according  to 
my  recollection,  until  about  1928  or  1929.” 

Boos’  testimony  with  respect  to  the  making  of  the 
four-inch  standard  partition  tile  on  August  23  and  24, 
1922,  before  the  Patent  Office  Tribunals  is  to  the  same 
effect  (Tr.  Vol.  II,  pp.  187-8). 

i 

Likewise,  Brookbv’s  testimonv  is  to  the  same  effect. 
He  testified  as  follows  (Tr.  Vol.  II,  p.  281) :  i 

“.  .  .  This  29  pound  tile  referred  to  in  the  6th 
paragraph  of  the  letter  of  Boos’  Exhibit  No.  6  was 
cast  in  a  standard  hand-mix  mold  for  hand-mold  tile. 
By  that  I  mean  it  was  not  cast  in  the  tile  machine. 
The  approximate  weight  of  the  standard  tile  then 
being  manufactured  by  the  IT.  S.  Gypsum  Company 
and  sold  as  its  commercial  partition  tile  was  34,  35 
pounds  and  sometimes  as  high  as  36  pounds.  I 
would  consider  a  partition  tile  which  was  up  to  stand¬ 
ard  in  other  respects  but  which  weighed  29  pounds 
as  an  improvement  from  an  economic  production 
standpoint  but  not  any  particular  improvement  as 
to  the  function  of  the  production  as  a  partition  tile. 
It  would  serve  as  satisfactorily  as  far  as  the  func¬ 
tion  of  the  product  was  concerned  as  the  standard 
partition  tile.” 

Boos  witness  Leimer  also  testified  that  the  manner  of 
casting  the  tile  of  Exhibit  5  was  the  same  as  that  em¬ 
ployed  in  making  standard  tile.  Leimer ’s  testimony 
established  that  Boos’  reduction  to  practice  comprised 
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pouring  the  mixture  made  according  to  his  process  in 
the  standard  mold  and  that  the  tests  showed  that  the  tile 
were  all  right  for  all  general  purposes  that  a  partition 
tile  is  used  for  and  should  go  as  a  No.  1  tile.  The  test 
data  recorded  on  Exhibit  5  showed  the  tile  to  be  0.  K. 
and  up  to  strength  for  all  practical  purposes  (Tr.  Vol. 
II,  pp.  249-50). 

Birdsev  testified  at  the  trial  that  the  molds  for  manu- 
* 

facturing  four-inch  Pyrobar  tile  at  the  Fort  Dodge  plant 
in  1922  comprised  interlocking  metal  parts,  the  dimen¬ 
sions  of  which  were  fixed  (Tr.  Vol.  II,  p.  603). 

Thus,  the  evidence  adduced  here  on  behalf  of  Roos  is 
replete  with  testimony  showing  that  the  four-inch  hollow 
partition  tile  that  Roos  made  on  August  23  and  24,  1922, 
were  cast  in  standard  Pyrobar  molds.  So  Roos’  actual 
reduction  to  practice  resulted  in  a  standard  tile  similar 
in  all  respects  tc  the  standard  Pyrobar  tile,  except  that 
the  new  Roos  tile  possessed  a  cellular  structure.  The 
physical  dimensions  of  these  Roos  tile  were  identical  to 
those  that  had  been  manufactured  for  many  years. 
Rice’s  charge  that  Roos’  new  process  resulted  in  the  pro¬ 
duction  of  a  new  and  untried  partition  tile  is  without 
merit  and  contrary  to  the  evidence. 

From  the  foregoing  it  is  submitted  that  the  following 
facts  are  clearly  established  in  corroboration  of  Roos’ 
reduction  to  practice:  (1)  that  chemicals  of  various 
kinds,  such  as  retarders  and  accelerators,  have  been  used 
in  gypsum  mixtures  for  many  years,  and  it  was  known 
that  they  did  not  deleteriouslv  affect  the  quality  of  the 
gypsum;  (2)  that  Roos  was  fully  conversant  with  the 
action  of  gum  arabic  and  saponin  upon  gypsum  because 
of  his  prior  experiences  and  particularly  because  of  the 
tests  that  he  made  on  August  22,  1922,  as  evidenced  by 
Exhibit  9;  (3)  that  cellular  cement  or  cellular  gypsum, 
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as  a  building  material,  was  old  in  the  art  long  before 
Roos  or  Rice  or  Bayer  entered  the  field;  and  j(4)  that 
when  Roos  reduced  his  process  to  practice  on  August  23 
and  24,  1922,  he  merely  used  his  new  process  in  making 
a  gypsum  mixture  that  was  cast  into  the  standard  Pyro- 
bar  molds,  the  ensuing  product  possessing  the  same 
physical  dimensions  as  the  tile  that  had  been  manufac¬ 
tured  for  many  years.  This  new  Roos  tile  had,  it  is  true, 
a  cellular  structure,  but  this  cellular  structure  was  like¬ 
wise  old  in  the  art.  Rice  cannot  successfully  cohtend  in 

•'  i 

the  case  at  bar  that  the  product  of  Roos  Exhibit  5  was 
a  new  product,  untried  and  unknown,  in  the  face  of  the 
foregoing  evidence  to  the  contrary. 


Authorities  Establishing  What  Constitutes  a  Reduction 
to  Practice  of  a  Process  Support  the  Finding  That 
Roos  Was  the  First  Inventor. 


The  United  States  Supreme  Court  has  recently  had 
occasion  to  pass  upon  the  question  as  to  what  constitutes 
a  reduction  to  practice  of  a  process.  This  decision  was 
rendered  on  April  9,  1928,  in  Corona  Co.  v.  Doran  Corp., 
276  U.  S.  358. 


In  this  case  the  Supreme  Court  had  before  it  an  in¬ 
fringement  suit  on  a  certain  Weiss  patent  covering  a 
new  process  of  vulcanization  of  rubber,  as  well  as  a  new 
vulcanized  rubber  compound.  The  Weiss  patent  related 
to  the  process  of  vulcanizing  rubber  with  an  accelerator 
constituting  a  compound  that  the  Supreme  Court  in  its 

l 

opinion  describes  as  D.  P.  G.,  such  compound  i  being 
diphenylguanidin.  The  defense  urged  against  the  Weiss 
patent  was  that  Weiss  was  not  the  first  discoverer  of 
the  invention  therein  claimed  because  of  the  prior  inven¬ 
tion  of  one  Kratz.  i 


126 


Mr.  Chief  Justice  Taft,  who  delivered  the  opinion  of 
the  Supreme  Court,  said  that  the  question  which  the 
Court  had  to  decide  was  whether  Weiss  was  the  first 
person  to  discover  the  efficacy  of  D.  P.  G.  as  an  accelera¬ 
tor  for  vulcanizing  rubber  by  any  process,  cheap  or 
costly.  The  Supreme  Court  reached  the  conclusion  that 
the  Weiss  patent  was  invalid  because  the  first  discovery 
that  D.  P.  G.  was  a  useful  accelerator  for  the  vulcaniza¬ 
tion  of  rubber  was  made  by  Kratz  and  not  by  Weiss. 

The  Supreme  Court  on  the  evidence  found  that  Weiss 
established  that  lie  first  made  the  discovery  of  the  in¬ 
vention  in  February,  1919,  when  he  completed  an  ex¬ 
periment  showing  the  successful  use  of  D.  P.  G.  as  an 
accelerator  for  rubber. 

The  proofs  offered  in  support  of  the  defense  that 
Kratz  was,  in  fact,  the  first  inventor  showed  that  Kratz 
in  1916,  while  with  the  Norwalk  Company,  prepared  D. 
P.  G.  and  demonstrated  its  utilitv  as  a  rubber  accelerator 
bv  making  test  slabs  of  vulcanized  or  cured  rubber  with 
its  use  Every  time  that  Kratz  made  such  a  test  slab  he 
recorded  his  test  in  cards  wThich  he  left  with  the  Norwalk 
Company  and  kept  duplicates  for  himself.  By  these 
tests  Kratz  arrived  at  figures  representing  the  degree  of 
superiority  of  D.  P.  G.  over  other  known  accelerators. 
Kratz’  work  was  known  to  and  was  participated  in  by 
two  associates  who  fully  confirmed  Kratz’  records  and 
statements.  Kratz’  work  was  finally  recorded  in  a  con¬ 
temporaneous  report  which  Kratz  left  in  the  files  of  the 
Norwalk  Company  when  he  left  its  employ  (pp.  378, 
379). 

The  record  before  the  Supreme  Court  also  showed  that 
in  order  to  determine  the  successful  vulcanization  of 
rubber,  a  simple  and  short  method  called  the  “thumb 
and  tooth  test”  was  applied  to  rubber  test  samples  in 
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order  to  show  the  successful  completion  of  the  chemical 
union  or  vulcanization  of  the  rubber,  although  it  was 
known  that  special  tests,  not  made  by  Kratz,  could  have 
been  also  made  on  these  rubber  test  samples,  if  it  had 
been  important  to  determine  with  greater  exactness  the 
qualities  of  the  product.  Chief  Justice  Taft,  with  re¬ 
spect  to  the  character  of  tests  in  vogue  for  the  purpose 
of  establishing  the  satisfactory  character  of  such  rubber 
mixtures,  said  as  follows  (p.  367): 

‘‘The  mixture  is  ‘cured’  by  subjecting  it  to  heat 
to  make  the  vulcanized  rubber  of  commerce.  Platen 
molds  have  to  be  provided  for  giving  the  desired 
form  to  the  rubber  vulcanized.  Steam  has  to  be 
supplied  for  heating  the  molds  and  the  rubber  mix, 
during  the  ‘cure.’  A  ‘cure’  is  the  successful  com¬ 
pletion  of  the  chemical  union  or  vulcanization  of  the 
rubber  with  the  sulphur.  The  fact  of  a  successful 
'cure’  for  practical  purposes  is  established  by  a 
simple  and  short  method  called  the  thumb  and  tooth 
test.  By  this  test,  rubber  chemists  settle  the  fact 
and  determine  by  the  resulting  product  the  satisfac¬ 
tory  quality  of  the  stock  or  the  mix  for  vulcaniza¬ 
tion  and  they  become  expert  at  it.  If  by  this  test 
the  product  is  not  well  united  chemically,  it  is  said 
to  be  ‘under  cured’  or  ‘over  cured,’  and  then  the 
operator  changes  the  ingredients  or  the  time  of  the 
process.  When  it  is  important  to  determine  with 
greater  exactness  the  tensile  strength  and  degree  of 
elasticity  or  other  qualities  of  the  product,  a  special 
machine  measure  or  test  is  used,  but  the  thumb  and 
tooth  test  is  the  frequently  used  way  of  knowing  a 
cure  and  it  is  a  satisfactory  one  for  every  day  use 
in  business.” 

i 

The  record  before  the  Supreme  Court  further  showed 

that  Kratz  employed  his  invention  commercially  in 

» 

manufacturing  and  selling  in  August,  1917,  inner  tubes 
for  automobile  tires  that  were  accelerated  bv  D.  P.  G. 

However,  no  one  but  Kratz  knew  that  these  inner  tubes 

i 

were  made  by  D.  P.  G.,  and,  consequently,  the  Supreme 
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Court  ignored  this  evidence  and  found  that  Kratz  had 
demonstrated  the  utility  of  D.  P.  G.  in  his  eight  or  nine 
tests  that  he  made  in  Norwalk  in  1916,  the  same  having 
been  corroborated  by  his  associate  there  and  the  contem¬ 
poraneous  memoranda  and  test  cards.  The  Kratz  1916 
tests  were  conducted  on  slabs  of  rubber  tested  by  the 
above  described  “thumb  and  tooth  test.” 

At  tlie  time  that  Kratz  made  the  rubber  slabs  at  Nor¬ 
walk  in  1916  and  the  automobile  inner  tubes  in  August, 
1917,  Kratz  was  of  the  opinion  that  D.  P.  G.  as  an  acceler¬ 
ator  would  not  develop  into  a  successful  business  be¬ 
cause  of  the  then  cost  of  D.  P.  G.  Also,  Kratz  did  not 
seek  to  procure  a  patent  upon  his  invention. 

The  Supreme  Court  found  that  Kratz  was  the  first 
discoverer  of  I).  P.  G.  as  an  accelerator  and  that  he  dis¬ 
covered  it  in  1916  and  then  demonstrated  it  bv  a  reduc- 

* 

tion  to  practice  of  the  invention  in  producing  cured  or 
vulcanized  rubber,  and  held  the  Weiss  patent  to  be  in¬ 
valid  on  this  finding  of  fact.  With  respect  to  Kratz  the 
Supreme  Court  said  (pp.  .‘>82-5) : 

“Kratz  was  not  seeking  a  patent,  lie  inferred, 
with  reason,  that  D.  P.  G.  would  not  make  a  success¬ 
ful  business  accelerator  because  of  its  then  cost. 
He  is  wholly  disinterested  pecuniarily  in  the  result 
of  this  case.  The  fact  that  he  is  the  onlv  witness  is 
not  fatal  or  anv  reason  for  denving  the  weight  of 
his  testimony  in  connection  with  other  circumstances. 
Reed  v.  C utter ,  1  Story  590,  Fed.  ('as.  No.  11,645, 
20  Fed.  Cas.  435;  Coffin  v.  Ogden ,  18  Wall.  120; 
Egbert  v.  Lippmann ,  104  U.  S.  333. 

“But  even  if  we  ignore  this  evidence  of  Kratz’s 
actual  use  of  D.  P.  G.  in  these  rubber  inner  tubes 
which  were  sold,  what  he  did  at  Norwalk,  supported 
by  the  evidence  of  Dr.  Russell,  his  chief,  and  by  the 
indubitable  records  that  are  not  challenged,  leaves 
no  doubt  in  our  minds  that  he  did  discover  in  1916 
the  strength  of  D.  P.  G.  as  an  accelerator  as  com¬ 
pared  with  the  then  known  accelerators,  and  that 
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he  then  demonstrated  it  by  a  reduction  of  it  to  prac¬ 
tice  in  production  of  cured  or  vulcanized  rubber. 

“This  constitutes  priority  in  this  case.  It  was  not 
followed  by  commercial  use  thereafter,  because  of 
the  then  cost  of  D.  P.  G.  But  this  patent  is  for 
the  mere  discovery  and  application  in  the  making  of 
rubber  of  a  particular  accelerator.  It  was  the  fact 
that  it  would  work  with  great  activity  as  an  acceler¬ 
ator  that  was  the  discovery,  and  that  was  all,  and 
the  necessary  reduction  to  use  is  shown  by  instances 
making  clear  that  it  did  so  work,  and  was  a  com¬ 
pleted  discovery.  Bedford  v.  Hunt ,  1  Mason  302, 
Fed.  Cas.  Xo.  1217,  3  Fed.  Cas.  37;  Reed  v.  Cutter , 
supra;  Gaylcr  v.  Wilder,  10  How.  477;  Coffin  v. 
Ogden,  supra. 

“It  is  said  that  these  tests  of  Kratz  were  mere 
abandoned  laboratory  experiments.  There  was  no 
abandonment  in  the  sense  that  Kratz  had  given  up 
what  he  was  seeking  for  in  demonstrating  a  new 
and  effective  accelerator  in  D.  P.  G.  If  he  had  been 
applying  for  a  patent  for  the  discovery,  he  clearly 
could  have  maintained  proof  of  a  reduction  to  prac¬ 
tice.  A  process  is  reduced  to  practice  when  it 
is  successfully  performed.  A  machine  is  reduced  to 
practice  when  it  is  assembled,  adjusted  and  used. 
A  manufacture  is  reduced  to  practice  when  it  is  com- 
pjetely  manufactured.  A  composition  of  matter  is 
reduced  to  practice  when  it  is  completely  composed. 
Walker  on  Patents,  section  141a.  Hunter  v.  Stike- 
man,  13  App.  D.  C.  214,  226;  Mason  v.  Hepburn,  13 
App.  D.  C.  86,  92;  Lindemeyer  v.  Hoffman,  18  App. 
D.  C.  1,  3 ;  Roe  v.  Hanson,  19  App.  D.  C.  559,  564. 

“Nor  were  the  tests  of  Kratz  abandoned  labora¬ 
tory  experiments.  If,  so,  then  the  cure  by  Weiss, 
tested  in  February,  1919,  was  of  the  same  character 
and  was  not  of  itself  a  reduction  to  use.  Weiss 
showed  his  production  of  vulcanized  rubber  with  D. 
P.  G.  in  February,  1919,  only  by  a  so-called  labora¬ 
tory  experiment.  He  demonstrated  the  value  of  D. 
P.  G.  as  an  accelerator  by  exactly  the  same  kind  of 
experiment  as  that  which  Kratz  had  used  two  years 
before.  Weiss  founded  his  claim  on  the  cured  slab 
of  rubber  which  had  been  vulcanized  with  D.  P.  G., 
and  this  Kratz  had  done  two  years  earlier  with  slabs 
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of  the  same  kind  and  composition  deposited  in  the 
same  way  in  a  platen  mold. 

“Kratz’s  method  of  testing  his  rubber  slabs  is 
criticized.  As  already  stated,  it  is  the  method 
known  as  the  thumb  and  tooth  test.  This  is  not  so 
exact  a  method  in  determining  all  the  qualities  that 
a  test  machine  would  show  in  the  product,  but  it  is, 
as  already  said,  one  very  generally  used  for  practi¬ 
cal  purposes  in  factories  in  determining  that  the  vul¬ 
canization  or  cure  is  complete.  It  was  the  one  by 
the  use  of  which  Kratz  disclosed  and  demonstrated 
to  the  rubber  chemists  of  the  country  who  listened 
to  him  in  September,  1919,  that  D.  P.  G.  was  an  ac¬ 
celerator  and  how  powerful  it  was  as  compared  with 
others,  and  thereby  revolutionized  knowledge  in  the 
art,  as  the  evidence  abundantly  shows,  and  as  Weiss 
himself  asserted  in  his  application  for  employment 
in  1920.  It  is  true  that,  in  the  test  by  Weiss  of 
February  10,  1919,  the  details  of  tensile  strength  and 

time  of  cure  and  elasticity  were  disclosed  bv  ma- 

•  * 

chine  test  with  more  particularity,  but  the  speed  of 
the  cure  and  the  ‘activity’  of  D.  P.  G.,  and  the  fact 
of  the  cure,  were  clearly  shown  by  the  simpler  test. 

“It  is  a  mistake  to  assume  that  reduction  to  use 
must  necessarily  be  a  commercial  use.  If  Kratz  dis¬ 
covered  and  completed,  as  we  are  convinced  that  he 
did,  the  first  use  of  D.  P.  G.,  as  an  accelerator  in 
making  vulcanized  rubber,  he  does  not  lose  his  right 
to  use  this  discovery  when  he  chooses  to  do  so,  for 
scientific  purposes  or  purposes  of  publication,  be¬ 
cause  he  does  not  subsequently  sell  the  rubber  thus 
vulcanized  or  use  his  discovery  in  trade,  or  does  not 
apply  for  a  patent  for  it.  It  is  not  an  abandoned 
experiment  because  he  confines  his  use  of  the  rubber 
thus  produced  to  his  laboratory  or  to  his  lecture 
room.  .  .  . 

“The  conclusion  we  reach  then  is  that,  so  far  as 
this  record  shows,  the  first  discovery  that  I).  P.  G. 
was  a  useful  accelerator  of  the  vulcanization  of  rub¬ 
ber  was  made  by  George  Kratz  and  not  by  Weiss.” 

In  view  of  the  foregoing,  it  is  firmly  established  that 


131 


in  order  to  prove  a  reduction  to  practice  of  an  invention 
it  is  not  necessary  to  test  the  resultant  product  by 
methods  to  determine  all  of  the  qualities  that  a  test  ma¬ 
chine  would  show  with  greater  exactness,  and  that  tests 
such  as  are  generally  used  for  practical  purposes  are 
sufficient.  Further,  that  a  process  is  reduced  to  practice 
when  it  is  successfully  performed  and  that  a  commer¬ 
cial  use  is  not  necessary  to  establish  a  reduction  to  prac¬ 
tice  of  an  invention.  It  was  further  established  that 
work  of  the  character  which  Kratz  did  in  his  laboratory 
in  Norwalk  in  1916  was  not  an  abandoned  experiment 
because  Kratz  confined  his  use  of  the  rubber  thus  pro¬ 
duced  to  his  laboratory  or  to  his  lecture  room. 

So,  in  the  case  at  bar  it  is  submitted  that  Roos,  when 
he  made  the  standard  four-inch  partition  tile  on  August 
23  and  24,  1922,  and  subjected  at  that  time  the  tile  and 
the  test  cylinders  to  the  usual  factory  tests  then  in  vogue 

•/  *  o 
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at  the  United  States  Gypsum  Company,  actually  reduced 
to  practice.  Also,  in  this  connection,  it  is  to  be  remem¬ 
bered  the  testimony  shows  that  the  United  States  Gyp¬ 
sum  Company  is  the  largest  manufacturer  of  gypsum 
products  in  this  country,  and,  necessarily,  the  tests  used 
by  it  would  be  recognized  as  adequate  to  prove  the  prac¬ 
ticability  of  its  products. 

Rice’s  counsel  argues  that  the  Corona  case  is  not  ap¬ 
plicable  to  sustain  Roos’  actual  reduction  to  practice 
because  the  resultant  rubber  product  under  considera¬ 
tion  in  that  case  was  not  new  and  that  the  Kratz  process 
resulted  in  the  identical  product  which  had  theretofore 
been  made.  The  discussion  of  the  evidence  by  Chief 
Justice  Taft  in  the  Corona  case  clearly  shows  that  Rice’s 
counsel  has  a  very  inadequate  understanding  of  the  issues 
there  considered  by  the  Supreme  Court. 

A  reading  of  the  Supreme  Court’s  opinion  establishes 
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that,  when  rubber  is  vulcanized,  a  chemical  combination 
of  the  rubber  and  the  vulcanizing  agent  takes  place;  also 
that  it  was  not  fully  understood  what  the  vitalizing  or 
•catalytic  action  of  the  new  accelerator  was.  In  the  Weiss 
patent,  which  was  held  to  be  invalid  in  view  of  the  fact 
that  Kratz  was  the  first  discoverer  of  the  invention 
therein  disclosed,  it  appears  that  the  use  of  the  proposed 
new  accelerator — D.  P.  G. — had  never  been  known,  and 
it  is  stated  that  the  final  product  was  much  superior  in 
texture,  strength,  durability,  and  aging  qualities  over 
that  when  other  accelerators  are  used.  Moreover,  the 
Weiss  patent  contained  an  article  claim  on  a  new  vul¬ 
canized  compound  of  rubber,  and  this  claim  was  likewise 
held  to  be  invalid  by  the  Supreme  Court  in  view  of  the 
fact  that  Kratz  was  the  first  inventor  of  this  new 


product.  This  product  claim  in  the  Weiss  patent  would 
not  have  been  granted  by  the  Patent  Office  had  the  prod¬ 
uct  been  old,  as  Rice’s  counsel  urges. 

Again,  in  studying  Chief  Justice  Taft's  opinion,  it  ap¬ 
pears  that  special  machines  were  available  in  the  art 
for  determining  with  great  exactness  the  tensile  strength 
and  degree  of  elasticity  and  other  qualities  of  vulcanized 
rubber.  Kratz,  however,  in  conducting  his  experiments, 
did  not  employ  such  a  machine.  He  used  the  “thumb 
and  tooth'’  test  and,  by  this  practical  test,  established 
that  he  had  secured  a  successful  cure  of  the  rubber.  The 


Supreme  Court  held  that  this  was  a  satisfactory  test 
for  everv-dav  use  in  business — one  verv  generallv  used 
for  practical  purposes  in  factories —  and  that  Kratz,  in 
order  to  establish  that  he  had  made  his  invention  prior 
to  Weiss,  was  not  required  to  prove  that  he  had  sub¬ 
jected  his  vulcanized  rubber  to  any  tests  made  by  such 
a  special  machine. 


Obviously,  therefore,  the  contention  made 
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counsel  that  the  rubber  product  of  the  Weiss  patent  and 
the  identical  rubber  product  made  by  Kratz  which  was 
held  to  anticipate  Weiss  were  an  old  chemical  combina¬ 
tion — the  same  old  rubber — is  not  sustained  by  the  evi¬ 
dence  which  in  fact  established  that  the  Weiss  product 
and  the  Kratz  product  were  a  new  chemical  composition 
comprising  rubber  and  D.  P.  G. 

In  Potter  v.  Tone ,  1911  C.  D.  295,  36  App.  D.  C.,  181, 
this  Court  held  that  in  order  to  establish  a  reduction  to 
practice  of  a  chemical  compound,  it  was  not  necessary  to 
show  that  the  compound  was  capable  of  use  in  some 
commercial  process.  It  was  sufficient  to  establish  that 
the  compound  had  apparent  usefulness.  The  testimony 
of  Roos,  Brookby,  Leimer,  Basquin,  Theobald,  Ruge, 
Pooler,  Allison,  and  Birdsey  is  conclusive  of  the  fact 
that  Roos’  cellular  cement  products,  as  exemplified  by 
his  Exhibits  10,  11  and  14,  as  well  as  the  partition  tile 
described  in  Roos  Exhibits  5  and  6,  had  use¬ 
fulness.  The  fact  that  the  prior  art,  as  herein  related, 
disclosed  cellular  cement  and  its  adaptability  to  building 
structures  sufficed  to  inform  these  practical  and  experi¬ 
enced  men  that  these  exhibits  would  meet  all  require¬ 
ments,  even  in  the  absence  of  the  standard  tests  that 
were  made  by  Roos  at  the  time  on  the  full-sized  partition 
tile  described  in  Roos  Exhibits  5  and  6.  The  Court 
in  the  above  case  (speaking  through  Mr.  Justice  Shep¬ 
ard)  said: 

“All  these  facts  are  found  in  both  the  Thebaud 
and  the  Mott  reports  or  are  deducible  therefrom.  If 
they  show  utility  sufficient  to  support  a  patent,  they 
would  seem  to  be  sufficient  to  demonstrate  utility 
when  ascertained  bv  actual  test  and  if  the  material 
was  produced,  its  physical  and  chemical  characteris¬ 
tics  determined  so  as  to  identify  it;  if  it  was  known 
how  it  could  be  produced  at  will  and  some  utility 
had  been  demonstrated  the  invention  would  seem  to 
have  been  reduced  to  practice.  To  hold  that  it  must 
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be  shown  to  be  capable  of  use  in  some  commercial 
process  and  that  process  must  have  been  successfully 
practiced  would  seem  to  amount  to  holding  that  the 
inventor  must  make  a  second  invention  which  might 
be  the  subject  of  another  patent,  and  reduce  that  to 
practice  before  he  could  claim  a  reduction  to  prac¬ 
tice  of  the  original  invention.  The  issues  in  this  in¬ 
terference  do  not  cover  the  use  of  the  material  in 
question  for  any  specific  purpose  but  the  production 
of  a  .novel  material  of  described  characteristics 
which  characteristics  mav  surest  manv  uses  to  sub- 
sequent  inventors.  Its  value  for  educational  pur¬ 
poses  in  demonstrating  to  chemists  the  character  and 
properties  of  ‘the  long-sought  silicon  monoxid;’  its 
use  as  a  reducing  agent  in  chemical  reactions  and  the 
fact  that  it  is  a  non-conductor  of  electricitv  are  suffi- 
cient  to  assist  in  promoting  the  progress  of  the  use¬ 
ful  arts  and  to  establish  the  ulilitv  of  the  invention. 
•  •••••»  •  •  • 

“Such  apparent  usefulness  of  the  newly  discovered 
compound  being  shown,  nothing  more  was  requisite. 
If  additional  uses  may  hereafter  be  discovered,  ren¬ 
dering  it  of  additional  value  commercially  Tone  will 
be  entitled  to  their  benefit.  ’  ’ 

In  Potter  v.  Tone,  supra.  Potter  was  the  senior  party, 
and  Tone  did  not  file  his  application  in  the  Patent  Office 
for  more  than  two  years  after  Potter  filed.  It  was  shown 
that  Tone  had  discovered  his  new  composition  several 
years  before ,  Potter’s  filing  date,  and  the  case  turned 
upon  Tone’s  claim  to  a  reduction  to  practice  of  the  in¬ 
vention  in  issue  prior  to  Potter’s  reduction  to  practice. 
This  Court  held  that  Tone  was  entitled  to  an  award  of 
priority  because  he  had  shown  the  apparent  usefulness 
of  the  newly  discovered  compound,  and  nothing  more 
was  required.  In  view  of  the  conclusion  of  this  Court  in 
favor  of  Tone,  the  question  of  Tone’s  diligence  between 
his  reduction  to  practice  and  the  filing  date  of  his  appli¬ 
cation  for  patent  was  not  considered. 
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In  the  case  at  bar  the  issue  count  does  not  cover  the 
use  of  cellular  cement  for  any  specific  purpose  but  merely 
concerns  a  process  for  making  such  cellular  cement.  And, 
thus,  when  Roos  practiced  that  process  in  August,  1922, 
when  the  cellular  partition  tile  were  made,  he  reduced 
the  invention  to  practice.  It  was  not  necessary  for  Roos 
to  use  the  product  for  any  particular  purpose  in  order 
to  reduce  to  practice. 

The  reduction  to  practice  by  Roos  at  least  as  early  as 
August,  1922,  when  the  commercial  partition  tile  were 
made,  preceded  the  entry  into  the  field  of  both  Bayer  and 
Rice.  And  the  reduction  to  practice  again,  in  October, 

i 

1922,  when  the  cellular  cement  was  made  and  used  with 
wallboard  to  demonstrate  that  the  cellular  cement  could 
be  used  in  paper  covered  wallboard  also  preceded  Rice’s 

i 

alleged  date  of  conception. 

However,  as  the  proofs  conclusively  show,  the  tile 
made  in  August,  1922,  and  the  wallboard  made  in  Octo¬ 
ber,  1922,  were  subjected  to  tests  to  demonstrate  the  prac¬ 
ticability  of  the  cellular  cement  and  the  process  for  use 
in  manufacturing  tile  and  wallboard.  Roos  thus  went 
much  further  than  was  required  of  him  under  the  law 
to  effect  a  reduction  to  practice. 

When  Roos  in  August,  1922,  as  evidenced  by  Roos 
Exhibits  5  and  6,  made  the  cellular  partition  tile, 
he  embodied  the  cellular  cement  made  according  to  the 
process  of  the  interference  count  in  a  full-sized  commer¬ 
cial  structure  adapted  for  practical  use.  These  building 
tile  were  tested  in  accordance  with  the  standard  specifi¬ 
cations  employed  by  the  United  States  Gypsum  Company 
in  the  manufacture  of  its  standard  product.  Under  these 
circumstances  a  reduction  to  practice  would  have  been 
accomplished  even  if  the  issue  count  had  been  limited  to 
a  tile  made  of  cellular  cement. 
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In  Boe  v.  Hansen ,  1902  C.  D.  546,  19  App.  D.  C.,  559, 
this  Court  had  before  it  for  consideration  an  interference 
proceeding  in  which  the  appellant,  Roe,  was  an  applicant 
who  had  filed  his  application  in  the  Patent  Office  only 
seven  days  before  Hansen’s  patent  issued.  Thus,  Roe 
was  the  junior  party  and  Hansen  was  a  patentee  and 
senior  party.  Mr.  Justice  Morris,  in  awarding  priority 
of  the  invention  to  Roe  and  reversing  the  Commissioner, 
said : 

“Under  these  circumstances  we  cannot  hold  that 
there  was  any  want  of  diligence  on  the  part  of  the 
appellant.  His  device  was  complete  and  embodied 
a  full-sized  machine  adapted  for  practical  applica¬ 
tion  in  August  of  1899.  For  the  failure  to  test  it 
by  putting  it  forthwith  into  practical  commercial 
use,  there  is  sufficient  reason  shown.  It  was  tested 
in  fact  at  the  time,  and  shown  to  be  operative;  and 
when  it  was  finally  put  to  the  test  of  actual  com¬ 
mercial  use,  it  was  shown  that  there  was  nothing 
wanting  to  its  practicability.  We  think  that  in  this 
regard  this  case  falls  within  the  principle  of  the  case 
of  Mason  v.  Hepburn  (C.  D.,  1898,  510;  84  ().  G.  147 ; 
13  App.  I).  C.  86);  and  Lindemeyer  v.  Hoffman  (C. 
I).,  1900,  353;  95  ().  G.  838;  18  App.  D.  C.  1).  .  .  . 

“We  are  of  opinion  that  the  construction  of  his 
machine  in  August  of  1899  was  actual  reduction  to 
practice  by  him,  that  the  delay  in  using  that  machine 
commercially  and  thereby  testing  it  by  actual  use 
was  not  unreasonable  under  the  circumstances,  and 
that  there  was  no  want  of  due  diligence  on  his  part 
between  his  conception  and  disclosure  in  November 
of  1898  and  his  actual  reduction  of  the  invention  to 
practice  in  August  of  1899.  And  being  of  this 
opinion  we  must  hold,  in  opposition  to  the  decision 
of  the  Assistant  Commissioner,  that  judgment  of 
priority  of  invention  should  be  awarded  to  the  ap¬ 
pellant  Alpheus  E.  Roe.” 

In  view  of  the  foregoing  decision,  it  is  submitted  that 
Roos’  invention  was  reduced  to  practice  at  least  as  early 
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as  August  23  and  24,  1922,  when  the  full-sized  building 
partition  tile  were  manufactured  and  tested. 

In  the  recent  case  of  Wietzel  v.  Lacy ,  39  Fed.  (2d)  672 
(1930),  the  Court  of  Customs  and  Patent  Appeals  again 
considered  the  law  with  respect  to  a  reduction  to  prac¬ 
tice.  The  invention  in  controversy  related  to  a  process 
for  the  production  of  formamide.  Lacy,  the  appellee, 

i 

filed  his  application  for  patent  on  November  17,  1925, 
but  conceived  and  reduced  his  invention  to  practice 
in  January,  1922,  or  about  three  years  and  ten  months 
thereafter.  Wietzel  urged  that  Lacy  was  not  diligent 
because  of  his  failure  to  file  his  patent  application  or 

i 

to  commercialize  the  product.  Wietzel  contended  that 

Lacv’s  delav  constituted  abandonment  of  his  invention. 
•/  « 

In  support  of  Wietzel ’s  contention  of  abandonment  on 

i 

the  part  of  Lacy,  Wietzel  alleged  that  Lacy  was  spurred 
to  action  in  filing  his  patent  application  by  having  re¬ 
ceived  information  as  to  the  filing  of  applications  and 
the  obtaining  of  patents  by  Wietzel  in  foreign  countries. 
The  Court  rejected  these  contentions  of  Wietzel  and  held 
on  the  authority  of  Corona  Co.  v.  Doran  Corp.,  .supra, 
that  commercial  production  is  not  necessary  to  constitute 
a  reduction  to  practice.  The  Court  said,  in  awarding 
priority  to  Lacy,  as  follows  (pp.  674,  675) : 

“Appellant  insists,  however,  that  even  granting 
Lacy  conception  and  reduction  to  practice  as 
claimed,  there  was,  nevertheless,  a  delay  of  nearly 
four  years  in  filing  his  application  for  patent;  that 
he  failed  in  diligence;  that  his  general  course  of 
conduct  was  such  as  to  justify  the  inference  of  aban¬ 
donment  or  suppression  or  concealment  of  the  inven¬ 
tion;  that  he  was  finally  spurred  to  action  in  making 
the  application  by  receiving  information  as  to  the 
filing  of  applications  and  the  obtaining  of  patents 
by  Wietzel  in  foreign  countries;  and  that  upon  all 
these  considerations  he  should  not  be  awarded  prior- 
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ity  over  Wietzel,  whose  first  application  was  filed  in 
Germany  in  August,  1924,  and  who,  under  the  prac¬ 
tice,  is  allowed  that  date  for  reduction  to  practice. 

“Without  entering  into  a  written  analysis  of  the 
testimony  upon  these  points,  thereby  unduly  length¬ 
ening  this  opinion,  let  it  suffice  to  say  that  each  of 
these  contentions  has  been  carefully  studied  and  re¬ 
studied  in  the  light  of  the  record  and  of  the  several 
cases  cited  as  authority. 

“Lacy,  being  the  junior  party,  has  the  burden  of 
proof.  Since  the  applications  were  copending,  he  is 
only  required  to  prove  his  case  by  a  preponderance 
of  the  evidence. 

“This  we  think  he  has  done. 

“The  diligence  required  of  one  claiming  to  be  an 
inventor  is  primarily  diligence  in  reducing  to  prac¬ 
tice  after  conception,  and  the  law  is  not  so  much 
concerned  with  speed  in  filing  application  for  pat¬ 
ent,  provided,  of  course,  there  is  no  secreting  or 
abandonment  of  the  invention. 

“We  do  not  think  this  record  would  justify  a 
conclusion  that  Lacy  had  abandoned  li is  invention 
or  that  h(*  had  secreted  it  in  the  sense  in  which  that 
term  is  meant  to  be  understood  in  the  administra¬ 
tion  of  the  patent  laws. 

“The  lack  of  commercial  use  of*  formamide  un- 
doubtedlv  had  its  bearing  in  causing  delav  in  tiling 
the  application.  There  was  no  commercial  demand 
for  this  product,  except  as  it  could  be  used  as  a  raw 
material  for  the  hydrocyanic  acid  with  which  the 
company,  so  far  as  the  record  shows,  was  chiefly 
concerned.  Under  these  circumstances  we  think  the 
record  reallv  affirmativelv  discloses  that  there  was 
no  abandonment. 

“In  so  far  as  knowledge  of  the  foreign  patents  to 
Wietzel  is  concerned,  Lacy  very  positively  denies 
all  knowledge  of  them. 

•  ••••••• 

“There  are  numerous  authorities  establishing  tin* 
law  that  abandonment  must  be  affirmatively  proved. 
hi  re  M nicer.  C.  D.  1899,  395,  88  O.  G.  191,  15  App. 
D.  C.  144;  Hathau  ay  v.  Field  et  nl..  C.  D.  1919,  177, 
261  O.  G.  413,  48  App.  D.  C.  369. 
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“After  reduction  to  practice,  abandonment  will 
not  be  inferred  merely  from  a  failure  to  file  an  ap¬ 
plication  for  patent  or  to  commercialize  the  product. 

The  facts  and  circumstances  of  each  case  must  be 


looked  to.  The  record  in  this  case  does  not,  we  think, 
establish  any  abandonment  by  Lacy,  nor  do  we  find 
any  evidences  of  suppression  or  concealment  such 
as  should  defeat  his  being  accorded  priority. 

“Much  of  the  reasoning  in  the  Corona  Cord  Tire 
Co.  v.  Do  van  Chemical  Corp.  Case ,  supra ,  will,  we 
think,  be  found  peculiarly  applicable  to  the  i  case  at 
bar.  I 


“We  are  not  convinced  that  there  was  error  in 
the  decision  of  the  Board  of  Appeals,  and  the  same 
is  therefore  affirmed. 

“Affirmed.’ 7  I 


Again,  in  Harrison  et  ah  v.  Cadwell,  39  Fed.  (2d)  704 
(1930),  the  Court  of  Customs  and  Patent  Appeals  had 
before  it  an  appeal  in  an  interference  proceeding  involv¬ 
ing  the  question  of  priority  of  invention  pertaining  to  a 
process  for  vulcanizing  rubber.  The  decision  awarding 
priority  to  Cadwell  was  based  on  Cadwell’s  laboratory 
tests  upon  rubber  made  with  his  vulcanizing  process. 
Cadwell  made  different  articles  with  his  process:  which 
were  in  evidence  as  exhibits  and  contended  that>  since 
his  invention  was  a  process  of  vulcanizing  rubber  and 
that  the  vulcanization  was  completely  demonst ratable 
without  commerciallv  manufacturing  the  articles, — al- 
though  the  apparatus  that  he  used  in  practicing  his 
process  was  exclusively  laboratory  apparatus, — he  ac¬ 
tually  reduced  his  process  to  practice.  The  Court,  dis¬ 
cussing  Corona  Co.  v.  Dovan  Corp .,  supra ,  sustained 
Cadwell’s  contention  in  the  following  language  (pp.  709- 


“The  record  shows  that  appellee’s  rubber,  which 
was  vulcanized  by  the  process  here  in  dispute,  was 
tested  in  the  usual  way  for  determining  proper  vul¬ 
canization,  and  which  test  was  in  common  use  in  the 
rubber  laboratories  of  the  country.  It  was  tested 
by  the  thumb  and  pencil  method  and  by  the  stretch- 
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ing  method.  These  tests  were  sufficient  to  prove 

conclusively  the  character  of  vulcanization  attained. 

If  laboratory  tests  and  laboratory  construction  of 
*  « 

inventions  were  to  be  rejected  in  cases  of  this  kind, 

it  would  seem  to  us  that  it  would  lead  to  very  grave 

consequences  for  future  inventions.  It  may  be  that 

there  are  in  the  field  of  invention  certain  articles  in 

which  laboratory  tests  and  laboratory  manufactur- 

* 

ing  would  hardly  be  regarded  as  a  reduction  to  prac¬ 
tice,  but  we  do  not  think  vulcanization  of  rubber 
can  be  placed  in  that  class. 

•  •••••••• 

4<ln  conclusion,  we  think  it  sufficient  to  say  that 
the  invention  in  this  case  does  not  lie  in  the  inven¬ 
tion  of  a  rubber  slipper  or  other  finished  similar 
commercial  articles.  The  invention  claimed  is  for  a 
process  of  vulcanizing  rubber.  The  lack  of  factory 
tests  and  the  failure  to  engage  in  wholesale  com¬ 
mercial  manufacture  and  other  suggestions  of  ap¬ 
pellants’  able  counsel  might,  under  some  circum¬ 
stances,  be  considered  by  a  court  in  order  to  test 
the  credibility  of  witnesses  or  to  determine  whether 
a  litigant  really  did  the  things  he  claimed  to  do. 
It  might  also  have  weight  on  the  question  of  aban¬ 
donment.  In  this  case  there  is  not  the  slightest  in¬ 
sinuation  that  one  litigant  knew  anything  about  the 
operations  of  the  other  during  the  period  of  investi¬ 
gation,  testing,  etc.  The  experimental  plants  were 
far  removed  from  each  other.  The  high  standing 
and  scientific  attainments  of  appellee's  witnesses  is 
not  questioned,  and  their  testimony  is  of  the  kind 
which  is  difficult  to  fabricate.  It  is  of  the  character 
that  imports  verity.  No  abandonment  is  shown  by 
this  record.  As  to  all  the  counts,  appellee  was  first 
to  conceive,  first  to  reduce  to  practice,  and  first  to 
file  in  the  Patent  Office.  His  diligence,  argued  at 
length  in  the  briefs,  is  therefore  beside  the  question. 

“The  Board  correctly  reversed  the  Examiner  of 
Interferences  and  awarded  priority  of  invention  to 
the  appellee,  and  its  decision  is  affirmed.” 

Roos  further  supports  his  contention,  namely,  that  his 
invention  was  actually  reduced  to  practice  at  least  as 
early  as  August  23  and  24,  1922,  when  he  made  the  full- 
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sized  commercial  building  tile  of  Roos  Exhibits  5 
and  6,  upon  the  decision  of  the  Commissioner  of  Patents 
in  A  ikaido  v.  Bruni,  1925  C.  D.  154.  This  was  a  decision 
in  an  interference  proceeding  upon  a  process  claim  and 
the  decision  was  based  upon  whether  a  reduction  to  prac¬ 


tice  must  be  predicated  upon  a  commercial  use.  The 
invention  there  in  issue  related  to  a  process  of  vulcaniz¬ 
ing  rubber  in  which  a  novel  accelerator  was  used. 
Xikaido  conceived  the  invention  while  conducting  some 
independent  investigations  when  he  produced  an  iron 
salt,  the  properties  of  which  were  noted  as  being  similar 
to  a  patented  rubber  accelerator.  The  salt  produced  by 
Xikaido  was  then  given  to  another  party  for  the  purpose 
of  testing  its  properties  as  an  accelerator.  This  other 


party  testified  that  lie  made  such  tests,  using  the  salt 
received  from  Xikaido,  and  actually  produced  vulcanized 
rubber  by  its  use.  The  question  decided  was  whether 
this  test  actually  amounted  to  a  reduction  to  practice. 

The  Examiner  of  Interferences  held  that  the  test  made 
by  the  other  party  on  the  accelerator  which  was  deliv¬ 
ered  by  Xikaido  did  not  amount  to  a  reduction  to  prac- 
time  but,  at  tlie  most,  was  only  an  abandoned  experiment. 
He  based  this  holding  largely  on  the  ground  that  there 
were  no  other  tests  made  of  the  accelerator;  that  there 
was  no  commercial  development  of  it,  and  that  the  con¬ 
duct  of  Xikaido  and  of  the  other  party  with  reference  to 
the  value  and  utility  of  the  iron  salt  differed  very  widely 
from  their  conduct  with  reference  to  another  salt  that 
was  later  developed  by  Xikaido  and  tested. 

The  bottle  containing  the  iron  salt  used  in  the  inven¬ 
tion  in  issue,  the  sample  piece  of  rubber  vulcanized  by 
its  use,  and  the  memoranda  on  them,  as  well  as  the  testi- 
monv  of  Xikaido  and  the  testimony  of  the  other  party, 
fixed  the  dates  that  a  successful  vulcanized  rubber  was 
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produced.  Under  the  foregoing  facts,  the  Commissioner 
stated  as  follows  (p.  156) : 

“It  is  too  well  settled  to  need  the  citation  of 
authority  that  in  order  to  establish  a  reduction  to 
practice  it  is  not  necessary  to  show  a  commercial 
use.  It  is  sufficient  if  it  be  useful  for  the  purpose 
for  which  it  was  intended  and  that  the  tests  estab¬ 
lish  that  fact.  In  very  many  instances  the  first  re¬ 
duction  to  practice  of  an  invention  is  not  in  the  best 
commercial  form.  ’ 9 


In  the  above  case  it  was  attempted  to  show  that  the  test 
made  by  the  party  to  whom  Xikaido  had  given  his  iron 
salt  was  insufficient  to  establish  that  the  iron  salt  was 
a  satisfactory  accelerator.  On  this  point  the  Commis¬ 
sioner  said  (p.  156) : 

“The  fact  that  it  darkened  the  rubber  mav  have 
been  a  reason  for  not  putting  it  into  commercial  use, 
but  it  would  not  be  a  ground  for  holding  that  the 
process  had  not  been  reduced  to  practice,  if  by  the 
use  of  this  accelerator  properly  vulcanized  rubber 
was  obtained.” 


In  St.  . John  et  at.  v.  Schulze ,  47  Fed.  (2d)  798  (1931), 
the  Court  of  Customs  and  Patent  Appeals  awarded  pri¬ 
ority  to  Schulze,  the  junior  party,  who  reduced  his  in¬ 
vention  to  practice  in  1918  but  did  not  file  his  applica¬ 
tion  in  the  Patent  Office  until  March,  1922,  or  about  four 
years  after  his  reduction  to  practice.  The  invention  in 
issue  related  to  a  process  for  distilling  mineral  oils.  The 
proofs  showed  that  Schulze  had  reduced  his  invention  to 
practice  by  using  very  small  glass  stills,  and  the  appel¬ 
lant  before  the  Court  contended  that  by  using  these 
small  glass  stills  Schulze  could  not  predict  whether  his 
process  would  be  satisfactory  when  practiced  on  a 
larger  commercial  scale,  and  that  Schulze  did  not  prac¬ 
tice  his  process  in  a  commercial  plant,  and  that  he  made 
no  reduction  to  practice.  The  Court  rejected  the  con- 
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tention  of  appellant  in  the  following  language  (pp.  801, 
802) : 

“We  agree  with  the  decision  of  the  Board  of  Ap¬ 
peals  in  each  of  its  findings,  but,  since  we  conclude 
that  Schulze  reduced  to  practice  in  1918,  it  is  not 
necessary  to  discuss  in  detail  the  subject  of  his  dil- 
ligence.  j 

•  •  •  •  •  •  • 

44  4  We  are  convinced  that  the  operations  both 
with  the  one  liter  and  the  two  liter  stills  were 
actual  reductions  to  practice.  The  fact  that  diffi¬ 
culties  might  arise  with  the  large  commercial  ap¬ 
paratus  is  not  believed  to  be  material.  We  are 
concerned  with  a  method  of  producing  oil  and  not 
with  some  particular  apparatus  for  doing  so.  The 
method  as  carried  out  at  the  Bureau  was  an  abso¬ 
lute  success  for  the  purpose  intended,  that  is,  pro¬ 
ducing  an  oil  for  use  in  a  viscosimeter  and  there 
is  no  question  but  that  the  oil  produced  was  highly 
successful  for  lubricating  purposes  and  the  method 
carried  out  was  an  improvement  over  certain  ex¬ 
isting  methods.  Appellant  has  contended  that 
Schulze  was  an  analvst  and  that  his  work  was 

m/ 

merely  analvsis.  The  fact  that  he  was  emploved 
as  an  analyst  is  not  material  as  the  production 
of  oil  in  the  manner  described  was  purely  a  manu¬ 
facturing  operation.’  j 

4  4  The  counts  of  the  interference  call  for  a  proc¬ 
ess  of  producing  useful  mineral  oil  by  a  certain  proc¬ 
ess  of  distillation.  Schulze  successfully  produced  by 
his  process  the  useful  mineral  oil  which  lie  sought  to 
produce  and  he  clearly  taught  the  art  of  its  produc¬ 
tion.  It  was  not  necessary  for  him  in  order  to  be 
entitled  to  priority  of  the  counts  involved  to  install 
a  commercial  plant  and  prove  by  such  installation 
that  his  process  would  be  a  commercial  success. 


4 4  We  therefore  conclude  that,  in  order  for  Schulze 
to  have  reduced  to  practice  his  prior  conception  of 
the  process  of  producing  lubricating  oil,  it  was  not 

necessary  to  produce  it  on  a  commercial  scale,  and 
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that,  in  his  production  of  the  same  in  1918,  he  had 
demonstrated  that  his  process  would  produce  such 
oil  when  larger  stills  more  suited  to  the  needs  of 
commerce  were  used.  Certainly  there  was  nothing 
connected  with  his  operations  in  1918  to  leave  him  or 
any  one  as  familiar  as  himself  with  the  subject- 
matter  in  doubt  as  to  the  possibility  of  producing 
the  same  under  commercial  conditions.’ ’ 


So,  here  all  of  the  contentions  that  Rice’s  counsel  now 
raises  against  Roos  have  been  fully  explored  and  con¬ 
sidered  by  the  Courts  and  found  to  be  of  no  avail  in  re¬ 
versing  the  holding  of  the  trial  Court  that  Roos  actually 
reduced  his  invention  to  practice  on  August  23  and  24, 
1922,  when  he  made  the  standard  four-inch  par¬ 
tition  tile.  The  foregoing  authorities  support  the 
holding  that  Roos  actuallv  reduced  his  invention 
to  practice  when  he  successfully  performed  the 
process  in  the  manufacture  of  these  tile.  When 
Roos  made  the  partition  tile  as  evidenced  by 
his  Exhibits  5  and  6,  the  cellular  paper  covered  block  of 
Exhibit  10,  and  the  wallboard  specimens  of  Exhibits 
11  and  14,  these  instances  made  clear  that  Roos’ 
process  was  satisfactory  and  that  he  had  completed  his 
disco verv.  This  is  what  the  tribunals  of  the  Patent  Of- 
fice  and  the  Court  below  have  unanimouslv  held  in  their 
award  of  priority  to  Roos. 

In  Larson  v.  Either ,  49  Fed.  (2d)  1029  (1931),  the 
Court  of  Customs  and  Patent  Appeals,  in  reversing  the 
Patent  Office  Tribunals,  held  that  an  experienced 
chemist,  knowing  the  therapeutic  value  of  the  ingredi¬ 
ents  in  the  tablets  he  manufactured,  reduced  the  inven¬ 
tion  to  practice  when  he  successfully  performed  the  in¬ 
volved  process  and  produced  the  involved  product.  It 
was  not  necessary  to  subject  the  tablets  to  actual  tests 
to  determine  their  therapeutic  value. 

In  Clark  v.  Buff  um,  51  App.  D.  C.  212,  this  Court  held 
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that  other  tests  are  quite  as  satisfactory  to  establish  a 
reduction  to  practice  as  tests  by  “laboratories  of  certain 
insurance  companies.”  The  Underwriters  Laboratories 
was  undoubtedly  in  the  mind  of  the  Court.  Chief  Jus¬ 
tice  Smvth  said:  i 

•/ 

“Clark  argues  that  Buffum  did  not  establish  a 
reduction  to  practice  prior  to  his  filing  date,  which, 
as  we  have  seen,  was  May  10,  1917,  and  granting  his 
claimed  date  of  conception,  was  not  diligent.  He 
proceeds  upon  the  assumption  that  in  order  to  actu¬ 
ally  reduce  to  practice  it  was  necessary  for  Buffum 
to  prove  that  the  link  would  satisfy  the  tests  pro¬ 
vided  by  laboratories  of  certain  insurance  compan¬ 
ies,  but  the  First  Assistant  Commissioner  found  that 
this  was  not  the  sole  test  by  which  to  determine 
whether  or  not  the  invention  was  capable  of  doing 
what  it  was  intended  to  do,  that  other  tests  might 
be  employed.  ‘The  link  here  in  controversy, ’  said 
the  Examiner  of  Interferences,  ‘must  have  three  es¬ 
sential  characteristics.  The  solder  used  must  be 
fusible  at  temperatures  above  the  ordinary,  and  yet 
very  low,  as  below  the  temperature  of  boiling  water. 
The  link  must  at  ordinary  temperatures  be  able  to 
withstand  the  pull  to  which  it  is  subjected  in  use, 
even  for  a  long  time;  and,  on  fusion  of  the  solder, 
it  must,  because  of  its  form,  readily  separate  under 
very  slight  pull  upon  it.’  It  was  found  by  the  As¬ 
sistant  Commissioner  that  the  link  responded  to  all 
these  tests,  and  that  they  were  made  sometime  be¬ 
fore  August  3,  1916.  The  tests  applied  were!  as  ef¬ 
fective  as  those  used  in  Esty  v.  Xeicton,  14  App.  T). 
C.  50;  Rolfe  v.  Kaisliny ,  32  App.  D.  C.  582,  and 
Rolfe  v.  Hoffman ,  26  App.  D.  C.  336.” 

In  view  of  the  authorities  above,  it  is  submitted  that 
Roos  actually  reduced  his  invention  to  practice  on 
August  23  and  24, 1922,  when  he  made  the  standard  four- 
inch  partition  tile  and  subjected  them  to  the  usual  fac¬ 
tory  tests  of  the  United  States  Gypsum  Company,  and 
further,  that  because  Roos  did  not  file  his  patent  appli- 

i 

cation  until  August  20,  1924,  he  cannot  be  held  to  have 
abandoned  his  invention. 
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Documentary  and  Other  Corroboration  of  Existence  of 
Tile  Produced  by  Roos  on  August  23,  1922,  Sufficient 
for  Purposes  of  Actual  Reduction  to  Practice. 


Rice’s  counsel  is  laboring  under  the  misapprehension 
that  one  may  not  be  awarded  an  actual  reduction  to  prac¬ 
tice  unless  the  actual  physical  object  and  result  thereof 
be  produced  in  the  interference  proceedings,  when  he 
argues  (Rice’s  Brief  Yol.  I,  p.  145): 

...  The  Patent  Office  Tribunals,  as  well  as 
the  court  below,  awarded  the  United  States  Gypsum 
Company  a  reduction  to  practice  on  the  making  of 
certain  gypsum  tile  which  neither  the  Examiner  of 
Interferences,  the  Board  of  Appeals  nor  the  Court 
below  ever  saw.” 


It  is  plain  that  if  by  documentary  and  other  evidence 
the  actual  existence  of  the  aforesaid  gypsum  tile  has 
been  established,  the  production  thereof  in  Court  may 
be  dispensed  with.  Certainly  this  is  so  when  it  is  abund¬ 
antly  established  that  upon  careful  and  diligent  search 
such  tile  cannot  be  found. 

At  any  rate,  we  have  found  no  reported  decision — and 

significant lv  Rice  fails  to  cite  anv  whatever — wherein  it 
»  •  • 

is  held  that  reduction  to  practice  of  a  process  or  a  method 
mav  not  be  claimed  and  awarded  unless  the  result  or  the 
product  thereof  be  preserved  and  produced  in  Court. 
Rather,  the  decided  interference  and  patent  infringement 

cases  are  definitelv  to  the  effect  that  such  fact  mav  be 

•  • 

easily  and  legally  established  by  credible  witnesses,  cor¬ 


roborated  by  authentic  documents,  data,  and  recorded 
tests. 

In  Luellen  v.  House ,  48  App.  D.  C.  218,  this  Court  re¬ 
versed  the  Patent  Office  Tribunals  in  an  interference, 
notwithstanding  that  Luellen *s  original  cups,  on  which 
this  Court  predicated  his  reduction  to  practice,  were  not 


produced.  The  invention  was  simple,  the  proofs  as  to 
the  practice  of  tests  were  convincing,  and  in  general 
Luellen’s  case  was  “strengthened  by  documentary  evi¬ 
dence.  ’  ’ 


In  DeF orest  v.  Meissner,  54  App.  D.  C.  391,  this  Court 
also  awarded  DeForest  a  reduction  to  practice  of  the 
issue  counts,  including  that  of  a  method,  upon  certain 
written  records  of  August  6  and  29,  1912.  As  shown  by 
the  reported  decisions  in  the  Armstrong-DeForest  con¬ 
troversy,  one  Van  Etten,  helping  DeForest,  made  certain 

i 

notes  and  diagrams  on  the  day  on  which  DeForest 
claimed  to  have  actually  practiced  the  invention,  i  These 
showed  “a  feed  back  circuit”  and  disclosed  that  when 
connected  up  “it  produced  oscillations  evidenced  by  ‘a 
beautiful  clear  tone.’  ”  Again,  subsequently  on  August 
29, 1912,  Van  Etten  “made  a  full  and  complete  record”  in 

i 

“the  DeForest  record  book.”  These  indicated  that  the 

i 

circuit  was  “tested  for  amplification  with  successful  re¬ 
sults.”  Also,  these  records  showed  that  upon  reversing 
the  connections  “all  sorts  of  musical  notes  were  pro¬ 
duced.” 


Mr.  Justice  Van  Orsdel,  speaking  of  these  records 
and  the  testimony  of  DeForest  and  his  witnesses  to  the 
effect  that  thev  thus  recorded  their  acts  on  the  davs  in 
quesion,  said:  j 

“We  think  the  drawings  and  notes  made  by  Van 
Etten  in  August,  1912,  clearly  disclose  the  invention 
as  well  as  the  results  obtained.  The  notes  trace  from 
the  diagram  the  successful  results  culminating  in  the 
production  of  the  alternating  currents.  This  is  not 
the  character  of  invention  where  one  skilled  in  the 
art  can  draw  a  diagram  and  from  mere  obseryation 
theorize  a  result.  No  one  could  even  guess  how  the 
audion  would  act  in  the  circuit.  It  contained  an 
undisclosed  secret,  an  undiscovered  phenomena, 
which  could  only  be  revealed  through  an  actual  test. 
We  think  the  notes  contained  a  complete  record  of 
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the  invention  in  issue,  as  well  as  the  results  ob¬ 
tained.” 

Thus  this  Court  held  that  the  diagrams,  etc.,  disclosed 
ihe  invention  and  of  course  constituted  conception.  Ac¬ 
tual  test,  however,  was  required  to  demonstrate  its  capa¬ 
bilities.  This  was  done  in  a  laboratory  and  the  only 
things  produced  in  Court  were  the  notes  above  referred 
to.  These  notes  reflected  the  tests  and  results  and  con¬ 
firmed  the  oral  testimony  of  the  witnesses.  On  this  basis 
this  Court  said: 


“IVe  think  the  work  then  accomplished  amounted 
to  reduction  to  practice.” 


As  we  have  hereinabove  pointed  out,  the  Supreme 
Court  has  expressly  approved  and  adopted  this  holding. 

In  Corona  Co.  v.  Doran  Corp.,  276  U.  S.  358  (an  in¬ 
fringement  suit),  the  Supreme  Court  awarded  Dr.  Kratz 
a  reduction  to  practice  of  the  Weiss  process  invention 
upon  his  oral  testimony  as  to  his  work  and  tests,  cor¬ 
roborated  and  confirmed  by  his  laboratory  cards  on  which 
were  recorded  his  tests  in  1916,  a  report  to  the  Xorwalk 
Company,  and  a  paper  which  he  read  at  a  chemical 

9 

society  meeting  in  September  1919.  It  does  not  appear 
that  Dr.  Kratz  produced  the  actual  test  slabs  of  1916, 
but  Mr.  Chief  Justice  Taft  in  finding  in  his  favor  re¬ 
ferred  to  ‘Mhe  corroboration  of  Dr.  Russel  as  to  his  work 
there  (Xorwalk,  1916),  and  the  memorandum  which  he 
had  taken  with  him  of  the  tests  and  of  the  report,  to  the 
Falls  Rubber  Company.”  Indeed,  the  1919  paper  read 
at  the  society  meeting  served,  in  the  opinion  of  the  Court, 
to  confirm  Dr.  Kratz ?  account  of  his  work  in  1916  and 
showed  undoubtedly  that  he  knew  of  the  excellence  of 
his  accelerator. 


In  the  case  at 
gust  23  and  24. 


bar,  while  it  is  true  that  the  tile  of  Au- 
1922.  have  not  been  produced,  we  have 
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i 


convincingly  proved  their  existence  by  documentary 

i 

proof  (Roos  Exhibits  5  and  6).  Moreover,  we  have 
proved  incontrovertibly  the  fact  and  manner  of  their 
having  been  made  by  the  data  and  test  sheets  and  rec¬ 
ords  (Roos  Exhibit  5)  recorded  at  the  time  in  the  lab¬ 
oratory  of  the  United  States  Gypsum  Company,  and  on 
which  were  likewise  recorded  the  method  and  procedure 
employed  by  Roos  and  his  helpers  and  the  tests  and  re¬ 
sults  obtained.  The  letter  of  August  28,  1922  (Roos 
Exhibit  6), — the  report  of  Roos  to  his  superiors  at  Chi¬ 
cago, — is  a  precise  and  complete  account  of  the  activities 
of  the  preceding  days  and  convincingly  confirms  and  cor¬ 
roborates  all  of  the  other  evidence  in  this  case. 


Under  the  authorities  hereinabove  reviewed,  it  is  clear 
that  Roos  convincingly  proved  his  reduction  to  practice 
and  that  the  Patent  Office  Tribunals  and  the  Court  below 
have  not  erred. 


Rice’s  Authorities  on  Reduction  to  Practice 

i 

Distinguished. 

Rice’s  counsel  in  his  brief  cites  a  number  of  decisions 
from  which  he  argues  that  the  Patent  Office  and  the 
Court  below  erred  in  awarding  to  Roos  a  reduction  to 
practice  of  the  invention  here  in  issue  on  the  dates  of 
August  23  and  24,  1922,  which  dates  are  prior  to  any 
dates  that  Rice  has  established.  However,  these  decisions 
are  utterly  lacking  in  pertinency  as  will  now  briefly  be 
pointed  out. 

The  situation  involved  in  Sherwood  v.  Drewson ,  29 
App.  D.  C.  161  (1907),  is  quite  different  from  that  which 
is  now  before  the  Court  for  determination.  In  that  case 
the  invention  in  controversy  consisted  of  the  process  of 
a  single  cooking  of  a  cornstalk  in  a  certain  liquor  for  a 
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long  period  of  time  whereby  a  chemical  separation  of  the 
shell  fibres  and  pith  cells  of  the  cornstalk  was  effected. 
Thereafter  these  were  screened  and  collected  in  a  condi¬ 
tion  for  paper  making.  Neither  party  showed  conception 
of  the  invention  prior  to  the  filing  of  the  respective  appli¬ 
cations.  Consequently  it  was  impossible  for  either  party 
actually  to  reduce  to  practice  that  which  had  not  been 
conceived,  and  this  Court,  in  making  the  ruling  which 
has  been  quoted  by  Rice’s  counsel,  was  referring  to  an 
accidental  and  unappreciated  result  achieved  by  a  party 
while  working  upon  an  invention  differing  materially 
from  the  one  involved  in  interference.  Manifestly,  this 
decision  is  in  no  way  pertinent  to  the  question  of  a  re¬ 
duction  to  practice  by  Roos.  Koos  fully  appreciated  the 
process  with  which  he  was  concerned,  and  he  fully  under¬ 
stood  the  two  steps  thereof  that  were  required  to  be 
performed. 

In  the  cited  case,  neither  of  the  parties  appreciated  or 
conceived  of  the  invention  and,  consequently,  was  not 
entitled  to  a  reduction  to  practice  by  reason  of  an  acci¬ 
dental  discovery  or  unappreciated  result  occurring  as 
they  endeavored  to  perform  an  entirely  different  inven¬ 
tion. 


Gal  l  a  (/her  v.  Hein,  25  App.  D.  C.  77,  is  not  in  point  be¬ 
cause  the  invention  there  did  not  relate  to  a  process  but 
consisted  of  an  article  of  manufacture,  to-wit,  a  new  fric¬ 
tion  spring.  Gallagher  claimed  to  have  conducted  cer¬ 


tain  tests  upon  this  spring,  but  these  tests  were  not  suffi¬ 
ciently  proved,  and  Gallagher  did  not  produce  any  facts 
or  data  relative  thereto  which  enabled  the  Court  to  de¬ 
termine  that  the  results  of  the  tests  were  satisfactory  and 
that  there  was  any  justification  for  Gallagher’s  conclu¬ 
sion  that  he  had  a  device  of  value,  utility  and  capabilities. 
The  invention  was  a  radical  departure  from  the  prior 
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art  and,  obviously,  the  Court  was  reluctant  to  grant  a  re¬ 
duction  to  practice  to  Gallagher,  who  did  not  produce 
any  records  of  tests  or  any  other  data  on  which  he  was 
able  to  justify  his  conclusion  that  he  had  a  satisfactory 
device.  No  facts  were  produced  which  enabled  the  Court 
to  determine  that  Gallagher  was  justified  in  his  conclu¬ 
sion  that  the  results  of  his  vague  tests  were  satisfactory. 
Gallagher  called  but  one  corroborating  witness,  and  even 
he  did  not  express  an  opinion  as  to  the  test  which  he 
witnessed.  Finally,  not  a  single  iota  of  evidence  or  other 
data  was  furnished  by  Gallagher  from  which  the  Court 
was  able  to  draw  the  conclusion  that  the  tests  had  proved 
something  of  value. 

How  vastly  different  is  this  case  from  the  case  at  bar, 
where  Roos  is  corroborated  by  documentary  exhibits 
disclosing  the  data  of  his  tests,  which  are  sufficient  for 
the  Court  to  draw  the  conclusion  that  Roos’  tests  had 
proved  that  he  had  something  of  value,  and  where  a 
great  number  of  corroborating  witnesses  have  been  pro¬ 
duced  who  have  testified  with  respect  to  Roos’  tests,  the 
methods  of  performing  them  and  the  results,  and  who 
have  verified  the  records,  the  facts  and  the  data  on 
which  they  base  their  conclusions  and  opinions  that  the 
tests  demonstrated  and  proved  the  value  of  the  Roos 
process. 


Rice  has  neglected  and  failed  to  point  out  that  in 
Reich  el  v.  Dorset,  49  App.  D.  C.  198,  Dorset  had  prac¬ 
ticed  a  new  process  and  had  obtained  a  new  product  re¬ 
lating  to  a  defibrinated  blood  antitoxin  for  immunizing 
a  hog  with  respect  to  cholera.  After  procuring  his  new 

i 

product  Dorset  did  not  do  a  single  thing — did  not  actu¬ 
ally  use  the  product  upon  a  hog  so  as  to  demonstrate 
the  utility  and  capability  of  his  new  product  which  he 
had  obtained;  consequently,  Dorset  could  not  con- 
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tend  that  he  had  reduced  either  the  process  or  the  prod¬ 
uct  to  practice  in  May,  1913.  There  was  nothing  about 
the  process,  nor  was  there  anything  visible  in  or  upon 
the  product,  which  would  afford  Dorset’s  justification  for 
a  contention  that  when  lie  procured  the  product  he  had 
satisfactorily  practiced  the  process,  inasmuch  as  only  an 
actual  test  upon  a  hog  would  demonstrate  the  utility  of 
both  the  process  and  the  product.  As  a  matter  of  fact, 
Dorset  did  not  think  that  his  process  or  his  product  was 
patentable,  and  it  was  not  until  Reichel  visited  his  office 
in  May,  1915,  and  told  him  that  a  patent  had  been  al¬ 
lowed  on  his  application  that  Dorset  was  stirred  into  ac¬ 
tivity.  Dorset  had  allowed  one  year  to  elapse  between 
the  time  that  he  procured  his  product  and  when  it  was 
actuallv  used,  and  during  that  interval  of  one  vear  Dor- 
set  knew  nothing  of  the  properties  of  the  product  or 
whether  it  was  capable  of  accomplishing  the  result  for 
which  it  was  intended.  Even  after  he  had  demonstrated 
its  utility  he  permitted  another  year  of  inactivity  un¬ 
til  he  dscovered  the  allowance  of  a  patent  to  his  rival. 
Then  he  was  stirred  into  action,  entered  his  protest  with 
the  Patent  Office  and  filed  his  application. 

In  citing  Smith  v.  War  nock,  50  App.  D.  C.  8*29,  Rice's 
counsel  has  lifted  favorable  language  from  the  decision 
without  quoting  the  entire  context.  The  entire  sentence 
from  which  the  quoted  matter  was  taken  reads  as  fol¬ 
lows  : 

4 ‘ While  it  may  well  be  that  lie  had  his  machine, 
which  was  tested  out  in  September,  completed  in 
August,  it  is  the  actual  test  that  is  essential  to 
establish  reduction  to  practice.” 

This  ruling  was  made  bv  this  Court  with  reference  to  a 
contention  made  on  behalf  of  AVarnock  to  the  effect  that 
he  was  entitled  to  the  date  of  August.  1915,  for  a  reduc¬ 
tion  to  practice  because  he  completed  his  machine  in 
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August,  1915,  but  did  not  actually  test  the  same  until 
September,  1915.  This  Court  limited  him  to  September, 
1915,  as  the  date  of  reduction  to  practice  by  saying  that, 
while  he  may  have  had  the  machine  completed  in  Au¬ 
gust  he  did  not  test  it  at  that  time  and,  consequently, 
when  he  did  test  it  in  September,  1915,  he  was  not  enti¬ 
tled  to  carry  his  date  of  reduction  to  practice  back  to 
August,  1915.  This  Court  further  says  that  the  patent 
law  recognizes  no  such  thing  as  reduction  to  practice 
nunc  pro  time.  It  should  be  obvious  that  this  Court  did 
not  hold  without  qualification  in  Smith  v.  Warnpck  that 
an  actual  test  is  essential  to  establish  reduction  to  prac¬ 
tice.  Such  statement  was  made  bv  this  Court  in!  connec- 
lion  with  the  matters  hereinabove  discussed. 

The  invention  which  was  involved  in  Du  Rell  v»  Haley, 
50  App.  D.  C.  49  (1920),  related  to  an  apparatus  and  a 
process  for  the  concentration  of  ores.  Du  Rell  claimed 
that  he  had  reduced  both  the  apparatus  and  the  process 
to  practice  when  he  used  in  his  laboratory  a  glass  funnel 
for  the  flotation  box,  a  wash  bottle  for  the  supply  of 
water,  a  spoon  for  feeding  the  ore,  and  a  beaker  for 
catching  the  froth.  The  ore  flotation  process  was  prac¬ 
ticed  with  this  laboratory  apparatus.  It  was  held  that 
this  did  not  constitute  a  reduction  to  practice  of  the  ap¬ 
paratus  claims,  and  that,  inasmuch  as  the  apparatus  and 
process  were  so  closely  related,  the  process  claims  would 
have  to  go  with  the  apparatus  claims.  The  party  to 
whom  priority  of  invention  was  awarded  as  to  the  appa¬ 
ratus  claims  also  received  priority  as  to  the  process 
claims.  In  the  case  at  bar  there  are  no  limiting  appa¬ 
ratus  claims. 

It  is  submitted  that  the  ruling  in  Du  Rell  v.  Haley  as 
to  what  constitutes  a  reduction  to  practice  of  a  process 
must  be  deemed  to  be  somewhat  modified,  in  view;  of  the 
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decision  of  the  Supreme  Court  in  Corona  v.  Dovan,  supra , 
and  for  the , further  reason  that,  since  the  Corona  case 
the  United  States  Court  of  Customs  and  Patents  on  this 
authority  lias  held  in  Wietzel  v.  Lacy ,  39  Fed.  (2d) 
672  (1930) ;  Harrison  v.  C-adwell ,  39  Fed.  (2d)  704  (1930), 
and  St.  John  v.  Schulze ,  47  Fed.  (2d)  798  (1931),  that 
the  practice  upon  laboratory  apparatus  of  a  process  may 
constitute  reduction  to  practice  of  the  process. 

The  opinion  of  this  Court  in  Crabbs  v.  Ward ell 9  57 
App.  D.  C.  241,  is  not  applicable  because  this  Court  was 
speaking  of  a  new  product  and  not  of  a  process  produc¬ 
ing  an  old  product. 

The  Court  of  Customs  and  Patent  Appeals  in  the  case 
of  Brydle  v.  Honigbaum ,  54  Fed.  (2d)  147 — on  a  petition 
for  rehearing,  decided  December  17,  1931 — in  distinguish¬ 
ing  from  the  Crabbs  case  has  clearly  emphasized  the  diff¬ 
erences  between  the  case  at  bar  and  the  facts  before  this 
Court  in  the  Crabbs  case.  In  Brydle  v.  Honigbaum ,  the 
evidence  established  that  Brydle  was  not  a  pioneer  in 
the  art  of  making  shingles.  So,  also,  in  the  case  at  bar 
neither  Roos  nor  Rice  nor  Bayer  is  a  pioneer  in  the  art 
of  making  cellular  gypsum,  but  only  in  a  specific  process 
for  making  this  old  product.  The  prior  art  in  the  case  at 
bar  as  it  pertains  to  the  product  cellular  cement — as  the 
prior  art  in  the  Brydle  v.  Honigbaum  case — was  well  es¬ 
tablished  prior  to  the  entry  therein  of  the  interfering 
inventors.  Tn  the  Brydle  v.  Honigbaum  case,  the  decision 
in  Crabbs  v.  Wardell  was  not  followed  for  the  same  rea¬ 
son  that  the  latter  is  no  authoritv  to  cite  against  Roos  in 
this  instant  suit.  We  have  alreadv  discussed  the  evi- 
dence  adduced  both  by  Rice’s  expert  witness  Brown  on 
direct  examination  and  bv  Roos  and  his  witnesses,  as 
well  as  by  other  evidence  in  the  way  of  patents  and  pub¬ 
lications,  that  'cellular  gypsum  as  a  product  was  old  and 
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its  qualities  were  well  known  at  the  time  that  Rice  and 
Roos  and  Bayer  entered  the  field  with  their  new  process 
for  making  this  old  product. 

It  is  only  necessary  to  quote  from  a  small  portion  of 
the  decision  of  the  Court  of  Customs  and  Patent  Appeals 
in  Bryclle  v.  Honigbaum  (p.  148) : 

“.  .  .  the  case  cited  by  the  Examiner  of  Inter¬ 
ferences,  Crabbs  v.  Wardell,  57  App.  D.  C.  241,  19  F. 
(2d)  715,  held  that  the  preparation  of  a  slab  of  as¬ 
phaltic  waterproof  roof  covering  was  not  a  sufficient 
reduction  to  practice  without  exposure  of  the  same 
to  weather  conditions.  It  will  be  noted,  however, 
that  in  that  case  the  court  expressly  called  attention 
to  the  fact  that  such  roofing  was  a  new  product,  and 
that  its  qualities  were  comparatively  unknown.  In 
this  case,  if  Brydle  had  been  a  pioneer  in  the  art  of 
making  shingles  of  this  material,  then  we  would  be 
of  the  opinion  that  the  preparation  of  his  panel 
would  not  be  a  sufficient  reduction  to  practice.  How¬ 
ever,  the  art  being  established,  and  the  qualities  of 
this  particular  composition  being  well-known,  the 
case  is  different  and  the  reduction  to  practice  is  suf¬ 
ficient/ ’ 
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ROOS  BEING  THE  FIRST  TO  CONCEIVE  THE  IN¬ 
VENTION  AND  THE  FIRST  TO  REDUCE  THE 
SAME  TO  PRACTICE  IS  ENTITLED  TO  THE 
PATENT.  THE  QUESTION  OF  ROOS’  DILI¬ 
GENCE  IN  FILING  HIS  APPLICATION  FOR  PAT¬ 
ENT  OR  WHETHER  HE  WAS  SPURRED  TO  AC¬ 
TIVITY  IN  DOING  SO  BY  KNOWLEDGE  OF  THE 
ENTRY  OF  RICE  OR  BAYER  INTO  THE  FIELD 
IS  IMMATERIAL  BECAUSE  ROOS  WAS  THE 
FIRST  TO  ACTUALLY  REDUCE  THE  INVENTION 
TO  PRACTICE.  MERE  DELAY  IN  FILING  AN 
APPLICATION  FOR  PATENT  DOES  NOT  PRE¬ 
CLUDE  AN  AWARD  OF  PRIORITY  TO  ROOS  BE¬ 
CAUSE  ROOS  WAS  FIRST  TO  COMPLETE  THE 
INVENTION  AND  DID  NOT  WILFULLY  CON¬ 
CEAL  OR  SUPPRESS  IT. 


The  Board  of  Appeals  in 
Examiner  of  Interferences 
follows : 


affirming  the  decision  of  the 
in  favor  of  Roos  said  as 


“We  agree  with  the  Examiner  of  Interferences 
that  this  testimony  satisfactorily  establishes  a  re- 

*  V 

duction  to  practice  of  the  invention  by  Roos  on 
August  23  and  24,  1922,  and  that  actual  use  of  the 
tile  in  building  construction  was  not  necessary  to 
establish  a  reduction  to  practice  of  the  process  of 
the  count. 


“Roos  did  not  tile  his  application  until  August 
20,  1924,  some  two  years  after  his  alleged  reduction 
to  practice.  .  .  .  We  agree  with  the  Examiner 

of  Interferences  that  this  activity  of  Roos  negatives 
any  conclusion  that  he  abandoned  the  invention  or 
that  his  alleged  reductions  to  practice  in  1922  were 
merely  abandoned  experiments. 


“After  actual  reduction  to  practice  delay  in  fil¬ 
ing  the  application  does  not  work  a  forfeiture  of 
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the  rights  of  the  first  inventor  in  the  absence  of 
abandonment  of  the  invention  or  of  some  statu¬ 
tory  bar,  or  of  circumstances  that  bring  the  case 
within  the  doctrine  of  Mason  v.  Hepburn,  84  0.  G. 
747.  ... 

i 

•  •  •  • 

“In  our  opinion  Roos  is  the  first  to  conceive  and 
the  first  to  reduce  to  practice  and  has  not  forfeited 
his  rights.  Under  these  circumstances  he  is  en¬ 
titled  to  the  award  of  priority  and  it  is  unnecessary 
to  consider  the  evidence  taken  by  Bayer  or  Rice,  for 
the  purpose  of  establishing  the  later  dates  alleged 
by  them.” 

The  holding  of  the  Patent  Office  Tribunals  and  the 
trial  Court  in  awarding  priority  to  Roos  is  in  accordance 
with  the  rule  of  law  that  has  been  followed  since  1872. 
In  Erben  v.  Yardley,  50  App.  D.  C.  43;  267  Fed.  345 
(1920),  this  Court,  through  Mr.  Justice  Robb,  approved 
of  this  rule  in  the  following  language: 

“The  Board  of  Examiners  in  Chief  and  the  Assist¬ 
ant  Commissioner,  after  a  careful  analysis!  of  the 
testimony,  reached  the  conclusion  that  Yardley  was 
the  first  to  conceive  and  first  to  reduce  to  practice, 
and  we  are  in  accord  with  those  findings.  Counsel 
for  appellant  contend  here,  as  below,  that  the  mere 
fact  that  Yardlev  was  the  first  to  conceive  and  first 
to  reduce  to  practice  is  not  sufficient  ground  upon 
which  to  base  an  award  of  priority  to  him.  The 
Assistant  Commissioner  directed  attention  in  his 
opinion  to  the  fact  that  such  has  been  the  rule  in  the 
Patent  Ofiice  since  1872,  and  that  the  rule  has  re¬ 
ceived  the  approval  of  this  court  in  Hubbard  v.  Berg, 
40  App.  D.  C.  577 ;  and  Thompson  v.  St  or  He ,  46  App. 
D.  C.  324.  We  can  find  no  sufficient  reason  for  the 
overturn  of  this  long-established  rule  and  the  deci¬ 
sions  of  this  court  approving  it.  ’  ’ 

j 

Likewise,  it  is  the  rule  that  an  inventor  having  re¬ 
duced  his  invention  to  practice  cannot  be  charged  with 
abandonment  of  his  invention  because  of  his  delay  in  fil¬ 
ing  his  application  in  the  Patent  Office.  In  Aufiero  v. 
Monnot,  46  App.  D.  C.  297;  1917  C.  D.  183  (1917),  this 
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Court  again  speaking  through  Mr.  Justice  Robb,  ap¬ 
proved  the  rule  stated  above,  in  the  following  language: 

“Having  reduced  the  invention  to  practice,  pri¬ 
ority  must  be  awarded  Aufiero  unless  he  concealed 
or  abandoned  his  invention.  We  find  no  evidence 
that  he  did  either.  The  reduction  to  practice  was 
in  the  presence  of  several  witnesses,  and  they  were 
put  under  no  injunction  as  to  secrecy.  Soon  there¬ 
after  the  device  embodying  the  issue  was  exhibited 
to  Mr.  Rubes  with  a  view  to  having  it  exploited,  and 
the  onlv  reason  this  was  not  done  was  because  Mr. 
Rubes  preferred  an  electrically-operated  horn.  Ob¬ 
viously,  Aufiero  was  not  in  a  position  to  dictate  as  to 
which  device  should  be  taken  up  first.  The  mere 
fact  that  he  delayed  the  filing  of  his  application  is 
net  sufficient  to  deprive  him  of  the  fruits  of  his  dis¬ 
covery.  There  is  no  evidence  that  he  was  induced 
to  file  because  of  any  activity  on  the  part  of  Monnot, 
nor  are  there  any  circumstances  tending  to  impugn 
his  good  faith  in  any  way.” 

In  the  above  case  Aufiero  completed  his  invention  in 

May  or  June,  1910,  and  did  not  file  his  patent  application 

for  more  than  two  vears  thereafter.  Roos  in  the  case  at 

* 

bar  reduced  his  invention  to  practice  on  August  23  and 
24,  1922,  and  filed  his  application  within  two  years  from 
the  date  thereof. 

In  Hubbard  v.  Burg,  40  App.  D.  C.  577;  1913  C.  D.  460, 
this  Court  had  before  it  the  question  as  to  whether  a 
delay  in  the  filing  of  a  patent  application  of  less  than 
three  years  and  more  than  two  years  amounted  to  aban¬ 
donment,  the  appellee  in  that  case  having  been  found  by 
the  Patent  Office  Tribunals  to  be  the  first  to  conceive 
and  the  first  to  reduce  to  practice.  Mr.  Justice  Van 
Orsdel,  speaking  for  the  Court,  said: 

“It  is  further  contended  by  counsel  for  appellant 
that  appellee  had  abandoned  his  invention,  and  was 
only  spurred  to  activity  when  he  learned  of  appel¬ 
lant  ’s  entry  into  the  field.  Appellee  was  undoubt¬ 
edly  lacking  in  diligence,  but  this  is  not  chargeable 
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against  him,  since  he  was  the  first  to  conceive  and 
the  first  to  reduce  to  practice.  We  agree  with  the 
Commissioner  that  the  facts  do  not  show  I  an  in¬ 
tention  to  abandon  the  invention.  Appellee  i  turned 
the  matter  over  to  the  patent  department  I  of  the 
General  Electric  Company,  by  which  he  was  em¬ 
ployed,  and  to  which  he  had  assigned  his !  patent 
rights.  While  it  is  true  that  he  states  the  matter 
dropped  out  of  his  mind,  yet  he  explains  this  in  the 

same  sentence  bv  the  statement  that  he  ‘knew  the 

* 

patent  department  would  look  after  their  patent  sit¬ 
uations.’  i 

“Abandonment  must  be  strictly  proved,  and  will 
never  be  presumed.  The  burden  of  proof  is  on  ap¬ 
pellant.  A  mere  delay  in  the  filing  of  an  applica¬ 
tion  of  less  than  three  years  will  not  alone  amount 
to  abandonment.” 

There  is  no  evidence  in  the  case  at  bar  which  shows 
that  Roos  or  anv  of  those  men  associated  with  him  was 
under  any  injunction  of  secrecy  as  to  either  the  process 
of  his  invention  or  the  apparatus  of  Roos  Exhibit 
16.  The  constant  interchange  of  correspondence,  here 
in  evidence,  between  the  Fort  Dodge  plant  and  the  main 
offices  of  the  Company  at  Chicago,  wherein  the  Roos  in¬ 
vention  and  its  applicability  to  commercial  use:  were 
fully  described,  clearly  shows  that  there  was  no  injunc¬ 
tion  of  secrecy  respecting  Roos’  invention.  SeWell  L. 

i 

Avery,  President  of  the  United  States  Gypsum  Company, 
also  testified  that  he  and  those  in  direct  charge  of  the 
various  departments  of  the  United  States  Gypsum  Com¬ 
pany  were  fully  apprised  of  Roos’  invention  from  the 
date  of  its  inception,  and  that  the  management  of  the 
Gypsum  Company  was  constantly  alert  as  to  the  prog¬ 
ress  that  Roos  was  making  in  the  commercial  adapta¬ 
tion  of  his  invention.  Roos’  witness  Birdsey,  who  did 
not  have  direct  charge  of  Roos’  activities,  was  also  fully 
informed  of  the  progress  that  Roos  was  making.  ' 

Rice  in  the  case  at  bar  attempts  to  show  that;  Roos 
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and  the  United  States  Gypsum  Company  were  spurred 
into  activity  because  of  some  very  meagre  disclosures  of 
the  Bayer  invention  which  appeared  in  the  March  10, 
1924,  issue  of  “ Chemical  Abstracts”  (Rice  Exhibit  F — 
Tr.  Vol.  Ill,  p.  722),  and  the  foreign  publication  of  the 
British  Patent  Office  under  date  of  November  7,  1923, 
referred  to  in  the  publication  of  Rice  Exhibit  F.  Roos 
admitted  that  he  was  a  subscriber  to  the  publication 
4 ‘Chemical  Abstracts ”  during  the  year  1924,  but  he  test¬ 
ified  that  he  had  never  seen  this  excerpt  of  the  Bayer 
British  patent  (Tr.  Vol.  II,  p.  419).  Rice’s  alleged  ex¬ 
pert  witness  Edwards  never  heard  of  the  Bayer  inven¬ 
tion  until  he  was  engaged  in  this  suit  (Tr.  Vol.  II,  p.  454), 
and  Rice’s  alleged  expert  Brown  testified  that  he  never 
heard  of  Bayer’s  invention  until  he  was  engaged  in  this 
suit  (Tr.  Vol.  II,  p.  504).  That  Roos  cannot  be  charged 
with  notice,  either  actual  or  constructive,  of  this  publica¬ 
tion  of  Rice  Exhibit  F  is  discussed  in  a  subsequent  sec¬ 


tion  of  this  brief. 

The  Lake  Tahoe  Lodge,  built  by  Rice  in  the  fall  of 
1923,  up  in  the  inaccessible  mountains  of  California,  and 
the  Mavbeck  residence  in  December,  1923,  in  Berkeley, 
California,  were  merely  sporadic  and  isolated  uses  of 
Rice's  invention.  Their  was  no  publicity  connected 
with  either  of  these  two  building  structures,  and  Roos, 
Brookby,  Birdsey,  and  Avery  testified  that  they  never 
heard  of  Bayer  or  Rice  or  of  any  work  that  these  two 
parties  did  in  connection  with  their  invention  until  sub¬ 
sequent  to  the  time  that  the  interference  in  the  Patent 
Office  was  declared  in  February,  1925. 

In  a  subsequent  section  of  this  brief  we  discuss  the 
law  as  it  pertains  to  notice,  but  it  may  be  here  stated 
that  the  law  is  definitely  settled  that  no  party  can  be 
charged  with  notice  unless  such  a  notice  or  advertise- 
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ment  is  published  in  obedience  to  some  positive  law  or 
legal  order.  The  law  is  to  the  effect  that  in  order  to 
charge  a  party  with  notice  it  must  be  positively  shown 
that  the  party  must  have  seen  or  read  the  publication 
or  had  direct  knowledge  of  it,  and  that  a  party  cannot 
be  charged  with  constructive  or  implied  notice  of  the 
contents  of  a  publication  even  when  the  party  is  shown 
to  be  a  subscriber  to  the  publication  and  even  though 
a  copy  of  the  publication  has  been  received  by  him  and 
marked.  Actual  notice  can  only  be  established  when  the 
publication  has  been  shown  to  have  been  read  by  the 
party  charged  with  the  notice. 

Tlie  disclosure  in  Rice  Exhibit  F  respecting  Bayer’s 
British  patent  is  very  meagre,  indefinite,  and  lion-conclu¬ 
sive.  It  reads  as  follows: 

“Porous  building  materials.  E.  C.  Bayer.:  Brit. 
203,718,  Sept.  11,  1923.  Cement,  plaster,  etc.,  are 
rendered  porous  by  the  addn.  of  a  foam-developing 
substance  and  the  injection  of  gas  under  pressure 
during  mixing,  or  by  the  addn.  of  an  already  pro¬ 
duced  foam  during  manuf.  Suitable  addns.  are  mu¬ 
cilage  to  which  may  be  added  gelatin  and  IiCHO, 
and  soap  solns.  Instead  of  injecting  air,  COu,  etc., 
CaCo  mixed  with  a  substance  to  reduce  the  rate  of 
emission  of  CPPL  may  be  employed.  Suitable  re¬ 
strainers  are  resins,  pitch,  tar,  oils,  fusible  silicates, 
and  other  salts,  which  are  mixed  with  the  carbide 
with  the  aid  of  solvents  or  heat.” 

i 

The  entire  disclosure  of  the  Bayer  British  patent  ap¬ 
pearing  in  this  publication  which  is  at  all  relevant,  and 
we  deny  this,  is  contained  in  the  following  words: 

t 

“  Cement,  plaster,  etc.,  are  rendered  porous  .  .  . 
by  the  addn.  of  an  already  produced  foam  during 
manuf.” 

Roos  never  saw  this  publication,  and  even  if  he  had, 
how  could  such  a  meagre  disclosure  of  Bayer’s  inven¬ 
tion  constitute  the  act  that  Rice  now  alleges  impelled 
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or  spurred  Roos  into  activity  in  filing  his  patent  appli¬ 
cation!  The  publication  did  not  appear  until  March  10, 
1924,  and  this  was  subsequent  to  the  time  that  Roos  actu¬ 
ally  had  reduced  his  invention  to  commercial  use  as  tes¬ 
tified  to  by  Allison,  Brookby,  Birdsey,  and  Pooler  when 
commercial  cellular  core  wallboard  was  made  at  Fort 
Dodge  with  foam  carried  in  buckets  or  tubs  from  the 
foam  cell  on  the  fioor  in  the  board  plant  to  the  wall- 
board  machine. 

It  is  this  disclosure  of  Rice  Exhibit  F  that  Rice 
urges  constituted  notice  to  Roos  of  the  fact  that  Bayer 
had  entered  the  field.  But  Rice  has  urged,  as  against 
Bayer,  that  the  whole  of  Bayer’s  disclosure  appearing  in 
his  patent  application  is  insufficient  and  incomplete. 
And,  as  against  Roos,  Rice  has  urged  that  this  meagre 
excerpt,  alleged  to  describe  Bayer’s  invention,  was  the 
notice  that  spurred  Roos  into  activity.  That  these  two 
contentions  of  Rice  are  wholly  inconsistent  is  apparent. 
How  could  an  incomplete  and  inoperative  description  of 
Bayer’s  invention  serve  any  purpose  whatsoever  as  no¬ 
tice  to  Roos  that  Bayer  had  entered  the  field! 

This  Court  in  Pyzcl  v.  Blark,  58  App.  D.  C.  16,  24  Fed. 
(2d)  281  (1928),  awarded  priority  to  the  junior  party 
Black  for  an  invention  involving  a  process  and  apparatus 
for  refining  petroleum  oil  because  it  was  not  shown  that 
there  had  been  suppression  or  concealment  of  the  inven¬ 
tion  by  Black,  and  it  did  not  appear  that  he  was  induced 
to  file  his  application  for  patent  through  knowledge  of 
his  adversary’s  activity.  The  Court,  speaking  through 
Mr.  Justice* Robb,  said: 

“There  is  no  evidence  that  there  was  any  injunc¬ 
tion  of  secrecy  as  to  either  the  process  or  the  appa¬ 
ratus,  although  the  general  public  was  not  admitted 
to  the  plant.  There  has  been  no  assignment  of  this 
invention  to  the  Standard  Oil  Company.  In  1919 
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Mr.  Black  left  the  Standard  Oil  Company  and  took 
employment  with  the  Pan-American  Petroleum  & 
Transport  Company.  It  is  in  evidence  that  he  there¬ 
after  made  various  installations  embodying  his  in¬ 
vention  for  that  company.  It  does  not  appear  that 
Black  was  induced  to  file  an  application  through 
knowledge  of  his  adversary’s  activity. 

•  •  •  •  ♦  m  |  • 

“In  the  present  case  there  was  no  suppression  of 
the  invention  by  Black.  Its  extensive  exploitation 
over  such  a  long  period  by  the  Standard  Oil  Com¬ 
pany,  under  the  circumstances  disclosed,  negatives 
a  finding  of  suppression,  especially  in  view  of  the 
fact  that  Mr.  Black  left  the  employ  of  that  company 
without  making  an  assignment  to  it  of  the  invention. 
As  pointed  out  by  the  board  and  the  Commissioner, 
the  question  here  is  not  whether  Black’s  patent  ow¬ 
ing  to  the  bar  of  public  use  is  valid,  but  whether  on 
the  record  before  us,  he  is  entitled  to  an  award  of 
priority.  We  agree  with  the  Commissioner  that  he 
is.  See  Rolfe  v.  Kai sling,  32  App.  D.  C.  582;  Gas¬ 
man  v.  Gillette,  36  App.  D.  C.  440;  Lederer  v. 
Walker,  39  App.  D.  C.  122;  Stewart  v.  Thomas,  42 
App.  D.  C.  222.  The  decision  is  affirmed.”  j 

In  Honda  v.  Brace,  58  App.  D.  C.  24;  24  Fed.  (2d)  466, 
this  Court  had  before  it  an  interference  proceeding 
awarding  priority  of  invention  to  Brace.  The  invention 
related  to  permanent  magnets  of  an  alloy  steel  contain¬ 
ing  cobalt  and  a  metal  of  the  chromium  group.  It  ap¬ 
peared  that  Brace  tested  such  magnets  though  thei  pieces 
were  not  of  such  shape  and  dimension  suitable  for  use  as 
permanent  magnets  in  instruments.  The  issue  counts  de¬ 
scribing  the  invention,  however,  were  not  limited  to  mag¬ 
nets  of  any  particular  shape  or  configuration.  Brace  did 
not  file  his  application  for  patent  until  after  Japanese 
patents  had  issued  to  Honda  and  copies  of  such  patents 
had  been  filed  in  the  Patent  Office  Library.  Honda 
urged  that  Brace  was  not  entitled  to  an  award  of  priority 
because  Brace  had  forfeited  his  right  by  concealment 
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and  delay  in  filing  his  application.  On  behalf  of  Brace 
it  was  established  that  he  was  the  first  to  conceive  and 
the  first  to  reduce  to  practice,  and  this  Court,  speaking 
through  Mr.  Justice  Robb,  held  that  as  a  consequence 
thereof  the  question  of  diligence  on  the  part  of  Brace 
was  not  involved.  The  Court  said: 

“The  question  of  diligence  is  not  involved,  because 
Brace  was  the  first  to  conceive  and  the  first  to  reduce 
to  practice.  Hubbard  v.  Berg ,  40  App.  D.  C.  577. 
Where  an  alleged  reduction  to  practice  has  been  fol¬ 
lowed  by  a  period  of  inactivity,  and  the  filing  of  an 
application  has  been  induced  by  knowledge  of  the 
entrv  into  the  field  bv  an  adversary  we  have  held 
that  what  was  done  amounted  to  nothing  more  than 
an  abandoned  experiment;  but  where,  as  here,  prior 
reduction  to  practice  by  the  first  to  conceive  has 
been  clearly  established  and  there  has  been  no  sup¬ 
pression  of  the  invention  by  him,  he  is  entitled  to  an 
award  of  priority.  Rolfe  v.  Kaisling,  32  App.  D.  C. 
582;  Lederer  v.  Walker,  39  App.  D.  C.  122. 

“The  decision  appealed  from  is  correct,  and  is 
affirmed.” 

Because  Roos  delayed  in  filing  his  patent  application 
after  he  reduced  his  invention  to  practice  in  August,  1922, 
and  because  the  United  States  Gypsum  Company  did  not 
make  continuous  commercial  use  of  Roos’  invention  until 
June,  1924,  it  cannot  be  held  that  these  facts  indicated 
an  intention  on  the  part  of  Roos  or  the  United  States 
Gypsum  Company  to  suppress  or  conceal  Roos’  inven¬ 
tion  from  the  public.  The  record  is  replete  with  Roos’ 
activities  subsequent  to  August,  1922.  Those  activities 
on  the  part  of  Roos  in  designing,  constructing,  building 
and  testing  the  machinery  of  Roos  Exhibit  16,  nega¬ 
tive  any  idea  that  Roos  was  inactive  in  perfecting  his 
invention  for  commercial  adaptation.  The  question  of 
diligence  only  arises  when  an  inventor  fails  promptly  to 
reduce  to  practice.  This  is  the  rule  of  law  established 
by  this  Court. 
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In  McBerty  v.  Cook ,  16  App.  D.  C.  133.,  1900  C.  D.  248, 
this  Court,  speaking  through  Judge  Shepard,  held: 

“.  .  .  In  our  opinion  the  delay  of  Cook  in  ap¬ 
plying  for  a  patent  or  in  making  commercial  use  of 
his  invention  was  not  such  as  to  indicate  an  intention 
to  suppress  or  conceal  his  invention  from  the  public 
that  would  subordinate  his  right  to  that  of  McBerty, 
who  promptly  applied  for  and  obtained  a  patent. 
It  is  not  necessary  to  detail  the  evidence  explanatory 
of  the  delay.  ...  I 

“The  facts  are  not  sufficient  to  bring  the  case 
within  the  rule  enounced  in  Mason  v.  Hepburn  (C. 
D.,  1898,  510;  84  0.  G.  147;  13  App.  D.  0.  86)  and 
Warner  v.  Smith  (C.  D.  1898,  517;  84  0.  G.  311;  13 
App.  D.  C.  Ill),  and  that  rule  will  not  be  extended 
to  any  case  not  coming  clearly  within  it.  The  case 
falls  rather  within  the  governing  principle  of  the 
later  case  of  Esty  v.  Newton  (C.  D.,  1899,  284;  SO 
0.  G.  799;  14  App.  D.  C.  50).  As  was  said  in  that 
case,  delay  is  often  a  potent  circumstance  in  aid  of 
the  determination  in  a  case  not  otherwise  clear  of 
the  question  whether  an  invention  had  been  success¬ 
fully  reduced  to  practice  or  had  resulted  in  nothing 
more  than  an  abandoned  experiment.  That  point 
does  not  occur  in  the  case  at  bar,  because,  as  stated 
in  the  beginning,  the  evidence  of  actual  and  success¬ 
ful  reduction  to  practice  is  ample.' ’ 


In  Oliver  v.  Felbel ,  20  App.  D.  C.  255,  1902  C.  |D.  565, 
this  Court  said,  when  defining  the  diligence  required  of 
an  inventor,  that: 


“The  diligence  required  of  an  inventor  is  diligence 
rather  in  the  reduction  of  his  invention  to  practice 
than  in  application  to  the  Patent  Office  or  in  manu¬ 
facturing  his  device  for  public  use.  It  is  very  true, 
as  we  held  in  Mason  v.  Hepburn ,  Warner  v.  Smith, 
and  other  cases,  that  delay  long  and  unexplained, 
and  vielding  to  activitv  onlv  when  the  knowledge 
comes  of  the  entrance  of  a  rival  on  the  field,  is  al¬ 
ways  presumptive  evidence  that  what  is  claimed  to 
have  been  reduction  to  practice  was  no  more  in  fact 
than  an  unsatisfactory  or  abandoned  experiment. 
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But  when  reduction  to  practice  has  been  satisfac¬ 
torily  shown,  and  there  is  no  unreasonable  or  un¬ 
explained  delay,  there  is  no  law  that  would  bar  the 
first  or  original  inventor  of  his  right.  In  order  to 
give  to  delay  the  effect  of  destroying  such  a  right, 
there  must  be  some  circumstance  of  concealment, 
suppression  or  abandonment  of  the  invention.  ’  ’ 


In  Smith  v.  Brooks.  24  App.  D.  C.  75;  1904  C.  D.  672, 
this  Court  held  that  proof  of  actual  reduction  to  practice 
overcomes  the  presumption  of  an  abandoned  experiment 
arising  from  a  delay  of  over  three  years  and  a  half  be¬ 
tween  the  date  of  reduction  to  practice  and  the  filing  of  a 
patent  application  and  upwards  of  two  years  and  eight 
months  after  the  filing  date  of  his  opponent.  In  this  case 
crudeness  of  the  operative  machine  did  not  discredit  it 
as  a  successful  embodiment  of  the  invention.  The  Court 

found  this  operative  machine  to  be  “fairly  successful 

% 

in  its  operation."  In  the  Patent  Office,  Smith,  the  senior 
party,  was  awarded  priority  by  the  Examiner  of  Interfer¬ 


ences.  The  other  Tribunals  of  the  Patent  Office  reversed 


the  Examiner  of  Interferences.  Brooks  alleged  concep¬ 
tion  of  his  invention  in  1894,  alleged  disclosure  in  1895, 
and  alleged  reduction  to  practice  in  June,  1896,  when  he 
made  a  full-sized  typewriter  that  was  successfully  oper¬ 
ated.  Brooks  filed  his  application  on  February  20, 1900 — 
more  than  three  years  and  a  half  after  his  reduction  to 
practice.  In  the  interim,  Smith  filed  his  application  in 
June,  1897 — more  than  two  years  and  a  half  before  Brooks’ 
filing  date.  Before  this  Court  the  controversy  was  re¬ 
stricted  to  the  question  whether  the  acts  by  Brooks  of 
constructing  and  operating  his  typewriting  machine  in 
June,  1896,  constituted  a  reduction  to  practice  or  was 
“no  more  than  an  abandoned  experiment.”  The  Court 
held  that  Brpoks  reduced  his  invention  to  practice  in 
1896  and  awarded  priority  of  invention  to  Brooks — this 
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in  spite  of  the  fact  that  Brooks  delayed  more  than  three 
years  and  a  half  after  his  reduction  to  practice  before 
he  filed  his  application  for  patent.  The  Court,  speaking- 
through  Mr.  Justice  Morris,  said: 

“The  investigation,  therefore,  is  reduced  to  the 
inquiry  whether  there  is  sufficient  testimony  in  the 

case  to  rebut  the  presumptions  against  Brooks  and 
to  show  satisfactorily  that  the  machine  of  1896  was 
successfully  operated,  and  was  consequently  a  suc¬ 
cessful  reduction  of  the  invention  to  practice. 

“There  is  onlv  one  witness,  besides  Brooks  him- 

v  7 

self,  to  the  fact  that  the  machine  of  1896  was  suc¬ 
cessfully  operated  in  that  year.  This  is  one  Charles 
H.  Shepard,  a  competent  mechanic,  whose  testimony 
is  not  in  any  manner  impeached,  and  who  testified 
that,  at  the  time  of  the  completion  of  the  machine, 
he  operated  it  to  some  extent  himself,  that  he 
operated  it  on  numerous  other  occasions  subse¬ 
quently,  that  the  machine  was  complete  in  all  its  de¬ 
tails  and  its  operation  was  fairly  satisfactory,  and 
that  the  machine  was  under  his  own  personal  ob¬ 
servation  for  several  months.  This  testimony,  al¬ 
though  it  may  be  subject  to  some  criticism,!  is  sub¬ 
stantially  to  the  point;  and  we  see  no  reason  to  dis¬ 
regard  it.  Unless  we  do  disregard  it,  we  see  no 
escape  from  the  conclusion  that  the  Brooks  machine 
of  1896  was  a  fairly  successful  embodiment  of  the 
invention  in  question  and  an  operative  machine — al¬ 
though,  no  doubt,  not  as  successful  an  embodiment 
of  the  idea  as  the  subsequent  constructions.  But  the 
comparative  crudeness  of  an  original  construction, 
as  contrasted  with  subsequent  machines,  is  no 
ground  for  the  refusal  of  the  merit  of  operative 
success.  Few  or  none  of  the  great  inventions  of  the 
world  have  been  perfect  in  the  first  instance;  but 
the  credit  of  invention  is  not  for  that  reason  to  be 
denied  to  their  authors. 

•  •  •  #  •  •  •  •  •  • 

“We  think  this  case  falls  into  the  categorv  of  Feb 
bel  v.  Oliver  (C.  D.  1902,  315;  100  O.  G.  2175;  20 
App.  D.  0.  255);  Esty  v.  Newton  (0.  D.  1899,  284; 
86  O.  G.  799;  14  App.  D.  C.  50);  McBerty  v.  Cook 
(C.  D.  1900,  248;  90  O.  G.  2295;  16  App.  I).  C.  133) ; 
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and  Roe  v.  Hanson  (C.  D.  1902,  546;  99  0.  G-.  2550; 
19  App.  D.  C.  559) ;  rather  than  into  the  class  which 
comprises  the  cases  of  Mason  v.  Hepburn  (C.  D. 
1898,  510;  84  O.  G.  147;  13  App.  D.  C.  86);  and 
Warner,  v.  Smith  (C.  D.  1898,  517;  84  0.  G.  311;  13 
App.  D.  C.  111).” 

The  Court  of  Appeals  of  the  District  of  Columbia  and 
the  Patent  Office  Tribunals  have  repeatedly  held  that  de¬ 
lay  of  an  inventor  in  filing  his  patent  application  after 
he  reduced  the  invention  to  practice  cannot  affect  his 
rights. 

In  Walker  v.  Lederer,  1912  C.  I).  177,  where  the  suc¬ 
cessful  party  delayed  filing  his  patent  application  ap¬ 
proximately  four  years  after  reducing  the  invention  to 
practice,  the  Commissioner  stated  that  he  did  not  know 
of  any  case  where  a  patent  had  been  refused  solely  on 
the  ground  of  delay  in  filing  the  application  after  the  in¬ 
vention  had  been  reduced  to  practice;  in  Hubbard  v. 
Berg,  supra,  the  successful  party  delayed  filing  his  ap* 
plication  for  nearly  three  years  after  he  had  reduced  the 
invention  to  practice;  in  Landa  v.  Kavle,  1910  C.  D.  149, 
there  was  a  delay  of  two  and  one-half  years;  in  Smith 
v.  Brooks,  24  App.  I).  C.  75,  1904  C.  D.  223,  there  was  a 
delay  of  over  three  and  a  half  years;  in  Rolfe  v.  Kaisling 
v.  Leeper,  32  App.  D.  C.  582,  1909  C.  I).  393,  there  was 
a  delay  of  about  four  years;  in  Rose  v.  Clifford  v.  Newell , 
31  App.  I).  O.  195,  1908  C.  D.  457,  there  was  a  delay  for 
over  three  years;  in  Gaisman  v.  Gillette,  36  App.  D.  C. 
440,  1911  C.  D.  319,  there  was  a  delay  of  nearly  three 
years;  in  Aufiero  v.  Monnot,  46  App.  I).  C.  297,  1917  C.  D. 
1S3,  there  was  a  delay  of  over  three  years;  in  Rolfe  v. 
Hoffman ,  26  App.  D.  C.  336,  1906  0.  D.  588,  there  was  a 
delay  for  two  years;  in  Seeberger  v.  Russell,  26  App. 
D.  O.  344,  1906  C.  D.  612,  there  was  a  delay  for  two  and 
one-half  years,  and  in  Be  Forest  v.  Meissner,  54  App. 
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D.  C.  391,  298  F.  1006,  there  was  a  delay  of  more  than 
two  years  in  the  filing  of  De  Forest’s  second  patent  appli¬ 
cation. 

In  each  one  of  these  cases  the  delay  (amounting  in 
some  instances  to  four  years)  between  reduction  to  prac¬ 
tice  and  filing  of  the  patent  application  was  held  not  to 
affect  the  right  of  the  first  to  reduce  to  practice. 

The  law  is,  therefore,  clear  that  the  question  of  dili¬ 
gence  is  material  only  against  a  party  who  was  not  the 
first  to  reduce  the  invention  to  practice. 

In  the  case  at  bar,  Roos  was  the  first  to  conceive  and 
the  first  to  reduce  to  practice.  As  a  matter  of  fact  Roos’ 
conception  and  actual  reduction  to  practice  of  the  inven¬ 
tion  was  prior  to  the  entry  of  either  Rice  or  Bayer  in  the 
field.  Under  these  circumstances,  the  delay  on  the  part 
of  Roos  of  less  than  two  years  in  filing  his  patent  appli¬ 
cation  is  immaterial. 
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ABANDONMENT  OF  AN  INVENTION  SUCH  AS 
WOULD  DEPRIVE  THE  FIRST  AND  TRUE  IN¬ 
VENTOR  MUST  BE  PROVED  AFFIRMATIVELY. 
CONSIDERATION  ALWAYS  GIVEN  TO  CIRCUM¬ 
STANCES  EXCUSING  THE  DELAY,  ABANDON¬ 
MENT  WILL  NEVER  BE  PRESUMED.  DILI¬ 
GENCE  IN  MAKING  AND  COMPLETING  THE 
INVENTION  MUST  BE  DISTINGUISHED  FROM 
DILIGENCE  IN  PATENTING  THE  SAME.  ROOS 
HAVING  BEEN  THE  FIRST  TO  COMPLETE  THE 
INVENTION,  THERE  IS  NO  LAW  BARRING  HIM 
TO  HIS  RIGHT  TO  THE  PATENT  BECAUSE  OF 
HIS  DELAY  OF  TWO  YEARS  IN  FILING  HIS 
PATENT  APPLICATION.  THE  LAW  ENCOUR¬ 
AGES  SUCH  DELAY  AS  IS  REQUIRED  TO  TEST 
THE  THOROUGHNESS  AND  UTILITY  OF  IN¬ 
VENTIONS  AND  PREVENT  THE  PATENT  OFFICE 
FROM  BEING  OVERLOADED  WITH  APPLICA¬ 
TIONS  FOR  CRUDE  AND  INCOMPLETE  DEVICES. 

Vast  Commercial  Use  of  Roos’  Invention  Negatives  Any 
Inference  of  Abandonment  of  His  Invention. 

Roos  is  the  only  party  to  this  suit  whose  invention  has 
been  utilized  on  a  large  commercial  scale.  The  United 
States  Gypsum  Company  is  the  largest  manufacturer  and 
producer  of  gypsum  products  in  America  and  it  applied 
Roos'  invention,  through  the  medium  of  the  machine  of 
Roos'  Exhibit  16,  to  one  of  its  straight-line  opera¬ 
tion  wallboard  machines  as  early  as  June,  1924.  Since 
that  time  it  has  manufactured  and  sold  vast  quantities 
of  wallboard.  The  Roos  invention  has  since  been  ap¬ 
plied  universally  in  all  the  wallboard  plants  owned  and 
operated  by  the  Gypsum  Company. 
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The  data  recorded  on  Roos  documentary  i  Exhibit 
25  (Tr.  Vol.  Ill,  pp.  976-983)  pertain  to  actual  manufac¬ 
turing  operations  at  the  Ft.  Dodge  plant,  and  specifically 
to  the  foam  machine  of  Exhibit  16  and  to  the  straight- 
line  production  wallboard  machine  employed  in  connec¬ 
tion  therewith  for  manufacturing  cellular  core  wallboard. 

Roos  Exhibit  25  shows  that  for  the  week  ending 
November  1st,  1924,  1,158,771  feet  of  wallboard  incorpo¬ 
rating  the  cellular  core  were  manufactured  at  the  rate 
at  8900  feet  per  hour;  that  for  the  week  ending  Novem¬ 
ber  8th,  1924,  1,250,150  feet  of  cellular  core  wallboard 
were  manufactured;  that  for  the  week  ending  November 
15th,  1924,  1,466,344  feet  of  cellular  core  wallboard  were 
manufactured;  that  for  the  week  ending  November  22nd, 
1924,  1,406,304  feet  of  cellular  core  wallboard  were 
manufactured;  that  for  the  week  ending  November  29th, 
1924,  1,093,887  feet  of  cellular  core  wallboard  were  manu¬ 
factured;  that  for  the  week  ending  December  6th,  1924, 
1,457,408  feet  of  cellular  core  wallboard  were  manufac¬ 
tured;  that  for  the  week  ending  December  13th,  1924, 
1,298,551  feet  of  cellular  core  wallboard  were  manufac- 

i 

tured;  that  for  the  week  ending  December  20th,  1924, 
1,005,652  feet  of  cellular  core  wallboard  were  manufac¬ 
tured;  and  for  the  week  ending  January  3rd,  1925,  802,- 
784  feet  of  cellular  core  wallboard  were  manufactured, 
or  a  total  of  10,939,851  feet  of  cellular  core  wallboard 
beginning  with  the  week  ending  November  1st,  1924, 
through  the  week  ending  January  3rd,  1925.  Data  are 
also  recorded  on  this  Exhibit  25  showing  the  produc¬ 
tion  of  cellular  core  wallboard  at  the  Ft.  Dodge  plant 
during  the  month  of  February,  1925  (Tr.  Vol.  II,  pp. 
234-235).  | 

The  foregoing  statistics  all  pertain  to  the  Ft.  Dodge 
plant  alone  for  the  periods  mentioned.  This  production 
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was,  of  course,  greatly  enhanced  by  that  from  the  other 
wallboard  plants  of  this  Company.  The  utilization  of  the 
Roos  invention  for  commercial  manufacture  on  such  a 
vast  scale  conclusively  negatives  any  idea  that  Roos’ 
invention  was  an  abandoned  experiment  or  that  there 
was  any  intent  to  conceal  it  or  that  its  commercial  adap¬ 
tation  was  stimulated  to  activitv  bv  the  entrv  of  some- 
one  else  into  the  field. 

Birdsev  in  the  case  at  bar  testified  that  it  was  his 
% 

recollection  that  the  first  commercial  wallboard  manu¬ 
factured  in  accordance  with  the  Roos  process  was  some 
time  early  in  1924.  The  United  States  Gypsum  Com¬ 
pany  are  using  exclusively  the  Roos  process  for  manu¬ 
facturing  wallboard  and  have  manufactured  about 
3,000,000,000  square  feet  of  it.  The  sales  value  of  this 
amount  of  wallboard  is  in  excess  of  $75,000,000.  This 
quantity  of  wallboard  when  extended  into  a  strip  4  feet 
wide,  the  standard  width,  would  go  around  the  earth 
above  five  times  or,  in  other  words,  an  automobile  road 
20  feet  wide  could  be  constructed  of  it  and  a  three-lane 
traffic  road  thus  extended  around  the  earth  at  the  equa¬ 
tor  (Tr.  Vol.  II,  p.  603). 

Anv  inference  of  concealment  or  that  the  activities  of 
•> 

Roos  when  the  tile  was  made  in  August,  1922.  and  the 
wallboard  in  October,  1922,  were  abandoned  experiments 
is  completely  refuted  by  Roos’  subsequent  conduct  in 
proceeding  to  devise  the  machinery  of  Exhibit  16  which 
was  necessary  to  put  his  invention  into  extensive  com¬ 
mercial  use. 

The  invention  went  into  extensive  commercial  produc¬ 
tion  in  June,  1924,  two  years  after  the  conception  of  the 
invention  in  June,  1922,  and  considerablv  less  than  two 
years  after  reduction  to  practice. 

And  this  extensive  commercial  production  began  eight 
months  prior  to  the  declaration  of  interference,  which 
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was  when  Roos  first  learned  that  anyone  else  was  using 
the  invention.  It  has  continued  unabated. 

We  submit,  therefore,  that  Roos  is  the  first  inventor 

i  __ 

and  entitled  to  award  of  priority  as  held  by  the  Patent 
Office  Tribunals,  since  he  not  onlv  conceived  but  actually 
reduced  to  practice  prior  to  the  time  that  either  Bayer 
or  Rice  entered  the  field.  All  these  facts  and  circum¬ 
stances  constitute  ponderable  evidence  that  Roos’  inven¬ 
tion  was  never  abandoned. 

Birdsey  testified  that  the  wallboard  manufacturing 
machine  is  entirely  automatic,  maintaining  quality  con¬ 
trol  of  the  product  at  all  times.  It  manufactures  wall- 
board  in  4-foot  strips  at  the  rate  of  about  80  feet  per 
minute,  or  about  20,000  square  feet  per  hour.  The  wit¬ 
nesses,  Allison,  Roos,  Brookby  and  Birdsey,  have  further 
described  the  intricacy  of  the  machine  of  Roos  Exhibit 
16,  which  must  operate  without  fail  to  produce  a  uniform 
quality  of  wallboard  at  the  rates  specified  above. 

Rice’s  witness  Allison  testified  concerning  the  intricate 
and  novel  features  of  the  Roos  foam  cell  forming  a  part 
of  the  machine  of  Roos  Exhibit  16.  Allison  said  it  was 
nothing  at  all  like  a  flotation  cell  (Tr.  Vol.  II,  pp.  344- 
345).  This  testimony  of  Rice’s  witness  Allison  is  further 
corroborated  by  Roos’  witness  Hoskin,  a  flotation  ex¬ 
pert,  who  attempted  to  produce  a  tenacious  foam,  such 
as  the  Gypsum  Company  employs  in  practicing  the  Roos 
invention,  by  utilizing  flotation  cells.  Hoskin  was  un¬ 
successful  in  his  attempts  and  gave  as  his  opinion  that 
no  type  of  flotation  cell  could  be  modified  to  produce  a 
tenacious  foam  such  as  the  Gypsum  Company  requires. 
A  flotation  cell  is  adapted  to  perform  an  entirely  dif¬ 
ferent  function  than  Roos’  foam  cell  (Tr.  Vol.  II,  p.  521). 

Rice’s  witness  Allison  also  testified  that  the  foam  cell 
had  to  produce  about  7  cubic  feet  of  uniform,  fine  grained 
and  dry  foam  for  every  thousand  square  feet  of  wall- 
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board.  It,  therefore,  appears  from  the  testimony  that 
the  Roos  foam  cell,  when  hooked-up  with  a  standard  wall- 
board  manufacturing  machine,  had  to  generate  about  140 
cubic  feet  of  such  foam  every  hour  (Tr.  Vol.  II,  p.  347). 

Of  course,  it  took  considerable  time,  ingenuity  and  ex¬ 
perimentation  to  devise  the  intricate  machinery  of  Roos 
Exhibit  16,  in  spite  of  the  fact  that  Rice  at  the  trial 
endeavored  to  show  that  this  machine  could  have  been 
designed  in  a  few  months. 

But  we  find  Rice,  the  appellant  here,  also  being  required 
to  make  a  separate  invention  for  the  purpose  of  practic¬ 
ing  his  process.  This  is  evidenced  by  Roos  Exhibit  33, 
which  is  a  patent  issued  to  Rice  under  date  of  April  8, 
1930,  on  an  application  filed  by  Rice  on  October  26,  1926 
(Tr.  Vol.  Ill,  pp.  996-1004).  Rice’s  sporadic  attempts 
to  employ  his  invention  in  the  building  of  the  Lake 
Tahoe  lodge  and  the  Maybeck  residence  were  not  con¬ 
fronted  with  the  same  problems  as  were  presented  to 
Roos  for  solution  in  commercially  adapting  Roos’  inven¬ 
tion.  Rice  alleges  that  lie  commerciallv  used  his  inven- 
lion  for  the  first  time  in  October,  1923,  when  he  built 
the  lodge  at  Lake  Tahoe.  This  lodge  was  nothing  more 
than  a  dugout  and  was  easilv  made  bv  the  so-called 
batch  process.  Rice  admitted  that  Exhibit  7,  the  ma¬ 
chine  with  which  this  work  was  done,  could  not  be  used 
in  a  continuous  process  of  manufacturing  foam  (Tr.  Vol. 
II,  p.  146),  and  when  Rice  wanted  to  make  a  real  com¬ 
mercial  use  pf  his  invention,  he  was  obliged  to  create 
and  invent  a  new  machine,  as  evidenced  by  his  patent 
Xo.  1,753,249,  Roos  Exhibit  33.  In  the  body  of  this  pat¬ 
ent  it  is  shown  that  it  was  not  filed  in  the  Patent  Office 
until  three  years  after  Rice  constructed  the  lodge  at  Lake 
Tahoe.  Rice’s  patent  states  that  it  is  an  apparatus  for 
producing  tenacious  foam  for  use  with  the  invention  de¬ 
scribed  in  Rice’s  application  involved  in  the  case  at  bar. 
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So,  in  view  of  the  fact  that  Rice  was  obliged  to  create 
and  invent  a  new  machine  to  enable  him  to  produce  foam 
continuously,  we  dismiss  here  and  now  all  of  the  patents 
that  are  contained  in  Rice’s  stipulated  Exhibit  D,  on 

which  Rice’s  alleged  expert  witness,  Marshall,  based  his 
opinion  that  Roos  could  have,  within  a  very  short  time, 
made  and  completed  the  intricate  machinery  of  Roos  Ex¬ 
hibit  16.  Hindsight  is  always  better  than  foresight,  and 
what  appeared  to  Roos  in  1922  and  1923  as  difficult,  in¬ 
tricate  and  unobvious  may  now  in  1932,  in  the  light  of 
Roos’  teachings  and  accomplishments,  seem  perfectly 
simple  and  obvious  to  the  array  of  alleged  experts  which 
Rice  has  paraded  before  this  Court. 

Roos’  conduct  in  perfecting  the  intricate  machine  of 
Exhibit  16,  and  the  conduct  of  the  United  States 
Gypsum  Company  in  universally  adopting  the  Roos  in¬ 
vention  in  all  of  its  wallboard  plants,  beginning  as  early 
as  June,  1924,  constitute  ponderable  evidence  of  the  most 
convincing  character  that  there  was  no  abandonment  of 
the  invention  on  the  part  of  Roos  or  his  assignee,  or  any 
intention  to  conceal  it.  These  facts,  moreover,  negative 
any  inference  that  the  reduction  to  practice  of  the  in¬ 
vention  in  August,  1922,  was  an  unsuccessful  or  aban¬ 
doned  experiment. 

In  order  to  sustain  the  charge  of  abandonment,  this 
Court  has  held  that  abandonment  must  be  strictly  proved 
and  will  never  be  presumed. 

In  re  appeal  of  Mower  ( C.  D.  1899,  395 ;  88  0.  G.  191 ; 
15  App.  D.  C.  144)  this  Court  held  as  a  general  proposi¬ 
tion  that — 

there  can  be  no  abandonment  of  the  right  to  a 
patent,  unless  such  abandonment  be  affirmatively 
proved. 

In  Oliver  v.  Felbel  (C.  D.  1902,  565;  100  0.  G.  2384; 
20  App.  D.  C.  255)  this  Court  said:  j 


176 


But  when  reduction  to  practice  has  been  satis¬ 
factorily  shown,  and  there  is  no  unreasonable  or 
unexplained  delay,  there  is  no  law  that  would  bar 
the  first  or  original  inventor  of  his  right.In  order 
to  give  to  delay  the  effect  of  destroying  such  a 
right,  there  must  be  some  circumstance  of  conceal¬ 
ment,  suppression  or  abandonment  of  the  inven¬ 
tion. 

It  was  ruled  in  Lederer  v.  Walker  (C.  D.  1912,  560; 
182  O.  G.  511;  39  App.  D.  C.  122)  that— 

The  right  of  the  first  inventor  who  has  actually 
reduced  to  practice  has  always  been  respected 
where  there  is  no  doubt  of  actual  reduction  to 
practice,  and  consideration  has  always  been  given 
to  the  circumstances  excusing  the  delay. 

Hubbard  v.  Berg  (C.  D.  1913,  460:  195  ().  G.  818;  40 
App.  D.  C.  577)  is  authority  for  the  proposition  that — 

Abandonment  must  be  strictly  proved,  and  will 
never  be  presumed. 

It  was  also  said  in  the  same  case  that — 

it  is  a  fundamental  principle  of  patent  law  that 
the  first  to  reduce  to  practice  is  prim  a  facie  the 
first  inventor  and  entitled  to  a  patent.  (Paul  v. 
Johnson,  C.  D.  1904,  610;  109  ().  G.  807;  23  App. 
D.  O.  187.) 

To  the  same  effect  is  the  decision  of  this  Court  in 
Dickinson  v.  Smnehart,  49  App.  D.  C.  222,  1920  C.  D. 
151,  where  Mr.  Justice  Smyth  said: 

“Dickinson,  as  we  have  said,  was  the  first  to  con¬ 
ceive  and  disclose  the  invention.  This  is  clearlv 
established.  Was  he  diligent  between  the  disclosure 
and  the  date  on  which  he  filed  his  application  ?  The 

diligence  required  is  not  extraordinary.  It  needs  to 
be  only  reasonable  under  the  circumstances  of  the 
case,  nor  does  it  ‘involve  uninterrupted  effort  nor 
the  concentration’  of  all  the  applicant’s  energies 
upon  the  single  enterprise. 
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“All  these  witnesses  were  intelligent  men,  familiar 
with  the  subject  about  which  they  testified,  and  with 
the  exception  of  Dickinson,  were  disinterested.  If 
we  believe  them,  and  there  is  no  reason  why  we 
should  not  we  must  conclude  that  during  the  period 
in  question  work  on  the  machine  drawings  was  car¬ 
ried  on  in  the  language  of  Hawkins,  ‘without  inter¬ 
ruption.  ’  Of  course,  it  may  be  that  the  drawings 
could  have  been  made  in  a  shorter  time,  and  that 
every  moment  of  the  inventor’s  time  was  not  given 
to  their  preparation  or  work  in  connection  there¬ 
with;  but  this  was  not  necessary.  ‘The  law/  says 
Judge  Drummond,  ‘looks  with  indulgence  upon  the 
delays  which  arise  from  the  circumstances  of  the 
parties  who  may  make  an  invention,  and  it  is  only 
when  the  invention  is  intentionally  abandoned  or 
neglected  that  the  law  declares  they  shall  I  not  be 
protected  in  their  invention/  ( Sayles  v.  Chicago  <£* 
N.  IF.  R.  R.  Co.y  1  Bliss.,  468.)  There  is  nothing 
here  to  indicate  intentional  abandonment  or  neglect. 
Everything  points  tjo  the  contrary. 


“The  decision  of  the  Patent  Office  is  therefore 
reversed  and  priority  is  awarded  to  Frederick  S. 
Dickinson.  Reversed.”  i 

In  Rolfe  v.  Kaisling  v.  Leeper,  32  App.  D.  C.  582,  1909 
C.  D.  393,  this  Court  had  before  it  an  interference  pro¬ 
ceeding.  The  invention  in  issue  was  awarded  to  Leeper 
even  though  he  had  merely  constructed,  without  test,  the 
electric  circuit  protector — the  invention  in  issue,  i  There 
was  no  evidence  showing  that  Leeper  had  actually  aban¬ 
doned  the  invention,  and  his  failure  to  file  a  patent  ap¬ 
plication  for  about  four  years  was  held  not  to  constitute 
estoppel  by  concealment.  Leeper  constructed  the  device 
ombodving  the  invention  but  did  not  actuallv  test  it  in 
an  electrical  circuit,  and  it  was  held  that  this  was  not 
necessary  since  Leeper ’s  invention,  as  embodied  in 
the  constructed  device,  did  not  require  actual  test  be¬ 
cause  the  condition  of  the  prior  art  indicated  that 
Leeper’ s  device  would  actually  operate  as  intended. 


178 


Judge  Robb,  in  holding  that  Leeper  was  not  estopped  tc 
set  up  his  lights,  based  upon  his  earlier  date  of  concep¬ 
tion  and  reduction  to  practice,  said: 

“There  is  no  controversy  regarding  the  date  to 
which  Leeper  is  entitled,  which  is  earlier  than  the 
earliest  date  even  claimed  by  Rolfe.  It  is,  however, 
contended  that  Leeper  by  his  long  delay  in  filing  his 
application  is  estopped  to  set  up  his  rights  against 
those  of  Rolfe,  who  was  diligent  both  in  respect  to 
reduction  to  practice  and  in  applying  for  a  patent. 
It  is  true  that  Leeper ’s  application  was  not  filed 
until  May  28,  1904.  It  is  also  true  that  he  did  not 
conceal  or  abandon  his  invention.  The  evidence 
shows  quite  the  contrary.  He  appears  to  have 
realized  its  value,  to  have  discussed  it  freely  with 
ethers,  and  to  have  endeavored  to  interest  men  of 
means  to  exploit  it.  We  do  not  think  the  evidence 
brings  the  case  within  the  doctrine  enunciated  in 
Mason  v.  Ilcpburn  (C.  D.  1898,  510;  84  ().  G.  147: 
13  App.  D.  C.  86),  and  Warner  v.  Smith  (C.  D.  1898, 
517;  84  0.  G.  34;  13  App.  D.  C.  Ill),  but  rather 
under  the  rule  announced  in  Rolfe  v.  Hoffman, 
supra 

Roos,  having  reduced  to  practice  and  not  having  con¬ 
cealed  or  suppressed  his  invention  prior  to  the  time 
that  his  application  for  patent  was  filed,  is  entitled  to  an 
award  of  priority. 

In  Rolfe  v.  Hoffman ,  26  App.  1).  C.  336;  1906  C.  1). 
588,  this  Court  held: 


“That  Rolfe  was  the  first  to  conceive  and  disclose 


the  invention  to  others  is  established  bevond  a  doubt. 
His  case  really  turns  upon  the  weight  that  is  to  be 
given  to  his  three  Exhibits  Xos.  1,  2  and  3.  .  .  . 


If  they  constituted  a  reduction  to  practice  then 
Rolfe  is  entitled  to  an  award  of  priority  for  he  will 
then  have  proven  priority  of  conception,  disclosure 
and  reduction  to  practice,  and,  in  the  absence  of  any 
clearly  proven  abandonment  his  right  to  a  patent 
has  not  become  forfeited  either  to  the  public  or  to 
his  rival.  It  is  true  that  two  years  elapsed  between 
his  alleged  reduction  to  practice  and  the  filing  of 
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his  application  for  patent,  during  which  interval  his 
rival  entered  the  field  and  secured  a  patent.  Such 
a  period  of  delay,  standing  by  itself  does  not  consti¬ 
tute  an  abandonment  of  his  right  to  a  patent  based 
on  priority  of  invention.  An  inventor  having  re¬ 
duced  his  invention  to  practice  is  entitled  to  a  period 
of  two  years  in  which  to  put  the  same  in  public  use 
and  on  sale  without  a  forfeiture  of  his  right  to  re¬ 
ceive  a  patent  based  upon  an  application  filed  before 
the  statutory  bar  has  arisen.  Neither  abandonment 
nor  forfeiture  within  that  period  can  be  presumed 
but  must  be  proven. 

•  *  •  •  •  •  •  •  •  >  • 

i 

“Rolfe  made  these  exhibits  in  December,  1901, 
and  showed  them  to  Wiesinger  and  Schwarze,  both 
of  whom  were  familiar  with  inventions  and  devices 
relating  1o  the  electric  art.  .  .  . 

•  •  •  •  •  •  •  •  •  i  • 

“When  the  exhibits  were  made  and  tested  we 
consider  that  ‘the  work  of  the  inventor  was  finished, 
phvsicallv  as  well  as  mentally’  and  that  there  was 
a  complete  reduction  to  practice. 

“Rolfe  being  the  first  to  conceive,  the  first  to  dis¬ 
close  the  invention  in  controversy  to  others,  who 
thoroughly  understood  it,  and  its  working,  and  the 
first  to  reduce  it  to  practice  is  the  first  inventor  and 
being  such  is  entitled  to  an  award  of  priority,  for 
he  never  abandoned  his  invention  or  concealed  it 
from  the  public.” 

In  Gaisman  v.  Gillette ,  36  App.  D.  C.  440;  1911  C.  D. 
319,  this  Court  held  that  the  mere  making  of  the  device 
was  a  reduction  to  practice,  and  that  the  inventor’s  rights 
were  thereafter  paramount  to  those  subsequently  enter¬ 
ing  the  field  and  could  be  lost  only  by  concealment  or 
suppression  amounting  to  abandonment.  In  this  case 
there  was  a  delay  of  nearly  three  years  between  the  re¬ 
duction  to  practice  by  Gillette  and  the  filing  of  his  ap¬ 
plication.  And,  moreover,  no  test  was  made  of  the  de- 

j 

vice  which  was  a  razor.  The  Court  of  Appeals  in  affirm¬ 
ing  the  decision  of  the  Commissioner  awarding  priority 
to  Gillette,  said: 
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“.  .  .  The  making  of  the  device,  therefora 
amounted  to  a  demonstration  of  utility  and  consti¬ 
tuted  reduction  to  practice.  .  .  . 

“We  rule,  therefore,  that  Gillette’s  invention  was 
complete  in  1902 ;  that  his  status  as  an  inventor  was 
then  established.  In  such  circumstances  an  inven¬ 
tor’s  rights  are  paramount  to  those  who  subse¬ 
quently  enter  the  field,  unless  there  has  been  con¬ 
cealment  or  suppression  amounting  to  abandonment. 
( Rolfe  v.  Hoff  wan,  C.  D.,  1906,  588;  121  O.  G.  1350; 
26  App.  D.  0.  336;  Bose  v.  Clifford,  C.  D.,  1908,  457; 
135  O.  G.  1361;  31  App.  D.  C.  195.)  In  this  case  it 
is  not  even  contended,  much  less  proved,  that  Gil¬ 
lette’s  renewed  activity  early  in  October,  1904,  was 
inspired  by  the  knowledge  that  another  had  entered 
the  field.  Indeed,  it  is  reasonably  certain  that  Gais- 
man  made  no  disclosure  of  the  invention  until  a 
subsequent  time.  Having  perfected  his  invention 
by  reduction  to  practice,  having  taken  steps  to  give 
the  public  the  benefit  of  that  invention  at  the  time 
of  Gaisman’s  entry  into  the  field,  we  do  not  think 
Gillette’s  delay  between  reduction  to  practice  and 
renewed  activity  can  be  said  to  amount  to  such  a 
concealment  or  abandonment  of  the  invention  as  to 
subordinate  the  right  of  Gillette  to  a  patent  to  the 
right  of  Gaisman  thereto.” 

In  Aufiero  v.  Monnot ,  46  App.  D.  C.  297;  1917  C.  D. 
183,  Aufiero  claimed  to  have  completed  the  device  in 
May  or  June,  1910,  and  did  not  file  his  application  for 
more  than  two  years,  that  is,  until  June  12,  1912.  Mon¬ 
not  ’s  application  date  was  held  to  be  November  7,  1910. 
This  Court  said: 

“Having  reduced  the  invention  to  practice,  pri¬ 
ority  must  be  awarded  Aufiero  unless  he  concealed 
or  abandoned  his  invention.  .  .  .  The  mere  fact 
that  h£  delayed  the  filing  of  his  application  is  not 
sufficient  to  deprive  him  of  the  fruits  of  his  discov¬ 
ery.  There  is  no  evidence  that  he  was  induced  to 
file  because  of  any  activity  on  the  part  of  Monnot, 
nor  are  there  any  circumstances  tending  to  impugn 
his  good  faith  in  any  way.  ’  ’ 
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In  Hockley  v.  Henemier ,  48  App.  D.  C.  233;  1919  C.  D. 
182,  where  there  was  a  delay  of  over  three  years  in  filing 
the  application  after  reduction  to  practice,  the  distinc¬ 
tion  between  the  delay  for  applying  for  a  patent  after 
reducing  to  practice  and  lack  of  diligence  in  making  and 
completing  an  invention  was  discussed  by  this  Court  in 
the  following  language: 

“It  must  be  remembered  that  we  are  not  here 
dealing  with  a  case  where  there  is  lack  of  diligence 
in  making  and  completing  an  invention,  but  delay  in 
applying  for  a  patent.  As  said  by  the  Commis¬ 
sioner: 

This  case,  however,  must  not  be  confused  with 
a  case  of  delay  in  completing  the  invention; 
diligence  in  making  an  invention  is  one  thing; 
diligence  in  patenting  it  is  quite  another.  If 
Henemier  had  completed  the  invention  in  1911, 
or  in  1912,  or  in  1913,  his  right  to  a  patent  then 
accrued;  and  the  question  is  only  whether  he  lost 
his  right  against  Hackley  by  his  laches;  or  by 
concealment  or  suppression.  (Mason  v.  Hepburn, 
C.  D.  1898,  510;  84  0.  G.  147;  13  App.  D.  Ci,  86.) 

“The  case,  therefore,  turns  upon  the  question  of 
abandonment  of  the  invention  by  appellee  between 
the  time  he  reduced  to  practice  and  the  date  of  fil¬ 
ing  his  application  in  the  Patent  Office.  On  this 
point  we  have  examined  the  record  with  special  care, 
and  without  stopping  to  review  the  testimony,  agree 
with  the  conclusion  reached  by  the  Commissioner 
and  the  Board  of  Examiners-in-Chief  that  he  has 
not  forfeited  his  rights  by  the  delay.” 

That  Roos  should  not  be  placed  in  a  disadvantageous 
position  because  he  waited  to  file  his  patent  application 
until  he  had  perfected  the  machine  of  Roos  Exhibit 
16  is  in  conformity  with  the  decision  of  this  Court  in 
Lindsey  v.  Bergner ,  56  App.  D.  C.  7 ;  6  Fed.  (2d)  705 
(1925),  wherein  Judge  Robb’s  opinion  included  the  fol¬ 
lowing  : 


i 
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“All  this  testimony  is  reasonable  and  consistent, 
and  bears  all  the  earmarks  of  verity.  As  we  per¬ 
ceive  no  ground  for  discrediting  either  Mr.  Lindsey 
or  his  witnesses,  we  must  find,  as  did  the  Examiner 
of  Interferences  and  the  Board  of  Examiners-in- 
Chief,  that  Lindsey  had  conceived  this  invention 
long  before  Bergner’s  entry  into  the  field,  and  that 
Lindsey  was  reasonably  diligent  early  in  May  of 
1919,  when  Bergner’s  activities  commenced.  Lind¬ 
sey  undoubtedly  had  practically  perfected  a  ma¬ 
chine  embodying  the  counts  of  this  issue  prior  to 
Bergner’s  entry  into  the  field,  and  therefore  might 
have  applied  for  a  patent  thereon;  but  such  a  ma¬ 
chine  was  not  considered  practical  by  either  party. 
What  each  desired  was  a  complete  machine,  includ¬ 
ing  a  depositor.  As  soon  as  this  was  constructed, 
and  the  efficiency  of  the  machine  demonstrated,  the 
application  was  filed.  Indeed,  instructions  to  file 
were  given  some  time  in  advance  of  the  actual  filing 
date,  which,  as  we  have  seen,  was  less  than  three 
months  later  than  the  filing  date  of  Bergner. 

“Lindsey’s  witnesses  were  practical  men,  and 
their  testimony  leaves  no  room  for  doubt  that  they 
not  only  understood  the  disclosures  made  to  them, 
but  that  they  were  familiar  with  the  development  of 
Lindsey’s  early  conception.  In  such  a  situation,  the 
prior  inventor  should  not  be  deprived  of  the  fruits 
of  his  invention,  unless  chargeable  with  unreason¬ 
able  delay  in  perfecting  it,  which  is  not  the  case 
here.” 

The  Courts;  have  endorsed  the  procedure  that  Roos 
followed,  liamelv,  to  test  the  commercial  utilitv  of  the 
invention  before  rushing  to  the  Patent  Office  with  an  ap¬ 
plication  for  patent  on  an  invention  that  might  or  might 
not  be  of  commercial  importance.  In  Appert  v.  Browns¬ 
ville  Plate  Glass  Co.,  144  Fed.  115  (C.  C.,  W.  D.  Pa.— 
1904),  Judge  Buffington  commended  such  conduct  as 
Roos  pursued  in  the  following  language  (p.  120) : 

“.  .  .  In  view  of  these  latent  difficulties,  which 
only  persistent  practice  located  and  removed,  we 
think  there  was  no  improper  delay  of  Schmertz  in 
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applying  for  his  patents.  We  think  these  difficulties 
were  such  that  an  inventor  might  well  take  time  to 
make  further  tests  of  the  practical  value  of  his  in¬ 
vention  before  applying  for  a  patent.  And,  if  mean¬ 
while  he  is  persistently  pursuing  such  efforts,  there 
is  no  abandonment.  Indeed,  ‘the  law  encourages 
such  delay  as  is  required  to  test  the  thoroughness 
and  utility  of  supposed  inventions  and  prevent  the 
Patent  Office  from  being  overloaded  with  applica¬ 
tions  for  crude  and  incomplete  devices.'  Griffin  v. 
Swensen,  89  0.  G.  919.  Whether,  indeed,  the  dem¬ 
onstrations  of  January  16  and  17,  1894,  were  not 
themselves  self-sufficient  as  showing  a  practical  re¬ 
duction  to  practice  (see  National  Co.  v.  Lawson  Com¬ 
pany  (C.  0.),  60  Fed.  603),  may  well  be  contended; 
but,  as  we  have  seen,  the  law  will  not  compel  an  in¬ 
ventor  at  his  peril  to  take  immediate  steps  to  patent 
and  thus  force  him  to  forego  the  benefit  of  further 
tests." 

This  Court  has  likewise  affirmed  the  rule  announced 
by  Judge  Buffington  in  Joy  v.  Morgan,  54  App'.  D.  C. 
110;  295  Fed.  931  (1924).  The  Court  said: 

“It  is  asserted  that  he  might  have  secured  a  con¬ 
structive  reduction  to  practice  by  filing  an  applica¬ 
tion  before  Morgan  appeared  on  the  scene.;  That 
is  true.  He  says  he  did  not  file,  because  he  thought 
an  application  should  not  be  filed  until  his  invention 
had  been  sufficiently  developed  to  be  a  commercial 
success.  While  he  was  mistaken  in  this,  it  explains 
his  failure  to  file.  As  we  have  just  said,  this  court 
has  commended  the  course  of  those  who  refused  to 
rush  to  the  Patent  Office  before  the  merits  of  their 
invention  have  been  tested.  Platt  v.  Shipley ,  11 
App.  D.  C.  576,  and  Yates  v.  Huson,  8  App.  D.  C.  93. 
Morgan  filed  as  soon  as  he  conceived  the  invention, 
while  Joy  waited  until  he  was  certain  he  had  a  de¬ 
vice  that  would  satisfy  the  demand  of  the  coal-min¬ 
ing  industry,  and  advance  the  public  interest.  We 
think  his  course  should  be  approved.  However,  as  he 
exercised  due  diligence  in  actually  reducing  the  in¬ 
vention  to  practice,  his  failure  to  secure  a  construc- 
live  reduction  to  practice  is  immaterial.  Walser  v. 
Scott ,  supra.” 
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So,  also,  the  Court  of  Customs  and  Patent  Appeals  in 
Jones  v.  Evans,  46  Fed.  (2d)  197  (1931),  held  that  the 
law  permits  such  delay  to  an  inventor  in  filing  his  patent 
application  as  is  reasonable  to  test  the  thoroughness  and 
utility  of  the  invention.  Presiding  Judge  Graham  said 

(p.  202): 

“The  law,  while  it  encourages  and  requires  dili¬ 
gence  in  reduction  to  practice  and  in  making  appli¬ 
cation  for  patent,  also  admits  of  such  delay  in  mak¬ 
ing  application  for  patent  as  is  reasonably  required 
to  test  the  thoroughness  and  utility  of  supposed  in¬ 
ventions,  and  to  prevent  the  Patent  Office  from  being 
over-loaded  with  applications  for  patents  for  crude 
and  incomplete  devices.  Such  has  been  the  uniform 
holding  of  the  Court  of  Appeals  of  the  District  of 
Columbia,  the  court  having  earlier  jurisdiction  of 
these  matters,  a  holding  in  which  we  concur.  Yates 
v.  Huson ,  8  App.  D.  C.  93;  Griffin  v.  Swenson,  15 
App.  D.  Ci  135;  OfConnell  v.  Schmidt,  27  App.  D.  C. 
77;  Woods  v.  Poor,  29  App.  D.  C.  397,  403.” 

The  testimony  here  adduced  on  behalf  of  Roos  is  rea¬ 
sonable  and  consistent.  Roos’  documentary  evidence  in 
support  of  the  oral  testimony  bears  all  the  earmarks  of 
verity.  None  of  Roos’  witnesses  or  exhibits  has  been 
discredited.  Birdsey,  Pooler,  Brookby,  Theobald,  Bas- 
quin,  Leimer  and  Ruge,  in  addition  to  Roos,  are  practical 
men  well  versed  in  the  gypsum  art.  They  are  men  who 
hold  responsible  positions  with  the  United  States  Gyp¬ 
sum  Company,  They  all  knew,  when  Roos  in  August, 
1922,  made  his  cellular  gypsum  partition  tile  according 
to  his  invention,  that  Roos  produced  a  product  of  great 
commercial  value  by  a  process  that  undoubtedly  could  be 
applied  to  the  large  scale  commercial  operations  of  the 
Company.  Roos  cannot  be  charged  with  unreasonable 
delay  in  perfecting  the  machine  of  Exhibit  16  when  con¬ 
sideration  is  given  to  the  fact  that  as  early  as  June, 
1924,  Roos’  efforts  culminated  in  the  extensive  commer- 
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cial  application  of  his  process  which  now  is  the  universal 
method  of  manufacturing  wallboard  by  the  United  States 
Gypsum  Company.  Roos’  delay  in  filing  his  patent  ap¬ 
plication  for  less  than  two  years  after  Roos  actually 
reduced  to  practice  cannot  operate,  according  to  the  au¬ 
thorities  quoted  above,  to  imperil  his  rights  to  a  patent 
for  his  invention. 

The  record  here  shows  that  Roos,  after  his  reduction 
to  practice  of  August  23  and  24,  1922,  did  not  immedia- 
ately  commercialize  his  invention.  He  spent  time  in  de¬ 
signing,  building  and  perfecting  the  large  size  commer¬ 
cial  apparatus  of  Exhibit  16,  which  had  to  be  co-ordinated 
with  the  commercial  wallboard  machines  of  the  United 
States  Gypsum  Company  so  as  to  produce  on  a  continu¬ 
ous  scale  and  in  a  controlled  manner  sufficient  foam  of 
the  proper  kind  to  be  incorporated  in  the  fabricated 
wallboard. 

Considering  the  nature  of  the  difficulties  that  Roos  had 
to  overcome  in  connection  with  the  adaptation  of  his 
foam  process  to  the  continuously-operating  wallboard 
machines,  it  is  manifest  that  anv  delav  occasioned  in 
connection  with  Roos’  work  to  develop  the  machinery  of 
Exhibit  16  was  a  ponderable  circumstance  excusing  Roos’ 
delay  in  filing  his  patent  application.  This  activity  on 
the  part  of  Roos  constituted  diligence  of  the  type  com¬ 
mended  bv  the  Patent  Office  and  the  Courts.  Absolute 
* 

continuity  of  effort  is  not  required  of  an  inventor,  The 
inventor  is  not  compelled  to  devote  his  undivided  time 
and  attention  to  his  invention  or  to  the  matter  of  filing 
an  application  in  the  United  States  Patent  Office.:  The 
time  spent  by  Roos  subsequent  to  his  reduction  to  prac¬ 
tice  and  the  intervening  delqy  in  the  filing  of  his  patent 
application  was  reasonable  under  all  of  the  circum¬ 
stances.  I 
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In  the  case  at  bar,  where  the  Roos  foam  process 
constitutes  one  invention  and  the  foam  generating  ma¬ 
chine  is  separate  and  distinct  therefrom  and  constitutes 
a  separate  invention,  Roos’  time  spent  in  developing 
and  completing  the  latter  is  not  laches  but  constitutes 
diligence  in  connection  with  the  primary  invention,  to- 
wit,  the  foam  process.  While  perhaps  Roos  could  have 
filed  a  patent  application  promptly  after  his  reduction 
to  practice,  yet  it  is  readily  apparent  that  such  process 
was  totally  valueless  in  the  commercial  operations  of  the 
United  States  Gypsum  Company  until  the  difficulties  en¬ 
countered  im  connection  with  the  adaptation  of  that 
process  to  the  large  scale  commercial  practices  of  the 
company  were  overcome  and  until  large  scale  continu¬ 
ously-operating  foam  generating  machinery,  such  as 
Roos  Exhibit  16,  could  be  constructed  and  properly  co¬ 
ordinated  with  the  wallboard  machine. 

This  Court  in  the  case  of  Stapleton  v.  Kinney ,  18  App. 
1).  C.  394,  1901  C.  D.  414,  said: 


“.  .  .  Now  it  is  true  that  one  may  make  an  orig¬ 
inal  discovery,  or  conceive  a  distinct  and  valuable 
improvement  in  an  art,  dependent  for  its  practical 
demonstration  or  operative  use  upon  the  invention 
of  further  or  additional  mechanical  appliances.  Not¬ 
withstanding  the  two  devices,  in  such  case,  could 
be  regarded  as  patentably  distinct  and  separate  in 
the  Patent  Office,  it  might  well  be  that  pause  in  the 
perfection  of  the  one  would  be  excused  by  due  dili¬ 
gence  in  the  completion  of  the  other  as  its  accessory. 
(Chapman  v.  Candee<£  Taylor ,  S.  C.  C.  D.,  1872,  190; 
2  O.  G.,  245.)  That  was  an  interference  proceeding 
involving,  the  invention  of  a  device  for  forging 
wrench-heads  that  had  formerlv  been  forged  bv 
hand.  It  comprised  certain  dies  and  auxiliary  ma¬ 
chinery.  Chapman  was  the  first  to  conceive.  His 
rival  made  the  first  application  and  received  a  pat¬ 
ent,  but  never  made  or  operated  the  invention. 


Chapman’s  first  results 


were  unsatisfactorv  and  he 
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pursued  the  discovery  of  operative  means  with  dili¬ 
gence.  Finally,  by  continuous  labor  and  experiment 
and  the  expenditure  of  more  than  $5,000,  he  com¬ 
pleted  a  machine  that  operated  with  complete  suc¬ 
cess.  In  holding  Chapman  entitled  to  the  benefit  of 
his  prior  conception,  Mr.  Commissioner  Leggett 
said: 

Though  the  invention,  in  a  narrow  sense,  was 
complete  upon  the  completion  of  the  dies,  yet  the 
dies  were  totally  valueless  until  machinery  could 
be  constructed  of  the  proper  strength  and  form  to 
use  them.  Whether  such  machinery  to  work  dies 
of  large  size  was  practicable  was  uncertain.  Up¬ 
on  the  determination  of  this  point  depended  the 
question  as  to  whether  the  dies  were  worth  patent¬ 
ing;  hence  the  time  spent  in  constructing  the  ma¬ 
chinery  was  used  in  such  experimental  tests  as 
were  wise  and  proper  before  applying  for  a  pat¬ 
ent.  | 

4 ‘It  has  also  been  held  that  under  certain  condi¬ 
tions  some  indulgence  might  be  extended  to  an  in¬ 
ventor  who  delayed  a  particular  feature  of  a  com¬ 
plicated  machine  while  diligently  engaged  in  devel¬ 
oping  another  part  of  the  same  machine  calculated 
to  materially  increase  its  usefulness  and  value. 
(McCormick  v.  Clral,  C,  D.  1898,  492;  83  0.  G.  1514; 
12  App.  D.  C.  335,  341;  S.  C.;  Christensen  v.  Ellis, 
ante,  326;  94  0.  G.  2561.)” 

It  is  respectfully  submitted  that  Koos  is  not  to  be  de¬ 
prived  of  any  rights  merely  because  he  delayed  the  fil¬ 
ing  of  a  patent  application  upon  his  foam  process,  when, 
as  a  matter  of  fact,  during  such  period  of  delay  he  was 
diligently  engaged  in  the  development  and  completion  of 
machinery  with  which  to  practice  commercially  the  foam 
process.  That  he  succeeded  is  eloquently  testified  to  by 
the  tremendous  commercial  success  that  his  invention 

i 

has  enjoyed.  j 
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Rice's  Inference  That  the  Roos  Invention  Was  Aban¬ 
doned  Is  Based  Upon  the  Patents  of  Rice  Exhibit 
Z-4  and  Is  An  Entirely  Fallacious  Deduction. 

All  of  the  patents  of  the  United  States  Gypsum  Com¬ 
pany  contained  in  Rice  Exhibit  Z-4  relate  to  inventions 
covering  various  machines,  processes  and  fabricated  pro¬ 
ducts  of  the  United  States  Gypsum  Company.  Rice’s 
counsel  argues  inferentiallv  that  this  exhibit  establishes 
that  the  Company,  by  reason  of  having  filed  these  vari¬ 
ous  applications  during  the  years  1920  to  1924,  inclusive, 
abandoned  the  Roos  invention  involved  in  this  contro¬ 
versy. 

Abandonment  will  not  be  presumed  but  must  be  made 
out  affirmatively.  Mere  surmise,  conjecture  or  inference 
do  not  prove  abandonment  of  an  invention.  Conse¬ 
quently,  if  nothing  more  than  an  argumentative  infer¬ 
ence  is  established  bv  this  exhibit,  it  is  of  little  weight 
and  value.  Moreover  many  of  these  patents  were  cited 
in  Rice’s  briefs  before  both  Tribunals  of  the  Patent  Office 
and  this  identical  inference  there  was  urged  and  argu¬ 
ment  made.  Significantly,  and  rightly  so,  the  Patent 
Office  Tribunals  and  the  trial  Court  entirely  disregarded 
Rice’s  fallacious  contention. 

Rice’s  counsel  would  have  this  Court  believe  that  be¬ 
cause  a  number  of  United  States  patents  issued  to  the 
United  States  Gypsum  Company  upon  applications  filed 
during  the  years  1920  to  1924,  inclusive,  a  fortiori ,  the 
Company  must  be  deemed  to  have  abandoned  all  rights 
to  the  Roos  invention.  Manifestly,  this  is  not  the  law. 

Rice  had  the  burden  of  strictly  proving  beyond  a  rea¬ 
sonable  doubt  that  Roos  and  his  assignee  intentionallv 
abandoned  Roos’  invention.  His  signal  failure  to  carrv 
such  a  burden  is  well  indicated  by  the  presence  in  this 
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case  of  all  patents  of  the  United  States  Gypsum  Com¬ 
pany  filed  during  a  certain  period  and  predicating  a 
mere  conjectural  assertion  of  abandonment  thereon.  To 
grasp  at  such  a  straw  indicates  that  counsel  recognizes 
Rice’s  genuinely  desperate  situation. 

The  United  States  Gypsum  Company  is  the  largest 
gypsum  company  in  the  United  States.  It  is  one  of  this 
country’s  largest  industrial  concerns.  It  involves  a  cap¬ 
ital  investment  in  the  neighborhood  of  sixty  million  dol¬ 
lars.  Between  thirty  and  forty  plants  are  located  all 
over  the  United  States,  from  east  to  west  and  north  to 
south.  The  Company  mines  its  own  products,  owns  and 
provides  its  own  transportation  facilities,  consisting  of 
railroads  and  boats,  and  employs  thousands  of  men  (Tr. 
Vol.  II,  pp.  571,  598,  599). 

The  progress  and  advancement  of  the  large  industries 
of  America  admittedly  rests  upon  new  developments  and 
invention  beneficial  and  economical  in  character,  and 
as  this  is  very  peculiar  to  the  gypsum  industry,  the  re¬ 
search  and  engineering  end  of  the  United  States  Gypsum 
Company  has  always  been  very  active  (Tr.  Voli  II,  p. 

O/O).  i 

— ™  5 

The  United  States  Gypsum  Company  has  in  its  em¬ 
ploy  many  chemists  and  engineers  engaged  in  research 
and  development  work  in  the  various  plants  and  labora¬ 
tories  located  all  over  the  country.  Necessarily,  these 
men,  who  are  all  working  on  behalf  of  the  Company  and 
generally  independently  of  one  another,  are  geogTaph- 

i 

ically  separated  by  thousands  of  miles.  New  develop¬ 
ments,  improvements  and  designs  are  constantly;  being 
made  individually  by  these  men.  Thereafter,  these  mat¬ 
ters  are  developed  into  the  form  of  patent  applications 
by  the  Company  patent  attorney  and  filed  in  the  United 
States  Patent  Office.  There  is  a  continuous  flow  of  ap¬ 
plications  to  the  Patent  Office,  and  these  are  handled  by 
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the  patent  attorney,  regardless  of  the  dates  of  the  com¬ 
pletion  of  the  inventions  and  as  the  work  is  submitted 
to  him  by  the  numerous  departmental  heads  and  execu 
tives. 


At  the  time  of  Roos’  invention,  his  immediate  superior 
was  Mr.  Brookby,  who  is  now  dead.  According  to  the 
testimony  of  Mr.  Avery,  the  various  departmental  heads 
supervised  the  work  of  their  subordinates  and  usually 
directed  the  matter  of  the  tiling  of  applications  for  new 
inventions  and  developments  made  in  their  department 
(Tr.  Vol.  II,  p.  582). 

In  addition  to  the  decision  as  to  patent  protection,  it 
was  also  necessarv  that  decision  be  made  relative  to  the 
incorporation  of  a  new  development  into  the  commer¬ 
cial  practices  of  the  Company;  that  is  to  say,  the  de¬ 
partmental  heads  and  also  the  administrative  officers  of 
the  Company  would  decide  whether  or  not  the  develop¬ 
ment  or  invention  was  one  which  should  be  developed 


and  adapted  to  the  existing  commercial  activities  of  the 


Company. 


Thus  Mr.  Brookby,  who  was  Roos’  superior,  testified 


in  the  Patent  Office  proceeding  that  in  the  cases  of  in¬ 


ventions  which  he  and  the  other  administrative  officers 


of  the  Company  had  decided  to  incorporate  in  the  com¬ 
mercial  practices  of  the  Company  and  which  involved 
laborious  production  processes  and  considerable  time 
element  to  get  them  developed  and  into  production,  the 
filing  of  a  patent  application  was  deferred  until  after  the 
development  had  been  thoroughly  established  in  pro¬ 
duction  (Tr.  Vol.  II,  p.  289).  In  other  words,  as  in  the 
case  of  the  Roos  process,  which  was  of  utmost  value  and 
importance  to  the  United  States  Gypsum  Company,  and 
which  Mr.  Avery  and  the  other  officers  of  the  Company 
had  decided  should  be  immediately  adapted  to  the  large 
scale  commercial  production  of  wallboard,  Mr.  Brookby, 
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following  his  usual  procedure,  deferred  the  filing  of  an 
application  upon  the  Roos  process  until  Roos  had  devel¬ 
oped  large  scale  continuously-operating  machinery  de¬ 
signed  to  generate  foam  of  the  proper  character,  to  be 
incorporated  in  the  vast  commercial  practices  of  the 
United  States  Gypsum  Company  (Tr.  Vol.  II,  pp.  284, 
285,  289).  Xo  abandonment  was  intended,  and  promptly 
upon  the  large  scale  commercial  utilization  of  the  Roos 
foam  process  the  word  was  given  to  prepare  and  file  Mr. 
Roos’  application  (Tr.  Vol.  II,  pp.  285,  287). 

Brookby  further  testified  that  where,  however,  there 
were  other  inventions  and  developments  which  were  con¬ 
sidered  valuable  only  from  the  standpoint  of  patent  pro¬ 
tection  so  far  as  completitors  were  concerned,  but  which 

j 

were  not  considered  of  sufficient  importance  or  value  to 
adapt  to  the  commercial  practices  of  the  United!  States 
Gypsum  Company,  a  patent  application  might  be  imme¬ 
diately  filed  in  the  United  States  Patent  Office  (Tr.  Vol. 
II,  pp.  289,  290).  I 

From  the  very  nature  of  things  it  is  readily  apparent 
that  it  was  impossible  for  a  large  corporation,  such  as 
the  United  States  Gypsum  Company,  to  so  arrange  the 
filing  of  applications  for  United  States  letters  patent 
that  each  application  followed  consecutively  and  in  seri¬ 
atim  the  respective  dates  of  the  completion  of  those  in¬ 
ventions  (reductions  to  practice)  by  the  numerous  and 
various  inventors,  chemists  and  engineers  engaged  in 
that  work  on  behalf  of  the  corporation. 

These  developments  and  inventions,  as  we  have  seen, 
were  (1)  those  valuable  and  important  to  the  Company 
because  of  necessary  adaptation  to  large  scale  commer¬ 
cial  productions;  and  (2)  those  valuable  and  important 
to  the  Company  from  the  standpoint  of  patent  protection. 
In  the  case  of  the  former,  the  filing  of  applications  was 
deferred  until  the  invention  had  been  utilized  commer- 
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eially.  In  the  case  of  the  latter,  applications  might  or 
might  not  be  filed  immediately. 

It  was,  therefore,  impossible  for  the  United  States 
Gypsum  Company  to  formulate  and  adopt  and  there¬ 
after  adhere,  strictly  and  without  deviation,  to  a  fixed 
patent  policy  relative  to  the  filing  of  applications  in  the 
United  States  Patent  Office  for  inventions  completed  on 
its  behalf  bv  the  various  members  of  its  research  and 
engineering  departments.  At  any  rate,  there  was  no  sit¬ 
uation  from  which  a  presumption  of  abandonment  might 
legitimately  arise  so  as  to  defeat  any  one  particular  de¬ 
velopment  because  an  application  therefor  had  not 
promptly  been  filed  in  the  Patent  Office. 

Thus  the  argument  and  inference  of  abandonment, 
which  Rice’s  counsel  seeks  to  draw  from  Exhibit  Z-4, 
cannot  in  the  least  be  sustained.  Rice’s  counsel  is 
laboring  under  the  misapprehension  that  a  large  Com¬ 
pany,  such  as  the  United  States  Gypsum  Company  with 
the  set-up  as  hereinabove  described,  will  not  be  per¬ 
mitted,  as  a  matter  of  law,  to  file  applications  for  patents 
upon  inventions  made  in  its  behalf  except  in  the  precise 
and  consecutive  order  of  their  respective  reductions  to 
practice.  To  accept  such  an  inference,  would  be  ex¬ 
tremely  hazardous.  To  penalize  a  large  corporation,  such 
as  the  United  States  Gypsum  Company,  for  failure  to 
file  its  applications  in  their  precise  and  consecutive  or¬ 
der  would  retard  and  discourage,  rather  than  promote, 
the  advancement  and  progress  of  the  useful  sciences  and 
arts  and  would  destroy  the  large  corporations  which  are 
the  mainstays  of  America.  This  doctrine  which  Rice’s 
counsel  propounds  is  most  unfair  and  is  of  no  benefit  to 
our  industries.  Rather,  its  adoption  by  this  Court  would 
entirely  disable  the  law  of  patents.  It  would  hinder, 
bother  and  make  the  industries  of  America  insecure. 
The  law  of  patents  could  not  possibly  continue  as  a  bene- 
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ficent  monopoly  encouraging  progress,  development  and 
advancement. 

It  is  submitted  that  the  doctrine  of  inferential  aban¬ 
donment,  predicated  upon  filing  patent  applications  in 
the  United  States  Patent  Office  for  various  unrelated  in¬ 
ventions,  but  not  done  because  of  a  wilful  desire  and  in¬ 
tention  to  abandon  a  specific  development  of  the  Com¬ 
pany,  is  most  harsh  and  dangerous,  and  we  confidently 
assert  that  this  Court  will  require  Rice’s  counsel  to 

establish  abandonment  bevond  a  reasonable  doubt  and 

•> 

by  more  positive,  affirmative,  and  direct  evidence  than 
by  Rice  Exhibit  Z-4. 

There  was  no  policy  of  concealment  on  the  part  of  the 
United  States  Gypsum  Company.  The  Court’s  attention 
is  respectfully  directed  to  Mr.  Avery’s  testimony,  where¬ 
in  he  cautioned  Rice’s  counsel  against  assuming  that, 
because  he  had  answered  a  question  in  which  Rice’s 
counsel  had  used  the  word  “conceal,”  he  (Mr.  Avery) 
meant  a  situation  of  the  character  that  a  disclosure  of 
those  things  would  let  some  presumption,  such  as  that 

I 

now  being  invoked  by  Rice,  defeat  patent  protection  (Tr. 
Vol.  II,  p.  584).  Mr.  Avery  emphatically  testified  that 
the  United  States  Gypsum  Company’s  situation  was  not 
of  the  character  that  concealment,  as  Rice’s  counsel  had 
used  that  word,  would  let  a  presumption  of  abandon¬ 
ment  defeat  the  United  States  Gypsum  Company’s  pat- 

i 

ent  protection. 

It  stands  undisputed  in  the  record  of  this  case  that  the 
United  States  Gypsum  Company  never  abandoned  the 
Roos  invention.  This  undisputed  and  positive  charac¬ 
ter  of  the  testimony  is  unaffected  by  the  inferences  which 
Rice’s  counsel  seeks  to  draw  from  Rice  Exhibit  Z-4. 
There  is  no  evidence  before  this  Court  to  indicate  the 

i 

actual  dates  of  completion  of  the  inventions  covered  by 
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these  various  patents,  and,  consequently,  there  is  no  ba¬ 
sis  for  the  assumption  or  argument  that  such  inventions 
were  completed  and  preferred  over  Roos’  invention  dur¬ 
ing  the  period  intervening  between  Roos'  completion  of 
the  invention  and  the  date  on  which  he  filed  his  patent 
application. 

The  discussion  of  Exhibit  Z-4,  which  Rice  has  indulged 
in  (Rice’s  Brief,  Vol.  I,  pp.  22-38;  G5-78),  consists  of  such 
an  unwarranted  and  flagrant  interpretation  of  the  effect 
of  the  acts  of  the  United  States  Gypsum  Company  in 
filing  applications  for  patents  subsequent  to  the  date 
on  which  Roos  reduced  to  practice  and  before  the  filing 
of  his  patent  application  involved  in  this  controversy, 
that  full  answer  thereto  is  deemed  desirable. 

Nothing  has  been  brought  forward  bv  Rice,  nor  do 
the  inferences  and  arguments  of  Rice's  counsel  in  anv 
way  militate  against  the  clear  and  undisputed  character 
of  the  proofs  which  show  that: 

(1)  Roos  after  his  actual  reduction  to  practice 
never  discontinued  his  efforts  in  the  direction  of 
the  invention  involved  in  this  controversy; 

(2)  Roos  himself  never  filed  an  application  for 
patent  upon  a  related  invention  until  the  date  on 
which  the  application  here  involved  was  filed;* 

(3)  The  research  problem  with  which  the  em¬ 
ployees  of  the  United  States  Gypsum  Company  were 
concerned  during  the  years  1921,  1922,  1923  and  1924, 
was  the  development  of  such  processes  as  would  de¬ 
crease  the  weight  of  fabricated  gypsum  products; 

(4)  The  object  to  be  attained  by  reason  of  such 
research  developments  was  to  terminate,  or  at  least 

*  The  Roos  and  Allison  invention  (Rice  Exhibit  M)  was  conjointly 
conceived  by  the  applicants  subsequent  to  March  1">,  1924,  as  they  were 
putting  into  operation  the  continuously-operating  foam  machine  of  Roos 
Exhibit  16  for  commercially  utilizing  Roos 7  invention. 
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to  minimize,  the  use  of  sawdust  in  the  manufacture 
of  these  products; 

(5)  The  only  invention  which  at  any  time  sup¬ 
planted  the  use  of  sawdust  in  fabricated  gypsum 
products  and  which  was  actually  used  by  the  United 
States  Gypsum  Company  in  order  to  eliminate  such 
sawdust  was  Roos’  invention  and  no  other  inven- 

j 

tion; 

(6)  The  majority  of  the  patents  applied  for  by 
the  United  States  Gypsum  Company  during  the  years 
1921,  1922,  1923  and  1924,  were  for  improvements 
upon  and  revisions  of  the  then  existing  commercial 
products,  processes  and  machines  of  the  United 
States  Gypsum  Company,  or  related  to  machines 
for  the  production  and  fabrication  of  the  standard 
products  of  the  Company;  and 

(7)  Such  applications  as  were  filed  by  the  Com¬ 
pany  in  connection  with  the  development  of  light¬ 
weight  fabricated  gypsum  products  pertained  to  pro¬ 
cesses  which  could  have  been  immediatelv  used  but 

* 

which  were  never  actuallv  used  bv  the  United  States 
Gypsum  Company  and  were  not,  to  the  exclusion  of 
and  in  preference  to  the  Roos  foam  process,  em¬ 
ployed  to  decrease  the  weight  of  the  fabricated  gyp¬ 
sum  products  and  to  eliminate  or  minimize  the  use 
of  sawdust. 

Thus,  Rice’s  argument  that  the  United  States  Gypsum 

i 

Company  abandoned  the  Roos  process  is  completely  re¬ 
futed  bv  the  record  facts  and  the  conduct  of  Roos  and 
his  assignee  the  United  States  Gypsum  Company. 

As  we  have  seen,  the  double  objective  of  the  United 
States  Gypsum  Company  was,  first,  decreasing  the 
weight  of  the  fabricated  gypsum  products  and,  second, 
eliminating  the  necessitv  of  using  sawdust  in  their  man- 

i 

ufacture. 
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Brookby,  Roos,  and  possibly  others  in  the  Company 
turned  their  attention  and  activities  to  the  development 
of  such  processes  as  would  decrease  the  weight  of  fabri¬ 
cated  gypsum  products  and  eliminate  the  use  of  sawdust 
in  the  manufacture  of  these  products. 

Roos  conceived  and  reduced  to  practice,  on  August  23 
and  24,  1922,  his  invention  of  producing  a  lightweight 
gypsum  product  by  incorporating  a  foam  in  the  plastic 
mix. 

Brookbv,  in  the  course  of  his  activities,  conceived  of 
several  inventions  having  the  same  double  objective  as 
the  Roos  invention.  These  Brookby  inventions  did  not 
require  any  special  machinery  or  equipment  to  adapt 
them  to  the  continuously- operating  machines  of  the  Gyp¬ 
sum  Company,  but  the  Roos  invention  necessitated  the 
development  and  perfection  of  continuously-operating 
large  size  foam  generating  machinery  in  order  to  insure 
the  practical  and  economical  use  of  the  Roos  invention 
in  the  large  scale  commercial  operations  of  the  United 
States  Gypsum  Company.  Patent  applications  were  filed 
upon  the  Brookbv  inventions.  An  application  upon  the 
Roos  invention  was  not  filed  until  the  necessary  equip¬ 
ment  therefor  had  been  developed  and  completed.  The 
Brookby  inventions  were  never  actually  used  by  the 
United  States  Gypsum  Company. 

The  Roos  invention  was  used  by  the  United  States  Gyp¬ 
sum  Company  to  the  exclusion  of  all  others  and  has  con¬ 
tinued  to  be  used  on  an  ever-increasing  scale. 

Obviously,  the  Brookby  inventions  did  not  successfully 
attain  the  double  objective  of  the  United  States  Gypsum 
Company.  The  Roos  invention  attained  that  double  ob¬ 
jective,  and  it  was  the  Roos  invention,  and  not  the 
Brookbv  inventions,  that  was  used  bv  the  United  States 
Gypsum  Company  for  the  purpose  of  decreasing  the 
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weight  of  the  fabricated  gypsum  products  of  that  Com¬ 
pany  and  which  was  used  expressly  for  the  purpose  of 
eliminating  the  use  of  sawdust  in  their  manufacture. 
This  is  not  a  situation  which  justifies  a  holding  of  aban¬ 
donment  of  the  Roos  invention. 

For  a  company,  such  as  the  United  States  Gypsum 
Company,  to  file  one  or  more  applications  for!  patent 
subsequent  to  the  reduction  to  practice  of  the  Roos  in¬ 
vention  cannot  be  held,  ipso  facto ,  to  work  abandonment 
thereof.  The  law  is  to  the  contrary.  In  order  for  such 
act  to  have  any  effect  upon  the  Roos  reduction  to  prac¬ 
tice  it,  the  filing  of  the  other  application  must  be  coupled 
with  the  actual  adoption  and  use  of  the  invention  of  the 


said  other  application  to  the  exclusion  of  and  in 


prefer¬ 


ence  to  the  Roos  invention. 


The  undisputed  fact  that  these  two  conditions — (1) 


filing  an  application  for  a  similar  invention,  and  (2) 
actual  use  of  such  similar  invention  to  the  exclusion  of 


and  in  preference  to  the  Roos  invention — never  existed, 
dismisses  effectually  Rice’s  charge  of  abandonment  of 
the  Roos  invention. 


The  first  patent  stressed  by  Rice  is  Brookby  No.;  1,428, - 
827,  granted  on  an  application  filed  November  12,  1921 
(Tr.  Vol.  Ill,  p.  830).  This  application  was  filed  almost 
a  year  prior  to  Roos’  concentration  upon  his  foam  proc¬ 
ess,  and  the  conduct  of  Brookby  and  the  United  States 
Gypsum  Company  with  respect  thereto  can  in  no  way 
prejudice  Roos’  rights  in  this  proceeding.  It  is  imma¬ 
terial  that  the  object  of  this  patent  was  to  decrease  the 
weight  of  fabricated  gypsum  products,  as  the  United 
States  Gypsum  Company  never  actually  used  the  process 


shown  in  this  Brookby  patent  and  did  not  employ 


it  for 


the  purpose  of  eliminating  the  use  of  sawdust. 


The  next  patent  upon  which  great  stress  is  laid  by 
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Rice  is  Brookby  patent  No.  1,638,001  (Tr.  Vol.  Ill,  p 
846),  which  was  granted  upon  an  application  filed  August 
19,  1922.  Brookby’s  conception  and  Roos’  work  on  the 
case  in  process  were  completed  and  the  applications 
thereon  were  filed  prior  to  Roos’  reduction  to  practice  of 
the  foam  process. 

This  Brookby  patent  covers  the  product  which  has 

been  referred  to  in  this  proceeding  as  the  ‘'casein 

board.”  No  additional  or  special  equipment  is  required 

for  the  purpose  of  incorporating  the  “stock  solution  of 

the  casein  dissolved  in  water  and  ammonium  hvdroxide” 

%■ 

during  the  mixing  of  the  plastic  mass  forming  the  body 
of  the  board.  It  was  the  purpose  of  this  patent  to  pro¬ 
vide  for  the  addition  of  such  a  solution  during  the 

regular  mixing  or  agitation  operation,  and  this  could 
have  been  accomplished  without  the  adaptation  and  use 
of  special  machinery  and  equipment.  Thus  none  was 
required  to  be  developed  as  was  the  case  with  the  Roos 
process.  The  Brookby  case  in  process  could  have  been 
immediately  adopted  and  actually  used  by  the  Company 
but,  of  course,  never  was. 


In  the  proceedings  before  the  United  States  Patent 
Office,  Mr.  Brookby,  the  inventor  of  the  “casein"  process, 
testified  whin  respect  thereto  as  follows  (Tr.  Vol.  II, 


“  .  ,  .  .  The  principle  that  Mr.  Roos  pro¬ 

pounded  was  the  making  of  a  tenacious  foam  in 
which  the  air  was  placed  in  the  mixture  directly  as 
an  aggregate,  and  the  foam  is  so  tenacious  that  it 
would  remain  as  an  aggregate.  Consequently  it  dis¬ 
placed  that  much  fluid  and  solid.  In  the  other  case 
of  making  light-weight  products  by  high  excess 
fluidity  the  ratio  of  liquid  was  high  and  the  result¬ 
ant  air  cells  could  only  be  formed  by  the  displace¬ 
ment  of  the  fluid  on  drying.  There  were  several 
methods  in  which  this  could  be  done  including  first 
the  ordinary  creaming  of  the  calcined  gypsum  with 
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excess  water  to  raise  the  consistency  which  is  of  com- 

V 

mon  knowledge  in  the  gypsum  industry.  Another 
method  that  I  had  under  consideration  was  the  bulk¬ 
ing  of  such  mixtures  by  the  addition  of  chemicals  or 
extraneous  substances  that  would  produce  a  bulking 
and  thus  raise  the  consistency  in  gypsum  water 
mixes.  The  chemicals  that  I  had  in  mind  which 
could  be  used  for  bulking,  in  order  to  raise  the  con¬ 
sistency  of  the  product  were  an  ammonia  solution  of 
casein  was  one  and  also  starch.  We  made  tests  and 
made  a  specimen  or  sample  of  this  casein  product 
but  we  never  put  any  into  production.  These  two 
principles  or  processes,  the  foam  process  and  the 
casein  process  were  distinct  inventions  and  in  no  way 
related.  Their  common  object,  however,  was  to  pro¬ 
duce  light-weight  gypsum  products  and  was,  there¬ 
fore,  similar.’  ’ 

i 

Further  establishing  that  Roos’  invention  was  hot  sim¬ 
ilar  to  either  Brookby’s  “ casein  process”  or  the  ^Gypso- 

i 

life  board”  referred  to  in  Roos  Exhibit  8,  Brookby  testi¬ 
fied  (Tr.  Vol.  II,  pp.  279,  280) :  f 

“These  boards  which  I  stated  were  manufactured 
by  the  Gypsolite  Company  and  which  1  referred  to 
in  the  second  paragraph  of  my  letter,  Roos’s  Exhibit 
Xo.  8,  do  not  incorporate  a  cellular  gypsum  core 
which  is  made  up  by  first  making  a  tenacious  foam 
and  then  mixing  with  this  tenacious  foam  a  plastic 
gypsum  mixture. 


“.  .  .  I  considered  Mr.  Roos’  proposal;  as  be¬ 

ing  a  different  kind  of  method  of  making  light  board 
than  that  which  the  Gypsolute  Company  was  using. 

I  also  considered  it  as  being  absolutely  different 
from  that  which  I  have  described  in  connection  with 
the  use  of  casein  to  make  a  cellular  gypsum  product. 
I  considered  Mr.  Roos  had  made  a  particular  contri¬ 
bution  with  his  tenacious  foam  experiments  because 
it  was  plunging  right  down  the  middle  to  the  direct 
end  in  the  experimental  work  that  I  had  operated 
on  both  sides  of.  Of  course,  I  was  very  busy  in 
production  work  and  was  out  of  the  office  most  all 
of  the  time  and  1  could  in  general  lay  out  a  problem, 
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but  Mr.  Roos  in  this  case  evolved  a  method  of  solu¬ 
tion  of  the  problem  quite  distinct  from  any  experi¬ 
mental  work  that  I  had  contemplated/ * 

And  in  the  trial  Court,  Mr.  Birdsey,  the  Chief  Engineer 
of  the  Company,  testified,  with  respect  to  the  Brookbv 
casein  process,  that  the  United  States  Gypsum  Company 
had  never  used  it  and  that  no  machine  had  been  devel¬ 
oped  therefor  (Tr.  Vol.  II,  p.  660). 

Roos  testified  (Tr.  Vol.  II,  p.  381)  : 

“The  Gypsum  Company  has  not  used  the  pro¬ 
cesses  for  making  lightweight  boards  which  are  re¬ 
ferred  to  in  Brookby's  patent  and  Allison’s  and  my 
own  patent.” 

Thus,  the  undisputed  record  facts  are  that  (1)  the 
Brookbv  casein  process,  while  having  the  same  double  ob¬ 
jective  as  the  Roos  foam  process,  was  a  different  and 
distinct  invention;  (2)  no  special  machinery  was  neces¬ 
sary  therefor,  and  it  could  have  been  actually  adopted 
and  used  by  the  Company  in  1922;  but  (3)  it  was  never 
actually  used  by  the  United  States  Gypsum  Company, 
especially  in  preference  to  or  to  the  exclusion  of  the  Roos 
process. 

Perhaps  the  only  reason  why  a  patent  application  was 
filed  upon  the  Brookbv  casein  process  may  be  found  in 
Mr.  Brookbv ?s  testimony  (Tr.  Vol.  II,  p.  289),  in  which 
he  stated  that  there  were  inventions  which  he  conceived 
to  be  valuable  notwithstanding  that  no  commercial  appli¬ 
cation  was  to  be  made  of  the  same. 

Only  a  shoift  time  before,  the  Roos  invention  had  been 

conceived  and  had  not  been  reduced  to  practice.  And 

vet  Rice’s  counsel  would  have  the  Court  believe  that  bv 
•  * 

virtue  of  the  filing  of  the  Brookbv  application,  the 
United  States  Gypsum  Company  must  be  deemed  to  have 
abandoned  intentionally  Roos’  conception.  The  fact  that 
subsequent  to  the  filing  of  the  Brookby  application  Roos 
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reduced  his  invention  to  practice  by  making  gypsum  block 

i 

and  gypsum  wallboards,  and  then  proceeded  diligently 
to  design  and  develop  large  scale  continuouslyroperat- 
ing  foam  generating  equipment,  completely  refutes  the 
argumentative  inference  which  Rice’s  counsel  seeks  to 
draw. 

The  United  States  Gypsum  Company  could  have  im¬ 
mediately  employed  the  Brookbv  process.  It  did  not  do 
so,  and  the  undisputed  fact  that  it  never  supplanted  the 
use  of  sawdust  and  was  not  used  to  decrease  the  weight 
of  fabricated  gypsum  products  (which  it  was  allegedly 
designed  to  do)  conclusively  establishes  that  it  (the 
Brookby  process),  and  not  the  Roos  process,  was  dis¬ 
carded. 

Another  Brookby  application  was  filed  August  25, 
1922,  and  relates  to  a  gypsum  block  made  by  the  use  of 
the  Brookby  casein  process.  The  invention  of  this  appli¬ 
cation,  related  and  corresponding  in  disclosure  to  the  one 
filed  August  19,  1922,  was  obviously  completed  before 
Boos’  reduction  to  practice  and  was  filed  practically 
simultaneously'  therewith.  What  has  been  said  above 
with  reference  to  the  casein  board  applies  with  equal 
force  and  effectively  dissipates  any  inference  which  Rice’s 
counsel  seeks  to  draw  by  virtue  of  the  United  States 
Gypsum  Company’s  activities  with  respect  to  this, patent 
application. 

The  next  patent  stressed  by  Rice’s  counsel  is  Brookby 
patent  No.  1,511,500  (Tr.  Vol.  Ill,  p.  903),  granted  on  an 
application  filed  August  20,  1923,  and  which  consists  of 
the  disclosure  of  an  improvement  over  the  aforesaid 
Brookby  patent  No.  1,428,827,  filed  November  12,  1921, 
providing  for  the  displacement  of  the  gypsum  content  by 
agitating  and  repeatedly  stirring  the  same  in  a  large 
excess  of  water  (Tr.  Vol.  II,  p.  378).  Inasmuch  as  this 
matter  relates  back  to  the  original  invention  which  was 
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made  and  applied  for  prior  to  the  commencement  of 
Roos’  activities  in  connection  with  a  foam  process,  it  is 
inconceivable  that  any  inference  may  be  drawn  because 
of  the  filing  of  this  improvement  application. 

It  should  he  obvious  that  in  connection  with  a  process 
such  as  this,  which  involved  the  excessive  agitation  of 
the  plastic  mass  during  the  incorporation  of  an  excessive 
amount  of  water,  no  special  machinery  or  equipment  was 
necessary  in  order  to  employ  such  a  process  in  connec¬ 
tion  with  the  continuously-operating  straight  line  pro¬ 
duction  machinery  of  the  Gypsum  Company.  The 
process  could  have  been  immediately  employed  by  the 
Company,  had  it  desired  to. 

Thus  Mr.  Roos  testified  in  the  trial  Court  as  to  this 
Brookbv  patent  (Tr.  Vol.  II,  p.  380) : 

“Q.  Did  Brookbv  in  1923  wait  until  he  invented 
a  machine  to  carry  out  this  bubble  process  before 
filing  for  his  invention? 

“A.  It  was  not  necessarv  for  him. 

“Q.  You  did  not  need  anything  for  that;  is  that 
it  ? 

“A.  That  is  correct,  yes. 

i4Q.  In  other  words,  you  just  made  a  more  hy¬ 
drated  gypsum  mix  and  used  it  over  your  regular 
machine? 

“A.  We  used  a  thinner  mix. 

“Q.  Right  over  your  existing  equipment? 

4 ‘A.  And  agitated  it  more  severely,  I  would  pre¬ 
sume  ? 

“Q.  With  what? 

4 ‘A.  With  the  existing  mixing  equipment  that 
we  had  in  our  plants,  I  presume. 

*‘Q.  What  kind  of  an  agitating  machine  did  you 
have  in  your  plants?  Are  you  talking  about  the 
agitating  machine  Exhibit  16? 

‘*A.  Xo,  sir;  I  am  not. 

*4y.  What  agitating  machine  did  you  have? 

*‘A.  The  plaster  mixing  machine. 

*kQ.  That  is  your  old  process,  the  1922  process? 

“A.  That  is  correct. 
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“Q.  That  is  all  you  needed  to  carry  out  Brook- 
by’s  patent? 

“A.  That  is  all  I  would  say.” 

In  view  of  the  foregoing — the  only  positive  and  direct 
testimony  before  the  trial  Court  as  to  these  Brookby  pat¬ 
ents — it  is  evident  (1)  that  Brookby ’s  work  had  been 
completed  long  prior  to  Roos’  reduction  to  practice;  (2) 
no  special  equipment  was  required  and  the  Company,  had 
it  desired,  could  have  immediately  employed  this  process; 
but  (3)  this  Brookby  process  was  never  actually  used 
and  never  attained  the  double  objective  of  the  Company. 

Patent  No.  1,668,548  (Tr.  Vol.  Ill,  p).  933),  issued  to 
Brookby  and  Roos  upon  an  application  filed  April  23, 
1924,  is  the  next  patent  upon  which  Rice  relies  in  support 
of  his  fallacious  argument.  Roos’  participation  in  the 
filing  of  this  application  did  not  occur  until  after  the 
design  of  the  machine  of  Exhibit  16  had  been  decided 
upon  and  Roos  and  his  associates  had  actually  com¬ 
menced  the  construction  thereof.  In  any  event  this 
patent  does  not  describe  a  process  of  decreasing  the 
weight  of  fabricated  gypsum  products  but  relates  to  the 
production  from  natural  anhydrate  of  a  cement  to  be 

used  as  a  substitute  for  “Keen’s”  cement  in  wall  finish¬ 
ing.  The  object  of  the  invention  was  to  treat  natural 

anhydrate  with  other  substances  so  as  to  produce  a 

i 

highly  desirable  plastic  and  cementitious  material. 

These  other  substances  were  sodium  thiosulphate  and 

zinc  sulphate.  Manifestly,  this  patent  cannot  serve  to 

constrain  one  to  the  conclusion  that  by  reason  of  the 

application  therefor  the  United  States  Gypsum  Company 

intended  to  and  did  actuallv  abandon  the  Roos  foam 

* 

process. 

Concurrently  with  the  filing  of  his  application  involved 

_  i 

in  this  controversy,  Roos  filed  on  August  20,  1924,  an 
application,  which  eventuated  into  patent  No.  1,606,722 
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work  on  the  product  and  the  work  on  the  machine  had 
been  completed  by  Birdsey  long  prior  to  Roos’  date  of 
conception. 

Of  utmost  significance  is  the  fact  that  the  machine  dis¬ 
closed  in  this  patent  is  merely  a  modification  and  re¬ 
vision  of  the  wallboard  machine  then  in  use  in  the  plants 
of  the  United  States  Gypsum  Company. 

Birdsey  patent  Xo.  1,518,243  (Tr.  Vol.  Ill,  p.  855), 
issued  upon  an  application  filed  September  22,  1922,  is 
for  an  apparatus  for  binding  the  edges  of  plaster  wall- 
board  and  likewise  discloses  that  the  machine  therein 
was  adapted  to  produce  different  types  of  wallboard  de¬ 
scribed  in  a  previous  patent  to  Birdsey  to-wit,  Xo.  1,395,- 
032,  issued  October  25,  1921.  As  appears  in  lines  99 
rt  srq .  of  the  patent,  the  apparatus  illustrated  in  the 
first  five  figures  of  the  patent  is  adapted  to  produce  such 
plaster  wallboard  with  but  little  change  in  the  details 
thereof. 

Birdsey  patent  Xo.  1,558,459  (Tr.  Vol.  Ill,  p.  879),  issued 
upon  an  application  filed  October  4,  1922,  provides  for 
a  machine  for  producing  the  type  of  plaster  wallboard 
described  in  a  previous  patent  to  Birdsey,  to-wit,  Xo. 
1,35S,508,  dated  November  9,  1920.  It  should  be  apparent 
that  the  product  and  this  machine  were  completed  in 
1920,  long  prior  to  the  date  of  Boos’  conception,  and  in 
any  event,  nothing  contained  in  these  three  Birdsey  pat¬ 
ents  for  plasterboard  machines  serves  to  indicate  that 
the  heads  of  the  Company  had  decided  to  discard  Roos’ 
foam  process. 

Birdsey  patent  Xo.  1,733,857  (Tr.  Vol.  Ill,  p.  928), 
issued  upon  an  application  filed  April  16,  1924,  discloses 
the  construction  of  a  plurality  of  kilns  that  discharge 
the  burnt  contents  upon  an  inclined  support,  which  auto¬ 
matically  sprays  the  product  and  from  which  it  is 
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adapted  to  be  easily  removed  to  a  continuous  conveyor 
for  transportation  to  storage  bins  or  warehouses. 

The  argument  is  made  that  these  patents  tend  to 
show  that  Birdsey  during  the  years  1922,  1923  and  1924 
was  working  upon  the  disclosures  of  these  patents  when 
he  could  have  been  assisting  Boos  or  working  upon  a 
machine  to  carry  out  the  Roos  process.  There  is  not  a 
word  of  testimony  to  support  this  contention.  There  is 
not  a  single  item  of  evidence  to  show  when  Mr.  Birdsey 
actually  worked  upon  the  inventions  described  in  these 
patents.  If  we  are  to  indulge  in  inferences,  the  more 
reasonable  and  logical  deduction  to  make  is  that  the  ma¬ 
chines  and  Birdsey ’s  work  thereon  had  been  completed 
during  the  years  1920  and  1921,  as  indicated  by  the  fact 
that  these  patents  describe  revisions  of  the  Gypsum  Com¬ 
pany's  existing  machines  so  as  to  produce  plaster  wall- 
boards  which  had  been  described  in  patents  issued  in 
1920  and  1921.  Birdsey  was  a  witness  in  the  Court  below, 
and  counsel  for  Rice  had  plenty  of  opportunity  to  elicit 
any  and  all  information  which  they  desired  concerning 

i 

Mr.  Birdsey ’s  activities  during  the  period  in  question. 
Rather,  they  refused  to  do  so  and,  instead,  now  engage 
in  mere  conjectural  surmise  in  an  effort  to  bolstef  a  de- 

i 

cidedly  weak  case  as  to  alleged  abandonment. 

The  patent  to  Knode  No.  1,754,429  (Tr.  Vol.  Ill,  p. 
875),  issued  upon  an  application  filed  September  25, 
1922,  discloses  a  plasterboard  without  binding  or  cover¬ 
ing  on  the  edge  but  at  the  same  time  maintaining  con¬ 
sistent  thickness  of  the  edge  and  providing  a  sufficient 
space  between  adjacent  boards  for  the  “cork  filler.' ’  This 
was  an  unbound  or  raw  edge  plasterboard  and  purports 
to  be  more  economical  than  plasterboards  having  covered 
or  bound  edges.  This  patent  is  in  no  way  related  to  the 
subject-matter  of  this  proceeding. 
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The  patent  to  Brookby  No.  1,489,693  (Tr.  Vol.  Ill,  p. 
868),  issued  upon  an  application  also  filed  September 
25,  1922,  describes  a  machine  and  method  of  making  a 
hardened  edge  plasterboard  and  discloses  the  process  of 
making  a  raw  or  cut  edge  plasterboard  having  a  plastic 
mineral  core  or  body  much  stronger  and  tougher  along 
the  edges  thereof,  so  that  the  edges  will  stand  more 
abuse. 

These  two  hardened  raw  edge  plasterboard  patents  in 
no  wise  relate  to  the  process  and  invention  involved  in 
this  proceeding  and  do  not  purport  to  meet  the  double 
objective  of  the  United  States  Gypsum  Company,  first 
to  decrease  the  weight  of  fabricated  gypsum  products, 
and  second  to  eliminate  the  use  of  sawdust.  For  the 
United  States  Gypsum  Company  to  have  filed  the  same 
does  not  afford  any  justification  for  the  inference  that 
Roos’  foam  process  had  been  intentionally  abandoned. 

From  the  foregoing,  we  repeat  that  the  Roos  foam 
process  was  never  abandoned  by  the  United  States  Gyp¬ 
sum  Company,  and  that  it  was  Roos’  process  and  not 
anv  other  lightweight  process  which  was  actuallv  used 
by  the  United  States  Gypsum  Company  for  the  purpose 
of  decreasing  the  weight  of  fabricated  gypsum  products 
and  for  the  purpose  of  eliminating  the  use  of  sawdust. 

It  stands  uncontradicted  in  this  case  that  at  least 
several  processes  were  developed  which,  without  the  de¬ 
velopment  of  additional  machinery,  could  have  been  im¬ 
mediately  employed  by  the  United  States  Gypsum  Com¬ 
pany  for  the  purpose  of  meeting  its  double  objective; 
and  yet  the  complete  answer  to  Rice’s  argument  is  found 
in  the  fact  that  these  processes  were  not  used  to  the 
exclusion  of  the  Roos  process  or  in  preference  thereto, 
but  that  they  were,  in  fact,  discarded,  not  even  contem¬ 
plated  for  use,  and  that  it  was  the  Roos  process  which 
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was  actually  employed  for  the  purpose  of  decreasing  the 
weight  of  the  fabricated  gypsum  products  and  in  order 
to  eliminate  the  use  of  sawdust.  Surely  the  charge  of 
abandonment  of  the  Roos  process  is  completely  dissi¬ 
pated  in  the  face  of  this  compelling  and  controlling  truth. 

j 

THE  AUTHORITIES  CITED  BY  RICE’S  COUNSEL 
CANNOT  SUPPORT  A  FINDING  THAT  ROOS’ 
WORE  IN  AUGUST,  1922,  WAS  AN  ABANDONED 
EXPERIMENT. 

| 

Appellant  Rice’s  brief  is  devoted  to  a  citation  and 
discussion  of  a  number  of  cases  which  Rice’s  counsel  as¬ 
serts  support  his  contention  to  the  effect  that  Roos  did 
not  reduce  to  practice  in  August,  1922,  but,  instead,  that 
his  activities  indicate  that  his  work  was  merely  an  aban¬ 
doned  experiment. 

In  applying  these  authorities,  which  we  will  herein¬ 
after  show  are  either  not  pertinent  or  distinguishable  be¬ 
cause  of  peculiar  and  special  facts  and  circumstances 
involved  therein  and  not  present  in  the  case  at  bar,  Rice 
has  misconceived  the  record  in  this  case  and  has  been 
forced  and  obliged  to  distort  the  undisputed  material 
facts  in  order  to  lend  semblance  between  the  case  at  bar 
and  the  cases  upon  which  he  relies. 

In  considering  the  decisions  relied  upon  by  Rice,  this 
Court  has  the  following  to  weigh : 

(1)  Notwithstanding  Rice  Exhibit  Z-4,  the  United 
States  Gypsum  Company  did  not  abandon  the  Roos  in¬ 
vention  and  did  not  actually  adopt  and  employ  any  other 
process  designed  for  the  fabrication  of  lightweight  gyp¬ 
sum  products  in  order  to  eliminate  the  use  of  sawdust 
during  the  period  subsequent  to  Roos’  reduction  to  prac¬ 
tice  and  the  date  on  which  Roos  filed  his  application  in¬ 
volved  in  this  controversy.  After  Roos  had  reduced  to 
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practice,  the  i  United  States  Gypsum  Co.  never  diverted 
its  attention  from  the  Roos  process  and  Roos,  with  the 
assistance  of  others,  proceeded  to  develop  equipment 
with  which  to  practice  commercially  his  process  in  the 
plants  of  the  Company.  Then  the  Roos  application  was 
filed.  Xot withstanding  that  other  developments  (in¬ 
cluding  the  casein  process)  had  been  previously  contem¬ 
plated  and  applications  for  patents  filed  thereon,  they 
had  never  been  actually  employed  by  the  Company  so 
as  to  indicate  that  the  Roos  process  was  discarded  or 
unsatisfactory  and  that  such  other  process  were  pre¬ 
ferred  thereto.  In  fact  such  other  processes  were  dis¬ 
carded  and  it  was  the  Roos  process  and  none  other  which 
was  finally  employed  by  the  Company  for  the  purpose 
of  fabricating  lightweight  gypsum  products  and  for  the 
additional  purpose  of  eliminating  the  use  of  sawdust. 

(2)  It  was  absolutely  essential  for  Roos  to  devote  his 
time,  energy  and  activities  to  the  development  of  large 
scale  continuously-operating  foam  generating  equip¬ 
ment  in  order  to  bring  about  the  successful  application 
of  his  foam  process  to  the  automatic  straight-line  con¬ 
tinuously  operating  wallboard  machinery  in  use  in  the 
Company’s  plants.  Without  such  equipment  the  Roos 
process  could  not  be  adapted  to  the  commercial  opera¬ 
tions. 

(3)  The  problem  of  generating  the  proper  foam  to 
be  incorporated  continuously  on  a  large  scale  in  the 
plastic  gypsum  mix  by  the  large  continuously-operat¬ 
ing  straight-line  production  wallboard  machines  of  the 
Company  was  one  of  fundamental  research.  It  required 
the  study,  consideration,  services  and  mind  not  of  an 
engineer,  but  primarily  of  a  chemist,  and  particularly 
that  chemist  who  was  the  inventor  of  the  foam  process, 
and  who  was  most  familiar  with  the  fundamentals,  char¬ 
acter  and  composition  of  the  foam  and  the  necessity  of 
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incorporating  a  foam  of  uniform  texture  and  in  uniform 
amounts  to  ensure  quality  control  of  the  wallboard. 

(4)  Roos,  in  August,  1922,  had  procured  a  tenacious 
foam  of  the  proper  texture  and  tenacity  and  had  reduced 
his  invention  to  practice  when  he  made  the  cellular  par¬ 
tition  tile.  Roos  thereafter  visualized  the  design  of 
equipment  for  practicing  his  foam  process  and  then  de¬ 
veloped  and  perfected  such  equipment.  Allison  was  a 
late  comer  and  his  only  participation  in  this  work  was 
the  contribution  of  some  minor  details  relative  to  the 

i 

foam  generating  equipment  which  he  found  already  de¬ 
veloped  at  the  plant  of  the  Company  when  he  came  to 
work  on  March  15,  1924. 

(5)  The  Roos  and  Allison  joint  patent  application  de¬ 
scribes  a  lightweight  aggregate  which  was  developed 
jointly  by  Roos  and  Allison  long  after  Roos’  reduction 

j 

to  practice  in  August,  1922,  and  particularly  subsequent 
to  March  15,  1924,  the  date  when  Allison  camel  to  the 
Company.  It  was  when  Allison  was  assisting  Roos  in 
the  installation  of  the  equipment  being  set  up  for  the 
purpose  of  employing  the  Roos  foam  process  th^t  these 
two  hit  upon  this  incidental  improvement.  (The  Roos 
sole  invention  involved  in  this  proceeding  and  the  Roos 
and  Allison  joint  invention  are  distinctly  different,  and 
there  is  absolutely  no  inconsistency  in  the  position  of 
Roos  respecting  the  Roos  patent  application  and  the 
joint  patent  application  of  Roos  and  Allison.  That  they 
are  dissimilar  and  that  the  respective  dates  of  the  two 
inventions  are  not  coincident  are  clearly  established  by 
the  two  preliminary  statements,  which  were  filed  (1) 
on  behalf  of  Roos  and  (2)  on  behalf  of  Roos  and  Allison 
and  are  here  in  the  record.) 

(6)  The  process  here  in  issue  is  not  concerned  with 
the  method  or  manner  of  producing  the  foam  but,  rather, 
in  the  formation  of  a  cellular  cement  or  gypsum  product 
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by  mixing  a  tenacious  foam  with  either  cement  or  gyp¬ 
sum,  and  furthermore  this  invention  is  entirely  inde¬ 
pendent  of  the  materials  forming  the  foam.  It  is  imma¬ 
terial  that  in  the  Roos  patent  application,  involved  in 
this  case,  mention  was  made  of  calcined  gypsum  among 
others  as  a  foam  stiffener,  when  as  a  matter  of  fact  Roos 
used  gum  arabic  when  he  made  the  tile  which  constituted 
his  reduction  to  practice.  (Rice  impliedly  misstates  the 
contents  of  the  Roos  patent  application  on  pages  125- 
139.  Reference  to  the  patent  application  will  disclose 
that  both  gum  arabic  and  calcined  gypsum  are  mentioned 
as  foam  stiffeners  (Tr.  Vol.  Ill,  p.  683.) 

With  the  foregoing  in  mind,  and  disregarding  the  mis¬ 
statements  indulged  in  by  Rice's  counsel  for  the  purpose 
of  meeting  the  exigencies  of  his  case,  and  bearing  fur¬ 
ther  in  mind  that  there  is  no  longer  any  burden  upon 
Roos  but  that  now  Rice  must  establish  his  case  of  aban¬ 
donment  beyond  a  reasonable  doubt,  it  is  manifest  that 
Roos  reduced  the  invention  here  involved  to  practice  in 
August,  1922.  Roos’  conduct  thereafter  does  not  in  the 
least  indicate  that  lie  and  his  assignee  the  Cnited  States 
Gypsum  Company  regarded  his  activities  in  the  summer 
and  fall  of  1922  as  mere  experimental  work  which  they 
thereafter  abandoned.  Instead  Roos  diligently  proceeded 
to  develop  and  perfect  equipment  with  which  to  practice 
his  process.  The  Company  might  have  easily  employed 
and  used  other  processes  to  the  exclusion  of  and  in  pref¬ 
erence  to  the  Roos  process,*  but  as  soon  as  the  Roos 
foam  generating  equipment  was  ready  and  it  was 
practicable  to  do  so,  the  Company  actually  employed  the 
Roos  process  and  filed  a  patent  application  thereon. 

The  Patent  Office  Tribunals  and  the  trial  Court  have 

*  According  to  the  record  (Avery,  Birdsey,  Brookby  and  Roos)  the  saw- 
duct  problem  was  most  vexing  and  the  need  for  a  lightweight  process  to 
substitute  for  sawdust  was  of  pressing  importance.  Yet  the  Company  at  no 
time  even  contemplated  the  use  of  any  other  process. 
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found  that  Roos  reduced  to  practice,  and  in  order  for 
Rice  to  overcome  this  finding  and  to  sustain  his  conten¬ 
tion  that  what  Roos  did  was  not  a  reduction  to  practice 
but  instead  amounted  to  an  abandoned  experiment,  he 
must  prove  affirmatively,  and  by  means  of  evidence  ad¬ 
mitting  of  no  reasonable  doubt,  that  Roos  and  the  United 
States  Gypsum  Company  were  dissatisfied  with  and  dis- 

_  i 

appointed  in  the  results  of  Roos’  tests  and  that  they  dis¬ 
carded  and  abandoned  the  Roos  process  and  actually 
commercially  preferred  and  used  some  other  process. 
The  record  does  not  contain  in  the  least  any  evidence 
which  will  justify  such  a  holding,  and  Rice  has  palpably 
failed  to  carry  the  heavy  burden  imposed  upon  him  un¬ 
der  the  authorities. 

In  Latham  v.  Armat,  17  App.  D.  C.  345,  this  Court 
stated  that,  j 

i 

“Just  what  does  amount  to  reduction  to  practice 
of  a  machine  as  contradistinguished  from  unsatis¬ 
factory  and  abandoned  experiments  presents  a  ques¬ 
tion  of  constant  difficulty  in  this  class  of  cases,  and 

depends  chiefly  upon  the  special  circumstances  of 
each  case  in  which  it  is  sought  to  be  established.  A 
rule  cannot  be  laid  down  in  one  case  to  govern  all 
others.” 

j 

Obviously,  then,  interference  proceedings  are  not  alike 
in  the  sense  that  specific  applications  of  the  general 
principles  of  patent  law  must  necessarily  be  adhered 
to.  Of  this  class  of  cases  it  may  be  said,  with  more  truth 
perhaps  than  of  any  other,  that  each  case  depends  on  its 
own  peculiar  facts. 

There  is  no  hard  and  fast  rule  as  to  “abandoned  ex¬ 
periments  ”  which  governs  all  cases.  Unless,  therefore, 
the  special  circumstances  of  each  case  relied  upon  bv 
Rice  are  precisely  those  involved  in  the  case  at  bar,  the 
decision  therein  cannot  be  considered  controlling  and 
as  overturning  the  concurrent  findings  upon  the  special 
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circumstances  involved  in  the  case  at  bar  in  favor  of 
Roos,  namely,  that  Roos  actually  reduced  to  practice 
in  August,  1922.  We  propose,  therefore,  to  discuss 
briefly  the  special  circumstances  of  these  cases  so 
strongly  relied  upon  by  Rice’s  counsel. 

In  Bennett  v.  Fitzgerald,  48  F.  (2d)  917,  Bennett,  the 
unsuccessful  party,  whose  activities  were  found  by  the 
Court  to  have  amounted  only  to  an  abandoned  experi¬ 
ment,  claimed  that  he  reduced  to  practice  in  1923.  He 
did  not  file  his  application  until  April  30,  1927, — approx¬ 
imately  four  years  thereafter.  During  that  four-year 
period  (1)  his  company  manufactured  a  similar  container 
in  preference  to  his  alleged  1923  device;  (2)  continued 
to  further  develop  his  alleged  1923  device;  (3)  expressly 
determined  in  1925  not  to  manufacture  his  alleged  1923 
device;  (4)  in  1925  he  invented  another  similar  container 


upon  which  he  filed  a  patent  application  and  which  his 
company  then  commenced  to  manufacture;  (5)  he  in¬ 
vented  a  related  device  and  applied  for  a  patent  thereon, 
which  could  have  been  used  with  his  alleged  1923  device, 
but  which  his  company  manufactured  and  used  with  its 
preferred  devices;  and  finally,  (6)  he  did  not  file  an  ap¬ 
plication  upon  the  alleged  1923  device  until  he  had  be¬ 
come  aware  of  his  adversary’s  commercial  exploitation 
of  the  invention. 


In  Vannre  v.  Imprdta,  25  F  (2d)  918.  the  unsuccessful 
party  was  Vanore,  who  claimed  to  have  conceived  and 
reduced  the  invention  to  practice  in  September,  1922,  but 
who  did  not  file  an  application  therefor  until  October  20, 
1924,  more  than  two  years  thereafter.  He  had  learned  of 
the  issuance  of  Improta’s  patent  on  June  3, 1924.  Vanore 
was  under  a  very  heavy  burden  to  prove  beyond  a  reason¬ 
able  doubt  that  he  had  reduced  his  invention  to  practice 
in  September,  1922,  but  the  fact  that  after  having  used 
his  device  once  he  did  nothing  until  Improta  told  him 
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that  he  had  a  patent  thereon,  constrained  the  Court  to 
hold  that  his  work  amounted  to  nothing  more  than  an 
abandoned  experiment. 

Seppmann  v  Roden,  46  F.  (2d)  186,  involved  the  fol¬ 
lowing  special  circumstances:  Seppmann  claimed  to  have 
reduced  to  practice  on  July  8,  1922;  but  he  did  not  file  an 
application  until  January  19,  1927,  almost  five  years 
thereafter.  This  was  more  than  two  vears  and  ten  months 
after  Roden  had  filed  his  application  and  approximately 
one  year  and  seven  months  after  a  patent  had  beeh  issued 
to  Roden.  It  expressly  appears  that  Seppmann  had  tested 
his  device  as  he  claimed  in  1922  but  permitted  such  de¬ 
vice,  partly  dismantled  and  with  the  scale  removed,  to 
lie  around  unused  along  with  other  tools  in  a  cupboard 
in  his  garage  and  that  he  did  not  file  his  application 
until  he  had  been  informed  by  his  attorney  of  the  patent 
which  issued  to  Roden. 

In  Paid  v.  Hew,  24  App.  D.  C.  462,  Paul  claimed  that 
he  had  reduced  the  invention  to  practice  on  October  18, 
1899.  But  he  did  not  file  his  application  until  November 
1,  1901,  more  than  two  years  thereafter.  According  to 
the  reported  decision  the  company  for  which  Paul  was 
working  did  not  adopt  the  machine  which  Paul  claimed 
to  have  perfected  in  October,  1899  but,  instead,  preferred 
and  adopted  another  machine  called  the  * 4 Improved 
Daugherty.”  This  was  withdrawn  when  it  did  not  give 
satisfaction,  and  still  another  machine  not  of  the  type  of 
Paul's  October,  1899  model  was  preferred  and  substituted 
and  put  on  the  market.  In  the  meantime,  applications 
had  been  filed  upon  these  machines  which  had  been  com¬ 
mercialized,  but  no  application  on  Paul’s  first  machine 
was  filed  or  would  have  ever  been  filed  excepting  that  by 
reason  of  an  interference,  which  had  been  previously  de¬ 
clared  with  the  Hess  application,  it  became  apparent  that 
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another  application  covering  the  early  Paul  machine 
would  have  to  be  filed  in  order  to  antedate  Hess.  It  was 

only  then  that  the  application  of  Paul  was  filed. 

The  special  circumstances  of  Bijur  v.  Kenningion,  51 
App.  D.  C.  230,  are  unlike  the  record  facts  in  the  case 
at  bar.  A  reference  to  the  decision  in  an  earlier  inter¬ 
ference  reported  in  50  App.  P.  C.  247 ;  270  Fed.  683, 
will  disclose  that  Bijur  claimed  to  have  reduced  his 
starter  to  practice  early  in  1912,  when  he  used  it  upon  a 
Packard  car.  The  Packard  Company,  however,  preferred 
and  adopted  a  different  kind  of  starter.  Bijur’s  Company 
never  put  the  1912  starter  upon  the  market  but  preferred 
and  actually  manufactured  and  sold  a  different  starter. 
During  his  alleged  period  of  delay  Bijur  filed  at  least 
ten  applications  relating  to  starters,  and  nowhere  did  it 
appear  that  Bijur  made  any  attempt  to  resurrect  his  de¬ 
vice  until  Bendix’s  device  was  exhibited  at  an  automo¬ 
bile  show  in  January  and  Februarv,  1914.  It  was  after 
that  that  Bijur  filed  his  application  upon  the  starter 
which  had  been  discarded  more  than  two  years  earlier 
for  the  one  which  he  had  preferred  and  actually  put  upon 
the  market  and  covered  by  patent  application. 

T;n  the  case  of  Job  ski  v.  Johnson,  47  App.  D.  C.  230, 
no  question  of  abandoned  experiment  arose,  but  the  case 
involved  the  sufficiency  of  tests  which  had  been  per¬ 
formed  by  Bryant  upon  his  tire  fastening.  The  device 
was  unquestionably  of  the  type  which  required  actual 
use,  and  all  that  Bryant  did  was  to  bounce  the  tire  upon 
a  door  and  then  place  the  device  in  a  closet,  in  which 
it  remained  for  upwards  of  twelve  months.  This  Court 
held  that  his  alleged  reduction  to  practice  was  insufficient 
from  the  standpoint  of  tests  and  not  because  of  aban¬ 
doned  experiment. 

In  Letup  v.  Nudge,  24  App.  D.  C.  282,  Lemp  did  not 
file  his  application  until  ten  months  after  Mudge’s  pat- 
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ent  had  issued  and  after  his  attention  had  been  called 

j 

to  the  same. 

In  Daggett  v.  Kaufmann,  33  App.  D.  C.  450,  the  in¬ 
vention  related  to  an  inverted  gas  mantel  and  was  of 
the  type  requiring  actual  use  to  disclose  the  desired  re¬ 
sult.  Daggett  claimed  to  have  constructed  a  mantel  in 
the  spring  of  1903,  but  the  proofs  with  respect  thereto 
were  wholly  insufficient  in  that  there  was  no  testimony 
as  to  the  details  of  experiments  and  no  testimony  as  to 
the  particular  results  of  the  experiments.  Moreover, 
there  was  some  doubt  in  this  Court’s  mind  as  to  whether 
or  not  the  mantel  which  Daggett  claimed  to  have  made 

j 

in  1903  was  in  the  form  and  shape  of  a  commercially 
successful  type,  inasmuch  as  Daggett  had  changed  the 
drawings  of  his  application  in  July,  1906,  after  the  appli¬ 
cation  had  been  filed  and  after  his  company  had  started 
to  exploit  commercially  the  inverted  type  of  mantel.  It 
seems  that  foreign  mantels  had  been  inverted,  but  the 
secret  thereof  was  not  understood  by  American  manu¬ 
facturers;  and  Daggett,  after  making  his  1903  device, 
did  nothing  therewith,  but  resumed  his  efforts  to  discover 
the  secret  of  the  closing  of  the  ends  of  the  foreign  man¬ 
tels.  He  made  his  discovery.  His  company  thereupon 
preferred  and  adopted  the  foreign  method  and  actually 
commercially  exploited  these  mantels  until  July,  1906, 
when  they  placed  upon  the  market  a  type  of  device  which 
Daggett  claimed  to  have  reduced  to  practice  in  1903. 

In  Adams  v.  Murphy.  18  App.  D.  C.  172,  Adams 
claimed  to  have  reduced  to  practice  in  July,  1897,  but 
he  did  not  file  his  application  until  January,  1899.  He 
was  totally  inactive  during  this  period  and  offered  no 
explanation  or  excuse  whatsoever  for  his  delay,  i 

In  T raver  v.  Brown ,  14  App.  D.  C.  34,  Traver  claimed 
a  reduction  to  practice  in  February,  1889,  but  he  did  not 
file  his  application  until  February,  1893.  During  this 


i 
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four-year  period  of  delay  he  had  laid  aside  the  machine 
which  he  first  constructed,  and  turned  his  attention  to  a 
similar  one,  a  4 ‘ stitch  breaker”,  which  he  preferred, 
developed  and  brought  into  commercial  use,  and  filed  an 
application  on  because  he  considered  this  stitch  breaker 
a  better  and  more  effective  machine.  The  first  machine 
contained  a  sharp  edge,  whereas  his  stitch  breaker  con¬ 
tained  a  dull  edge,  and  he  had  testified  in  an  infringe¬ 
ment  suit  prior  to  the  institution  of  the  interference  pro¬ 
ceeding  that  ‘‘he  had  never  been  able  to  make  a  raveller 
work  successfully  with  a  sharp  edge.”  This  Court  held 
that  this  statement  could  not  be  reconciled  with  his  claim 
of  a  successful  reduction  to  practice  of  the  sharp  edged 
machine,  and  further  found  that  difficulties  had  presented 
themselves  which  made  the  first  machine  unsatisfactory 
and  disappointing  to  him,  thus  causing  him  to  abandon 
the  device  and  direct  his  efforts  to  a  different  one. 


In  Reichenbach  v.  Kelley ,  17  App.  D.  C.  333,  Kelley 

claimed  to  have  reduced  his  invention  to  practice  in 
» 

December,  1894.  He  did  not  file  his  application  thereon 
until  April  11,  1898,  more  than  three  years  later  and 
several  months  after  the  Reichenbach  patent  had  issued. 
The  only  proof  in  support  of  the  claim  to  reduction  to 
practice  was  that  Kelley  had  made  a  machine  which  was 
tested  and  then  dismantled  and  sent  to  England.  Xo 
explanation  or  testimony  was  offered  as  to  what  there¬ 
after  happened  to  the  machine.  This,  coupled  with  the 


fact  that  Keliev  was  totallv  inactive  for  three  vears  and 


had  failed  to  apply  for  a  patent  until  after  publication  of 


the  Reichenbach  patent,  indicated  that  there  was  no 


satisfaction  as  to  the  results  of  the  tests  and  that  it  was 


nothing  more  than  an  abandoned  experiment. 

In  Latham  v.  Armaf ,  17  App.  D.  C.  345,  the  device  in 
controversy  was  a  projection  machine  or  exhibitor.  In 
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the  Patent  Office  there  was  a  patentable  distinction  be¬ 
tween  a  camera  and  a  projection  machine.  It  seems, 
however,  that  the  same  device  which  Latham  had  con¬ 
structed  as  a  camera  was  capable  of  double  use;  that  is 
to  say,  it  could  be  used  as  a  camera  and  also  used  as  an 
exhibiter.  There  was  a  shutter  upon  the  device  which 
was  necessary  when  the  same  was  being  employed  as  a 
camera  but  which  was  an  impediment  when  it  wa,s  being 

used  as  an  exhibiter.  Latham  did  not  show  affirmatively 

: 

that  he  had  realized  the  uselessness  of  the  shutter  or  its 
impeding  character  when  the  device  was  used  as  an  ex- 
hibiter,  nor  did  he  show  that  he  had  actually  dispensed 
therewith  when  he  was  exhibiting  rather  than  i  taking 
pictures.  Because  of  the  fact  that  there  was  a  patent- 
able  distinction  between  a  camera  and  an  exhibiter,  and 
because  the  device  had  been  used  as  a  camera,  but  only 
experimentally,  as  admitted  by  Latham,  as  an  exhibiter, 
the  Court  held  that  it  could  not  be  taken  ‘‘as  a  j reduc¬ 
tion  to  practice”  as  an  exhibiter. 

In  Jar  dine  v.  Hartog,  36  F.  (2d)  606,  it  appears  that 
the  Aluminum  Castings  Company,  the  assignee  of  Jar- 
dine,  was  engaged  in  testing  “a  Ricardo  piston.”  Some¬ 
one  had  “split”  the  “skirt”  of  one  of  these  pistons,  and 
thus  accidentally  procured  a  piston  which  embodied  the 
subject-matter  of  the  count  in  interference.  This  “acci¬ 
dental”  piston  was  then  tested  by  “hand  pressure”  to 
ascertain  its  flexibility.  The  Court  held  that  the  involved 
invention  and  its  intended  functions  were  not  sufficientlv 
simple  to  make  a  “hand  pressure”  test  serve  as  an  actual 
reduction  to  practice.  In  any  event  Jardine’s  assignee 
continued  to  test  the  Ricardo  piston  before  turning  to 
the  piston  of  the  invention  in  controversy,  and  the  case 
was  disposed  of  on  diligence  rather  than  on  the  theory 
of  “an  abandoned  experiment.” 
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In  Hartsougli  v.  Gile,  49  App.  D.  C.  354,  Gile  had  built 
a  tractor  in  the  summer  of  1914,  which  he  took  to  a  farm 
and  tested.  He  then  laid  it  aside  until  the  spring  of 
1916,  when  it  was  observed  by  the  licensees  of  Hart- 
sough,  who  induced  Gile  to  file  an  application.  In  the 
interim, Gile  had  directed  his  attention  to  the  construc¬ 
tion  of  another  machine,  which  he  had  completed  in 
1916,  and  for  which  he  immediately  applied  for  a  patent. 
The  Court  held  that  what  Gile  had  done  in  1914  must 
be  regarded  as  an  abandoned  experiment,  because  no 
attempt  had  been  made  to  prove  the  operativeness  of  his 
tractor  and  Gile  himself  had  failed  to  act  except  under 
the  stimulations  of  Hartsough’s  licensees. 

The  foregoing  should  sufficiently  apprise  the  Court  of 
the  special  facts  and  circumstances  present  in  the  cases 
relied  upon  by  Rice  in  his  charge  of  “abandoned  experi¬ 
ment.’  ’  It  has  never  been  held  upon  a  state  of  facts 
precisely  like  the  facts  in  the  case  at  bar  that  the  activi¬ 
ties  of  the  inventor  amounted  to  no  more  than  an  aban¬ 
doned  experiment. 

The  foregoing  cases  announce  a  rule  of  law  with  re¬ 
spect  to  abandoned  experiments,  but  in  considering  Roos’ 
case  and  the  special  circumstances  and  facts  surround¬ 
ing  it,  it  is  conclusively  established  that  Roos  did  not 
divert  his  attention  from  his  foam  process  after  he  had 
tested  and  reduced  the  same  to  practice,  but  that  he 
diligently  proceeded  to  develop  large  scale  continuously- 
operating  foam  generating  equipment  in  order  to  bring 
about  the  successful  application  of  his  foam  process  to 
the  automatic  continuously-operating  straight-line  pro¬ 
duction  wallboard  machines  of  the  United  States  Gypsum 
Company,  and  it  is  most  significant  that  the  Company 
did  not  encounter  difficulties  with  the  Roos  process  which 
brought  about  any  disappointment  therewith  and  which 
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resulted  in  the  preferment  and  actual  employment  and 
adoption  of  another  process  to  the  exclusion  of  the  Roos 
process. 

The  Patent  Office  Tribunals  and  the  trial  Court  have 
held  that  Roos  reduced  to  practice  in  August,  1922.  Rice 
has  undertaken  to  assert,  and  is  now  under  a  very  heavy 
burden  of  proving,  that  Roos  did  not  reduce  to  practice, 
and  consequently,  Rice,  in  order  to  overturn  the  findings 

0 

in  favor  of  Roos,  must  show  affirmatively  and  by  means 
of  proofs  admitting  of  no  reasonable  doubt,  that  Roos’ 
activities  and  the  activities  of  his  assignee,  subsequent 
to  August,  1922,  clearly  and  unequivocally  indicate  lack 
of  faith  in,  dissatisfaction  with,  and  discard  of  the  Roos 
process.  Mere  assertion  and  argumentation  unsup¬ 
ported  by  cogent  and  convincing  proofs  cannot  serve 
Rice  this  purpose.  There  are  no  oompelling  reasons 
predicated  upon  any  of  the  record  facts  which  would 
justify  the  reversal  of  the  impartial  and  mature  judg- 
ment  of  the  Patent  Office  and  the  trial  Court  based  upon 

i 

these  facts  “that  Roos  actually  reduced  to  practice.” 
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UNITED  STATES  GYPSUM  COMPANY  WAS  NOT 
SPURRED  INTO  ACTIVITY  TO  FILE  ROOS’  PAT¬ 
ENT  APPLICATION.  NEITHER  ROOS  NOR  THE 
COMPANY  CAN  BE  CHARGED  WITH  NOTICE  OF 
“CHEMICAL  ABSTRACTS”  ARTICLE  DESCRIB¬ 
ING  BAYER’S  PROCESS  SINCE  ROOS  AND  COM¬ 
PANY  OFFICIALS  DENIED  EVER  HAVING  READ 
SAME.  THAT  ROOS  AND  THE  UNITED  STATES 
GYPSUM  COMPANY  WERE  SUBSCRIBERS  TO 
“CHEMICAL  ABSTRACTS”  DOES  NOT  CHARGE 
THEM  WITH  NOTICE  OF  MATTERS  THEREIN 
PUBLISHED.  KNOWLEDGE  OF  INVENTION  OF 
RIVAL  MUST  BE  ACTUALLY  PROVED  TO  CON¬ 
STITUTE  NOTICE. 


Appellant  Rice  has  introduced  in  evidence  Rice  Exhibit 
F  (Tr.  Vol.  Ill,  p.  722),  which  is  the  March  10,  1924,  issue 
of  “Chemical  Abstracts.”  In  this  issue  there  appeared 
an  abstract  of  the  Bayer  British  patent,  and  because 
Roos  and  the  United  States  Gypsum  Company  were 
subscribers  to  and  received  “Chemical  Abstracts,”  it  is 
argued  bv  Rice’s  counsel  that  thev  were  stimulated  and 
stirred  into  activity  by  reason  of  the  publication  of  this 
abstract  of  Bayer’s  British  patent. 

We  should  like  to  emphasize  Rice's  dilemma  in  so 
far  as  placing  any  reliance  upon  the  Bayer  disclosure 
is  concerned*  Rice  is  contending  in  the  case  at  bar,  as 
against  Bayer,  that  the  Bayer  disclosure  is  insufficient 
and  is  not  in  such  full,  clear,  exact  and  concise  terms  as 
to  enable  any  person  skilled  in  the  art  to  understand 
and  practice  the  same.  Inconsistently,  on  the  other 
hand,  and  in  order  to  overcome  Roos,  Rice  contends  that 
the  Bayer  disclosure  is  a  sufficient  and  good  one,  in  that 
Rice  charges  that  it  is  in  such  full,  clear,  exact  and  con- 
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cise  terms  that  Roos  or  the  Company  were  enabled  to 
understand  the  same  and  on  account  thereof  were  stimu¬ 
lated  and  stirred  into  action. 

Roos  himself  denies  ever  seeing  the  Bayer  abstract 
and  has  testified  both  before  the  Patent  Office  and  before 
the  trial  Court  that  he  did  not  know  that  there  were 
others  laying  claim  to  a  similar  process  until  November, 
1924,  when  a  communication  was  received  from  the  U.  S. 
Patent  Office. 

Counsel  for  Rice  in  his  exposition  of  this  phase  of 
Roos’  case  completely  ignores  the  fact  that  Roos-  when 
he  testified  before  the  trial  Court,  denied  that  he  saw, 
prior  to  the  trial  of  this  cause,  the  Bayer  abstract  which 
appeared  in  the  March  10,  1924,  issue  of  the  magazine 
entitled  “Chemical  Abstracts’’  here  in  evidence  as  Rice 
Exhibit  F.  We  propose  to  show  now  that  the  testimony 
offered  on  behalf  of  Roos  is  clear  and  unequivocal  that 
Roos  and  the  United  States  Gypsum  Company  manage¬ 
ment  had  no  knowledge,  arising  from  published  articles 
or  otherwise,  of  either  Bayer  or  Rice  as  rivals  of  Roos 
prior  to  the  time  that  Roos  filed  his  patent  application. 

Rice’s  position  is  that  while  Roos  and  the  United 
States  Gypsum  Company  may  not  be  charged,  as  a  mat¬ 
ter  of  law,  with  knowledge  of  this  “Chemical  Abstracts” 
article,  nevertheless  the  Court  may  draw  an  inference  of 
fact  to  the  effect  that  Roos  and  the  United  States  Gyp¬ 
sum  Company  were  stimulated  into  activity  to  file  the 
Roos  patent  application  in  1924.  Rice’s  counsel  Urges 
that  this  is  an  inference  of  fact  that  this  Court;  mav 

I  % 

draw  and  the  Court  is  then  urged  to  draw  this  inference 
of  fact. 

However,  the  testimony  of  Roos  and  the  witnesses 

Avery  and  Birdsey  is  definite  and  unequivocal  that 

! 

neither  Roos  nor  the  officials  of  the  United  States  Gyp¬ 
sum  Company  ever  heard  of  Rice  or  Bayer,  or  of  their 
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inventions,  before  the  declaration  of  this  interference, 
which  necessarily  was  subsequent  to  the  time  that  Roos 
filed  his  patent  application.  So  Roos,  never  having  heard 
of  either  Bayer  or  Rice  before  the  time  that  Roos  filed 
his  patent  application,  no  stimulus  could  arise  from  them 
to  spur  Roos  to  file  his  patent  application.  In  the  face 
of  testimony  that  has  affirmatively  established  that 
neither  Roos  nor  the  officials  of  the  Company  was  ever 
informed  of  the  Rice  invention  or  the  Bayer  invention, 
no  inference  of  fact,  under  any  theory  of  deductive  rea¬ 
soning,  can  be  drawn  that  is  wholly  contrary  to  the  real 
facts  established  by  the  sworn  testimony.  The  inference 
of  fact  that  Rice’s  counsel  seeks  to  draw  and  to  urge 
upon  this  Court  is  thus  incapable  of  fulfillment  because 
it  simply  cannot  exist  unless  the  testimony  of  Roos, 
Avery,  and  Birdsey  is  to  be  discredited  by  wholesale. 

Roos  testified  on  cross-examination  in  the  Patent  Office 
proceedings  that  the  first  time  that  he  heard  of  any  one 
else  having  used  the  tenacious  foam  process,  which  is  the 
subject-matter  of  the  controversy  here,  was  when  he  re¬ 
ceived  the  interference  notice  from  the  Patent  Office  (Tr. 
Vol.  II,  p.  222).  This  interference  notice  is  in  evidence 
in  this  proceeding  as  a  part  of  Rice  Exhibit  “X.”  It 
bears  a  date  of  November  26,  1924,  which  is  three  months 
after  Roos  filed  his  patent  application. 

On  direct  examination  before  the  trial  Court  Roos* 
testimony  was  strictly  in  accord  with  his  testimony  in 
the  Patent  Office  proceeding.  It  was  as  follows  (Tr.  Vol. 
II,  pp.  418-9) : 

‘‘The  first  time  that  I  ever  heard  that  anvbodv 

•  ** 

had  this  same  invention  was  when  I  received  the 
notice  from  the  Patent  Office  notifvins:  me  of  the  in- 
terference.  The  Examiner’s  letter  of  November  26, 
1924,  a  copy  of  which  is  attached  to  Rice’s  Exhibit 
X,  is,  according  to  my  recollection,  the  Patent  Office 
communication  which  I  have  just  referred  to.” 
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With  respect  to  the  “Chemical  Abstracts”  article  pub¬ 
lished  in  the  issue  of  March  10,  1924,  Roos’  sworn  testi¬ 
mony  is  that  he  never  saw  this  article  until  about  a  week 
before  he  testified,  which  was  on  October  7,  1931.  Fur- 

i 

thermore,  Roos  said  that  he  never  heard  of  John  A.  Rice 
or  of  Rice’s  invention  before  he  received  the  notice  from 
the  Patent  Office  which  is  Rice  Exhibit  X  bearing  the 
date  of  November  26,  1924.  Roos’  testimony  was  (Tr. 
Vol.  II,  p.  419) :  ! 

“The  first  time  that  1  ever  saw  the  March  10,  1924, 
issue  of  Chemical  Abstracts  was  when  I  saw  a  pho¬ 
tostatic  copy  of  it  about  a  week  ago.  1  never  saw  a 
description  of  Bayer’s  invention  in  any  printed  pub¬ 
lication  prior  to  that  time.  No  one  ever  told  me,  be¬ 
fore  I  received  the  Patent  Office  notice  above  re¬ 
ferred  to,  that  some  one  else  was  contesting  for  this 
same  invention.  1  first  heard  of  Mr.  John  A.  Rice, 
the  plaintiff  in  this  case,  long  after  1  obtained  this 
notice  from  the  Patent  Office.  Neither  did  anyone 
tell  me  that  be  was  contesting  for  this  invention  be¬ 
fore  that  time.” 

On  cross-examination  an  attempt  was  made  by  Rice's 
counsel  to  secure  an  admission  from  Roos  that  lie  had 


cognizance  of  the  “Chemical  Abstracts”  article;  in  the 
early  period  of  his  development  work,  but  Roos  again 
denied  that  he  had  seen  this  or  any  other  publication 
describing  the  invention.  On  cross-examination  Roos 


testified  as  follows  (Tr.  Vol.  II,  p.  428) : 

“Q.  If  this  was  an  important  invention  to  you, 
why  did  you  not  take  the  easy  steps  to  protect  it? 

“A.  I  did  not  dream  that  anybody  was  working 
on  this  foam  addition.  I  never  thought  that  they 
would  be,  and  I  wanted  to  get  the  thing  well  de¬ 
veloped.  I  had  never  taken  out  any  patent  applica¬ 
tions. 

“Q.  Wait  a  minute.  You  knew  that  this  foam 
idea  was  coming  into  the  literature,  did  you  not,  into 
the  literature  of  scientific  men,  of  whom  you  are  pre¬ 
sumed  to  be  one? 
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"A.  Of  course  I  did  not  know  anything  about 
that. 

“Q.  You  did  not? 

“A.  I  did  not.” 

Birdsev’s  testimony  before  this  Court  is  of  similar  im- 
port.  Birdsev  testified  that  the  first  time  that  he  heard 
of  some  one  else  besides  Boos  having  a  conflicting  in- 
vention  was  when  the  interference  was  declared.  He  was 
rather  amazed  when  he  heard  it,  but  neither  Bayer  nor 
Rice  was  known  to  Birdsev  prior  to  the  declaration  of 
this  interference  which,  as  related  above,  was  three 
months  subsequent  to  the  time  that  Roos  filed  his  patent 
application  (Tr.  Vol.  IT,  p.  628). 

Counsel  for  Rice,  at  the  conclusion  of  his  cross-exam¬ 
ination  of  the  witness  Avery,  made  an  offer  of  proof  for 
the  purpose  of  showing  that  an  agreement  had  been 
entered  into  between  the  United  States  Gypsum  Com¬ 
pany,  Roos’  assignee,  and  Christiani  &  Nielsen,  Bayer’s 
assignee,  to  provide  for  certain  contingencies  that  might 
arise  if  the  United  States  patent  should  issue  to  Bayer, 
or,  failing  in  this,  might  issue  to  Roos.  Avery  was  then 
presented  to  the  trial  Court  as  Rice’s  witness.  Avery, 
who  is  President  of  the  United  States  Gypsum  Company, 
emphatically  recited  the  importance  of  the  Roos  inven¬ 
tion  to  the  Company.  He  testified  that  when  the  inter¬ 
ference  was  declared  bv  the  Patent  Office  involving  the 
Roos  patent  application,  which  necessarily  was  subse¬ 
quent  to  the  time  that  Roos  had  filed  his  patent  applica¬ 
tion,  he,  Avery,  was  very  much  surprised.  It  was  not 
until  the  interference  had  been  declared  that  Avery 
learned  of  Bayer.  He  was  sailing  for  Europe  to  pur¬ 
chase  some  ships  abroad  and  was  about  to  leave  New 
York  Citv  when  he  was  advised  of  the  fact  that  the 
Patent  Office,  had  declared  the  interference.  He  then 
undertook  to  locate  Bayer  and  communicated  with  Chris- 
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tiani  &  Nielsen  after  he  arrived  in  Florence.  Avery’s 
testimony,  both  on  his  direct  examination  as  Rice’s  wit¬ 
ness  and  on  cross-examination,  was  most  definite  that 

i 

he  never  heard  of  Baver  or  of  anv  conflict  with  the  Roos 
invention  until  after  this  interference  proceeding  had 
been  instituted  by  the  Patent  Office.  On  cross-examina¬ 
tion  by  Bayer’s  counsel,  he  testified  that  he  learned  of 
Rice  after  the  declaration  of  the  interference  (Tr.,  Vol. 
II,  pp.  593-597). 

In  the  light  of  this  testimony  and,  particularly,  in 
view  of  the  testimony  of  Avery  given  as  Rice’s  witness, 
it  is  clearly  established  without  equivocation  that  Roos 
and  the  United  States  Gypsum  Company  were  not  stimu¬ 
lated  into  activity  to  file  Roos’  patent  application  in 
August,  1924,  by  what  Rice  or  Bayer  might  have  done. 
Neither  Roos  nor  the  management  of  the  United  States 
Gypsum  Company  knew  of  Rice  or  Bayer  at  the  time 
that  the  Roos  application  was  filed  in  August,  1924.  It 

i 

was  only  after  the  Roos  applicatoin  had  been  filed  and 
after  the  Patent  Office  had  instituted  the  interference 
proceedings  that  Rice  and  Bayer  as  rivals  of  Roos  were 
disclosed.  The  testimony  clearly  excludes  the  possibility 
of  an  inference  being  drawn  that  Roos  was  stimulated 
into  activity,  unless  the  testimony  of  these  witnesses  is 
wholly  disregarded.  There  is  not  a  single  item  of  evi¬ 
dence  to  support  Rice’s  contention  that  Roos  was  spurred 
into  activity  to  file  his  patent  application.  The  sworn 
testimony  of  these  witnesses  affirmatively  establishes 
otherwise.  If  the  alleged  stimulus  for  Roos  must  be 
predicated  solely  upon  an  inference,  as  Rice’s  counsel 
urges,  then  the  stimulus  is  wholly  non-existent.  No  basis 
exists  for  drawing  such  an  inference  when  the  sworn  tes¬ 
timony  is  to  the  contrary. 

The  mere  fact  that  Roos  and  his  employer  the  United 
States  Gypsum  Company  were  subscribers  to  and  re- 
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ceived  “Chemical  Abstracts”  is  not  sufficient  for  the 
purpose  of  establishing  that  Roos  saw  and  read  the  issue 
of  March  10,  1924,  and  in  consequence  thereof  filed  the 
Roos  application.  Roos’  testimony  and  conduct  are  dia¬ 
metrically  opposed  to  such  an  assumption,  and  the  law 
does  not  afford  any  basis  for  Rice’s  charge. 

Notices,  advertisements,  or  other  items  contained  in  a 
publication,  if  not  seen  or  read  by  a  party,  do  not  charge 
him  with  constructive  or  implied  notice,  and  this  rule 
applies  even  where  a  person  sought  to  be  affected  by  the 
notice  is  a  subscriber  to  the  publication  in  question;  and 
even  though  it  is  proved  that  he  received  a  copy  thereof, 
it  can  never  be  notice  to  such  subscriber  unless  it  is  read 
by  him.  (46  Corpus  Juris ,  549.) 

In  the  case  of  Haley  v.  Du  Roll,  1920  C.  D.  53,  Com¬ 
missioner  Newton  held  that  an  attempt  to  show  that 
one  of  the  parties  to  the  interference  had  seen  a  publi¬ 
cation  in  a  certain  scientific  magazine,  was  not  made 
out.  The  party  charged  with  notice  denied  ever  having 
seen  the  publication,  and  thus  it  was  ruled: 

“The  attempt  by  Haley  to  show  that  Du  Roll  saw 
a  publication  of  his  invention  in  the  ‘Mining  and 
Scientific  Press’  of  November  14,  1914,  has  failed. 
Du  Roll  himself  denied  ever  having  seen  that  publi¬ 
cation,  and  hence  was  not  stirred  into  action 

therein’.” 

• 

On  appeal  this  Court,  while  not  passing  on  this  spe¬ 
cific  issue,  affirmed  the  Commissioner’s  ruling  (50  App. 
D.  C.  49). 

hi  Lincoln  v.  Wriyht.  23  Pa.  76.  it  was  contended  that 
because  the  plaintiffs  were  accustomed  to  read  a  certain 
newspaper  they  were  chargeable  with  notice  of  a  news 
item  appearing  in  a  particular  issue  of  that  paper.  The 
Court,  in  ruling  that  unless  it  was  shown  that  the 
plaintiff  had  actually  read  the  account  no  imputation  of 
knowledge  could  be  made,  said  (p.  55): 
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“.  .  .  Generally  a  man  can  only  be  said  to  have 

m>  mi 

notice  of  a  fact  when  it  is  actually  communicated 
to  him  in  such  a  way  that  his  mind  could  and  did 
take  cognizance  of  it.  There  are,  however,  some 
things  which  the  law  presumes  to  be  known  to  all 
persons  interested,  however  ignorant  they  j  may  be 
in  reality.  For  instance,  no  man  can  deny  th*at  he 
knows  of  a  deed  which  has  been  duly  recorded.  But 
the  statement  of  a  fact  in  a  public  paper,  is  either 
actual  notice  or  else  no  notice  at  all.  There  is  no 
rule  of  law  which  gives  it  the  effect  of  constructive 
notice.  It  must  therefore  he  proved  that  he  read  it. 
Otherwise  it  is  no  stronger  than  proof  that  the  fact 
was  orally  and  publicly  uttered  at  a  place  where  he 
was  not  present.  To  show  that  he  was  in  the  habit 
of  reading  the  paper  which  contained  it,  does  not 
help  the  matter.  If  he  must  be  presumed  to  know 
every  fact  which  happens  to  be  published  in  a  daily 
paper,  merely  because  he  is  a  subscriber,  or  a 
habitual  purchaser  of  it,  he  can  make  himself  safe 
only  by  ceasing  to  take  it,  or  else  by  reading  every 
word  in  it.  To  do  the  one  would  be  a  heavy  burden 
upon  a  man  of  business,  and  the  other  would  be  a 
serious  privation.  The  law  puts  no  citizen  to  a 
choice  of  such  evils.” 

i 

In  American  Fire  Insurance  Co.  of  Philadelphia  v. 


Land  fare,  76  N.  \Y.  1068,  a  newspaper  article  was  read 
in  evidence  for  the  purpose  of  showing  that  the  agents 
of  the  insurance  company  issuing  a  policy  had  actual 
notice  that  the  insured  property  was  encumbered  by  a 
mortgage.  In  ruling  that  such  newspaper  article  was 
not  notice,  the  Court  said  (p.  1069): 

“.  .  .  The  precise  principle  was  decided  jin  Bank 
v.  0.  S.  Kelley  Co.,  47  Neb.  678,  66  N.  W.  619.  In 
that  case  the  question  involved  was  whether  the 
bank  had  knowledge  of  the  existence  of  a  chattel 
mortgage  held  by  the  defendant.  Regan,  C.,  speak¬ 
ing  for  the  court,  observed:  ‘The  only  evidence  in 
the  record  which  tends  to  show — if  that  does — that 
the  bank  officers  had  any  knowledge  or  notice  of  the 
mortgage  held  by  the  Kelley  Company,  is  this:  ‘The 
bank  was  a  subscriber’  for  a  ‘bulletin ’  issued  by  some 
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one  in  York  County,  which  bulletin  gave  the  names 
of  parties  making  mortgages  filed  in  York  County 
and  a  description  of  the  mortgaged  property.  It 
was  shown  that  a  bulletin  which  came  to  the  bank 
soon  after  July  23,  1891,  recited  that  John  and 
Peter  Peters  had  executed  a  chattel  mortgage  to  the 
Kelley  Company  on  a  threshing  machine,  such  as  the 
one  in  controversy,  and  that  this  mortgage  had  been 
filed  in  the  clerk's  office  of  York  County;  but  there 
is  no  evidence  in  the  record  that  any  officer  or  agent 
of  the  bank  ever  read  this  bulletin.  If  the  jury 
had  specially  found  that  the  officers  of  the  bank  had 
actual  knowledge  or  notice  of  the  mortgage  of  the 
Kelley  Company,  the  evidence  would  not  have  sup¬ 
ported  the  finding,  and  the  court  therefore  erred  in 
giving  the  instruction/  In  the  case  at  bar,  it  was 
shown  that  Murphy  &  Lovett,  the  agents  who  issued 
t lie  policy,  were  at  the  time  subscribers  of  the 
Omaha  Evening  World,  but  there  is  no  evidence  in 

the  record  that  thev  ever  saw  or  knew  of  the  article 

% 

in  question.  Its  publication  was  not  alone  sufficient 
to  impart  notice  to  such  agents,  or  to  the  company, 
of  the  lien  of  the  mortgage  to  the  Star  Cutter  Com¬ 
pany.  We  quote  with  approval  the  following  lan¬ 
guage  of  the  Supreme  Court  of  New  Hampshire  in 
Watkins  v.  Peck,  13  X.  H.  373:  ‘And  we  cannot 
lawfully  hold  that  any  person  is  bound  to  know,  at 
the  peril  of  his  legal  rights,  all  that  is  in  all  the 
newspapers  published  in  his  vicinity,  or  in  any  one 
of  them,  when  he  may  be  surrounded  with  dozens  of 
different  ones,  unless  it  may  be  some  notice  or  adver¬ 
tisement  that  is  published  in  obedience  to  some  posi¬ 
tive  law  or  legal  order,  and  which  the  law  has  made 
conclusive  of  his  rights,  whether  he  ever  knows  it 
cr  not.’  While  the  newspaper  article  introduced  in 
evidence  in  this  case  was  insufficient,  standing  alone, 
to  establish  knowledge  on  the  part  of  the  defendant 
of  the  existence  of  the  mortgage  on  the  insured 


premises  in  favor  of  the  Star  Cutter  Company,  yet, 
had  proof  of  the  publication  been  followed  by  evi¬ 
dence  tending  to  show  that  the  article  was  read  by 
the  agents  issuing  the  policy,  or  some  officer  of  the 
company,  it  would  have  been  sufficient  for  the  pur¬ 
pose  of  fixing  actual  knowledge  of  the  mortgage  lien 
upon  the  insurance  company.  Proof  of  the  publica 
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tion  was  one  link  in  the  chain  to  fasten  notice  or 
knowledge  upon  the  company,  but  the  other  link  was 
never  supplied  by  the  proof.  The  article  in  question 
was  not  incompetent  evidence,  but  was  merely  in¬ 
sufficient,  of  itself,  to  prove  the  point  in  the  case  it 
was  offered  to  establish,  namely,  that  the  insurance 
company  had  actual  knowledge  of  the  incumbrance 
on  the  property.” 

In  Clark  v.  Ricker ,  14  X.  H.  Rep.  (2d)  44,  the  Court 
said  that  it  would  be  preposterous  to  charge  a  subscriber 
with  notice  of  everything  which  is  inserted  in  ,a  news¬ 
paper  taken  by  himself. 

In  Watkins  v.  Peck ,  13  X.  H.  360,  it  was  held  by  the 
Court  that  a  person  at  the  present  day  cannot  be  charged 
with  knowledge  of  all  the  contents  of  a  newspaper 
merelv  because  lie  is  shown  to  be  a  subscriber  to  it. 

In  Hartford  Trust  Company  v.  Town  of  West  Hart¬ 
ford,  84  Conn.  646,  it  was  held  that  a  person  cannot  be 
charged  with  notice  of  what  may  be  contained;  in  the 
advertising  columns  of  a  newspaper  though  the  copy  re¬ 
ceived  by  him  be  a  marked  copy. 

From  these  decisions  it  is  manifest  that  Rice  has  not 
proved  his  case  of  notice  against  Roos  and  the  alleged 
ensuing  stimulation.  He  has  simply  proved  that  Roos 
was  a  subscriber  to  and  received  ‘‘Chemical  Abstracts.” 
But  the  fact  that  Roos  was  such  a  subscriber  is  not 
•sufficient.  The  receipt  by  Roos  of  the  March  10  issue 
containing  the  abstract  will  not,  in  and  of  itself,  support 
cr  justify  a  finding  that  Roos  obtained  and  had  knowl- 
edege  of  the  Bayer  process.  It  must  be  proved  to  the 
satisfaction  of  the  Court  that  Roos  actually  saw  and 
read  the  Bayer  abstract,  and  this  has  been  emphatically 
denied  by  Roos.  In  fact,  Rice’s  own  witnesses,  men  who 
were  actively  engaged  in  a  similar  line  of  work  during 
the  years  in  question  and  who  were  using  “Chemical 
Abstracts,”  namely,  Edwards  and  Brown,  both  presented 
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as  gypsum  experts,  testified  on  the  stand  that  they  never 
heard  of  Bayer  or  Bayer’s  process  until  they  were  re¬ 
tained  to  testify  in  these  proceedings. 

What  reason  indicates  the  authorities  confirm. 

How  can  it  be  said  that  one  has  been  stimulated  when 
he  did  not  see  or  read  that  which  is  alleged  to  have  stimu¬ 
lated  him?  Being  stirred  into  activitv — stimulation — 
presupposes  a  real  appreciation  or  definite  knowledge  of 
a  certain  happening  or  fact.  Unless  this  were  so,  the 
so-called  activitv  would  never  follow. 

It  is  consequently  impossible  for  constructive  notice, 
which  in  some  cases  and  for  certain  purposes  may  take 
the  place  of  actual  notice,  to  operate  similarly  in  a  case 
such  as  that  at  bar.  Actual  notice,  real  appreciation, 
and  definite  knowledge  must  exist. 

Thus,  Honda  v.  Brace ,  58  App.  D.  C.  24,  illustrates  the 
principle  that  actual  notice  is  required  before  it  may  be 
said  that  stimulation  has  occurred.  In  that  case  the 
Japanese  Honda  patents  had  been  made  public  by  the 
Patent  Office  and  constituted,  for  purposes  of  anticipa¬ 
tion,  a  constructive  notice.  But  on  the  question  of  stim¬ 
ulation,  mere  constructive  notice  was  not  sufficient,  and 
it  was  held  that  Brace  had  not  lost  any  of  his  prior 
rights. 

In  Lederer  v.  Walker ,  39  App.  D.  C.  122,  this  Court, # 
reviewing  the  many  Mason  v.  Hepburn  cases,  pointed 
out  that : 

1  ‘The  first  inventor  was  in  each  case  stirred  to  ac¬ 
tivity  by  the  knowledge  of  his  rival’s  successful  ex¬ 
ploitation  of  the  invention.” 

Again,  this  Court  referred  to  the  fact  that  in  such 
cases  coming  within  the  doctrine  of  Mason  v.  Hepburn 

the  activity  had  been  induced  by  notice. 

But  as  to  the  party  Walker  it  was  said: 


i 


233 


i  1  Walker  had  no  knowledge  of  Lederer’s  discov¬ 
ery  and  .  .  .  Lederer’s  application  for  the  patent 
was  not  known  to  him.” 


We  think  it  is  clear  that  the  so-called  notice  must  be 
actual,  not  constructive,  and  brought  home  so  that  defi¬ 
nite  knowledge  may  be  attributed  to  him  who  is  charged 
with  stimulation. 

In  Ny strom  v.  Mancuso,  64  F.  (2d)  698,  the  Court  of 
Customs  and  Patent  Appeals  emphasized  the  necessity 
for  proof  of  definite  knowledge  when  it  said  (p.  699) : 

“There  is  positive  proof  in  the  record  that  Man- 
cuso  had  no  knowledge  of,  and  never  saw,  the  fur¬ 
nace  which  was  installed  by  the  Holland  Company 
for  Templo,  and  had  no  knowledge  of  whether  it  con¬ 
tained  the  device  which  is  now  the  subject-matter 
of  this  litigation.”  j 

In  Severson  v.  Olson ,  64  F.  (2d)  694,  that  same  Court 
said  (p.  696) : 


“As  far  as  the  record  shows,  knowledge  that  Olson 
or  his  company  had  solicited  the  trade  and  had;  made 
the  two  sales  was  not  brought  to  Severson  or  to  his 
associates  prior  to  the  filing  of  the  Severson  appli¬ 
cation.” 


Thus,  when  the  courts  have  spoken  of  knowledge  in  a 
case  where  the  doctrine  of  Mason  v.  Hepburn  is  sought 
to  be  invoked,  it  is  clear  that  the  courts  meant  that  the 
accused  person  must  actually  have  been  apprised  defi¬ 
nitely  and  in  a  manner  appreciated  by  him  of  that  with 
which  he  is  charged  with  notice. 

Finally,  it  is  absurd  for  Rice’s  counsel  to  claim  that 
Rice's  alleged  early  activities  in  California  served  to 
stimulate  the  United  States  Gypsum  Company,  i  The 
record  shows  that  the  formula  disclosed  in  the  Rice  ap¬ 
plication  was  never  commercially  successful  and  j  that, 
instead,  Rice  used  a  secret  foaming  solution.  His;  wife 
testified  in  the  Patent  Office  proceedings  that  Rice;  kept 
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everything  secret  (Tr.  Vol.  II,  p.  154).  And  none  of 
Rice’s  Patent  Office  witnesses  knew  his  old  formula  and 
none  knew  the  new  one. 

Cellular  cement  is  an  old  product,  and  it  is  very  diffi¬ 
cult  upon  inspection  to  ascertain  by  what  method  or 
process  it  was  produced. 

Therefore,  the  mere  commercial  use  of  Rice's  inven¬ 
tion,  if  it  did  exist,  can  in  no  way  serve  to  bring  homo 
to  the  United  States  Gypsum  Company  knowledge  of  the 
method  by  which  the  cellular  cement  was  produced. 

The  Rice  formula  was  maintained  as  a  secret  and,  con¬ 
sequently,  in  the  absence  of  proof  that  a  representative? 
of  the  United  States  Gypsum  Company  actually  wit¬ 
nessed  the  practice  of  Rice’s  method,  it  is  clear  that  this 
phase  of  the  Rice  case  utterly  fails. 

It  is  respectfully  submitted  that  Rice’s  case  of  stimu¬ 
lation  of  Roos  has  not  been  made  out  and  proved  be- 

vond  a  reasonable  doubt. 

% 


Doctrine  of  Concealment  and  Suppression  of  Invention 
Cannot  Be  Raised  Against  Roos. 

In  the  course  of  the  administration  of  the  patent  law, 
and  in  the  early  stages  of  the  history  of  interference  pro¬ 
ceedings,  it  became  readily  apparent  to  the  Tribunals  of 
the  Patent  Office  and  to  the  judges  of  this  Court,  that 
numerous  cases  would  arise  in  which  subsequent  to  the 
issuance  of  a  patent  an  alleged  inventor  would,  not  infre¬ 
quently,  come  forward  with  the  claim  that  long  prior  to 
the  filing  of  the  application  for  such  patent  he,  the  al¬ 
leged  inventor,  had  completed  the  invention  and  that  he 
was  the  real  and  true  inventor  rather  than  the  patentee 
and  that  a  patent  should  be  issued  to  him.  It  was  nec- 
essarv  not  onlv  to  formulate  verv  stringent  and  exacting 
rules  with  respect  to  the  burden  of  proof  and  the  char- 
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acter  and  nature  of  the  evidence  required  to  establish 
such  a  claim,  but  also  the  Patent  Office  and  this  Court 
went  further  and  announced  the  principle  of  equitable 
estoppel  based  upon  suppression  and  concealment  of 
invention. 

As  estoppels  preclude  a  party  from  showing  the  truth, 
they  are  not  favored  and  should  not  be  applied  to  any 
case  where  the  facts  do  not  clearly  justify  their  appli¬ 
cation.  And  of  course  equity  abhors  forfeitures  hud 
will  not  so  decree  unless  compelled  to  by  forceful  and 
impelling  considerations. 

The  leading  and  in  fact  the  typical  case  of  equitable 
estoppel  based  upon  concealment  and  suppression  of  in¬ 
vention  is  Mason  v.  Hepburn ,  13  App.  D.  C.  86,  in  which 
it  was  held,  (1)  that  he  who  files  an  application  for  an  in¬ 
vention  subsequent  to  the  issuance  of  a  patent  does  not 
bear  the  mere  burden  of  proof  ordinarily  imposed  upon 
a  junior  party  in  an  interference  proceeding  but  that  his 
burden  is  greater  in  that  he  must  prove  beyond  all  rea¬ 
sonable  doubt  that  he  is  the  prior  inventor*  and  (2) 
where  an  alleged  inventor  claims  to  have  reduced  his 
invention  to  practice  by  constructing  or  assembling  a 
device  and  then  thereafter  secrets  and  conceals  it  or  sup¬ 
presses  knowledge  with  respect  to  the  same  and  does 
nothing  relative  to  the  filing  of  an  application  for  pat¬ 
ent  thereon  or  makes  no  attempt  whatsoever  to  commer¬ 
cialize  his  invention,  but  permits  the  same  to  lie  dormant 
and  concealed  and  he  is  finally  stimulated  and  stirred 
into  activity  either  by  knowledge  of  a  rival’s  commercial 
exploitation  of  the  device  or  by  the  issuance  of  a  patent 
for  the  invention  to  a  rival  inventor,  then  bv  reason  of 
the  conduct  of  such  a  person,  in  which  he  either  sup- 

*  This  is  to  be  distinguished  from  the  burden  carried  by  a  junior  party 
in  an  interference  proceeding,  who  is  merely  required  to  prove  priority 
by  a  preponderance  of  evidence. 
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pressed,  secreted  or  concealed  his  alleged  invention,  he 
is  guilty  of  equitable  estoppel  and  priority  of  the  inven¬ 
tion  will  be  denied  him. 

Thus  the  cases  of  Dieckmann  v.  Brune ,  37  App.  D.  C. 
399;  Drecksphmidt  v.  Schaefer ,  46  App.  D.  C.  295;  Mil¬ 
ler  v.  Hayman ,  46  F.  (2)  188;  Colman  v.  Hathaway ,  285 
Fed.  602;  Thomson  v.  Weston ,  19  App.  D.  C.  373;  Brown 
v.  Campbell,  41  App.  D.  C.  499;  Howard  v.  Bowes ,  31 
App.  D.  C.  619;  and  Seppmann  v.  Roden ,  46  Fed.  (2d) 
186,  which  are  cases  in  which  the  doctrine  of  ilfoscw  v. 
Hepburn  was  invoked  because  of  the  flagrant  and  in¬ 
equitable  conduct  of  the  alleged  first  inventor  and  the 
very  unsatisfactory  condition  of  his  proofs,  are  not  ap¬ 
plicable  here. 

In  the  case  at  bar  we  do  not  have  a  situation  where 
Roos  filed  his  application  for  patent  after  the  issuance 
of  a  patent  to  either  Rice  or  to  Bayer.*  We  do  not  have 
present  in  the  case  at  bar  any  facts  or  testimony  from 
which  it  may  be  reasonably  found  that  Roos  and  the 
United  States  Gypsum  Company  either  suppressed,  con¬ 
cealed  or  secreted  the  Roos  invention,  and  were  then 
spurred  into  activity  by  either  Rice  or  Bayer.  There  is 
nothing  before  the  Court  to  show  that  the  United  States 
Gypsum  Company  kept  the  Roos  process  a  secret  and 
contemplated  securing  the  benefit  of  the  Roos  invention 
through  concealment  and  suppression. 

On  the  contrary,  the  record  shows  that  the  Roos  in¬ 
vention  was  freely  discussed  among  the  officials  and 
workmen  of  the  company,  formed  the  subject-matter  of  a 
great  deal  of  correspondence  which  has  been  placed  in 
evidence  in  this  case,  and  that  the  members  of  the  public 
were  not  prevented  from  visiting  the  plant  of  the  United 
States  Gypsum  Company,  at  Fort  Dodge,  Iowa.  Nor  was 

*  Thus  in  the  Patent  Office  Roos  was  only  required  to  prove  his  case  by  a 
preponderance  of  the  evidence.  In  this  he  was  successful. 
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any  attempt  made  to  conceal  the  principles  of  the  Roos 
process  from  the  other  employees  in  the  plant  of  the 
United  States  Gypsum  Company.  We  assert  without  fear 
of  contradiction  that  it  has  not  been  affirmatively  shown 
that  the  United  States  Gypsum  Company  and  Roos  have 
been  guilty  of  the  suppression  and  concealment  which 
foreclosed  the  rights  of  the  alleged  first  inventors  in  the 
above  cited  decisions. 

i 

Roos  has  admittedly  established  priority  of  conception 
of  the  process  invention  here  involved.  He  has  convinc¬ 
ingly  shown  a  reduction  to  practice  in  August,  1922,  and 
in  the  absence  of  any  clearly  proved  abandonment,  sup¬ 
pression  and  concealment,  his  right  to  a  patent  is  not  to 
be  disturbed  and  forfeited  either  to  the  public  or  the 
other  parties  before  this  Court.  Merely  to  delay  two 
years  after  reduction  to  practice  in  the  filing  of  an  appli¬ 
cation  is  not  an  abandonment  ( Rolfe  v.  Hoffman ,  26  App. 


D.  C.  336).  j 

In  Dieckmann  v.  Brune,  cited  by  Rice,  the  assignee  of 
Brune  contemplated  securing  the  benefit  of  Brune’s  in¬ 
vention  through  secrecy.  They  actually  concealed  the 
machine;  kept  it  a  secret;  would  not  permit  the  public 
to  observe  the  same;  in  fact  it  was  locked  in  a  room  and 
only  trusted  employees  of  the  company  were  permitted  in 
that  room.  An  application  for  patent  would  never  have 
been  filed  upon  this  machine  except  for  the  fact  that  a 
competitor  was  believed  by  Brune’s  assignee  to  have  sur¬ 
reptitiously  obtained  drawings  of  the  machine  and  then 
in  order  to  protect  itself  Brune’s  assignee  caused  its 
application  for  patent  to  be  filed.  The  facts  in  this 
case  disclose  a  typical  Mason  v.  Hepburn  decision  show¬ 
ing  the  flagrancy  of  the  conduct  which  requires  the  appli¬ 
cation  of  the  doctrine  of  equitable  estoppel. 

Dreckschmidt  v.  Schaefer ,  supra ,  and  Miller  v.  Hay  man , 
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supra,  again  emphasize  the  requirements  of  invoking  the 
doctrine  of  Mason  v.  Hepburn.  In  the  latter  case  Miller 
conceived  and  claimed  to  have  reduced  to  practice  in 
1914,  but  he  did  not  file  an  application  for  patent  until 
April  5, 1927,  thirteen  years  later.  The  Court  found  that 
he  was  guilty  of  concealment  and  of  suppression  as  he 
had  kept  the  model  of  his  invention  in  his  basement  dur¬ 
ing  all  of  that  time.  The  Court  rejected  a  far-fetched 
excuse  offered  by  Miller  for  his  inactivitv.  In  the 
Dreckschmidt  case  no  explanation  whatever  was  offered 
for  the  inventor’s  inactivity. 

In  Cohnan  v.  Hathaway,  supra,  Hathaway  claimed  to 
have  reduced  to  practice  in  October,  1901,  and  he  did  not 
apply  for  a  patent  until  February,  1906.  His  company 
was  engaged  in  the  manufacture  of  similar  machines  but 
no  attempt  was  made  to  place  his  1901  machine  upon  the 
market  and  it  was  only  after  he  had  been  spurred  into 
activity  by  Column's  commercial  exploitation  of  the  in¬ 
vention  that  Hathaway  filed  his  application,  five  years 
after  his  alleged  reduction  to  practice.  No  explanation 
whatever  was  offered  for  Hathaway’s  inactivity  and 
there  was  no  reason  why  he  could  not  have  placed  the 
device  upon  the  market.  This  complete  and  utter  lack 
of  diligence  and  activity  on  his  part  was  found  by  the 
Court  to  constitute  equitable  estoppel. 

In  Thompson  v.  Weston,  supra,  the  alleged  prior  in¬ 
ventor  waited  four  years  before  applying  for  a  patent 
and  then  only  did  so  because  of  the  fact  that  a  patent 
had  issued  to  his  rival.  It  was  admitted  that  he  had 
been  stimulated  by  the  publication  of  this  patent  and  no 
substantial  or  plausible  excuse  for  his  inactivity  was 
made. 

In  Howard  v.  Bowes,  supra,  Howard  was  stimulated 
into  filing  his  application  because  he  had  found  that 
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Bowes  had  placed  the  invention  upon  the  market.  Not 

a  single  valid  reason  or  excuse  for  his  delay  was  pre¬ 
sented  to  the  Court. 

In  Brown  v.  Campbell ,  supra ,  Brown  had  reduced  to 
practice  in  1904  but  he  concealed  his  invention  until  he 
learned  of  CampbelPs  work  in  1907.  Here  was  a  palp¬ 
able  case  of  concealment  and  the  doctrine  of  Mason  v. 

i 

Hepburn  was  therefore  applicable. 

We  have  hereinbefore  set  forth  the  facts  in  Seppmann 
v.  Roden ,  supra ,  which  was  a  typical  Mason  v.  Hepburn 
case.  | 

This  Court  in  Lederer  v.  Walker,  39  App.  D.  C.  122, 
aptly  characterized  the  Mason  v.  Hepburn  doctrine  as 
one  of  “deliberate  suppression  of  invention”  followed  by 
stimulation  after  knowledge  of  a  rival.  In  that  case 
this  Court  has  warned  that  the  doctrine  “will  not  be 
extended  to  any  case  not  coming  clearly  within  it.” 
For  the  reason  that  neither  Roos  nor  the  Gypsum  Com¬ 
pany  “deliberately  suppressed”  Roos’  invention  and  it 
not  having  been  proved  that  they  were  stimulated  by 
knowledge  of  Rice  or  Bayer,  it  is  clear  that  the  equitable 
estoppel  doctrine  of  Mason  v.  Hepburn  is  inapplicable  to 
the  case  at  bar. 

i 

NO  MOOT  QUESTIONS  PRESENTED  TO  THE  COURT 
FOR  DETERMINATION  OF  LICENSE  AGREE¬ 
MENT  BETWEEN  UNITED  STATES  GYPSUM 
COMPANY,  ROOS’  ASSIGNEE,  AND  CHRISTIANI 
AND  NIELSEN,  BAYER’S  ASSIGNEE. 

Rice  has  suggested  that  the  parties  Roos  and  Bayer 
have  cooperated  throughout  the  Patent  Office  proceed¬ 
ings  and  are  now  cooperating  in  the  case  at  bar  by  reason 
of  a  community  of  interest  in  the  subject  matter  here  in 
issue.  In  what  manner  such  alleged  community  of  in- 
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terest  affects  tlie  issues  formulated  here  has  not  been 
made  apparent,  but  we  feel  compelled  to  explain  the 
situation  in  order  that  the  Court  mav  be  fullv  advised 

W  •> 

in  the  premises. 

Mr.  Avery  testified  that,  subsequent  to  the  declara¬ 
tion  of  the  interference  in  February,  1925,  when  he  was 
about  to  depart  for  Europe,  it  was  suggested  by  counsel 
to  him  that  he  make  some  effort  to  locate  and  negotiate 
with  Bayer  who,  as  well  as  Rice  had  not  been  thereto¬ 
fore  heard  of  and  who  was  likewise  unknown  to  the  Gyp¬ 
sum  Company  (Tr.  Vol.  II,  pp.  595,  597). 

While  the  United  States  Gypsum  Company  and  its  at¬ 
torneys  have  always  been  strongly  of  the  opinion  that 
Roos,  because  he  was  the  first  to  conceive  and  the  first 
to  reduce  to  practice,  should  prevail  in  any  proceeding 
respecting  the  issuance  of  a  patent  for  the  foam  process, 
out  of  an  abundance  of  caution  and  in  the  exercise  of 
good  business  judgment,  it  was  decided  that  arrange¬ 
ments  should  be  attempted  to  be  made  for  the  commercial 
practice  of  the  invention  in  the  United  States  in  the  event 
that  priority  of  invention  should  be  awarded  to  Bayer 
and  not  to  Roos  (Tr.  Vol.  II,  p.  596). 

On  the  record  and  prior  to  the  taking  of  any  testimony 
it  was  clear  that  Bayer  in  point  of  time  preceded  Rice 
because  the  effective  date  of  the  Bayer  patent  applica¬ 
tion  is  prior  to  Rice’s  date  of  conception.  Thus  Rice 
cannot  possibly  win.  By  telephoning  Judge  Newton, 
whose  name  had  been  made  available  through  the  Pat¬ 
ent  Office  proceedings,  Avery  learned  the  identity  of 
Bayer’s  assignees,  and,  accordingly,  when  he  reached 
Europe,  opened  negotiations  with  Christiani  &  Nielsen, 
the  assignees  of  the  Bayer  patent  application.  The  final 
agreement  was  not  concluded  until  September,  1926,  after 
a  great  portion  of  the  testimony  by  all  of  the  parties  had 
been  taken  in  the  Patent  Office  proceedings. 


241 


i 


Notwithstanding  these  negotiations  and  notwithstand¬ 
ing  the  subsequent  making  of  the  license  agreement, 
these  proceedings  have  been  conducted  most  vigorously 
and  conscientiously  both  by  the  parties  Roos  and  Bayer 
with  but  one  object  in  mind,  namely,  to  secure  an  award 
of  priority  for  himself  (Tr.  Vol.  II,  pp.  596-597). 

The  pertinent  provisions  of  the  agreement  (Tr.  Vol. 
Ill,  pp.  947-956)  are  those  respecting  the  granting  of 
privileges  and  licenses  under  either  the  Roos  applica¬ 
tion  or  the  Bayer  application,  the  payment  of  royalties, 
and  those  provisions  providing  for  the  prosecution  of 
the  interference  proceedings,  and  such  other  proceedings 
that  may  thereafter  be  brought  by  either  party. 

By  reason  of  the  agreement  the  United  States  Oypsum 
Company  has  exclusive  rights  in  the  United  States  to  the 
process  when  gypsum  is  used  as  the  main  ingredient  and 
is  not  required  to  pay  any  royalty  upon  gypsum  pro¬ 
ducts  whether  a  patent  issue  to  Bayer  or  to  Roos,  Until 
and  when  the  United  States  Gypsum  Company  becomes 
interested  in  cellular  concrete  products  as  distinguished 
from  cellular  gypsum  products,  the  only  obligation  im¬ 
posed  upon  the  Gypsum  Company  is  that  of  requiring 
it  to  communicate  inventions,  processes,  improvements, 
etc.,  to  the  assignees  of  the  Bayer  application  so  that 
they  may  elect  to  procure  foreign  patents.  If  after  the 
year  1931,  Bayer’s  assignees  manufacture  and  sell  or  li¬ 
cense  others  to  manufacture  and  sell  cellular  concrete 
products  in  the  United  States,  then  the  Gypsum  Com¬ 
pany  will  be  entitled  to  receive  certain  stipulated  royal- 

i 

ties  on  account  thereof. 

The  only  provisions  in  the  agreement  affecting  title 
to  the  Roos  and  Bayer  applications  is  to  the  effect  that, 

if  a  United  States  patent  issues  upon  the  Bayer  appli- 

; 

cation,  Christiani  &  Nielsen  will  cause  the  same  to  be  as- 
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signed  to  the  United  States  Gypsum  Company.  Thus, 
at  the  present  time  there  is  no  community  of  interest 
in  so  far  as  title  to  the  Bayer  and  Roos  patent  applica¬ 
tions  is  concerned.  Because  of  the  contingencies  rela¬ 
tive  to  the  use  of  the  inventions  and  the  payment  of  roy¬ 
alties,  substantial  adverse  interests  are  present  as  be¬ 
tween  the  assignees  of  Roos  and  the  assignees  of  Bayer. 

The  conduct  ot*  the  United  States  Gypsum  Company 

with  respect  to  the  interference  and  also  with  respect  to 

the  case  at  bar  has  not  been  affected  in  anv  wav  bv  the 

•  »  • 

so-called  agreement.  The  United  States  Gypsum  Com¬ 
pany  has  made  every  effort  to  secure  on  behalf  of  its 
assignor,  Roos,  an  award  of  priority.  The  conduct  of 
Christiani  &  Nielsen,  the  assignees  of  the  Bayer  appli¬ 
cation,  with  respect  to  the  interference  proceedings  and 
also  with  respect  to  the  case  at  bar  has  not  been  affected 
in  anv  wav  bv  this  so-called  license  agreement.  Thev 
likewise  have  expended  every  effort  in  an  attempt  to 
procure  an  award  of  priority  on  behalf  of  Bayer.  The 
actual  and  real  contest  between  Roos  and  Bayer  in  the 
Patent  Office  and  the  eagerness  and  effort  displayed  by 
both  in  this  instant  suit  entirely  dispels  any  presumption 
of  co-operation  as  between  the  parties  Bayer  and  Roos. 

All  that  these  parties  have  endeavored  to  do  is  to 
make  provision  for  and  to  secure  unto  themselves  certain 
rights  and  privileges  with  respect  to  the  commercial 
practice  of  the  invention  here  involved.  But  because  of 
certain  provisions  of  the  Patent  Laws  of  the  United 
States,  particularly  those  invalidating  a  patent  inadvert¬ 
ently  issued  to  a  party  other  than  the  first  inventor,  the 
assignees  of  the  Roos  and  Bayer  applications  have  con¬ 
tinued  diligently  and  vigorously  to  prosecute  all  proceed¬ 
ings  for  the  purpose  of  legally  determining  who  was  in 
fact  the  first  inventor. 

The  United  States  Gypsum  Company,  irrespective  of 
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whether  the  patent  issues  to  Roos  or  to  Bayer,  will  not 
have  ownership  of  the  invention  in  its  entirety,  because 
Christiani  &  Nielsen  are  to  be  paid  royalties  by  the 
United  States  Gypsum  Company  or  any  of  its  licensees 
in  the  event  that  cement  is  used  as  distinguished  from 
gypsum.  The  United  States  Gypsum  Company  is  only 
free  to  use  the  invention  without  the  payment  of  roy¬ 
alties  when  gypsum  is  used.  So  Christiani  &  Nielsen 
retain  an  interest  in  the  invention  whether  Roos  prevails 
or  whether  Bayer  prevails. 

On  page  4  of  Rice’s  brief,  reference  is  made  to  Rule 
94  of  the  Rules  of  Practice  of  the  Patent  Office.  Rule  94 
is  wholly  inapplicable  because  it  is  directed  solely  to 
parties  who  own  applications  or  patents  that  contain 
conflicting  claims.  The  rule  provides  that  in  that  event 
the  common  owner  will  be  required  before  an  interfer¬ 
ence  is  declared  to  show  cause  why  these  conflicting 
claims  shall  not  be  eliminated  from  all  but  one  of  the 
applications  or  patents  of  common  ownership.!  Since 
the  United  States  Gypsum  Company  is  not  the  common 
owner  of  the  Bayer  and  the  Roos  applications,  and, 
similarly,  neither  are  Christiani  &  Nielsen,  no  election 
could  have  been  made  even  in  the  event  that  the:  Chris¬ 
tiani  &  Nielsen  agreement  had  been  consummated  prior 
to  the  declaration  of  the  Roos  v.  Rice  v.  Bayet  inter¬ 
ference,  which  it  was  not.  This  interference  was  de¬ 
clared  on  February  9,  1925.  The  Patent  Office  record 
shows  that  all  of  Roos’  testimony  in  support  of  his  case 
was  concluded  on  March  2,  1926.  The  Christiani  &  Niel¬ 
sen  agreement  was  not  executed  until  September  23, 
1926.  This  agreement  is  not  tantamount  to  establishing 
a  common  ownership  of  the  Roos  patent  application  and 
the  Bayer  patent  application.  Consequently,  Rule  94  of 
the  Patent  Office  Rules  of  Practice  is  without  force  and 
effect  in  this  proceeding. 
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On  page  4  of  Rice’s  brief,  Rice’s  counsel  states  respect¬ 
ing  the  Christiani  &  Nielsen  agreement  that: 

“The  existence  of  this  agreement  was  not  .  .  . 

disclosed  ...  in  the  record  made  in  the  Patent 
Office  proceedings.’’ 

This  is  a  gross  misstatement.  The  record  before  the 
Patent  Office,  as  well  as  before  this  Court,  definitely 
establishes  that  the  existence  of  the  Christiani  &  Nielsen 
agreement  was  voluntarily  exposed  before  both  the 
Examiner  of  Interferences  and  the  Board  of  Appeals  by 
counsel  for  Roos.  It  definitely  refutes  Rice’s  assertion 
that  the  agreement  was  concealed  from  the  Patent  Office 
and  was  dragged  out  by  Rice’s  counsel. 

Counsel  for  Roos  read  to  the  trial  Court  the  state¬ 
ment  which  was  volunteered  in  Roos'  brief  before  the 
Board  of  Appeals  respecting  the  Christiani  &  Nielsen 
agreement.  (See  p.  139  of  Roos’  Brief  before  the  Board 
of  Appeals — Roos  Court  Exhibit  52.)  The  substance  of 
this  disclosure  appeared  in  Roos’  brief  before  the  Ex¬ 
aminer  of  Interferences.  No  attempt  was  made  either 
before  the  Patent  Office  Tribunals  or  before  the  Court 
below  to  conceal  it. 

When  the  agreement  was  produced  in  the  case  at  bar 
on  request  of  Rice’s  counsel  during  the  time  that  he  was 
examining  Mr.  Avery  as  his  witness  in  chief,  no  objec¬ 
tion  was  interposed  by  Roos’  counsel  respecting  it.  The 
record  before  the  Patent  Office,  as  well  as  before  this 
Court,  is  unequivocal  that  no  concealment  of  the  Chris¬ 
tiani  &  Nielsen  agreement  was  attempted.  Without  the 
information  that  Roos’  counsel  volunteered  before  the 
Patent  Office  Tribunals  respecting  the  Christiani  &  Niel¬ 
sen  agreement,  Rice  would  have  never  had  an  inkling 
that  such  an  agreement  was  in  existence. 

It  is  respectfully  submitted  that  the  conduct  of  these 
proceedings  and  the  agreement  between  United  States 
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Gypsum  Company  and  Bayer's  assignees,  convincingly 
establish  that  these  proceedings  are  not  moot  as  between 
Bayer  and  Roos.  At  any  rate,  there  are  two  separate 
and  distinct  actions  brought  under  the  provisions  of  Sec¬ 
tion  4915  before  this  Court.  In  each  of  these  actions 
substantial  adverse  interests  are  present.  In  the  action 
brought  by  Bayer,  Roos  and  Rice  are  the  defendants 
and  therein  Bayer  is  asking  that  lie  be  awarded  the 
patent  rather  than  Roos,  as  found  by  the  Patent  Office 
Tribunals.  Irrespective  of  whether  or  not  there  is  a  con¬ 
troversy  as  between  the  plaintiff  Bayer  and  one  of  the 
defendants  Roos,  yet,  as  between  the  plaintiff  Bayer  and 
the  defendant  Rice  there  are  adverse  interests!  and  a 
real  controversy  which  necessitates  judicial  determina- 

i 

tion. 

i 

Similarly,  in  the  action  brought  by  Rice,  Bayer  and 
Roos  are  the  defendants.  In  that  action,  Rice  is  asking 
that  he  be  awarded  the  patent,  which  the  Patent  Office 
Tribunals  have  held  should  be  awarded  to  Roos.  Again, 
irrespective  of  whether  there  be  community  of  interest 
between  the  two  defendants,  Bayer  and  Roos,  there  is  an 
adverse  interest  as  between  the  plaintiff  and  either  or 
both  of  the  defendants,  and  consequently  there  is  a  con¬ 
troversy  entirely  dispelling  the  notion  of  any  moot  ques¬ 
tion  having  been  presented  to  the  trial  Court  for  deter¬ 


mination. 

i 

In  concluding,  we  direct  attention  to  the  decision  of 
Circuit  Judge  Anderson  in  the  case  of  Col  man  et  al.  v. 
Hathaway  et  aL,  285  Fed.  602  (D.  C.  Mass.,  1922),  where¬ 
in  a  situation  actually  existed  similar  to  that  which  Rice 
here  contends  exists  between  Roos  and  Bayer.  There 

I 

two  proceedings  were  commenced  under  the  provisions 
of  R.  S.  Sec.  4915,  the  same  statute  upon  which  the  pres¬ 
ent  proceedings  are  predicated.  An  agreement  for  set¬ 


tlement  of  all  the  outstanding  controversies  was 


made 
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under  which  the  plaintiff  acquired  the  defendant’s  appli¬ 
cation.  All  of  the  facts  of  the  settlement  were  disclosed 
to  the  Court,  and  there,  as  here,  there  was  no  tinge  of 
fraud  or  concealment.  It  was  held  bv  Judge  Anderson 
that  the  fact  that  there  was  a  community  of  interest  in 
that  the  plaintiff  owned  both  of  the  interfering  applica¬ 
tions,  was  not  a  reason  for  declaring  the  suit  moot,  and 
he  proceeded  to  determine  the  question  of  priority  of  in¬ 
vention.  Thus  the  Court  said : 

“.  .  .  Nevertheless  we  have  the  anomalous 
situation  that  the  plaintiff  is,  so  to  speak,  now  suing 
himself.  .  .  .  The  master  has  ruled,  and  I  think 
correctlv,  that  notwithstanding  the  common  owner- 
ship  by  the  Barber-Colman  Company  of  both  the 
Colman  and  the  Hathaway  patents  and  rights,  the 
plaintiff  is  entitled  to  prosecute  these  proceedings 
to  a  conclusion  for  a  final  judicial  determination  as 
to  who  was  the  first  and  original  inventor  of  an  in¬ 
vention  concededly  representing  a  great  and  valu¬ 
able  advance  in  the  art.  In  this  respect  the  case 
seems  to  be  on  all  fours  with  the  situation  disclosed 
in  Appert  v.  Brownsville  Plate  Glass  Co.  (C.  C.), 
144  Fed.  115.  See,  also,  Sclimertz  Wire-Glass  Co.  v. 
Pittsburgh  Plate  Glass  Co.  (C.  C.),  168  Fed.  73,  87, 
and  cases  cited;  Highland  Glass  Co.  v.  Sclimertz 
Wire  Glass  Co.,  178  Fed.  944,  102  C.  C.  A.  316; 
Sclimertz  Wire  Glass  Co.  v.  Western  Glass  Co.  (C. 
C.),  178  Fed.  973;  Western  Glass  Co.  v.  Sclimertz 
Wire  Glass  Co.,  185  Fed.  788,  109  C.  C.  A.  1. 

“It  also  happens  in  this  case,  as  in  the  Appert 
Case,  that  by  these  proceedings  under  Section  4915 
it  is  sought  to  require  the  Commissioner  to  do  what 
he  would  have  done  if  not  prevented  by  the  action 
of  the  Court  of  Appeals  for  the  District  of  Columbia, 
viz,  issue  a  patent  to  Colman  as  the  original  and 
first  inventor.  Compare  168  Fed.  87,  88. 

“It  may  not  be  enough  to  protect  the  real  inventor 
that  the  plaintiff  corporation  now  owns  the  respec¬ 
tive  rights  of  both  Colman  and  Hathaway.  A  patent 
issued  to  the  wrong  party  would  not  avail  against 
infringers.  The  statute  (section  4915)  expressly 
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contemplates  that  in  such  proceedings  there  may  be 
‘no  opposing  party.' 

“In  the  light  of  these  authorities,  this  court  can¬ 
not  hold  itself  at  liberty,  sua  sponte ,  to  decline  jur¬ 
isdiction.  Obviously  it  would  have  been  far  more 
satisfactory,  particularly  on  a  question  so  close  as 
to  evoke  the  conflicting  decisions  disclosed  in  the 
history  of  this  prolonged  litigation,  to  have  the  con¬ 
troversial  questions  presented  by  parties  represent¬ 
ing  reallv  adverse  interests.  The  examiner  found 
May  11,  1916,  that  Hathaway  had  not  reduced  his 
invention  to  practice,  and  awarded  priority  to  Col- 
man.  On  appeal  the  Board  of  Examiners-in-Chief 
found,  March  12,  1917,  that  the  machine  had  been 
reduced  to  practice  and  had  not  been  concealed  or 
abandoned,  concluding  in  favor  of  Hathaway.  On 
the  next  appeal  the  Commissioner  held,  December  1, 
1917  (125  M.  S.  Dec.  73),  that  the  machine  had  been 
reduced  to  practice,  but  that  the  invention  had  been 
concealed  and  suppressed,  and  awarded  priority  to 
Colman.  In  the  Court  of  Appeals  for  the  District 
of  Columbia  the  decision  on  February  3,  1919  (48 
App.  D.  C.  369,  was  for  Hathaway;  that  learned 
court  holding,  as  had  two  previous  Tribunals,  that 
the  machine  had  been  reduced  to  practice,  and  also 
holding,  as  the  Examiners-in-Chief  held,  that  it  had 
not  been  concealed  or  abandoned. 

“In  spite  of  the  settlement,  and  of  the  fact  that 
the  plaintiff  corporation  is  bearing  the  entire  ex¬ 
pense  of  the  litigation,  the  momentum  of  the  old  con¬ 
flict  and  the  professional  interest  in  the  questions 
involved  have  enabled  learned  counsel  to  present 
their  adverse  views  with  much  vigor  and  acumen.” 
(Pp.  604,  605.) 

Moreover,  that  the  practical  effect  of  this  agreement 
will  result  in  the  use  of  this  invention  by  the  United 
States  Gypsum  Co.  and  Christiani  &  Nielsen  but  not  by 
Rice  and  the  Bubblestone  Co.,  irrespective  of  an  award 
of  priority  to  either  Roos  or  Bayer,  serves  no  basis  on 
which  Rice  may  object  is  clearly  shown  by  the  decision 
of  the  Circuit  Court  of  Appeals  of  the  Third  Circuit  in 
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Westinghouse  Elec.  Co.  v.  De  Foresl  Radio,  Etc.  Co.,  21 
Fed.  (2d)  918. 

In  a  footnote  (page  928)  to  that  decision  the  Court 
points  out  that  De  Forest  had  granted  a  license  under 
his  patents  to  the  American  Telephone  &  Telegraph  Co. 
from  which  The  Westinghouse  Electric  and  Mfg.  Co. 
and  General  Electric  Co.  had  acquired  sub-licenses  under 
the  same  patents. 

In  the  proceedings  under  R.  S.  4915  and  4918  The 
Westinghouse  Co.  as  assignee  of  Armstrong,  the  General 
Electric  as  assignee  of  Langmuir  and  the  United  States 
Government  as  assignee  of  Meissner  were  all  contesting 
priority  of  invention  with  De  Forest. 

The  Court  expressed  no  opinion  as  to  license  situation 
for  the  reason  that  it  was  “not  pertinent  to  the  issues’’ 
and  quoted  approvingly  from  one  of  the  briefs  of  De 
Forest  as  follows: 


“The  other  parties  to  the  suit — the  General  Elec¬ 
tric  Company,  the  Westinghouse  Elec.  &  Mfg.  Co. 
and  the  American  Telephone  &  Telegraph  Company 
(all  except  Meissner)  will  have  the  right  to  use  the 
inventions  for  the  full  life  of  the  patents  without  the 
payment  of  any  royalties.’ ’ 


The  Christiani  &  Nielsen  agreement  on  its  face  reveals 

that  there  is  a  real  controversv  here  between  Baver  and 

»  • 

Roos  and  that  their  interests  are  adverse.  This  is  a  real 
contest  and  not  a  fictitious  or  a  collusive  one.  It  is  a 


contest  which  is  clearly  within  the  purview  of  Section 
4915.  It  is  a  matter  of  law  to  ascertain  judicially 


whether  Roos  or  Baver  is  the  true  inventor  and  en- 
titled  to  the  ensuing  patent.  This  determination  can 
only  be  made  in  a  judicial  proceeding  and  Section  4915 
has  conferred  this  jurisdiction  upon  the  courts.  The 
assignee  of  Roos,  as  well  as  the  assignee  of  Bayer,  is 
entitled  to  prosecute  these  proceedings  to  a  conclusion 


249 


for  a  final  judicial  determination  as  to  who  was  the  first 
and  original  inventor  of  the  invention.  The  Court  in 
Caiman  et  al.  v.  Hathaway  et  al.,  285  Fed.  602,  very  aptly 
propounded  the  purpose  of  actions  under  Section  4915. 
Paraphrasing  the  Court’s  language  we  repeat — “It  may 
not  be  enough  to  protect  the  real  inventor  that  Roos’ 
assignee  now  owns  the  respective  rights  of  both  Bayer 
and  Roos.  A  patent  issued  to  the  wrong  party  would 
not  avail  against  infringers.  The  Statute  (Section  4915) 
expressly  contemplates  that  in  such  proceedings  there 
may  be  no  opposing  party.” 

And  since  that  decision  we  have  the  decision  of  the 


Supreme  Court  of  the  United  States  in  Milhurn  Company 
v.  Davis-Bournon ville  Company ,  270  U.  S.  390,  speaking 
through  Mr.  Justice  Holmes,  that  i 


“The  fundamental  rule,  we  repeat,  is  that  the 
patentee  must  be  the  first  inventor.”  (P.  402.) 

So  we  submit  here  that  the  patent  on  the  invention 
here  in  controversy  must  issue  to  the  right  party,  because 
a  patent  issued  to  the  wrong  party,  irrespective  of  the 
ownership  of  the  patent,  will  not  avail  against  infringers 
since  the  first  requisite  of  a  valid  patent  is  that  it  must 
have  issued  to  the  real  and  the  first  inventor.  ! 


RICE  APPEALS  NO.  6285  AND  NO.  6286.1 

i 

With  respect  to  these  two  appeals,  Rice  has  filed  a 
separate  transcript  of  record.  Consequently,  in  this  sec¬ 
tion  of  our  brief,  when  the  record  is  designated,  it  is  to 

j 

l)e  understood  that  it  is  this  separate  transcript  of  rec¬ 
ord  to  which  the  reference  is  being  made. 

On  February  28,  1934,  Rice  filed  in  the  Court  below 
a  Petition  for  Leave  to  File  a  Bill  of  Review,  basing 

i 

the  same  upon  certain  alleged  newly  discovered  evidence. 
Subsequent  to  the  filing  of  this  Petition  Rice  then  filed 
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his  Motion  to  Compel  Production  of  Document.  Both 
the  Petition  and  the  Motion  were  filed  almost  a  year 
after  the  decrees  in  Appeals  No.  6140  and  No.  6141  were 
entered  by  Mr.  Justice  Letts  of  the  Supreme  Court  of 
the  District  of  Columbia. 

The  Court  entered  Orders  on  May  17,  1934,  denying 
the  Petition  and  the  Motion  (Tr.,  pp.  33-35).  These  Or¬ 
ders  were  entered  after  the  Court  heard  extensive  oral 
arguments  and  considered  voluminous  written  briefs 
submitted  by  the  various  parties.  Appellant  Rice  has  as¬ 
signed  error  to  the  entry  of  these  two  Orders  and  has 
consequently  appealed  therefrom  to  this  Honorable 
Court. 

Rice's  counsel  on  page  13  of  his  brief  contends  that 
this  alleged  newlv  discovered  evidence  referred  to  in  his 
Petition  and  Motion  sets  up  a  statutory  bar  to  the  issu¬ 
ance  of  letters  patent  of  the  United  States  to  Roos.  The 
Petition  alleges  that  a  certain  Bayer  patent  application 
tiled  in  Denmark  on  September  12,  1921,  was  laid  open 
there  to  public  inspection  pursuant  to  the  laws  of  Den¬ 
mark  on  April  IS,  1922,  and  that  notice  thereof  was 
printed  in  the  Official  Gazette  of  the  Danish  Patent 
Office.  No  contention  is  made  that  a  Danish  patent  was 
granted  or  issued  on  this  Bayer  Danish  patent  applica¬ 
tion. 

The  Motion  was  filed  before  the  Court  below  for  the 
purpose  of  compelling  Bayer  to  produce  in  Court  a  copy 
of  this  Danish  patent  application.  Rice  argues  that  this 
Danish  patelit  application — which  has  not  been  ]>roduced, 
nor  is  it  shown  that  Rice  is  in  a  position  to  produce  a 
copy  of  it — is  a  disclosure  of  the  Bayer  invention  that  is 
contained  in  Bayer’s  United  States  patent  application  in¬ 
volved  in  Appeals  No.  6140  and  No.  6141. 

The  Supreme  Court  of  the  United  States  has  re¬ 
peatedly  held  that  the  granting  or  refusal,  absolute  or 
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conditional,  of  a  rehearing  in  equity,  as  of  a  new  trial 

s 

at  law,  rests  in  the  discretion  of  the  Court  in  which  the 
case  has  been  heard  or  tried  and  is  not  a  subject  of  ap¬ 
peal  ( Roemer  v.  Bernheim ,  132  U.  S.  103,  106).  We 
submit,  therefore,  that  the  Court  below,  when  it  denied 
Rice’s  Petition  and  Motion,  was  exercising  its  sound  dis¬ 
cretion  and  no  abuse  of  his  judicial  power  was  exercised 

I 

in  doing  so.  j 

In  order  to  grant  a  bill  of  review,  the  authorities  are 
to  the  effect  that,  among  other  requirements,  the 
petitioner  must  account  for  his  failure  to  produce  the 
alleged  newly  discovered  evidence  at  the  time  of  the 
trial  of  the  original  suit;  that  the  alleged  newly  dis¬ 
covered  evidence  relied  upon  must  be  of  a  material  and 
controlling  character  such  as  would  change  the  substan¬ 
tial  equities  between  the  parties,  and  sufficiently  decisive 
of  the  merits  to  move  the  Court  in  its  discretion  to  allow 
the  bill  of  review;  and  the  alleged  newly  discovered  evi¬ 
dence  must  be  of  such  a  character  that  it  would  probably 
induce  a  different  conclusion  than  that  on  which  the  for¬ 
mer  decision  was  based.  We  submit  that  appellant 
Rice’s  showing  here  does  not  conform  in  any  single  re¬ 
spect  to  the  foregoing  requirements. 

For  the  convenience  of  this  Court  we  quote  from  Par¬ 
agraph  1148,  Vol.  TV,  Cyclopedia  of  Federal  Procedure 
(1929),  wherein  the  general  rule  is  stated  setting  forth 
the  conditions  that  should  exist  for  the  granting  of  a 
petition  to  file  a  bill  of  review  (pp.  306-11) : 

“§1148. — New  matter  and  newly-discovered  evi¬ 
dence.  The  remaining  ground  upon  which  bills  .of 
review  are  predicated  is  new  matter  or  newly-dis¬ 
covered  evidence.  The  matter  of  evidence  miist  be 
new,  coming  into  existence  since  the  decree,  or  else 
such  as  the  party  could  not  by  the  exercise  of  dili¬ 
gence  have  known  or  availed  himself  of  on  the  trial 
of  the  original  suit;  and  if  it  existed  at  the  time  of 
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the  trial  and  decree,  he  must  account  for  his  failure 
to  produce  it  at  that  time.  Laches  or  negligence  in 
discovering  or  producing  the  new  matter  or  evidence 
may  destroy  the  party’s  right  to  relief.  Claims  and 
defenses  available  but  not  presented  at  the  trial  or 
hearing  of  the  original  suit  cannot  be  made  the  basis 
of  the  bill.  It  has  been  denied  that  new  matter  not 
of  a  character  to  be  evidential  upon  the  issues  made 
in  the  original  bill  is  a  ground  for  bill  of  review, 
and  cases  holding  the  contrary  are  pronounced  dicta, 
but  there  are  weighty  authorities  to  the  affirmative 
of  it,  although  an  actual  case  of  new  matter  not 
amounting  to  new  evidence  is  rarely  to  be  expected. 
An  entirely  new  title  arising  to  the  party  is  not 
newly-discovered  evidence. 

“The  new  matter  or  newlv-discovered  evidence 

* 

relied  on  must  be  of  a  material  and  controlling 
character,  such  as  would  change  the  substantial 
equities  between  the  parties,  and  sufficiently  decisive 
of  the  merits  to  move  the  court  in  its  discretion  to 
allow  the  bill  of  review.  It  must  be  of  a  character 
so  controlling  that  it  would  probably  induce  a  dif¬ 
ferent  conclusion  than  that  on  which  the  former 
decision  was  based.  It  is  not  sufficient  to  warrant 
a  bill  of  review  if,  had  it  been  produced,  it  would 
not  have  entitled  the  party  to  a  decree  in  his  favor, 
as  where  it  would  merely  increase  the  doubt  as  to 
the  real  truth  of  the  issues,  or  is  immaterial,  or 
merely  cumulative,  or  inadmissible,  or  impeaching 
in  character.” 

We  desire  to  direct  attention  to  the  condition  in  the 
above  quotation  that  it  is  not  sufficient  to  warrant  a 
lull  of  review  if,  had  the  newly  discovered  evidence  been 
produced,  it  would  not.  have  entitled  the  petitioner  to  a 
decree  in  his  favor.  As  appellant’s  petition  is  studied, 
it  will  immediately  appear  that,  granting  as  truth,  which 
we  deny,  everything  therein  implied  and  alleged,  a  de¬ 
cree  could  not  be  entered  in  favor  of  the  petitioner,  Rice, 
because  the  matter  to  which  the  allegations  contained  in 
the  petition  and  accompanying  affidavits  are  directed 
would  be  wholly  destructive  of  the  petitioner  Rice’s  right 
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to  secure  a  United  States  patent.  This  is  exactly  con¬ 
trariwise  to  Petitioner’s  Prayer  for  Relief  in  his  bill  of 

i 

complaint. 

| 

i 

The  Alleged  Newly  Discovered  Evidence  Does  Not  Show 
What  Bayer’s  First  Danish  Patent  Application  Dis¬ 
closed  or  Described. 

The  alleged  newly  discovered  evidence  referred  to  in 
Rice’s  petition  and  affidavits  is  based  wholly  upon  cer¬ 
tain  notices  that  appeared  in  four  issues  of  the  “iDansk 
Patenttidende”  (which,  translated,  means  “Danish  Pat¬ 
ent  News.”),  which  is  an  official  publication  of  the  Pat¬ 
ent  Office  of  Denmark.  The  sum  and  substance  of  these 
four  Danish  publications  are : 

(1)  That  in  the  Danish  Patent  News  of  April  18, 

1922,  a  notice  appeared  to  the  effect  that  an  applica¬ 
tion  for  patent,  Serial  No.  54,  was  laid  open  for 
public  inspection  which  related  to  a  process  for  the 
making  of  porous  building  materials,  which  applica¬ 
tion  was  filed  on  September  12,  1921,  by  applicant, 
Erik  Christian  Bayer.  I 

(2)  That  in  the  Danish  Patent  News  of  Septem¬ 
ber  25,  1922,  a  notice  appeared  stating  in  effect  that 
on  September  12,  1922,  an  application,  Serial  No. 
54,  filed  by  E.  C.  Bayer,  relating  to  a  process  for 
the  making  of  porous  building  material,  was  with¬ 
drawn.  The  application  was  laid  open  for  public 

; 

inspection  on  April  18,  1922. 

(3)  That  in  the  Danish  Patent  News  of  Novem¬ 
ber  27,  1922,  there  appeared  a  notice  stating  that  a 
patent  application  concerning  a  process  for  the  mak¬ 
ing  of  porous  building  material,  was  laid  open  for 
public  inspection,  which  application  was  filed  by 
Erik  Christian  Bayer  on  September  11,  1922.  ; 


i 
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(4)  That  in  the  Danish  Patent  News  of  June  2o, 
1923,  there  appeared  a  notice  to  the  effect  that  Pat¬ 
ent  Xo.  31916  was  issued  on  June  19,  1923,  on  a 
process  for  the  making  of  porous  building  material, 
to  Erik  Christian  Bayer,  on  an  application  filed  on 
September  11,  1922. 

By  way  of  parenthesis,  it  may  here  be  remarked  that 
items  3  and  4  above  pertain  to  the  Bayer  Danish  patent 
that  is  specifically  mentioned  in  the  oath  forming  a  part 
of  Bayer's  United  States  patent  application  which  is 
involved  in  the  suit  at  bar. 

The  Danish  publications  which  accompany  Rice’s  Peti¬ 
tion  do  not  disclose  or  describe  any  of  the  Bayer  inven¬ 
tions  referred  to  therein.  Therefore,  these  publications 
are  not  evidence  that  the  particular  invention  that  the 
parties  in  the  case  at  bar  are  contesting  for  was  known 
or  used  by  others  in  this  country  before  Roos  made  his 
invention  or  before  Rice  made  his  invention,  or  that  the 
Roos  invention  or  the  Rice  invention  was  described  in 
any  printed  publication  in  this  or  any  foreign  country 
before  Roos’  invention  or  discovery  thereof,  or  before 
Rice’s  invention  or  discovery  thereof.  These  Danish  Pat¬ 
ent  News  publications  are  thus  fatally  defective  and  can¬ 
not  form  the  ground  upon  which  to  support  Rice’s  con¬ 
tention  that  they  are  printed  publications  of  the  char¬ 
acter  which  would  constitute  a  statutory  bar  to  the  grant 
of  valid  United  States  letters  patent  to  Roos. 

The  above  mentioned  four  Danish  Patent  News  publi¬ 
cations  are  identified  in  the  affidavit  of  Charles  Hude,  a 
patent  agent  of  Copenhagen  (Tr.,  pp.  7-8).  He  states 
that  he  is  the  President  of  the  Association  of  Danish 
Patent  Agents  and  has  been  engaged  in  practice  in  pat¬ 
ent  law  for  over  thirty-eight  years.  Hude  also  states 
that  on  January  6,  1934,  he  applied  to  the  Patent  Office 
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for  two  certified  copies  of  Bayer’s  first  patent  applica¬ 
tion  (which  is  undoubtedly  that  referred  to  in  the  afore¬ 
mentioned  notices  of  the  Danish  Patent  News  of  April 
18,  1922,  and  of  September  25,  1922),  and  that  he  got  a 
definite  statement  from  the  head  clerk  and  a  secretary  of 
the  Danish  Patent  Office  that  this  first  Bayer  applica¬ 
tion  was  identical  with  Bayer’s  subsequent  Danish  pat¬ 
ent  No.  31,916.  This  is  hearsay  evidence  and,  of  course, 
wholly  inadmissible,  and  cannot  under  any  circumstances 
be  considered  as  proof  of  that  averment.  Neither  of 
these  employees  has  made  any  affidavit  to  this  effect,  nor 
has  a  copy  of  the  first  Bayer  application  been  secured 
or  presented  or  promised  to  be  presented  to  the  Court 
for  the  purpose  of  making  the  determination  that  the 
petitioner  Rice  sought. 

Again,  as  we  will  hereinafter  show,  the  laying  open 
for  public  inspection  of  the  first  Bayer  application  can¬ 
not,  under  the  authorities,  be  considered  as  (1)  a  pat¬ 
ent,  or  (2)  a  printed  publication.  The  Hude  affidavit 
further  relates  that  the  Commissioner  of  Patents  re- 

i 

fused  to  issue  copies  of  the  first  Bayer  application. 
Therefore,  we  submit  that  no  relevant  and  competent 
evidence  has  been  promised  to  be  presented  in  Court,  if 

the  petition  had  been  granted,  that  would  in  any  sense 

! 

support  Rice's  contention  that  the  decrees  entered  by 
the  Court  below  should  be  set  aside. 

The  affidavit  of  John  Parry  (Tr.,  pp.  14-16)  merely 
relates  what  the  practice  is  in  the  Danish  Patent  Office 
with  respect  to  patent  applications,  therein  filed.  It  avers 
that  applications  for  patent,  after  they  are  found  to  be 
allowable  by  the  Patent  Office,  are  laid  open  for  public 
inspection  for  purposes  of  opposition  for  a  period  of 
eight  weeks;  that  such  laying  open  to  inspection  is  duly 
advertised;  and  that  interested  parties  may  on  request 
obtain  typewritten  copies  of  such  patent  applications 
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during  the  opposition  period.  Parry  does  not  state  that 
he  or  any  one  else  ever  procured  a  typewritten  copy 
of  Bayer’s  first  application.  Parry  makes  no  mention  of 
what  was  contained  in  Bayer’s  first  application.  The 
other  averments  contained  in  Parry’s  affidavit  are  wholly 

v  * 

irrelevant  and  immaterial.  We  cannot  admit  that  anv 

decisions  mentioned  in  the  Parrv  affidavit  which  the 

* 

German  Supreme  Court  may  have  made,  bearing  on  the 
question  of  priority  of  invention  under  the  International 
Convention,  are  binding  upon  this  Court  or  any  other 
Court  in  this  country. 

It  is  singular  that  affiant  John  Parrv,  who  is  not  a 
Danish  patent  attorney  although  he  has  averred  that 
his  firm  has  applied  for  and  obtained  numerous  patents 
in  Denmark  and  is  fully  conversant  with  the  practice  of 
the  Danish  Patent  Office,  is  the  only  affiant  who  has  dis¬ 
cussed  the  practice  of  the  Danish  Patent  Office.  The 
affiant  Hude,  who  would  be  expected  to  speak  on  the 
Danish  Patent  Office  practice  with  some  authority  and 
conviction,  is  wholly  silent  in  this  regard. 

In  the  book  entitled  “Patents  hi  the  European  and 
Adjacent  Countries,”  by  Brandon,  Simonnot  &  Pinny, 
7th  Edition,  June,  1929,  published  in  London  by  Cassell 
and  Company,  Limited,  under  the  heading  “Denmark.” 
appears  the  following  comment  respecting  Danish  pat¬ 
ents  (p.  35) : 

“Requirements  as  to  Novelty. — Apart  from  the 
provisions  of  the  International  Convention,  no  in¬ 
vention  is  held  to  be  new  if  prior  to  the  date  of  ap¬ 
plication  it  has  been  described  in  print  in  any  country, 
or  if  it  has  been  so  utilized  publicly  in  Denmark  that 
others  might  have  been  able  to  carry  the  same  into 
practice:  Mere  laying  open  to  public  inspection  of 
an  application  in  any  country  is  not  a  bar.” 

If  laying  open  for  public  inspection  of  a  patent  appli¬ 
cation  in  any  country  is  not  a  bar  to  the  procurement  of 
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a  valid  Danish  patent,  how  can  it  now  be  urged  by  Rice 
that  Bayer’s  first  application,  because  it  was  laid  open 
for  public  inspection,  is  a  bar  to  the  grant  of  letters  pat- 

i 

ent  of  the  United  States  to  Roos !  The  first  Bayer  appli¬ 
cation,  as  shown  by  Rice ’s  affidavits,  was  withdrawn  and 
no  Danish  patent  ever  issued  thereon.  The  only  Danish 
patent  that  has  issued  to  Bayer  covering  the  invention 
here  in  controversy  is,  therefore,  that  Danish  patent  which 
Bayer  has  referred  to  in  the  oath  of  his  corresponding 
United  States  patent  application  and  which  is  involved 
in  the  case  at  bar. 

j 

The  affidavit  of  Grant  Curry  (Tr.,  pp.  16-17)  is:  to  the 
effect  that  he  accompanied  the  said  Charles  Hude  on  a 
visit  to  the  Danish  Patent  Office  on  January  8,  1934, 
when  Mr.  I\.  Holten  and  the  Secretary  of  the  Danish 
Patent  Office,  Mr.  Andersen,  compared  the  Danish  Pat¬ 
ent  Office  file  copy  of  the  first  Bayer  application  with 
the  Bayer  Danish  patent  No.  31,916,  and  that  “  there¬ 
upon  the  said  Mr.  Holten  turned  to  Charles  Hude  and 
spoke  to  him  in  the  Danish  language,  whereupon  the 
said  Charles  Hude  immediately  turned  to  Curry  and 
stated  in  the  English  language:  ‘They  say  it  is  identi¬ 
cal.’  ”  Currv  further  states  that  the  Danish  Patent 

* 

Office  reported  that  it  would  not  issue  copies  of  Bayer's 
first  application. 

Here,  again,  the  relevant  allegations  contained  in  the 
Curry  affidavit  are  based  wholly  on  mere  hearsay.  Curry 
did  not  see  the  Bayer  first  application,  nor  does  he  know 
of  its  contents,  except  as  to  what  Charles  Hude  told 
him — namely,  “They  say  it  is  identical.”  This  we  sub¬ 
mit  is  a  wholly  inadequate  showing  of  what  is  contained 
in  Bayer's  first  patent  application,  and,  unless  i it  is 
known  exactly  what  is  contained  in  the  Bayer  first  appli¬ 
cation,  how  is  a  Court  able  to  determine  whether  or  not 

7  i 
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the  subject  matter  thereof  is  the  same  as  that  contained 
in  Bayer’s  Danish  patent  Xo.  31,916? 

The  foregoing  is  the  whole  substance  of  Rice’s  show¬ 
ing  with  respect  to  Bayer's  first  application.  Xo  com¬ 
petent  allegation  shows  what  it  contained,  how  it  corre¬ 
sponded  to  Bayer's  Danish  patent,  or  that  any  one  in 
the  world  ever  had  a  typewritten  copy  of  it  that  was 
procured  from  the  Danish  Patent  Office  at  the  time  the 
application  was  “laid  open  for  public  inspection." 

The  Alleged  Newly  Discovered  Evidence  Would  Not 

Entitle  Rice  the  Petitioner  to  a  Decree  in  His  Favor. 

Rice  contends  that  when  Bayer's  first  Danish  appli¬ 
cation  was  laid  open  for  public  inspection  on  April  IS, 
1922,  the  same  then  became  a  printed  publication  where¬ 
in  the  common  invention  here  in  issue  of  Rons,  of  Rice, 
and  of  Bayer  was  fully  and  adequately  disclosed.  AVe 
deny  that  the  first  Bayer  Danish  application,  when  it 
was  laid  open  for  public  inspection  constituted  a  printed 
publication  in  any  sense  of  the  word. 

Even  assuming  for  the  moment,  and  solely  for  the  pur¬ 
pose  of  this  phase  of  our  argument,  that  the  first  Bayer 
Danish  patent  application  became  a  printed  publication 
on  April  IS,  1922,  which  we  deny,  then  the  same  would 
be  a  statutory  bar  to  the  grant  of  a  patent  to  Rice,  because 
this  date  of  April  18,  1922,  was  prior  to  the  time  that 
Rice  conceived  his  invention.  Rice,  as  the  evidence  in 
this  case  shows,  conceived  of  his  invention  in  October, 
1922,  some  six  months  after  Bayer’s  first  application  was 
laid  open  to  public  inspection.  Consequently,  this  first 
Bayer  application,  if  it  were  a  printed  publication,  and  it 
cannot  be  so  held,  would  be  a  statutory  bar  to  the  grant 
of  a  patent  to  Rice  (Sec.  4886  R.  S.;  U.  S.  C.  Title  35, 
Sec.  31).  Therefore,  if  Rice's  petition  were  granted  and 
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Rice  were  able  to  adduce  the  evidence  therein  averred, 
which  he  has  not  shown  that  he  can  do,  Rice  would  not 

i 

be  entitled  to  a  decree  in  his  favor;  but  a  Court  would 
then  be  compelled  to  decree  that  Rice  was  not  entitled 
to  a  patent  because  of  the  statutory  bar  against  him 
arising  out  of  Bayer’s  first  application.  This  would  be 
wholly  contrary  to  the  prayer  in  Rice’s  bill  of  complaint. 

In  view  of  the  foregoing,  the  Court  below  did  not  err 
when  it  denied  Rice’s  petition  because  the  alleged  newly 
discovered  evidence  would  not  justify  a  decree  in  Rice’s 
favor.  This  is  the  general  rule,  quoted  above,  as  well  as 
the  rule  established  by  the  United  States  Supreme  Court 
in  Purcell  v.  Miner ,  4  Wall.  519,  wherein  it  was  stated  as 
follows  (p.  521) :  | 

4 ‘We  will  not  put  ourselves  in  the  position  of 
seriously  noticing  the  reasons  offered  for  a  review 
of  this  case.  Suffice  it  to  say  that  the  petitioner  has 
not  presented  a  single  feature  of  a  case  within  the 
rules.  He  offers  no  new  evidence,  but  what  he  might 
as  well  have  produced  before,  and  which,  if  it  had 
been  produced,  would  not  have  justified  a  decree  in 
his  favor.”  j 

To  the  same  effect  is  the  decision  of  the  Court  of  Ap¬ 
peals  of  the  Seventh  Circuit  in  National  Brake  &  Elec¬ 
tric  Co.  v.  Christensen  et  al.y  278  F.  490,  where  this  rule 
was  stated  in  the  following  language  (p.  494) : 

“Bills  of  review  are  allowed  for  the  purpose 
either  of  correcting  errors  of  law  apparent  on  the 
face  of  the  record  or  of  admitting  new  evidence 
which  has  come  into  being  since  the  decree  or  was 
not  known  or  knowable  at  the  time  of  the  trial. 
Not  only  will  the  appeal  to  equitable  discretion  fail 
if  the  new  evidence  or  the  errors  of  law  are  not  pre¬ 
sented  at  the  earliest  practicable  moment,  but  also 
if  the  errors  of  law  or  the  new  evidence  would  not 
change  the  substantial  equities  between  the  par¬ 
ties.” 
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In  the  case  at  bar  the  granting  of  Rice’s  petition 
would  not  have  changed  the  substantial  equities  between  i 

the  parties  and  a  decree  could  not  have  been  entered  in 
favor  of  Rice,  because  Rice’s  prayer  for  relief  in  his 
bill  of  complaint  is  for  a  decree  that  he  be  held  to  be  the 
first  inventor  of  the  subject-matter  and  to  receive  the 
letters  patent  of  the  United  States  for  the  invention.  « 

The  alleged  new  evidence  if  produced  would  bar  Rice 
from  receiving  the  patent,  as  well  as  establish  beyond 
any  doubt  that  Rice  was  not  the  first  inventor  of  the 
subject-matter  forming  the  issue  in  the  case  at  bar. 


Appellant  Rice  Has  Not  Shown  Due  Diligence  in  Dis¬ 
covering  the  Alleged  New  Evidence. 

Rice’s  petition  is  devoid  of  any  showing  that  due  dili¬ 
gence  was  exercised  in  presenting  the  alleged  newly  dis¬ 
covered  evidence.  A  study  of  the  proceedings  in  the  case 

at  bar  shows  that  the  petition  here  was  filed  nine  years 
after  the  declaration  of  the  interference  in  the  Patent 
Office;  five  and  one-half  years  after  the  Petitioner  Rice 
filed  his  bill  of  complaint;  and  almost  a  year  after  the 
entry  of  the  final  decree. 

The  Danish  Patent  News  publications,  upon  which  the 
petition  is  based,  are  official  publications  of  the  Danish 
Patent  Office.  They  are  matters  of  public  record  in  this 
country.  The  publications  had  been  on  file  in  the  United 
States  Patent  Office,  accessible  to  any  diligent  searcher, 
where  they  were  received  from  Denmark,  respectively, 
on  the  following  dates: 

(1)  Danish  Patent  News  of  April  IS,  1922,  re¬ 
ceived  in  U.  S.  Patent  Office  on  May  24,  1922. 

(2)  Danish  Patent  News  of  September  25,  1922, 
received  in  U.  S.  Patent  Office  on  October  25,  1922. 
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(3)  Danish  Patent  News  of  November  27,  1922, 
received  in  U.  S.  Patent  Office  on  December  21,  1922. 

(4)  Danish  Patent  News  of  June  25,  1922,  re¬ 
ceived  in  U.  S.  Patent  Office  on  Julv  24,  1923. 

There  is  no  sufficient  excuse  or  reason  set  forth  in  the 
petition  why  these  matters  were  not  discovered  earlier. 
The  failure  to  find  these  publications  and  a  search  for 
any  material  therein  noted  have  not  been  excused  by  any 
of  Rice’s  affiants.  Thev  merelv  state  that  thev  did  not 
have  any  knowledge  of  these  Danish  publications.  They 
do  not  aver  that  they  ever  sought  to  locate  them  (see 
affidavits  of  Grant  Curry,  supra ,  Don  Rose  (Tr.,  pp. 
18-19),  and  H.  H.  Byrne  (Tr.,  pp.  19-20),  the  latter  two 
being  counsel  herein  for  Rice  since  the  filing  of  Rice’s 
bill  of  complaint,  and  H.  H.  Byrne  having  been  counsel 
for  Rice  since  before  the  interference  was  declared  in 
the  Patent  Office).  The  very  fact  that  Bayer  was  a  Dan¬ 
ish  subject  and  first  filed  his  patent  application  in  Den¬ 
mark  that  is  involved  in  this  cause  since  its  inception, 
as  his  oath  reveals,  should  have  been  sufficient  I  notice 
to  Rice  to  investigate  all  matters  in  connection  with 
Baver. 

%•  i 

Moreover,  appellant  Rice  was  fully  informed  of  the 
issuance  in  Great  Britain  of  a  patent  to  Bayer  which 
corresponds  to  his  Danish  patent  No.  31,916  and  to  his 
patent  application  involved  in  this  suit,  as  evidenced  by 
the  ‘ 4 Chemical  Abstracts”  article  here  in  evidence  as 
Rice  Exhibit  F.  j 

That  appellant  Rice  did  not  discover  these  Danish 
publications  of  1922  and  1923  until  January  of  the  year 
1934  is  not  one  of  those  very  peculiar  circumstances  that 
the  Court  of  Appeals  of  the  Sixth  Circuit,  speaking 
through  Circuit  Judge  Lurton  (afterwards  one  Of  the 
Justices  of  the  Supreme  Court  of  the  United  States),  re- 
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ferred  to  in  Kissinger-lson  Co.  v.  Bradford  Belting  Co.y 
123  F.  91.  In  that  case  the  petitioner  claimed  that  he 
found  newly  discovered  anticipatory  patents  which  he 
claimed  covered  features  which  were  held  to  be  novel  bv 
that  Court  when  it  originally  sustained  the  validity  of 
the  Morrison  patent  there  in  suit.  There  the  petition  for 
leave  to  tile  a  bill  of  review  to  review  the  decree  of  the 
Court  below  was  denied  for  want  of  due  diligence.  Judge 
Lurton  said  (p.  92) : 

“Without  in  any  degree  conceding  the  influence 
claimed  for  this  newly  discovered  evidence,  we  axe 
content  to  deny  the  motion  for  want  of  due  dili¬ 
gence.  That  a  searcher  was  sent  to  examine  the 
Patent  Office  for  the  purpose  of  obtaining  all  matter 
which  was  material  to  the  defense  of  want  of  pat¬ 
entable  novelty,  and  that  this  searcher  did  not  come 
across  these  particular  patents,  is  not  such  an  ex¬ 
traordinary  circumstance  as  would  justify  the  re¬ 
view  of  a  decree  sustaining  the  validity  of  a  patent. 
Such  evidence  is  of  a  cumulative  character.  These 
patents  were  public  records,  and  accessible  if  the 
search  had  been  sufficiently  diligent.  The  discovery 
of  other  patents  bearing  upon  the  question  of  antici¬ 
pation  should  not  be  made  the  basis  for  a  bill  of  re¬ 
view,  in  the  absence  of  some  very  peculiar  circum¬ 
stance.  !  This  was  the  view  expressed  by  the  Court 
of  Appeals  for  the  First  Circuit  in  Re  Gamewell 
Fire  Alarm  Tel.  Co.,  73  Fed.  908,  914,  20  C.  C.  A. 
111.” 


The  degree  of  diligence  required  of  a  party  in  a  pat¬ 
ent  case,  in  order  to  justify  a  reopening  after  trial 
and  decree  has  been  entered,  is  fullv  discussed  bv  the 
late  Chief  Justice  Taft  in  the  case  of  Toledo  Scale  Com¬ 
pany  v.  Computing  Scale  Company,  261  U.  S.  399;  also 
by  the  Court  of  Appeals  of  the  Second  Circuit  in  Engi¬ 
neer  Co.  v.  Hotel  Astor  et  al.,  226  F.  1024  (see  the  de¬ 
cision  of  District  Judge  Learned  Hand  in  denying  a 
petition  for  rehearing  in  Corrugated  Paper  Patents  Co. 
v.  Paper  Working  Mach.  Co.  of  Xeic  Fork.  237  F.  380). 
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Piecemeal  trials  of  patent  cases  and  dilatory  conduct 

in  presenting  proofs  of  prior  patents,  publications,  and 

prior  uses  have  been  dealt  with  frequently  and  have 

quite  generally  been  frowned  upon;  and  a  petitioner’s 

efforts  to  reopen  a  trial  have  usually  met  with  failure 

( Chester  N.  Weaver ,  Inc.,  v.  American  Chain  Co.,  Inc., 

9  F.  (2d)  369,  C.  C.  A.,  9th  Circuit;  Carson  v.  American 

Smelting  &  Refining  Co.,  11  F.  (2d)  766).  In  both  of 

these  last  cited  cases  the  newly  discovered  evidence  was 

of  a  substantial  character,  but  the  Court  applied  the 

rule  strictly  as  to  diligence  and  held  that  the  alleged 

newly  discovered  evidence  should  be  so  controlling  that 

it  would  probably  induce  a  different  conclusion  from 

that  on  which  the  decree  was  based.  Courts  are  verv 

* 

careful  in  allowing  petitions,  such  as  Rice’s,  as  stated 

j 

in  Eclipse  Mach.  Co.  et  al.  v.  Harley -Davidsoii\  Motor 
Co.  et  al.,  286  F.  68,  where  the  Court  of  Appeals  for 
the  Third  Circuit  said  that  such  petitions  are  not  favored 
and  will  be  subject  to  the  closest  scrutiny. 

As  to  appellant’s  petition,  no  due  diligence  on  the 
part  of  Rice  has  been  shown.  The  affiants,  touching 
upon  the  Danish  Patent  News  Publications,  have  merely 
averred  that  tliev  did  not  know  of  the  existence  of  these 
publications  before  January,  1934.  Rice  and  his  counsel 
were  fully  informed  of  Bayer’s  activities  in  procuring 
patents  in  foreign  countries — Denmark,  England,  and 
Canada — and  the  Danish  Patent  News  publications  were 
on  file  in  the  United  States  Patent  Office  long  pifior  to 
the  time  that  this  case  was  originally  tried.  No  i  effort 
was  made  by  Rice  prior  to  January  of  this  year  to  dis¬ 
cover  these  Danish  Patent  News  publications  which  im- 

i 

mediately  should  have  put  him  on  notice  to  make  a 
further  search  in  Denmark  as  to  the  existence  of  the 
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Danish  application,  and  it  is  nowhere  shown  by  any 
competent  evidence  what  is  contained  therein,  or  whe¬ 
ther  it  discloses  the  common  invention  here  in  issue. 
Even  the  two  Danish  Patent  Office  employees,  Holten 
and  Andersen,  have  not  submitted  affidavits  showing 
what  the  first  Bayer  Danish  patent  application  discloses, 
and  as  far  as  the  showing  now  made  is  concerned  no 
one  ever  procured  a  typewritten  copy  of  Bayer’s  first 
application  when  it  was  laid  open  for  public  inspection 
in  the  Danish  Patent  Office,  assuming  that  such  was 
done.  There  is  no  averment  that  this  first  application 
was  even  handled  in  the  customarv  wav,  and  nothing 
appears  in  t lie  Petition  to  show  that  the  giving  out  of 
typewritten  copies  of  any  Danish  application  when  it 
is  laid  open,  for  public  inspection  is  in  conformance  to 
any  statute,  law,  or  rule. 

In  view  of  the  lack  of  due  diligence  on  the  part  of 
appellant  Rice  to  present  this  material  timely,  the  Court 
below  did  not  abuse  his  discretion  in  denying  the  petition. 
Roos’  right  to  the  patent  should  not  be  thwarted  by  such 
dilatory  practice  on  the  part  of  Rice. 

Bayer’s  First  Danish  Patent  Application,  Whatever  It 

May  Have  Disclosed,  Was  Not  a  Printed  Publication 

Nor  a  Patent.  It  Cannot  Be  Held  to  Be  a  Statutory 

Bar  to  the  Grant  of  a  Patent  to  Roos. 

In  determining  whether  Rice’s  alleged  newly  dis¬ 
covered  evidence  can  have  any  force  and  effect  in  the 
case  at  bar,  consideration  must  be  given  to  Sections  4886 
and  4923  of  the  Revised  Statutes.  These  two  sections,  to 
be  quoted  hereinafter,  must  necessarily  be  considered 
together,  because  they  are  concerned  with  what  is  pat¬ 
entable  in  the  United  States  in  view  of  what  may  occur 
in  a  foreign  country  concerning  the  same  invention  upon 
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i 


i 


which  an  applicant  in  this  country  is  seeking  a  patent. 
The  leading  authority  under  these  two  statutes  is  that 

i 

of  West ingh oils e  Macli.  Co.  et  at.  v.  General  Electric  Co. 
et  al.}  207  F.  75,  where  the  Circuit  Court  of  Appeals  of 
the  Second  Circuit  held  that  a  prior  reduction  to  prac¬ 
tice  of  an  invention  in  a  foreign  country,  or  prior  knowl¬ 
edge  in  a  foreign  country,  or  prior  use  in  a  foreign 
country,  unless  the  invention  had  been  patented  or  de¬ 
scribed  in  a  “printed  publication,”  is  a  nullity  and  can¬ 
not  defeat  a  patent  application  for  the  same  invention 
in  this  country. 

The  Westingliousc  case  was  a  suit  under  Section  4915 
E.  S.  and  grew  out  of  an  interference  in  the  Patent  Office 
between  De  Kando,  who  assigned  his  patent  application 
to  the  Westinghouse  Company,  and  Armstrong,  who  as¬ 
signed  his  patent  application  to  the  General  Electric 
Company.  De  Kando  filed  his  patent  application  on 
July  3,  1906,  and  Armstrong  filed  his  patent  application 
on  June  28,  1905,  which  issued  into  a  patent  on  Febru¬ 
ary  6,  1906,  after  the  interference  had  terminated  in 
Armstrong’s  favor  by  a  decision  of  the  Court  of  Ap¬ 
peals  of  the  District  of  Columbia.  The  following  facts 
were  accepted  by  the  Court  of  Appeals  of  the  Second 
Circuit  as  having  been  established  before  the  Court  of 
Appeals  of  the  District  of  Columbia: 

i 

That  De  Kando  actually  made  his  invention  in  a  foreign 
country  and  reduced  it  to  actual  practice  and  put  it  into 
actual  use,  prior  to  the  spring  of  1904,  on  a  railway  in 
Italy;  that  his  invention  was  seen,  understood,  and 
known  to  be  practical;  that  in  March,  1904,  an  engineer 
named  Waterman  went  from  the  United  States  to  !Eur- 
ope,  met  De  Kando  there,  where  the  details  of  the  in¬ 
vention  were  explained  to  him  and  where  he  saw  De 
Kando ’s  invention  in  actual  use;  that  De  Kando  then 
furnished  Waterman  with  an  elaborate  written  descrip- 
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tion  of  his  invention ;  that  Waterman  was  a  learned  and 
skilled  man  and  understood  De  Kando's  invention;  that 
Waterman  thereupon  “knew”  that  the  invention  had  been 
conceived  and  actually  made  and  reduced  to  actual  and 
successful  practice;  that  Waterman  not  only  brought  the 
knowledge  of  the  invention  that  he  had  gained  in  Europe 
with  him  to  the  United  States  when  he  arrived  on  Mav 
5,  1904,  but  also  the  said  written  description  of  such 
invention  and  notes  which  he  had  made  relating  to  such 
an  invention  while  in  Europe;  that  Waterman  made  a 
written  report  as  to  this  invention  on  June  7,  1904,  to  one 
Stillwell,  and  during  the  vear  following  he  described  the 
same  in  the  United  States  to  a  number  of  electrical 
engineers  of  standing;  that  on  June  19,  1905,  Waterman 
explained  the  invention  to  the  American  Institute  of 
Electrical  Engineers  in  the  United  States;  that  prior  to 
1901  or  1902  Armstrong  had  conceived  the  same  inven¬ 
tion,  and  in  June,  1905,  Armstrong  had  filed  his  United 
States  application  for  patent;  that  Armstrong  did  not 
exercise  anv  diligence  and  made  no  effort  whatsoever  to 
reduce  his  invention  to  practice  prior  to  the  time  that  he 
filed  his  application  for  patent  on  June  28,  1905;  and  that 
Armstrong  was  therefore  restricted  to  the  date  of  June 
28,  1905,  for  his  invention. 

The  question  presented  to  the  Court  for  determination 
was  whether  Armstrong  had  been  properly  issued  a  pat¬ 
ent  in  view  of  the  fact  that  De  Kando  had  established 
by  his  proofs  that  his  invention  had  become  so  widely 
known  in  Europe  prior  to  the  time  that  Armstrong  filed 
his  patent  application  in  the  United  States  Patent  Office. 

We  quote  in  extenso  from  this  decision,  because  it  is 
the  leading  authority  in  interpreting  the  patent  statutes 
and  because,  it  has  been  cited  with  approval  by  the 
United  States  Supreme  Court  in  the  case  of  Alexander 
Milburn  Company  v.  Davis-Bournomille  Company ,  270 
U.  S.  390,  which  we  will  discuss  next. 
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In  the  Westingliouse  case  the  Court  said  (pp.  77,  78): 

“  Whatever  other  questions  there  are  in  the  case, 
and  many  have  been  argued,  it  is  manifest  that  the 
fundamental  and  crucial  one  is  whether  upon  the 
facts  shown  Armstrong  was  entitled  to  the  grant  of 
his  patent;  it  not  being  disputed  that  his  invention 
and  De  Kando ’s  are  substantially  the  same,  nor  that 
the  invention  of  each  was  made  independently  of 
any  knowledge  of  the  other’s.  If  Armstrong’s  pat¬ 
ent  was  properly  issued,  that  ends  the  cause:  The 
question  thus  presented  involves  the  construction 
of  two  sections  of  the  United  States  Revised  Stat¬ 
utes,  which  have  been  frequently  before  the  courts: 

“  ‘Sec.  48S6.  Any  person  who  has  invented  or 
discovered  any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any 
new  and  useful  improvements  thereof,  not  known 
or  used  by  others  in  this  country,  before  his  in¬ 
vention  or  discovery  thereof,  and  not  patented  or 
described  in  any  printed  publication  in  this  or 
any  foreign  country,  before  his  invention  or  dis¬ 
covery  thereof,  or  more  than  two  years  prior  to 
his  application,  and  not  in  public  use  or  on  sale  in 
this  country  for  more  than  two  years  prior  to  his 
application,  unless  the  same  is  proved  to  have 
been  abandoned,  may,  upon  payment  of  the  fees 
required  by  law,  and  other  due  proceedings,  had, 
obtain  a  patent  therefor.’ 

“  ‘Sec.  4923.  Whenever  it  appears  that  a  pat¬ 
entee,  at  the  time  of  making  his  application  for 
the  patent,  believed  himself  to  be  the  original  and 
first  inventor  or  discoverer  of  the  thing  patented, 
the  same  shall  not  be  held  to  be  void  on  account 
of  the  invention  or  discovery,  or  any  part  thereof, 
having  been  known  or  used  in  a  foreign  country, 
before  his  invention  or  discovery  thereof,  if  it  had 
not  been  patented  or  described  in  a  printed  pub¬ 
lication.’  U.  S.  Comp.  St.  1901,  pp.  3382,  3396. 

“The  proposition  of  law  for  which  complainants 
contend  is  that  De  Kando ’s  date  of  invention  in  this 
country  is  May,  1904,  when  Waterman,  arriving 
here  with  knowledge  of  the  completed  invention,  dis¬ 
closed  that  knowledge  to  others  here  skilled  in,  the 
art  capable  of  understanding  the  same.  That  by 
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reason  of  his  knowledge  and  disclosures  to  others  in 
this  country  prior  to  June  28,  1905,  the  invention 
was  ‘known’  in  the  legal  sense  in  this  country  before 
Armstrong’s  application  was  filed.  This  proposition 
has  been  discussed  at  great  length  in  the  opinions 
of  the  two  judicial  tribunals  which  have  had  to  do 
with  this  case:  we  are  inclined  to  affirm  on  the  opin¬ 
ion  of  the  Court  of  Appeals  of  the  District  of  Colum¬ 
bia,  which,  in  substance,  holds  that,  for  the  purpose 
of  defeating  a  patent  application,  reduction  to  prac¬ 
tice  in  a  foreign  country  is  a  nullity  unless  the  in¬ 
vention  is  patented  or  described  in  a  printed  publi¬ 
cation. 

“If  section  4886  stood  alone  we  might  be  inclined 
to  the  conclusion  that  upon  this  record  Armstrong 
was  not  entitled  to  a  patent  because  although,  prior 
to  his  date,  his  art  or  machine  had  not  been  used 
here,  it  was  known  bv  others  in  this  country.  A  ma- 
chine  is  certainly  knowable  when  its  various  com- 
ponent  parts  are  brought  together  and,  cooperating 
with  each  other,  function  successfully.  De  Kando’s 
device  was  knowable  in  this  sense  when  it  was  in¬ 
stalled  in  Italy.  It  would  become  known  to  anv 
competent  person  who  examined  it,  saw  what  its 
component  parts  were  and  what  function  it  per¬ 
formed.  Waterman,  upon  the  facts  as  found  above, 
acquired  that  knowledge  and  he  carried  his  knowl¬ 
edge  with  him  wherever  he  went.  When  he  was 
here  he  was  a  person  in  this  country  by  whom  the 
De  Kando  device  was  known.  And  when  he  im¬ 
parted  his  knowledge  to  others  here  they  also  be¬ 
came  persons  in  this  country  by  whom  the  De  Kando 
device  was  known.  Considering  this  section  only, 
it  might  seem  to  make  little  difference  where  the 
knowable  machine  be  located,  provided  the  persons 
who  know  it  are  themselves  in  this  country. 

“But  the  Patent  Law  is  contained  in  many  sec¬ 
tions,  and  they  must  be  construed  together  to  get  at 
the  precise  code  which  they  set  forth.  Section  4886 
states  generally  the  conditions  which  must  exist  in 
order  to  entitle  an  inventor  to  the  grant  of  a  patent. 
Section  4923  deals  specifically  with  the  effect  of 
knowledge  and  use  in  a  foreign  country,  and  it 
makes  no  distinction  whether  such  use  is  made  or 
such  knowledge  is  acquired  by  persons  who,  after 
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using  the  thing  or  acquiring  the  knowledge,  remain 
abroad  or  come  here.  This  section  (4923)  provides 
that  the  patent  taken  out  by  an  applicant  for  the 
same  thing  here  shall  not  be  void  on  account  of  such 
knowledge  or  use  unless  the  invention  had  been  pat¬ 
ented  or  described  in  a  printed  publication.  As  we 
construe  this  section,  reduction  to  practice  in  a  for¬ 
eign  country  can  never  operate  to  destroy  a  patent 
applied  for  here,  however  widely  known  such  reduc¬ 
tion  to  practice  may  be,  either  among  foreigners  or 
among  persons  living  here,  unless  the  invention  be 
patented  or  described  in  a  printed  publication.  To 
that  extent  section  4923  qualifies  the  language  of 
section  4886,  which  without  such  qualification  might 
well  lead  to  a  different  result. 

‘ ‘ The  decree  is  affirmed,  with  costs.’ ’ 

In  Alexander  Milburn  Company  v.  D avis -Hour non- 
rill  e  Company ,  270  U.  S.  390,  we  have  a  recent  decision 
of  the  Supreme  Court  interpreting  Sections  4886  and 
4923  of  the  Revised  Statutes.  This  was  an  infringement 
suit  on  the  Whitford  patent.  The  defense  was  that 
Whitford  was  not  the  first  inventor  of  the  thing  patented 
because  the  invention  was,  in  fact,  made  first  by  one 
Clifford,  as  evidenced  by  a  patent  granted  to  Clifford  on 
a  patent  application  filed  prior  to  the  Whitford  patent. 
The  Clifford  patent  adequately  described  the  thing  pat¬ 
ented  to  Whitford,  but  Clifford  did  not  claim  the  inven¬ 
tion.  The  Supreme  Court,  speaking  through  Mr.  Jus¬ 
tice  Holmes,  said  (pp.  399,  400,  402)  : 


“The  patent  law  authorizes  a  person  who  has  in¬ 
vented  an  improvement  like  the  present,  ‘not  known 
or  used  by  others  in  this  country,  before  his  inven¬ 
tion,’  etc.,  to  obtain  a  patent  for  it  .  .  .  and 

by  the  words  of  the  statute  a  previous  foreign  in¬ 
vention  does  not  invalidate  a  patent  granted  here 
if  it  has  not  been  patented  or  described  in  a  printed 
publication.  Rev.  Sts.  Sec.  4923.  See  Westing- 
house  Machine  Co.  v.  General  Electric  Co.,  207  Fed. 
75.  These  analogies  prevailed  in  the  minds  of  the 
Courts  below. 
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“On  the  other  hand,  publication  in  a  periodical  is 
a  bar.  .  .  . 


.  .  The  policy  of  the  statute  as  to  foreign 
inventions  obviously  stands  on  its  own  footing  and 
cannot  be  applied  to  domestic  affairs.’ ’ 

And  to  the  same  effect  is  the  decision  of  the  Supreme 
Court  in  the  famous  case  of  Elizabeth  v.  Pavement 
Company,  97  U.  S.  126.  Here  Section  4886  R.  S.  was 
interpreted.  The  Court  there  held  that  a  foreign  patent 
or  foreign  printed  publication  describing  an  invention, 
unless  published  anterior  to  the  making  of  the  invention 
or  discovery  secured  by  a  United  States  patent,  is  no 
defense  in  an  infringement  suit  under  the  United  States 
patent.  Speaking  through  Mr.  Justice  Bradley,  the 
Court  said  (p.  130) : 


“  ...  A  foreign  patent,  or  other  foreign 

printed  publication  describing  an  invention,  is  no 
defense  to  a  suit  upon  a  patent  of  the  United  States, 
unless  published  anterior  to  the  making  of  the  in¬ 
vention  or  discovery  secured  by  the  latter,  provided 
that  the  American  patentee,  at  the  time  of  making 
application  for  his  patent,  believed  himself  to  be 
the  first  inventor  or  discoverer  of  the  thing  patented. 
He  is  obliged  to  make  oath  to  such  belief  when  he 
applies  for  his  patent ;  and  it  will  be  presumed  that 
such  was  his  belief,  until  the  contrary  is  proven. 
That  was  the  law  as  it  stood  when  Nicholson  ob¬ 
tained  his  original  patent,  and  it  is  the  law  still. 
Act  of  1836,  sects.  7,  15;  Act  of  1870,  sects.  24,  25, 
61;  Rev.  Stat.,  sects.  4886,  4887,  4920;  .  .  .  .” 

In  view  of  the  foregoing  authorities,  the  allegations 
that  Rice  makes  with  respect  to  Bayer’s  invention  in 
Denmark,  even  if  proved,  which  they  are  not,  to  the  effect 
that  Bayer’s  first  application  was  made  public,  mad<* 
known  to  people  in  general,  was  exhibited,  displayed, 
disclosed,  and  revealed  to  the  public  in  general — all  hav¬ 
ing  transpired  in  Denmark — are  a  nullity  against  the 
grant  of  a  valid  United  States  patent  to  Roos. 


Rice  does  not  contend,  nor  could  he,  that  the  ^Danish 
Patent  News  publications  constituted  “printed  publica¬ 
tions’  ’  disclosing  Bayer’s  invention.  So,  as  far  jas  the 
party  Roos  is  concerned,  the  only  question  here  for  de¬ 
termination  is  whether  or  not  Bayer’s  first  Danish  pat¬ 
ent  application,  when  it  was  laid  open  for  public  in¬ 
spection  pursuant  to  Danish  law  and  procedure,  became 
a  “printed  publication”  within  the  meaning  of  this  term 
as  it  is  employed  in  the  United  States  patent  statutes. 
In  view  of  the  authorities  to  be  now  discussed,  we  sub¬ 
mit  that  it  did  not.  Therefore,  if  this  Honorable  Court, 
should  hold  in  conformity  with  these  authorities1,  theu 
the  subject  matter  contained  in  Bayer’s  first  application, 

I 

whatever  it  may  be,  is  wholly  immaterial  to  the  party 
Roos. 


There  is  an  abundance  of  authority  running  through 
a  long  line  of  cases  respecting  patent  applications  in 
other  foreign  countries,  such  as  Great  Britain,  Germany, 
and  Sweden,  where  the  rules  of  law  directly  applicable 
to  the  issue  here  have  been  definitely  and  unequivocally 
formulated.  These  rules  need  only  to  be  reasserted  in 
the  case  at  bar,  because  they  are  clearly  in  point  since 
the  Patent  Office  practice  in  Great  Britain,  Germany, 
and  Sweden,  as  we  shall  show,  is  almost  identical  to 
that  in  Denmark. 

i 

There  is  not  a  word  in  the  affidavits  which  accom¬ 
panied  Rice’s  Petition  showing  that  anything  was  ex¬ 
hibited  in  the  Public  Library  of  the  Danish  Patent  Office 
or  that  the  Danish  Patent  Office  even  has  a  Public  Li¬ 
brary.  The  Danish  Patent  News  of  April  18,  1922,  which 
has  been  translated  by  petitioner’s  affiant  Dahn,  says 
this  with  respect  to  Danish  patent  applications  that  are 
laid  open  for  public  inspection  (Rec.,  p.  11): 

“The  above  applications  with  the  appertaining 
descriptions  and  drawings  are  laid  open  for  public 
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inspection  at  the  office  of  the  Patent  Commission, 
Niels  Brocks  Street  No.  14,  for  eight  weeks  from 
date,  .  .  .  For  these  eight  weeks  any  one  is  free 

to  examine  these  applications  and  to  appear  before 
the  Patent  Commission  with  written  or  oral  oppo¬ 
sition  to  the  grant  of  the  proposed  patents  regard¬ 
less  of  what  the  ground  of  the  opposition  may  be  to 
show  that  the  patent  should  not  be  issued  or  that 
the  grant  of  the  patents  would  be  contrary  to 
established  rights.’  ’ 

This  official  notice,  which  is  a  part  of  Rice’s  alleged 
newly  discovered  documentary  evidence,  says  nothing 
about  the  Public  Librarv  of  the  Danish  Patent  Office. 
Neither  do  Rice's  affiants  Hude  or  Parrv.  Parrv  avers 
in  his  affidavit  that  it  is  the  custom  of  the  Danish  Pat¬ 
ent  Office,  when  applications  for  patents  are  laid  open 
to  public  inspection,  for  interested  parties  on  request  to 
obtain  typewritten  copies  of  the  papers  and  prints  of 
the  drawings,  if  any,  from  the  Patent  Office  during  such 
opposition  period.  But  the  above  quoted  official  notice 
of  the  Danish  Patent  Office  does  not  so  state,  and  Parry 
has  not  averred  that  he  ever  procured  from  the  Danish 

Patent  Office  any  such  typewritten  copy.  The  affiant 
% 

Hude,  the  Danish  patent  lawyer,  makes  no  averment 
with  respect  to  the  custom  of  issuing  typewritten  copies 
of  patent  applications  that  are  laid  open  to  public  in¬ 
spection.  But  even  if  the  practice  is  as  related  by 

Parrv — and  we  tind  no  corroboration  of  this  in  anv  text- 
•>  « 

book,  reported  case,  or  by  any  one  who  is  in  a  position 
to  know  from  his  own  personal  experience — the  author¬ 
ities  are  clear  that  the  alleged  customary  procedure  ob¬ 
taining  in  the  Danish  Patent  Office  cannot  operate  to 
make  Bayer's  first  Danish  application  a  “printed  publi¬ 
cation'’  within  the  meaning  of  the  patent  statutes  of  the 
United  States. 

We  call  attention  to  the  fact  that  there  is  not  a  scin¬ 
tilla  of  evidence  that  any  copies  of  the  first  Bayer  appli- 
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cation,  either  typewritten  or  mimeographed,  were  ever 
issued  by  the  Danish  Patent  Office,  or  that  this  applica¬ 
tion  was  lodged  in  the  Public  Library  of  the  Danish  Pat¬ 
ent  Office.  To  force  the  conclusion,  as  Rice’s  counsel  at¬ 
tempts,  that  the  first  Bayer  Danish  application,  when  it 
was  laid  open  for  public  inspection,  was  a  printed  pub¬ 
lication  and  therefore  a  statutory  bar  to  the  grant  of  a 
valid  patent  to  the  party  Roos,  is  based  upon  a  false 
premise. 

Now,  as  we  will  show,  the  practice  of  the  British  Pat¬ 
ent  Office  is  almost  identical  to  that  of  the  Danish  Pat¬ 
ent  Office  in  laying  patent  applications  open  for  public 
inspection  for  the  purpose  of  inviting  opposition  to  their 
issuance  into  patents,  and  that  the  German  and  Swedish 
Patent  Office  practice  is  likewise  similar.  The  French 
practice  does  not  correspond  to  the  British,  Danish,  Ger¬ 
man,  and  Swedish  practice  but  conforms  more  nearly  *,  o 
that  of  the  United  States. 

In  the  case  of  Barber  v.  Otis  Motor  Sales  Co.,  265  Fed. 
675,  it  was  held  that  the  laying  open  for  public  inspec¬ 
tion  of  patent  applications  in  Great  Britain,  Germany, 
and  Sweden  does  not  constitute  either  prior  patenting 
or  a  “printed  publication”  within  the  meaning  of  the 

I 

United  States  patent  statutes.  If  the  Courts  have  so 
held  with  respect  to  British,  German,  and  Swedish  pat¬ 
ent  applications,  then  it  is  reasonable  for  this  Court  to 
apply  the  rules  and  hold  similarly  with  respect  to  a 

j 

Danish  patent  application. 

British  Patent  Office  Practice.  We  will  direct  our  at¬ 
tention  first  to  the  practice  obtaining  in  the  British  Pat¬ 
ent  Office.  The  British  “Patents  and  Designs  Act,  1907,” 
under  the  section  9,  entitled  “Advertisement  on  accept¬ 
ance  of  complete  specification,”  reads: 

“On  the  acceptance  of  the  complete  specification 
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the  comptroller  shall  advertise  the  acceptance;  and 
the  application  and  specifications,  with  the  draw¬ 
ings  (if  any),  shall  be  open  to  public  inspection.” 

Under  the  Section  11,  entitled  “Opposition  to  grant  of 
patent,”  the  following  appears: 

“(1)  Any  person  may  at  any  time  within  two 
months  from  the  date  of  the  advertisement  of  the 
acceptance  of  a  complete  specification  give  notice  at 
the  Patent  Office  of  opposition  to  the  grant  of  the 
patent  on  any  of  the  following  grounds: — ”  (six 
specific  grounds  mentioned.) 


Thus,  the  British  patent  statute  provides  that  after 
a  patent  application  has  been  found  to  be  allowable — i.  e., 
accepted — the  comptroller  shall  so  advertise  and  the  ap¬ 
plication  shall  then  be  laid  open  to  public  inspection 
whereupon  oppositions  on  certain  specified  grounds  may 
be  filed  to  the  granting  of  the  patent. 

Section  12  of  the  British  Patent  Act  provides  that  if 
there  is  no :  opposition,  or  in  case  of  opposition,  if  the 


determination  is 


in  favor  of  the  grant  of  the  patent,  then 


the  patent  shall,  on  payment  of  the  prescribed  fee,  be 


granted  to  the  applicant  and  the  comptroller  shall  cause 


the  patent  to  be  sealed  with  the  seal  of  the  Patent  Office. 


Thus,  in  Great  Britain  the  application  does  not  become 
a  patent  until  the  same  is  sealed,  and  this  cannot  be 
effected  until  the  opposition  period  of  two  months  lias 
expired.  And  the  opposition  period  is  concurrent  with 
the  laying  of  the  application  open  for  public  inspection 
after  the  comptroller  has  advertised  that  the  patent  ap¬ 
plication  has  been  found  to  be  allowable. 

In  the  publication  entitled  “Official  Pamphlet — Instruc¬ 
tions  to  Applicants  for  Patents,”  published  by  the  Brit¬ 
ish  Patent  Office,  which  corresponds  to  the  "Rules  of 
Practice  of  the  United  States  Patent  Office,  there  is  con¬ 


tained  the  following  citation  respecting  the  acceptance 
and  public  inspection  of  patent  specifications  (p.  9): 
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‘  ‘  On  the  acceptance  of  a  complete  specification,  the 
Comptroller  gives  notice  thereof  to  the  applicant, 
and  the  acceptance  is  advertised  in  the  Official  Jour¬ 
nal  (Patents). 

•  •  •  •  •  •  ’  • 

“14.  Public  Inspection  of  Specifications. — The 
provisional  specification  (if  any)  and  the  complete 
specification  are  not  open  to  public  inspection,  for 
searches  or  for  copying,  until  after  the  acceptance 
of  the  complete  specification,  except  in  the  case  of  a 
Convention  application  (see  paras.  8  and  27).  In 
such  case  the  complete  specification,  if  not  already 
accepted,  becomes  open  to  public  inspection  at  the 
end  of  18  months  from  the  priority  date  claimed,  but 
is  not  printed  in  that  form  unless  the  application 
becomes  void.  The  specifications  of  other  void  ap¬ 
plications  or  of  abandoned  applications  are  not 
printed  or  open  to  inspection. 

“Upon  the  acceptance  of  a  complete  specification, 
the  application,  specification  or  specifications  with 
the  drawings  (if  any)  may  be  inspected  at  the  Pat¬ 
ent  Office  upon  payment  of  the  prescribed  fee  of  one 
shilling.  A  similar  fee  is  payable  for  inspection  of 
the  specification  of  a  Convention  application  open 
to  public  inspection  under  Section  91  (4)  of  the  Acts. 

“Specifications  are  printed  fifteen  days  after  the 
advertisement  of  the  acceptance  of  the  complete  spe¬ 
cification,  and  mav  be  obtained  as  indicated  in  para. 
31. 

“15.  Opposition  to  the  Grant  of  a  Patent. — A 

Patent  is  granted,  subject  to  the  payment  of  a  seal¬ 
ing  fee,  upon  an  application  which  passes  the  pre¬ 
scribed  stages  and  is  unopposed.” 

The  foregoing  establish  that  British  patent  applica¬ 
tions,  after  being  found  to  be  allowable,  are  advertised 
as  such  in  the  Official  Journal  of  the  British  Patent  Office 
and  are  thereupon  laid  open  to  public  inspection  and  for 
the  making  of  copies  thereof  for  a  period  of  two  months 
whereafter,  if  no  oppositions  against  the  grant  of  the 
patent  are  filed,  the  patent  is  sealed,  whereupon  it  be¬ 
comes  a  regularly  issued  British  patent. 
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Further  corroboration  of  the  fact  that  the  British  pro¬ 
cedure,  with  respect  to  laying  open  patent  applications 
for  public  inspection,  is  almost  identical  to  that  in  Den¬ 
mark  is  found  in  two  textbooks:  one  entitled  4 ‘Patents 
in  the  European  and  Adjacent  Countries”  (Seventh 
Edition),  by  Brandon,  Simonnot  &  Rinuy  (pp.  72,  74,  79, 
and  80),  which  has  heretofore  been  cited,  and  the  other 
one  entitled  “Patent  Laws  of  the  World,*’  by  Singer, 
published  in  1930,  copyrighted  1924,  1930  (pp.  147-150, 
inclusive). 

Having  the  foregoing  procedure  of  the  British  Pat¬ 
ent  Office  in  mind,  we  will  cite  the  authorities  which 
hold  that  the  effective  date  of  a  British  patent  for  the 
purpose  of  invalidating  a  United  States  Patent  is  its 
date  of  sealing,  and  that  prior  to  the  date  of  sealing  a 
British  patent  application,  even  though  it  lias  been  laid 
open  for  public  inspection,  is  neither  a  “printed  publica¬ 
tion”  within  the  meaning  of  the  United  States  patent 
statutes  nor  a  prior  patent. 

We  have  hereinbefore  shown  that  patentable  novelty 
under  the  United  States  statutes  is  not  negatived  by  a 
foreign  invention  unless  such  foreign  invention  has  been 
patented  or  described  in  a  prior  publication  (Alexander 
Milburn  Company  v.  Davis-Bournonville  Coin  pony.  270 
U.  S.  390;  Westinyhonse  Mach.  Co.  et  al.  v.  General 
Electric  Co.  cl  al.,  207  F.  75;  Elizabeth  v.  Pavement 


Company ,  97  U.  S.  126). 

In  De  Ferranti  v.  Westinyhonse.  Jr.,  1890  C.  I).  114, 
the  British  patent  statute,  as  it  then  existed,  was  fully 
discussed  in  connection  with  the  question  of  whether  a 
British  patent  specification,  having  been  made  accessible 
to  the  public  and  being  laid  open  to  public  inspection, 
was  then  a  “printed  publication”  within  the  meaning  of 
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I 

has  been,  since  the  British  Act  of  1SS3,  substantially  the 
same  in  prescribing  the  procedure  that  must  be  followed 
in  the  granting  or  sealing  of  a  British  patent. 

In  the  De  Ferranti  case,  which  was  an  interference 
proceeding  in  the  United  States  Patent  Office,  the  fol¬ 
lowing  facts  appear:  Westinghouse  filed  his  patent  ap¬ 
plication  in  the  Patent  Office  on  December  27,  1886,  and 
in  the  ensuing  interference  he  took  no  testimony  but 
relied  upon  his  filing  date.  De  Ferranti  filed  his  United 
States  patent  application  on  April  18th,  1887,  but  he 
had  previously  filed  in  the  British  Patent  Office  a  cor¬ 
responding  patent  application  in  the  form  of  a  pro¬ 
visional  specification  on  December  9,  1885,  and  a  com¬ 
plete  specification  on  September  9,  1886.  The  evidence 
adduced  by  De  Ferranti  was  a  publication  of  the  British 
Patent  Office  in  the  form  of  a  pamphlet  containing  both 
of  De  Ferranti’s  aforesaid  British  applications.  ; 

The  question  to  be  determined,  therefore,  was  whether 
the  invention  of  De  Ferranti  was  patented  in  Great  Brit¬ 
ain  or  constituted  a  “printed  publication’  *  prior  to  the 
date  relied  upon  by  Westinghouse,  namely,  December 
27,  1886.  The  Commissioner,  in  rendering  his  decision, 
describes  the  procedure  with  respect  to  the  De  Ferranti 
British  application  as  follows  (p.  117): 

“.  .  .  An  application  is  filed,  accompanied  by 

either  a  provisional  or  complete  specification.  If 
the  specification  is  provisional,  notice  of  its  accept¬ 
ance  is  given  to  the  applicant  and  such  acceptance 
is  published  in  the  Office  Journal.  Within  nine 
months  after  the  application  the  complete  specifica¬ 
tion  is  required  to  be  filed.  The  subsequent  proced¬ 
ure  is  the  same  as  when  a  complete  specification  is 
filed  with  the  application — that  is  to  say,  the  com¬ 
plete  specification  is  sent  to  an  Examiner  to  deter¬ 
mine  whether  certain  requirements  of  law  have  been 
complied  with.  When  the  complete  specification  is 
adjudged  to  be  satisfactory,  an  advertisement  of  the 
fact  of  acceptance  is  made  by  publication  in  the  Offi- 
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cial  Journal  of  the  Patent  Office,  which  advertise¬ 
ment  specifies  date  of  application,  title  of  invention, 
and  name  of  applicant.  Upon  this  advertisement  of 
the  acceptance  of  the  complete  specification  the  lat¬ 
ter  is,  by  express  provision  of  law,  open  ‘to  the  in¬ 
spection  of  the  public.’  The  specification  is  there¬ 
after  officially  published  in  print,  either  as  provi¬ 
sional  and  complete  or  as  complete  only,  according 
as  the  fact  may  be.  Two  months  from  the  date  of 
the  advertisement  of  the  acceptance  of  the  complete 
specification  the  patent  is  sealed,  unless  there  has 
been  opposition,  in  which  case  the  sealing  awaits  a 
decision  favorable  to  the  grant.  The  patent  is  sealed 
as  of  the  date  of  the  provisional  specification,  if 
there  be  one;  if  there  be  none,  of  the  date  of  the  com¬ 
plete  specification.  The  term  of  the  patent  begins 
at  the  date  of  the  application.” 

in  applying  these  aforesaid  facts  to  the  patent  stat¬ 
utes  of  the  United  States,  the  Commissioner  said  (pp. 
118,  119): 

“Such  being  the  law,  the  question  to  be  deter¬ 
mined  is  when  a  British  invention  can  be  said  to  be 
patented,  under  the  patent  act  of  1883,  within  the 
meaning  of  sections  4886  and  4887  of  the  Revised 
Statutes,  and  whether  de  Ferranti’s  invention  can 
be  said  to  have  been  patented  in  England  prior  to 
the  American  application  of  Westinghouse.  The 
first  branch  of  the  question  is  of  some  difficulty;  but 
the  latter  branch  seems  to  present  no  difficulty  what¬ 
ever.  .  .  . 

“The  only  proven  dates  of  De  Ferranti  are  the  fil¬ 
ing  of  his  provisional  specification  December  9, 
1885,  the  filing  of  his  complete  specification  Septem¬ 
ber  9,  1886,  and  the  second  publication  of  the  com¬ 
plete  specification  in  1887. 

“But  is  is  contended  on  behalf  of  de  Ferranti  that 
his  complete  specification  was  accepted  and  made 
accessible  to  public  inspection  on  December  9,  1886; 
that  the  complete  specification  was  published  and 
printed  January  1,  1887;  that  the  patent  was  sealed 
and  issued  on  the  15th  of  February,  1887,  and  that 
although  these  facts  were  not  duly  proven  they 
should  be  considered  by  the  Commissioner  .  .  . 
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The  fact  that  the  specification  was  accessible  to  pub¬ 
lic  inspection  December  9,  1886,  is  immaterial,  for  it 
was  not  then  a  printed  publication  and  it  certainly 
was  not  a  patent.  It  is  also  claimed  that  the  specifi¬ 
cation  was  published  in  the  Official  Journal  of  the 
British  Patent  Office,  December  10,  1886.  The  only 
publication  that  then  appeared  was  the  publication 
of  the  fact  that  the  complete  specification  had  been 
accepted. 

4 ‘Whatever  view  of  the  case  is  taken,  and  whether 
I  am  limited  to  the  immediate  record  or  may,  as  de 
Ferranti  contends,  resort  to  other  sources  of  infor¬ 
mation,  there  was  no  printed  publication  or  patent 
in  existence  on  the  27th  day  of  December,  1886,  dis¬ 
closing  the  invention  in  controversy  as  the  invention 
of  de  Ferranti,  and  therefore  the  decision  of  the  Ex- 
aminers-in-Chief,  adjudicating  priority  in  favor  of 
Westinghouse,  must  be  affirmed.” 


Here  we  have  a  determination  in  a  judicial  proceed¬ 
ing  that  a  foreign  patent  specification  accessible  to  pub¬ 
lic  inspection  is  neither  a  printed  publication  nor  a 
patent.  This  is  a  decision  directly  in  point  on  the  ques¬ 
tion  presented  to  this  Court  for  determination,  j  It  is 
true  that  it  is  directed  to  a  British  patent  specification 
rather  than  to  a  Danish  patent  specification,  but  the 
Danish  procedure  is  so  close  to  that  of  Great  Britain 
that  we  do  not  believe  that  this  Court  will  depart;  from 
this  ruling.  Because  of  the  decision  in  the  De  Ferranti 
case,  the  Courts  have  uniformly  held  that  patentable 
novelty  in  the  United  States  is  not  negatived  by  a;  Brit¬ 
ish  patent  unless  the  latter  was  sealed  before  the  person 
obtaining  the  American  patent  made  the  invention.  This 
was  the  holding  in  Barber  v.  Otis  Motor  Sales  Co.,  supra, 
p.  679;  A.  Schrader’s  Son,  Inc.  v.  1  Vein  Sales  Corpora¬ 
tion,  3  F.  (2d)  999,  1001;  Siemen’s  Administrator  v. 
Sellers,  123  U.  S.  276,  283;  and  Westinghouse  Electric  (0 
Mfg.  Co  .  et  al.  v.  Royal-Eastern  Electrical  Supply  Co.  ef 
al,  9  F.  (2d)  397,  403. 
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German  Patent  Office  Practice.  The  practice  in  the 
German  Patent  Office  is  almost  identical  to  that  obtain¬ 
ing  in  the  Danish  and  British  Patent  Offices,  and  the 
Courts  have  uniformly  held  that  a  German  patent,  for 
the  purpose  of  anticipation,  is  the  “ ausgegeben ’ ’  date  or 
publication  date. 

Referring  to  the  publication  ‘‘Patents  in  the  European 
and  Adjacent  Countries,”  by  Brandon,  Simonnot  & 
Rinuy,  supra  (pp.  63-65),  we  find  that  the  German  pat¬ 
ent  statutes,  as  far  as  requirements  as  to  novelty  are 
concerned,  are  similar  to  that  of  Great  Britain,  Sweden, 
Denmark,  and  the  United  States  except  that  the  German 
law  bars  from  consideration  any  printed  publication  in 
any  language  or  country  which  antedates  the  applica¬ 
tion  bv  more  than  one  hundred  vears. 

German  patent  applications  are  examined  as  to  novelty, 
as  in  the  aforesaid  other  countries,  and  the  investiga¬ 
tion  is  very  thorough.  It  extends  not  only  to  prior  Ger¬ 
man  patents,  but  also  to  prior  patents  of  other  countries 
and  to  printed  publications  generally.  After  a  German 
patent  application  has  been  examined  and  found  to  be 
allowable,  an  official  notice  is  issued  advising  of  the  lay¬ 
ing  of  the  patent  application  open  to  public  inspection. 
Oppositions  piay  then  be  filed,  after  the  application  has 
been  laid  open  to  public  inspection  for  a  period  of  two 
months  from  the  date  of  publication  in  the  Patent 
Gazette.  At  the  end  of  such  period,  and  in  the  absence 
of  any  oppositions,  the  patent  is  then  granted  and  the 
grant  is  thereafter  published  in  the  Patent  Gazette.  This 
constitutes  the  “ausgegeben”  date  or  the  date  of  grant 
and  publication  of  the  German  patent. 

Corroboration  of  the  practice  before  the  German  Pat¬ 
ent  Office,  is  also  found  in  Singer’s  “Patent  Laws  of  the 
World,”  pages  132  to  136,  inclusive.  Here,  again,  it  is 
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stated  that  when  German  patent  applications  are  found 
to  be  allowable,  notice  thereof  is  published  in  the  Pat¬ 
ent  Gazette,  whereupon  the  application,  the  claims,  and 
drawings  in  that  form  in  which  they  will  issue  as  letters 
patent  are  laid  open  for  public  inspection  in  the  Patent 
Office.  Within  two  months  of  the  date  of  this  publica¬ 
tion  a  notice  of  opposition  to  the  grant  of  the  patent  may 
be  filed  bv  the  Patent  Office. 

•  i 

In  spite  of  the  fact  that  German  patent  applications,  as 
in  Denmark  and  in  Great  Britain,  are  laid  open  for  pub¬ 
lic  inspection,  the  Courts  have  uniformly  held  that  the 
effective  date  of  a  German  patent  for  purposes  of  antici¬ 
pation  is  the  “ausgegeben”  or  publication  date,  which  is 
always  subsequent  to  the  time  that  a  German  patent 
application  has  been  laid  open  for  public  inspection.  This 
necessarily  follows,  because  a  German  patent  applica¬ 
tion  cannot  issue  into  a  patent  until  after  the  opposi¬ 
tion  period  has  expired.  The  decisions  of  the  Courts  of 
the  United  States  formulating  the  above  rule  with  re¬ 
spect  to  German  patents  are  as  follows:  i 


Merrell-Soule  Co.  v.  Powdered  Milk  Co.  of  Amer¬ 
ica ,  222  F.  911,  C.  C.  A.  2nd  Circuit. 
Westinghouse  Elec.  &  Mfg.  Co.  et  al.  v.  Royal- 
Eastern  Elec.  Supply  Co.  et  al.,  9  F.  (2d)  397. 
A.  Schrader’s  Son,  Inc.  v.  Wein  Sales  Corp.f  3  F. 
(2d)  999,  1002.  j 


Permutit  Co.  v.  Wadham  et  al.,  12  F.  (2d)  454,  458, 
C.  C.  A.,  6th  Circuit.  ! 

Swedish  Patent  Office  Practice.  In  Sweden  the  method 
pursued  in  procuring  a  patent  is  similar  to  that  which 
obtains  in  Great  Britain,  Germany,  and  Denmark.  1  The 
authorities  are  likewise  clear  that  with  respect  to  Swedish 

i 

patent  applications  the  so-called  “publication  or  notice” 


in  the  Official  Swedish  News  concerning  a  Swedish 


pat- 
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ent  application  and  the  laying  open  of  such  application 
to  public  inspection  do  not  constitute  either  a  “printed 
publication ”  or  a  patent  for  the  invention  involved. 

The  prosecution  and  issuance  of  Swedish  patents  is 
well  described  on  pages  186  and  187  of  the  publication 
“Patents  in  the  European  and  Adjacent  Countries,” 
supra.  Swedish  patent  applications  are  examined  as  to 
novelty,  and  the  examination  extends  not  only  to  prior 
Swedish  patents  and  patent  applications,  but  also  to 
prior  patents  of  other  countries  published  in  printed 
form  and  to  printed  publications  generally. 

After  the  Swedish  Patent  Office  has  determined  that 


a  patent  application  has  been  found  allowable,  an  Official 
letter  is  issued  advising  of  the  laying  open  to  public  in¬ 
spection.  Swedish  patent  applications,  after  they  have 
been  provisionally  allowed,  are  open  to  public  inspection 
for  a  term  of  two  months  for  the  purpose  of  enabling 
any  one  interested  to  oppose  the  grant  of  the  patent 
on  the  grounds  of  want  of  novelty  or  mis-appropriation 
of  the  invention.  Swedish  patents  are  not  granted  until 
after  the  opposition  period  has  expired.  The  date  of  the 
grant  of  the  Swedish  patent  appears  from  the  word  “off- 
entliggjord”  which  is  printed  upon  every  Swedish  patent. 

The  procedure  obtaining  in  the  Swedish  Patent  Office 
is  similarlv  described  in  Singer's  “Patent  Laws  of  the 
World,”  on  pages  273  to  276.  In  Singer’s  work  it  is 
stated  that  the  Swedish  practice  is  closely  akin  to  that  of 
Germany  and,  further,  that  if  a  specification,  drawings, 
etc.,  are  found  to  be  in  order,  then,  in  the  absence  of  any 
other  ground  of  objection,  the  application  is  advertised 
and  the  application,  with  the  specification,  etc.,  is  open 
to  public  inspection  (p.  276). 

In  connection  with  Swedish  patent  applications  there 
is  an  interesting  case  holding  that  the  so-called  publica- 
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lions  or  notices  in  the  Swedish  newspapers  concerning 
Swedish  patents  and  the  laying  open  of  such  applica¬ 
tions  for  public  inspection  do  not  constitute  either  a 
“printed  publication”  or  a  patent  for  the  invention  in¬ 
volved,  nor  is  this  procedure  a  bar  to  the  grant  of  a  pat¬ 
ent  in  this  countrv  under  Section  4887  of  the  Revised 
Statutes.  The  case  is  Ex  parte  Ulmann,  1925  CL  D.  27, 
wherein  the  Commissioner  of  Patents,  on  a  petition  filed 
by  the  applicant  Ulmann,  instructed  the  Examiner  to 

i 

withdraw  a  certain  Swedish  patent  as  a  reference  against 
Ulmann *s  patent  application  and  to  allow  it.  The  Ex¬ 
aminer  had  persistently  rejected  Ulmann ’s  application 
on  a  Swedish  patent,  not  because  it  was  a  patent  but 
because  the  Examiner  alleged  it  was  a  “printed”  pub¬ 
lication.  The  Commissioner,  in  granting  Ulmann’s  peti¬ 
tion,  stated  as  follows  with  respect  to  the  propriety  of 
considering  the  Swedish  patent  as  a  “printed  publica¬ 
tion”  (p.  28) :  I 

“The  application  is  not  rejected  on  the  reference 
as  a  patent,  but  as  a  publication,  and  the  Examiner 
holds  that  it  has  been  a  publication  practically  since 
the  date  of  the  application  on  which  it  was  granted. 
In  this  contention  he  is  believed  to  be  in  error. 

“The  so-called  publications  made  in  the  British 
Official  Journal  and  the  German  Imperial  Gazette 
concerning  applications  for  patents,  and  the  laying 
open  of  such  applications  for  public  inspection,  do 
not  constitute  either  publications  of  or  patents  for 
the  inventions  involved.  Parkin  and  Wright  v.  Jen- 
nessy  63  0.  G.  759;  1893  C.  D.  64.  The  same  is  true 
of  the  notices  in  the  newspapers  concerning  Swedish 
applications  and  the  laying  open  of  such  applications 
for  public  inspection.  The  real  date  of  publication, 
‘ offenliggjort,  ’  is  at  the  end  of  the  specification  of 
a  Swedish  patent.”  I 

From  the  foregoing  discussion  with  respect  toj  the 
procurement  of  patents  in  Great  Britain,  Germany,  and 
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Sweden,  wherein  patent  applications  before  issuance  in¬ 
to  patents  are  laid  open  to  public  inspection,  it  is  reason¬ 
able  to  assume,  in  view  of  petitioner’s  own  showing  re¬ 
specting  Danish  Patent  Office  procedure,  that  the  Dan¬ 
ish  practice  is  in  substantial  conformity  with  that  in 
these  other  European  countries.  As  a  matter  of  fact, 
Rice’s  counsel  has  not  shown  that  the  Danish  practice  i* 
anv  different.  The  averment  in  the  Parrv  affidavit  re- 
specting  the  alleged  practice  in  the  Danish  Patent  Office 
of  issuing  to  inquiring  persons  copies  of  applications 
that  are  open  for  public  inspection  does  not,  of  course, 
render  the  Danish  practice  substantially  dissimilar  and, 
as  a  matter  of  fact,  the  averment  in  the  Parry  affidavit  is 
wholly  insufficient  to  prove  that  typewritten  copies  of 
Bayer’s  first  Danish  application  had  ever  been  issued  in 
conformity  with  the  alleged  practice. 

Be  that  as  it  may,  the  foregoing  authorities  holding 
that  the  laying  open  to  public  inspection  of  patent  ap¬ 
plications  in  Great  Britain,  Germany,  and  Sweden  doe* 
not  constitute  either  a  “printed  publication”  or  a  prior 
patent  within  the  meaning  of  Section  4887  are  ample 
authority  for  this  Court  to  deny  Rice’s  Petition. 

Again,  in  the  publication  entitled  “Manual  of  Pat¬ 
ent  Office  Procedure,”  (Fifth  Edition)  by  E.  S.  Glas¬ 
cock,  published  by  the  Journal  of  the  Patent  Office  So¬ 
ciety  on  August  15,  1929,  on  page  24,  it  states  that  with 
respect  to  Danish  patents  the  publication  date  thereof  is 
indicated  on  the  Danish  patent  by  the  word  “Bekendtg- 
jort”  and  that  a  Danish  patent  officially  becomes  a  patent 
on  the  date  indicated  bv  the  word  “Udstedt.” 

V 

An  accurate  and  correct  translation  of  the  Danish 


word  “Bekendtgjort”  is  “published,”  and  of  the  Danish 
word  “Udstedt”  is  “issued.”  The  aforesaid  publication 
by  E.  S.  Glascock,  who  for  years  was  a  Principal  Ex¬ 
aminer  of  the  United  States  Patent  Office  in  Division  19, 
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was  reviewed  by  the  Commissioner  of  Patents  and,  while 
it  is  not  an  official  publication,  its  circulation  among  the 
patent  fraternity,  as  well  as  the  Examiners  in  the  Pat¬ 
ent  Office,  is  approved  by  the  Commissioner  of  Patents. 
In  other  words,  it  is  “the  Bible,”  setting  forth  in  minute 
detail  the  practice  and  procedure  that  the  Patent  Office 
Examiner  should  pursue  in  the  allowing  of  applications 
for  United  States  patents. 

As  held  by  the  Commissioner  in  Ex  parte  Ulmann , 
supra,  if  a  Swedish  patent  application  that  has  been 
advertised  and  laid  open  to  public  inspection  in  the 
Swedish  Patent  Office  is  not  a  bar  as  a  publication  or 
as  a  patent  within  the  meaning  of  Section  4887  R.  S., 
we  submit  that  Bayer’s  first  Danish  patent  application 
cannot  be  considered,  when  it  was  laid  open  for  public 
inspection,  as  constituting  either  a  “printed  publica¬ 
tion”  or  a  prior  patent  in  view  of  the  many  authorities 
which  we  have  cited  above. 

The  only  Bayer  patent  that  can  be  considered  as  com¬ 
petent,  relevant,  and  material  in  the  case  at  bar  is 
Bayer’s  Danish  patent  No.  31,916,  which  issued  on  Bay¬ 
er’s  second  Danish  patent  application.  This  Bayer  patent 
was  granted  on  June  19,  1923,  and  became  a  printed  pub¬ 
lication  on  July  2, 1923.  Its  dates  effective  as  a  bar  to  the 
grant  of  any  patent  in  the  United  States  may  be  either 
June  19,  1923,  the  date  upon  which  the  Bayer  second 
Danish  patent  application  became  a  patent,  or  on  July  2, 
1923,  when  it  became  a  printed  publication.  Both  of 
these  dates  are  long  subsequent  to  the  time  that  Roos 
completed  the  invention  in  issue  in  this  country,  which 
occurred  in  the  period  between  June  30,  1922,  when  Roos 
made  his  first  written  description  of  his  invention  and 
disclosed  it  to  others,  and  August  23,  1922,  when  Roos 
employed  his  invention  in  making  full-sized  building 
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partition  tile.  Roos’  patent  application  was  filed  on 
August  20,  1924. 

The  rule  of  law  enunciated  in  Barber  v.  Otis ,  supra , 
and  Permutit  Co.  v.  Wadham,  supra,  as  well  as  in  the 
other  authorities  cited,  is  directly  applicable  to  the  issue 
here  presented.  The  Bayer  first  Danish  patent  appli¬ 
cation,  when  it  was  laid  open  for  public  inspection  pur¬ 
suant  to  law  and  custom,  whatever  this  application  may 
have  described  or  disclosed,  was  neither  a  “printed  pub¬ 
lication”  nor  a  prior  patent  and,  therefore,  cannot  under 
any  proper  theory  of  law  be  held  to  be  a  statutory  bar 
to  the  grant  of  a  valid  United  States  patent  to  Roos. 
The  alleged  newlv  discovered  evidence  referred  to  bv 
Rice,  even  if  it  could  be  produced,  cannot  change  the 
equities  between  Roos,  the  defendant,  and  Rice  and 
Bayer,  the  plaintiffs.  The  decrees  already  entered  in 
these  two  suits  could  not  be  reversed  in  favor  of  appel¬ 
lant  Rice. 

Since  Bayer’s  First  Patent  Application  Cannot  Be  Held 
to  Be  a  Prior  Printed  Publication,  the  Court  Below 
Committed  No  Error  in  Denying  the  Petition  Since 
the  Alleged  Newly  Discovered  Evidence,  Even  if  Pro¬ 
duced,  Would  Not  Entitle  Rice  the  Petitioner,  to  a 
Decree  in  His  Favor. 

In  the  case  of  Obea-r-N  ester  Glass  Co.  v.  Hartford- 
Empire  Co..  61  F.  (2d)  31,  the  Circuit  Court  of  Appeals, 
Eighth  Circuit,  discusses  the  circumstances  and  condi¬ 
tions  under  which  a  bill  of  review  will  be  granted.  It 
was  there  held  that  alleged  newlv  discovered  evidence  to 
support  a  bill  of  review  must  be  such  as  would  probably 
have  produced  a  different  result  if  the  evidence  had  been 
timely  presented.  This  case  involved  a  patent  infringe¬ 
ment  suit  where  the  validity  of  the  patents  was  assailed 
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on  the  ground  that  the  alleged  newly  discovered  evi¬ 
dence  conclusively  established  that  the  patentee  was  not 
the  first  inventor  of  the  inventions  covered  by  the  pat¬ 
ents.  The  Court  said  (pp.  34-35) : 


“.  .  .  The  application  is  addressed  to  the  dis¬ 

cretion  of  the  court  and  is  not  to  be  granted  as  a 
matter  of  course.  As  said  by  the  Supreme  :  Court 
in  National  Brahe  &  Electric  Company  v.  Christen- 
sen,  supra:  ‘Such  applications  are  addressed  to  the 
sound  discretion  of  the  appellate  tribunal,  and 
should  be  decided  upon  considerations  addressed  to 
the  materiality  of  the  new  matter  and  diligence  in 
its  presentation.’ 

“We  turn,  therefore,  to  a  consideration  of  the 
application.  A  bill  of  review  for  newly  discovered 
evidence  may  only  be  presented  to  obtain  the  benefit 
of  evidence  of  facts  existing  at  the  time  of  the  de¬ 
cree,  but  discovered  too  late  to  allow  the  introduc¬ 
tion  of  proof  concerning  them  at  the  trial.  The  new 
evidence  must,  of  course,  be  material  to  the  issues 
determined  by  the  decree,  and  it  must  appear  that 
the  proof  has  not  only  come  to  light  subsequent  to 
the  entry  of  decree,  but  that  it  could  not  have;  been 
discovered  in  the  exercise  of  reasonable  diligence  in 
time  to  permit  its  being  used  in  the  original  trial. 
Like  motions  for  a  new  trial  on  the  ground  of 
newly  discovered  evidence,  a  bill  of  review  for  newly 
discovered  evidence  is  not  favored  by  the  courts. 
Its  allowance  rests  in  a  sound  judicial  discretion  to 
be  exercised  cautiously  and  sparingly  in  cases  where 
it  is  clearly  demonstrated  that  the  interests  of  jus¬ 
tice  will  undoubtedly  be  served  thereby.  Craig  v. 
Smith ,  100  U.  S.  226,  25  L.  Ed.  577;  Ricker  v.  Pow¬ 
ell,  100  U.  S.  104,  25  L.  Ed.  527 ;  Nickle  v.  Stewart , 
111  U.  S.  776,  4  S.  Ct.  700,  288  L.  Ed.  599;  Thomas 


v.  Brockenb rough ,  10  Wheat.  146,  6  L.  Ed.  287. 
“Ordinarily  an  application  for  leave  to  file  a  bill 


of  review  for  newly  discovered  evidence  presents 
for  consideration  the  question  of  the  materiality  of 
the  newly  discovered  evidence  and  the  diligence  ex¬ 
ercised  by  the  applicant  to  secure  such  evidence. 


i 
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“Not  only  must  the  evidence,  to  support  the  bill 
of  review,  be  newly  discovered,  but  it  must  be  of 
such  character  as  would  probably  produce  a  differ¬ 
ent  result  if  it  had  been  received  on  the  original 
hearing.  Purcell  v.  Miner,  4  Wall.  519,  18  L.  Ed. 
459;  Suhor  v.  Gooch  (C.  C.  A.)  248/.  870. 

“We  are  not  convinced  that  the  evidence  is  either 
newly  discovered,  nor  that  it  would  probably  pro¬ 
duce  a  different  result  more  favorable  to  the  defend¬ 
ant  than  that  already  obtained.  Neither  are  we  con¬ 
vinced  that  the  granting  of  this  motion  would  be  in 
the  interest  of  equity  and  justice.  A  bill  of  review 
must  not  be  used  as  a  means  of  indefinitely  prolong¬ 
ing  litigation. 

“The  motion  for  leave  to  present  to  the  lower 
court  a  motion  to  file  a  bill  of  review  is  therefore 
denied.  ” 

In  Rubber  Company  v.  Goodyear,  76  U.  S.  805,  the 
Supreme  Court  of  the  United  States  held  that  a  bill  of 
review  should  not  be  granted  where  the  party  has  been 
guilty  of  laches  or  where  the  court  is  satisfied  that,  upon 
the  case  offered  to  be  made  out,  the  decree  ought  to  be 
the  same  as  has  already  been  given.  Speaking  through 
Mr.  Justice  Swayne,  the  Court  said  (p.  805-807): 

“The  appellants  have  submitted  a  motion  that 
the  mandate  in  this  case  be  stayed,  and  that  they 
have  leave  to  file  a  bill  of  review. 

•  •••••••• 

“Not  having  spoken  at  the  proper  time  in  that 
way,  they  cannot  be  permitted  to  speak  with  effect 
now,  in  this  way.  They  have  slept  upon  knowledge, 
which,  i  if  material,  should  have  awakened  them  to 
activity  more  than  seven  years  ago.  Their  laches 
is  fatal  to  their  application.  It  is  a  settled  rule  in 
this  class  of  cases  ‘that  the  matter  must  not  only  be 
new,  but  such  as  the  party,  by  the  use  of  reasonable 
diligence,  could  not  have  known;  for,  if  there  be  any 
laches  or  negligence  in  this  respect,  that  destroys 
the  title  to  the  relief.’  Whether  such  am  application 
shall  be  granted  or  refused,  rests  in  the  sound  dis¬ 
cretion  of  the  court.  The  requisite  leave  is  never  a 
matter  of  right.  The  affidavits  have  failed  to  sat- 
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isfy  us,  that  if  a  bill  of  review  were  filed  the  result 
would  affect  the  decree  which  has  been  rendered. 

“We  are  all  of  the  opinion,  that  under  the  Circum¬ 
stances  it  would  not  be  proper  to  withhold  longer 
from  the  appellees  the  fruits  of  the  relief  to  which 
we  have  found  them  entitled. 

j 

•  •  •  •  •  •  •  •  j  • 

“.  .  .  The  motion  for  leave  to  file  a  bill  of 
review  is 

Denied.” 

In  Suhor,  el  al.  v.  Gooch ,  248  F.  870,  the  Circuit  Court 
of  Appeals,  Fourth  Circuit,  stated  that  one  of  the  recog¬ 
nized  conditions  for  granting  leave  to  file  a  bill  of  re¬ 
view  is  that  the  Court  must  be  convinced  that  the  alleged 
newly  discovered  evidence  would  probably  lead  to  a  dif¬ 
ferent  result.  The  Court  said  (p.  871): 

“Leave  to  file  a  bill  of  review  in  an  equity  case 
on  the  ground  of  after-discovered  evidence  must 
have  the  same  support  as  a  motion  for  a  new  trial 
on  the  same  ground  in  a  law  case.  Talbott  v.  Todd , 
5  Dana  (Kv.)  196.  Counter  affidavits  mav  be  filed 
in  the  appellate  court  denying  the  allegations  of  the 
petition  and  the  moving  affidavits.  Blandy  v.i  Grif¬ 
fith,  3  Fed.  Cas.  Xo.  1530;  Dexter  v.  Dexter ,  7  Fed. 
Cas.  Xo.  3860;  Loth  v.  Loth,  116  Mich.  634,  74  N.  W. 
1.046.  _  ; 

“The  recognized  condition  of  the  leave  to  file  a 
bill  of  review  is  that  the  appellate  court  must  be 
convinced  ( 1 )  that  the  alleged  newly  discovered  evi¬ 
dence  would  probably  lead  to  a  different  result,  and 
(2)  that  due  diligence  was  used  to  discover  it  be¬ 
fore  the  trial.  Rubber  Co.  v.  Goodyear ,  supra; 
Angle  v.  United  States,  supra  (4th  Cir.) ;  Society  of 
Shakers  v.  IVatson,  77  Fed.  512,  23  C.  C.  A.:  263; 
Jourolman  v.  Living,  85  Fed.  103,  29  C.  C.  A.  41; 
Tufting  Machine  Co.  v.  Buser ,  158  Fed.  83,  85  C.  C. 
A.  413,  14  Ann.  Cas.  192 ;  2  Daniell,  Eq.  Pr.  1577 ; 
2  Foster’s  Fed.  Pr.  1408;  Hatcher  v.  Hatcher,  80  Va. 
169;  Quick  v.  Lilly,  3  X.  J.  Eq.  255;  Simpson  v. 
Watts,  6  Rich.  Eq.  (S.  C.)  364,  62  Am.  Dec.  392.” 

We  submit  that  the  authorities  are  thus  in  conform- 
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ance  with  the  general  rule  that  a  bill  of  review  should 
never  be  granted  unless  the  alleged  newly  discovered 
evidence,  if  produced,  is  such  that  it  would  in  all  proba¬ 
bility  justify  a  decree  in  favor  of  the  petitioner.  In  the 
case  at  bar  Rice's  alleged  newly  discovered  evidence  is 
not  of  this  character.  Even  if  produced,  the  substantial 
equities  between  Roos,  on  the  one  hand,  and  Rice  and 
Bayer,  on  the  other  hand,  would  not  be  changed. 

Bayer’s  first  Danish  patent  application,  when  it  was 
laid  open  for  public  inspection,  pursuant  to  the  law,  the 
practice,  and  the  custom  of  the  Danish  Patent  Office,  was 
not  a  prior  “printed  publication"  within  the  meaning  of 
the  United  States  patent  statutes.  The  decisions  that  we 
have  hereinabove  cited  pertaining  to  British  patent  ap¬ 
plications,  German  patent  applications  and  Swedish  pat¬ 
ent  applications  are  directly  applicable,  we  submit,  to 
Bayer's  first  Danish  patent  application  since  the  Danish 
Patent  Office  practice  is  patterned  after  that  obtaining 

in  Great  Britain,  Germany,  and  Sweden.  In  conformity 
» 

with  these  authorities  it  cannot  be  asserted  by  Rice  that 
Bayer’s  first  Danish  patent  application  ever  became  a 
“printed  publication”  and  thus  a  statutory  bar  to  the 
grant  of  a  valid  United  States  patent  to  Roos. 


Conclusion. 

Rice’s  case,  as  presented  here,  may  be  accurately  ap¬ 
praised  by  the  almost  negligible  testimony  that  was 
adduced  on  his  behalf  before  the  trial  Court  and  bv  the 
meagre  space  that  Rice's  counsel  has  seen  fit  to  devote 
to  it  in  his  briefs. 

Rice’s  attacks  upon  Roos,  in  the  last  analysis,  focus 
themselves  upon  his  contention  that  Roos  abandoned,  sup¬ 
pressed  and  concealed  his  invention  and  was  stimulated 
into  activity  to  file  his  patent  application  after  Rice  en- 
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tered  the  field.  Rice ’s  counsel  charters  the  course  of  hi's 
attacks  upon  Roos  through  a  sea  of  circumstantial  evi¬ 
dence.  He  distorts  the  undisputed  facts  adduced  by 
Roos  and  attempts  to  discredit  the  testimony  of  Roos 7 
witnesses  by  wholesale  in  order  to  fit  the  so-called  “cir¬ 
cumstantial  evidence”  to  the  exigency  that  Rice  is  faced 
with  here.  In  Rice’s  desperation,  we  also  hear  the  hue 

and  crv  of  fraud.  I 

%> 

Rice  was  a  belated  inventor  in  the  field,  and,!  conse¬ 
quently,  the  burden  of  proof  in  the  case  at  bar  is  upon 
Rice.  | 

Our  answer  to  Rice  is  that  he  has  not  sustained  the 

burden  of  proof  imposed  upon  him — namely,  that  he  has 

not  established  bv  testimony  which  in  character  and 

*  % 

j 

amount  carries  thorough  conviction  that  he  and  no 
one  else,  is  entitled  to  a  patent  on  the  invention  here 
in  issue.  This  burden  implies  something  more  than 
misstatements  of  the  record  evidence  and  the  surmises, 
conjectures,  guesses,  and  suspicions  born  from  such  mis¬ 
statements  to  create  “circumstantial  evidence.”  At  best 
these  only  present  a  doubtful  case.  And  if,  in  the  mind, 
the  probabilities  incline  either  way  then  certainly  Rice’s 
case  is  not  free  of  doubt.  Rice,  naturally  therefore,  has 
shunned  the  rule  of  law  established  by  the  Supreme 
Court  in  Morgan  v.  Daniels,  that  every  reasonable  doubt 
in  a  proceeding  under  Section  4915  should  be  resolved 
against  the  plaintiff  and  in  favor  of  lie  who  v*on  in  the 
Patent  Office. 

Rice’s  counsel  bases  his  contention  of  abandonment  of 
the  Roos  invention  and  subsequent  stimulation  of  the 
United  States  Gypsum  Company  upon  the  Bayer  excerpt 
appearing  in  “Chemical  Abstracts.”  But  Rice  isoon 
found  himself  in  an  anomalous  position  with  respect  to 
this  Bayer  excerpt.  He  asserts,  as  against  Bayer,  that 
the  Bayer  disclosure  is  not  complete  or  sufficient  to  ad- 
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vise  those  skilled  in  the  art  how  to  practice  the  Bayer 
invention.  Then,  in  an  about-face,  Rice  is  obliged  to 
assert,  as  against  Roos,  that  the  meagre  Bayer  excerpt 
was  the  source  of  stimulation  to  Roos.  Rice’s  position 
respecting  the  insufficiency  of  Bayer's  disclosure  mutu¬ 
ally  excludes  Rice’s  position  against  Roos  that  the 
Bayer  excerpt  constituted  stimulation. 

Rice,  therefore,  is  now  forced  to  assert  that  Roos  and 
the  United  States  Gypsum  Company  were  stimulated 
into  activitv  because  of  the  work  that  Rice  did  in  Cali- 
fornia.  But  the  evidence  clearlv  shows  that  Rice  first 
made  only  three  sporadic  and  isolated  attempts  to  prac¬ 
tice  his  invention — namely,  the  Joralamon  slabs,  the  Lake 
Tahoe  lodge,  and  the  Maybeck  residence.  The  further 
work  that  Rice  did  respecting  cellular  cement  was  subse¬ 
quent  to  the  time  that  Roos  filed  his  patent  application  in 
the  Patent  Office.  As  to  the  earlv  work,  it  was  not  estab- 
lished  that  any  one  on  behalf  of  Roos  or  the  Gypsum 
Company  ever  witnessed  these  practices  of  the  Rice  pro¬ 
cess.  Merely  to  see  the  old  cellular  cement  product  of 
the  prior  art  will  not  apprise  one  of  the  method  or  man¬ 
ner  of  manufacture.  Rice  is  merely  surmising  that  some 
one  saw  the  completed  work  of  Rice  and  guessed  as  to 
its  method  of  manufacture.  Hence  on  such  suspicion 

Rice  savs  that  Roos  was  stimulated  bv  Rice. 

*  ♦ 

dVitli  respect  to  Rice’s  proceedings  to  reopen  the  case. 
Rice's  counsel  becomes  further  entangled  in  a  maze  of 
inconsistencies  and  anomalies.  Rice  says  that  the  al¬ 
leged  abandoned  first  Bayer  application  is  identical  with 
that  here  in  controversy.  This  latter  application,  Rice 
savs,  is  violative  of  R.  S.  4888,  for  insufficiencv  of  dis- 
closure.  The  former,  however,  is  presented  by  Rice  as 
a  publication  in  Denmark  and  a  bar  to  the  grant  of  a 
valid  patent  to  Roos.  But  under  the  law  a  foreign 
publication  never  bars  or  anticipates  unless  the  disclo- 
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sure  is  full,  clear,  concise  and  exact  ( Seymour  v.  Os- 
borne,  78  U.  S.  516).  Consequently  the  alleged  aban¬ 
doned  application  being  allegedly  the  same  as  the  pres¬ 
ent  Bayer  application,  it  must  be  of  a  vague  and  insuffic¬ 
ient  disclosure  and  therefore  cannot  be  a  bar  to  or  antici¬ 
pation  of  a  valid  U.  S.  patent. 

Thus,  these  inconsistencies  and  expeditions  into  the 
realm  of  conjecture  by  Rice’s  counsel  in  his  attack  upon 
Roos  cannot  serve  as  carrying  the  burden  of  proof— which 
Rice  necessarily  assumed  when  he  appeared  here  as  a 
party  to  whom  the  Patent  Office  Tribunals  had  denied  a 
patent. 

The  record  in  the  case  at  bar  has  established  beyond 
a  peradventure  of  a  doubt  that  the  art  in  this  country 
was  advanced  bv  Roos  and  not  bv  Rice.  It  was  Roos  and 

i 

his  assignee  that  gave  the  public  the  benefit  of  the  inven¬ 
tion  here  in  controversy.  It  is  a  meagre  showing  that 
Rice  has  presented  in  support  of  his  prayer  that  he  be 
adjudged  the  original  and  first  inventor  of  the  invention 
in  issue  and  entitled  to  receive  letters  patent  of  the 
United  States  therefor,  in  contravention  to  the  rights 
established  by  Roos  and  his  assignee;  and,  therefore, 
Roos,  having  been  the  first  to  conceive  the  invention  and 
the  first  to  reduce  it  to  practice,  and  never  having  aban¬ 
doned,  concealed,  or  suppressed  it,  is  entitled  to1  this 
Court’s  affirmance  of  the  decree  dismissing  these  actions. 

i 

Respectfully  submitted, 

Arthur  A.  Olson jj 
George  W.  Hansen, 
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